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TRADE-MARKS IN ITALY 























In the February, 1935, issue of the Bulletin of the Trade-Mark Association 
we published an article on the Law on Industrial Property promulgated in 
Italy in September, 1934. This law was to become effective upon the issue of 
regulations for the application of the law. Subsequently, an Italian Decree of 1939 
provided that the law of industrial property would be put into effect by  >yal 
Decrees with respect to each branch of industrial property separately. 

On June 29, 1939, the provisions of the Law of 1934 concerning patents fcr in- 
ventions were put into effect. 

We are now informed that a Decree of June 21, 1942, was promulgated in Italy 
during the war enacting the provisions of such law concerning trade-marks. This 
Decree became effective September 1, 1942. 

There has been no relaxation as yet of the prohibition in this country against 
filing trade-mark applications in Italy, and there is a question whether permission 
will be given before peace is established with this, our former enemy. It is also 
not known whether the Italian Trade-Mark Law of June 21, 1942, will be main- 
tained or whether this legislation will be annulled or repealed by the present Italian 
government. 

At this time, we wish to bring to the attention of our members particularly the 
provisions of the law concerning the duration of trade-mark registrations. It will 
be recalled that under the old Italian Trade-Mark Law registrations endured with- 
out limitation of time. The Law of 1942 provides that trade-mark registrations 
are granted for a term of twenty years. Renewal may be applied for within the 
twelve months preceding expiration of the twenty-year term. A period of grace of 
six months is allowed for late renewals subject to the payment of an additional fee. 

The law contains transitory provisions dealing with trade-marks which have 
been registered in Italy under the old law. These are due for renewal as follows: 
















1. Marks which were filed less than eight years before September 1, 1942, must be re- 
newed before the expiration of ten years from the date of filing. 

2. Marks which were filed eight years or more before September 1, 1942, must be re- 

newed before December 31, 1943. 





The period of grace of six months applicable to registrations which are dated 
prior to September 1, 1934 (the filing date is the date of registration in Italy), ex- 
pired on June 30, 1944. It may be assumed, however, that an extension of time 
will be granted by the Italian government or provided for in a treaty of peace or 
convention for the re-establishment of industrial property rights after the war, so 
that owners of registrations in Italy who could not have acted in accordance with the 
above law prior to June 30, 1944, may be able to renew their registrations within a 
certain period to be determined. 
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A SLOGAN EITHER HELPS OR HINDERS A BUSINESS 
By Ernest A. Dench 


CREATIVE PROCESSES BY WHICH AN EFFECTIVE SLOGAN IS PRODUCED 


The slogan has come down to us from the time the Scots and the English were 
at loggerheads. The highland clans aroused their fighting men to action with a 
stirring battle-cry. 

Those hardy Scottish warriors had a flair for merging the mental with the 
physical. However, all we are concerned with nowadays is the first phase. 

Composing a slogan seems like child’s play to the person standing on the side- 
lines. It is—if any kind of a wording will satisfy. Back of every successful 
slogan are liberal drippings of perspiration, in the mental battle to evolve the right 
combination of words in the right place. 

The danger of rattling off a slogan with one hand and doing something entirely 
foreign with the other, is that there is plenty of time for reflection. Unfortunately, 
the reflection comes after the brain child symbolizes the firm’s trading policy. 
Good slogans do not grow on every bush or under every head of hair—or no hair 
at all; grilling mental operations are involved. 


Why Be So Casual? 


It is not difficult to imagine what goes on behind the scenes of a business when 
a slogan is needed. The following imaginary conference is not very far from actu- 
ality: “We must have a slogan, Mr. Burrows. Any ideas?” “How’s this, Mr. 
Morgan? “Have You Tried Us—If Not Why Not?” “Yes, it sounds rather 
good, Mr. Burrows; let’s start in using it at once.” 

So a new slogan is ushered into the business arena as if it were an insignificant 
four-line advertisement due to catch the next issue of the local paper. Instead, it 
should like on the desk for days—possibly weeks—while possible objections and im- 
provements have a chance to materialize. When this time protection is omitted, 
the head of the firm sooner or later intimates to his associates that he is disgusted 
with slogans. 

“Writing a slogan comprises three tricks,” declares Miss Bernice Fitzgibbon, an 
advertising copywriter. “You write down the name of the goods or services you 
sell and than scribble phrases from three standpoints—alliteration, rhyme and pun. 
Of course, all the methods are artificial but alliteration seems a little more so than 
the others. On the whole, a pun or rhyme works out better.” 


Where’s Your Name? 


In an American slogan survey the report stressed that “a failing of most slogans 
today is that they apply equally as well to one institution as to another.” True 
enough, it is difficult to attain individual distinction, but the good advertising slogan 
is not easily invented. One certain method of avoiding the possibility of slogan 
confusion is to skilfully incorporate the firm name in it. 
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The late Rudyard Kipling unconsciously presented the slogan’s essentials to the 
advertising world, when he made the admission that—‘I keep six honest serving 
men. .... They taught me all I know. . . . Their names are What and Why and 
When and How and Where and Who.” 


When a slogan is too vague or incomplete, it needs the injection of one or more 
of the “Six Honest Serving Men.” 

































Importance of Brevity 


How the Bishop of Durham (England) came to summarize the part brevity 
plays in an effective slogan, we do not know; but you will have to go far to find a 
better definition than the following one: “The dullest wit must be able to pick it 
up; the weakest memory to retain it. Anything balanced or accurately stated 
would inevitably be too long.” 

The good Bishop implies that the whole truth has to be sacrificed for brevity. 
To some extent this is true. A slogan may be factful in its general outline, but a 
sweeping statement, such as is often embodied in a slogan, calls for a more detailed 
explanation. When a slogan is new to the public, advertising copy elaborations of 
it are advisable. In this way the slogan to a specific business becomes the equiva- 
lent of a headline to an individual advertisement. The main difference is that the 
headline is changed with every insertion, while the slogan is repeated from day to 
day without alteration. 

Any business man who has customers in the foreign-speaking section of a large 
city knows what it is to be sparing with words—the right ones of one syllable each. 
One such business man, when he needed a slogan, sat down with a handful of well- 
sharpened pencils and a pad of cablegram forms. He carefully appraised every 
word, pretending he was paying the full daytime tariff to some far-distant country. 
He filled in a number of the forms before he had the desired brevity without any 
loss of clarity. The final message was laid aside to simmer for a few days. 

N-i-n-e is the absolute limit in slogan wordage, according to the best authorities. 
Go beyond the nine and the “‘caught-in-a-flash” appeal of the slogan is destroyed. 
It takes longer to memorize—and the successful slogan is one which is chanted on 
many lips. 

The slogan which generalizes often ends in conveying nothing. A certain 
learned professor can describe things at greater length than anyone else we know. 
Well-meaning friends, hoping aganst hope to keep him to the point, gently chime 
in with—“‘And what does the matter narrow down to?” 

Big words, or ones hard-to-pronounce, have proved fatal to many a slogan. You 
might be on the right track if you were selling rare books to collectors, but your 
slogan has to penetrate the mind of the person of average intelligence. 


Possible Outside Aid 


Have you considered seeking outside counsel in obtaining a forceful slogan? 
Sometimes a business man keeps his advertising copy nose so close to the grindstone, 
that his announcements go over the public’s head. Or he fails to consider possible 
reactions. Money is wasted in either :vent. 
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It is, of course, quite possible that the very message you have long sought will 
come to light in a slogan contest open to the general public. 

The unpleasant possibility in store is that of the disgruntled competitor. It is 
but human for unsuccessful runners-up to consider their entries far superior to the 
chosen slogan. You may lose valuable trade on this account. Unless you feel 
your business is strong enough to withstand such hard knocks, the contest idea is 
best left alone. 

The winner of a major prize in one slogan contest frankly admitted he knew 
absolutely nothing about slogan technique. He had that precious gift—an analytical 
mind, so he ransacked the local library for all the data available on the subject. 
His was not an easy task, as he found much of the data incomplete and conflicting. 
Finally, he decided he had five simple rules to observe, and we give them here be- 
cause of their wide application. The slogan must be specific. The slogan must lend 
itself to easy repetition. The slogan must have a sense of rhythm. The slogan 
should observe the art of alliteration. The slogan must be brief. 

In concluding these mental processes, it is obvious that the slogan is a form of 
advertising to be read on the run, so to speak. Try repeating a sentence to yourself 
several times to determine if you can remember it afterwards. If you can, the 
aforesaid slogan ought to be able to perform the function expected of it. 


Wuat FEATURE OF YouR BUSINESS SHOULD THE SLOGAN STRESS? 


How is your business different from others in the same line? 

While all firms in the same trade have points in common, individuality creeps 
in because of some superior or added feature. It may be an exceptionally con- 
venient location. It may be some form of service that is really outstanding. It 
may be some reason why your merchandise selections are better or more complete 
—or for one of a dozen other reasons. Here is where you will find the raw 
material for your slogan. It may be buried amid a mass of detail, but, like flecks of 
gold in a river bed, it is waiting to be scooped out by the analytical-minded business 
executive. 


Specify Your Service 


Service as a slogan theme is full of pitfalls. It is so nice and easy to make rash 
promises in print, but the execution of them is an altogether different matter. No 
wonder the public has become skeptical of service pledges which imply a whole 
lot yet which tell nothing specific. As a good example of what to avoid, the owners 
of one servicing organization proclaim themselves as ““The Sleepless Service Men.” 
Does it mean they are at their business posts every hour of the twenty-four? Or 
is one to infer that the partners are untiring in their efforts to please clients? In 
all probability, the latter definition is the correct one ; yet how many people will take 
the trouble to figure out the true meaning? There is no reason why they should, 
for an advertising statement, in order to carry conviction, should be as clear as a bell. 
Were the slogan amended to “We're Untiring in Our Desire to Please,” the story 
would be clearly and simply defined. It uses seven words instead of four, and while 
brevity is to be desired, it is not an asset if it leaves a business policy open to doubt. 
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Another head of a firm has a flair for high-sounding sentences, so he knocked 
off, via the slogan, “Service by Experienced Experts.” How can men rate as ex- 
perts without first being experienced? ‘‘Where Skilled Service Is a Habit” would 
be more expressive. 

“Prominent Through Performance,” as used by one firm, is a compromise. It 
would carry far more weight if it indicated what kind of a performance is to be ex- 
pected. It may be strictly-on-time delivery, goods exactly as represented, and so 
forth. 

Does It Pay To Stress Old Age? 


Some advertising men question the wisdom of old-established firms stressing 
the number of years they have been in business. It is quite possible, they maintain, 
that the modern-minded potential patron may judge that such a firm is hopelessly 
behind the times in many ways. 

Location is one deciding factor. If the firm is in a conservative middle-class 
community—one proud of its traditions, and populated largely by middle-aged and 
old people—then the old-established slogan is the ace to play. 

If, on the other hand, the firm has its headquarters in a youthfully-alert town, 
the modern tempo is the side on which the business bread is buttered. 

Another important consideration is the trade, industry or profession in which 
the firm is engaged. For instance, the years back of a bank intensify the confidence 
in it. The same is true of a jewelry firm, be it retail, wholesale or manufacturing. 


What of Location? 


The game of hide and seek may be delightful fun to children, but no customer, 
potential or actual, enters into the spirit of searching for a particular firm in quite 
that zestful spirit. If the quest becomes tiresome, the usual result is that some 
firm easier to find gets the business. Sometimes city streets are torn up with aban- 
don. Many familiar landmarks disappear as old buildings are replaced by new 
ones. All in all, the slogan can perform a brilliant piece of work in making a 
seemingly obscure street address easy to find. The secret is to establish a strong 
point of identification, such as “Opposite the Midland Bank.” 


Departmental Activity 


First and foremost is the slogan which advertises the firm as a whole.. A sup- 
plementary, or secondary, slogan is that of a specific department. It comes into play 
only in special departmental advertising, such as seasonal circular letters, folders, 
price lists and such. 

Again there is the problem of “what to say” about a department. Harder per- 
haps to do, because the best thought and effort have been expended on the main 
slogan. What should be done, from a copy-suggesting standpoint, is to pick out the 
dominant feature of the department, either in merchandise or servicing. 


The Slogan in Action 


The slogan is a most agreeable parasite. Like the cuckoo, it makes no nest of its 
own, but “roosts” among existing advertising mediums. It is on the job day and 
night, rain and shine, and in all kinds of places. 
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The best positions for the employment of a slogan, in the order named, are as 
follows: 1. Worked into or made part of the name and address plate regularly used 
in press advertisements. 2. Inserted between your firm name and address on all 
printed stationery and direct mail matter. 

While you will discover other possible mediums than the two leaders named 
above, never employ the slogan as a separate advertising vehicle. The slogan is the 
inner voice of the publicity channels you already use. It lends body to your copy 
and enriches the institutional appeal. 

The slogan is used more in press advertising than in other media. Where there 
are only a limited number of type faces available, such as in a country newspaper 
office, it pays to use an individualistic name plate incorporating the slogan. Have 
a simple but effective design executed by a competent artist and then have a line 
engraving made of it. 

The name plate at once enables the reader to pick out your advertisement from 
the others on the same page or the adjacent one. He will, from repetition, come 
to remember the sloganized sentence the name plate contains. 


Slow But Sure in Results 


“Give me quick results,” demanded an employer of his advertising man. He 
was on the eve of launching a new slogan, the sixth to be adopted in as many months. 
The advertising man obeyed orders by installing a galvanized tank (banked with 
mud and moss) in the window. Each of the twenty-two live turtles in the tank 
had a letter painted on its back. The public had to catch the turtles arranged in 
systematic order before they could “get” the firm’s new slogan. Sad to relate, the 
turtles failed to co-operate after being a week in the show window. 

Freak stunts such as this tortoise parade may be all right for a “Cheap Jack” 
firm, but are not for the business house with dignity and prestige to maintain. 

The slogan is so slow but sure in results that it emulates the tortoise in part. 
Months and months of steady plugging in the firm’s regular advertising are neces- 
sary. It then remains in the public’s memory for a long, long time. 

The child who has to stay in the classroom after dismissal, to write a certain 
sentence fifty times, certainly has good cause to remember that sentence. On the 
other hand, the adult who voluntarily spots your slogan fifty times in as many press 
advertisements over a certain period, comes to have it parked somewhere in his or 
her brain. Then—and only then—has the slogan accomplished its mission. 


To Change or Not to Change 


Advertising experts contend that a constant change of copy is essential to suc- 
cessful selling. While this is true up to a certain point, the advice should not be 
taken too literally. One firm has had ten different slogans on deck during the past 
year—and the end does not appear to be in sight.’ Constant tampering with a slogan 
is almost as bad to a business as too many changes in personnel. 

Months or years of constant repetition make the scrapping of a slogan a serious 
undertaking. However, what may bring the problem to a head is a remodeling of 
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the business premises, either at the same address or elsewhere. 
tends to become antiquated. 

Should a business firm sacrifice all the valuable publicity the original slogan has 
produced, for the sake of a new build-up? Despite the risk involved, expansion or 
remodeling operations present the psychological opportunity to launch a new slogan 
or a variation of the present one. 

“Well, of all the things—Blank has a new slogan. I wonder if I'll remember 
it as easily as the old ’un,” should be the public’s reaction to the change. 

Naturally, a good deal depends on the memory-retaining capacity of the new 
slogan, plus extensive use of it during the first few months. 


Then the slogan 


LANHAM BILL, H. R. 82, REPORTED BY SENATE COMMITTEE ON 
PATENTS 


On December 4, the Senate Committee on Patents, after receiving a favorable 
report by its Subcommittee which recently held hearings with regard to the Lanham 
Bill, reported the Bill favorably with a few amendments. In reporting the Bill, the 
Senate Committee submitted Report No. 1303 explaining the amendments to H. R. 
82 as passed by the House earlier this year. The report of the Senate Committee 
followed within a few days the hearings held before its Subcommittee on November 
15 and 16 which had been called primarily for the purpose of giving an opportunity 
to the Antitrust Division of the Department of Justice to present its objections to 
various phases of the proposed law. Apart from a letter of the State Department 
suggesting further delay in the enactment of new trade-mark legislation because of 
possible international implications, no further opposition was raised at the recent 
hearings to the passage of the Bill. Inasmuch as these hearings will soon be avail- 
able in printed form, there is no need here to set forth in great detail the objections 
raised by the Department of Justice. Suffice it to say that the main criticisms raised 
by the Antitrust Division center around the following provisions of the Bill: 


1. The Department opposed the incontestability provisions of the new bill on 
the ground that the granting of an incontestable right after 5 years would encourage 
monopolistic practices and would withhold from the public the use of common and 
generic names. 

2. The Department strenuously objected to section 32(3) of the bill which 
protects trade-mark owners against use of their trade-marks on rebottled, re- 
packaged, or otherwise altered products. This—in the Department’s own words— 
“would be an unprecedented grant of power to control a chattel after its sale and 
throughout its existence.” 

3. The Department opposed section 5 of the bill which permits the use of a 
parent company’s trade-mark by related companies as defined in Section 45. 

4. Objections were raised against Section 1(a)(1) of the bill permitting reg- 
istration of the same trade-mark by more than one person in case of a bona-fide 
concurrent user of the mark. This provision, according to the Department, may 
be used as a means to allocate territories, products or consumers in contravention 
of the antitrust laws. 
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5. Section 4 of the bill which permits registration of collective and certification 
marks was characterized as an instrument to bring about or perpetuate unlawful 
price agreements. 

6. Section 10 of the bill permitting partial assignment of trade-marks with re- 
gard to territories and classes of goods was criticized as a dangerous instrument in 
the hands of foreign cartels. 

7. The bill as a whole was condemned as encouraging the same type of possible 
abuses of trade-mark rights which have developed in recent years in the field of 
patents. 

At the end of the hearings the Chairman of the Subcommittee, Senator Pepper, 
who has just been appointed Chairman of the Senate Committee on Patents suc- 
ceeding Senator Bone, stated that the Committee expected to report the bill despite 
the objections of the Department. In its report of December 4 the Committee 
stresses the fact that this bill has received most careful attention by all groups con- 
cerned and constitutes the combined effort of all those interested in the legal pro- 
tection of trade-marks. Says the report: 


Besides the official recorded action of Congress concerning this proposed legislation, 
many hours of time were devoted to the perfecting of this legislation by the Members of 
Congress in conferences with officials of various Government departments, lawyers, trade- 
mark owners, manufacturers, and others interested in securing the enactment of a modern, 
concise trade-mark statute. It might also be mentioned that various committees studied 
and debated the various bills, and presented their conclusions for official consideration at 
various times; note the list of committees cooperating in the study of trade-mark legisla- 
tion, page 134, hearings, November 4, 12, 13 and 14, 1941, H. R. 102 et al 


As before stated, the Senate Committee in reporting the bill proposes certain 
amendments. These amendments are, however, comparatively few and it is expected 
that the House may accede to them without the necessity of a conference being held. 
Only five amendments of major consequence are proposed by the Senate Commit- 
tee, two of which were recommended by the American Bar Association and three of 
which are the result of suggestions made by the representatives of the Department 
of Justice at the recent hearings. 

1. Perhaps the most important amendment is the right given to Government 
agencies in Sections 13 and 14 to institute opposition proceedings in any case in 
which the agency believes “that the public interest will be adversely affected” by 
the registration and the corresponding right under Section 14 to bring cancellation 
proceedings in like situations. A similar right to institute cancellation proceedings 
is given Government agencies in Section 24 with regard to trade-mark registrations 
in the supplemental register. These amendments reflect the desire of Government 
agencies—not only the Department of Justice but also the Federal Trade Commis- 
sion and the Food and Drug Administration—to proceed against the registration of 
marks or obtain cancellations of registered marks which are unlawfully used by their 


1. The report here particularly refers to the so-called Coordination Committee which was 
formed by the U. S. Trade-Mark Association in conjunction with the National Association of 
Manufacturers in 1941 for the sole purpose of framing a uniformly acceptable new trade-mark 
statute. 
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owner in violation of federal statutes. It should be noted that, even before these 
amendments, the bill contained in Section 45 a specific saving clause to the effect 
that nothing contained therein should be construed as “restricting or increasing the 
authority of any federal regulatory agency.” While there was no opposition raised 
to the proposed amendments during the hearings, their practical effect may well 
prove detrimental not only to trade-mark owners but to the administration of the 
registration procedure as a whole. As the amendments are now worded, difficult 
and intricate issues of restraint of trade, of violations of the food and drug laws and 
many others would apparently have to be tried before the Commissioner of Patents 
and before the Court of Customs and Patent Appeals. 

2. Another major amendment based upon the fear of possible abuse raised by 
the Department of Justice at the hearings is the elimination of former Section 32— 
now Section 31(3)—which had provided that the resale of trade-marked articles 
after alteration or renovation or repackaging would constitute trade-mark infringe- 
ment if such resale took place without the consent of the owner of the mark and 
without removing the trade-mark. There has long been a desire, particularly among 
manufacturers of perfumes, drugs, and related articles, to make repackaging or re- 
conditioning a statutory offense, augmenting thereby the protection which trade- 
mark owners had been able to obtain judicially for like acts in the past. In eliminat- 
ing this provision the Committee was apparently guided by the thought that con- 
tinued control of the trade-mark owner over the use of his trade-mark in such cases 
may easily be abused for monopolistic purposes, particularly in such industries as, 
for instance, automobiles and typewriters and in the sale of repair parts with regard 
to such products. 

3. A major change was made by the Committee in Section 42 dealing with im- 
portation of goods bearing an infringing trade-mark or name. Indeed, this whole 
section has been completely rewritten as new Section 41 (a)-(j). It had been 
pointed out at the hearings that the present procedure was too stringent in that it 
permitted the owner of a trade-mark to prevent importation of merchandise bearing 
his mark even though such importation was made solely for the personal use of the 
importer. Such, it may be recalled, was the effect of the decision of the federal court 
in Sturges v. Pease, 48 F. (2d) 1035 (1941). The new section, however, not only 
permits such importation for personal use but beyond that deprives the trade-mark 
owner of certain important rights which he enjoys at the present time. Under 
present law—and under the Lanham bill before the amendment—the owner of a 
registered trade-mark could prevent importation merely by depositing a certificate 
of registration with the customs authorities in the various ports and it would then 
be up to the importer to bring judicial proceedings against the trade-mark owner 
based either on the ground of non-infringement or alleged invalidity of the regis- 
trant’s mark. Under the amended Section 41, importation will be stopped at the 
customs port only in cases where the owner has already obtained an injunction 
against the importer for infringement of his trade-mark or trade-name. In all 
other cases the trade-mark owner will now be limited to the taking of certain 
action after the import has already occurred. He may then file with the Commis- 
sioner of Customs his certificate of registration and inquire about the name and 
address of the importer of the merchandise bearing the infringing mark or name. 
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After the customs authorities have been informed that certain imported merchan- 
dise bears an inft:ging trade-mark such merchandise may then be detained in 
customs custody upun filing of the certificate of registration plus the filing of a 
bond promising to hold the importer harmless from loss or damage resulting in un- 
justified detention of the merchandise. However, such merchandise may be released 
upon written consent of the registrar or by filing a bond by the importer. It is fur- 
ther provided that no article shall be detained in customs custody for more than 
three months unless suit against the importer or ultimate consignee has been filed 
by the registrar. Another significant change is found in Section 41(g) to the 
effect that the consent to the entry of the merchandise by the registrant shall not 
be considered to “impair proceedings in the public interest by any agency of the 
Government.” This proviso was apparently inserted to stop importations in situa- 
tions where the American trade-mark owner by consenting to the importation may 
be found guilty of a conspiracy in restraint of trade with his foreign subsidiaries or 
affiliates. Thus the new Section 41(g) may be utilized by the Antitrust Division 
of the Department of Justice to stop importations of merchandise which is charged 
to be used and sold in execution of an unlawful international cartel agreement. 

4. Section 29—now Section 28—provided that the owner of a registered trade- 
mark has to give notice of the fact of registration by displaying with the mark the 
words “Registered—U. S. Patent Office” or certain analagous language and that 
in the absence of such notice the owner will not be entitled to profits or damages in 
an infringement suit. The section went on to provide, however, that in cases of 
registered marks used in connection with goods or services of foreign origin it would 
be sufficient if the mark as used was accompanied by the notice of registration used 
in the country of origin. The American Bar Association recently recommended 
the elimination of this latter proviso on the ground that there are only three foreign 
countries throughout the world, and these are small countries, that require marking, 
so if an importer used the marking used in the foreign country (which is none), the 
American public would have no notice whatsoever that the mark is registered ; and 
that it would result in undue hardship if any person were subjected to an accounting 
of profits and damages who may have been unaware that notice of registration is 
not required in the country of origin of the merchandise. The elimination of this 
proviso may raise some question in the future with regard to this country’s fulfillment 
of its obligations under various international conventions, inasmuch as the trade- 
mark statutes of many countries which belong to these conventions do not require 
that the registration notice must be in the language of that particular country. 

5. The American Bar Association also recommended an important amendment 
to Section 44(c) of the bill. As originally worded, a foreign applicant who is en- 
titled to convention protection could obtain registration in this country without 
showing previous registration in his own country provided only that the laws of his 
country likewise permit registration of a foreign mark without requiring registra- 
tion abroad. As now amended, a foreigner may not obtain a registration here in 
the absence of previous use of the mark in interstate commerce unless a registration 
certificate has already been issued in his own country, regardless of whether the 
laws of this latter country have a similar requirement. Considerable doubt may be 
expressed as to whether this amendment is in conformity with the obligations of this 
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country under the international conventions. In adopting the amendment 
the Committee seems to have been motivated by the American Bar Association’s 
argument that an undue advantage would be given foreign registrants if they were 
permitted to register the marks here without prior use and without having obtained 
a registration abroad. But this argument would seem to lose sight of the fact that 
it is possible at the present time for American trade-mark owners to obtain registra- 
tions in numerous foreign countries without the necessity of either showing prior 
use or the issuance of a registration certificate in the United States. 

The Committee has also amended the definition of “country of origin.” 

Apart from these five major changes the Committee has adopted a few clarifying 
amendments most of which were suggested at the recent hearings and met with 
little or no opposition at that time. 


W. J. D. 






Author’s Note: Since the above article was prepared, the Bill was introduced in 
the Senate on December 14, 1944. The Senate started to consider it and it looked as 
if the Bill would pass when Senator McKellar suggested that further consideration 
should be postponed “until a time when the subject can be carefully examined instead 
of trying to examine it under the five-minute rule during the last days of the Con- 
gress.’ Upon a statement by Senator Hawkes, who had been a member of the Sub- 
committee considering this Bill, that the Bill had been thoroughly considered and that 
it had been before the Senate for the past six years, Senator McKellar withdrew his 
objection. Then, however, Senator O’Mahoney objected to present consideration 
of the Bill on the ground of “serious objections” made to it in various quarters. 
Because of Senator O’Mahoney’s objection, the Bill was then passed over. It 
appears, therefore, that the Senate will not during the present session pass the Bill 
and that no further action will be taken until the new Congress convenes. 


BOOK REVIEW 


Foop REGULATION AND COMPLIANCE, by Arthur D. Herrick, 1944, Revere Pub- 
lishing Company, New York, vol. 1, price $10.00. 


This is the first volume of a treatise on all aspects of the present federal food 
and food products legislation. The author’s objective as stated in his preface is “to 
present the legislation affecting foods and their marketing comprehensively and in 
such a manner as to enable the producer and distributor to understand and to apply 
these statutory requirements to his particular products.” There can be no doubt that 
the author has accomplished this objective. Despite the fact that many hundreds 
of rulings of the Food and Drug Administration are referred to throughout the 
book, it is, in our opinion, the most readable and comprehensive text thus far pub- 
lished in this field. 

The first volume is devoted primarily to the Food and Drug Administration Act 
itself and a discussion of the various regulations issued thereunder. After a review 
of the early history of the present Act, and all other pertinent federal statutes and 
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regulations (chapter 2), the author discusses in chapter 3 what foods are subject to 
regulation. Chapter 4 deals with the concept of “misbranding” of food products, 
while the following chapter discusses the distinction between “labels” and “‘label- 
ing” under the Act. Of considerable interest to trade-mark owners are chapters 6 
and 7 dealing with false and misleading representations. It happens not infre- 
quently that in a trade-mark infringement suit the owner of the mark is met with 
the defense of “unclean hands” because of certain misrepresentations with regard to 
ingredients or effect of the article or to its geographic origin. The many illustra- 
tions given in these important chapters may provide a guide for the owners of trade- 
marks in the selection of proper language to be used in connection with the labeling 
and advertising of their products. Of less immediate importance to the owners of 
trade-marks of food products are chapters 10 to 15 which deal with the various 
food standards as established under the Act and their violations. 

Chapter 16 of the first volume of the book dealing with the statutory require- 
ment of referring to the “common or usual” name of the food product is of para- 
mount interest to trade-mark owners generally. The problem raised by section 
403(i)(1) of the Act is, of course, not an entirely new one. In brief, the Act as 
presently worded provides that unstandardized foods or the labels for unstandard- 
ized foods bear the common or usual name of the product if there be one. An 
article whose label fails to declare its commonly recognized name is deemed to be 
misbranded. An identical provision is found in section 502(e)(1) with regard 
to drugs. According to that section, the label of any drug which is not designated 
by a name recognized in one of the official compendiums must bear the “common 
or usual” name of the drug if it possesses one, and failure to comply with this re- 
quirement constitutes misbranding under the Act. In his previous treaties on Drug 
Products’, the author of the present work indicated the complex legal questions 
which immediately arose in the drug field in the application of this section. It may 
be recalled that, at the hearings on the Food and Drug Administration’s regulations 
concerning habit-forming drugs, which were published in the Federal Register of 
January 23, 1942 at p. 60, strenuous objections were raised by various trade-mark 
owners and organizations against references throughout the regulations to their 
registered trade-marks as “common or usual names” of the product. It is true, of 
course, that the Food and Drug Administration recognized at an early date that 
trade-marks may not as a rule be considered as the “common or usual” name of the 
article, but are, or at least should be, the exact opposite of such name. Thus the 
Administration ruled with regard to the trade-mark “Mercurochrome” as follows: 


We can readily understand your surprise that this Administration should consider the 
chemical term “dibromoxy-mercuriflourescein sodium” as the “common name” for the 
product generally called “mercurochrome.” It may be pointed out that the term “mer- 
curochrome” is trademarked and its use, therefore, is limited to the owner of this trade- 
mark. In this sense the term “mercurochrome” is, therefore, not “common.” If and when 
the same compound is manufactured by a firm other than the one at present manufacturing 
_it, presumably it may not be sold as “mercurochrome.” The chemical name, on the other 
hand, is common property and we think should for that reason be used in listing the 


1. Revere Publishing Company, N. Y., 1942. 
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article as an ingredient of any drug. There would, of course, be no objection and it would, 
no doubt, be in the interest of informing the purchaser if the designation by the chemical 
name is followed with a parenthetical statement to the effect that the particular brand of 
dibromoxymercuriflourescein sodium used is “mercurochrome,” if this is the case.? 


Similarly, the owner of the trade-mark “Luminal” for a drug scientifically known 
as “phenobarbital” was advised: 


.... that undoubtedly the Secretary would recognize trade names in connection with the 
declaration of common names .... If he referred to Luminal parenthetically after 
phenobarbital and ... . if the reference did not in any way abridge the understanding 
of the nature of the preparation by the consumer or the physician, no violation would be 
regarded as having occurred.® 


On the other hand, a mark which originally constituted a valid trade-mark may 
gain such popularity that its scientific name fades into practical oblivion in the 
course of time and the trade-mark becomes a generic term to such an extent that 
its use in connection with the product becomes a commercial necessity. In order 
to avoid such a development, trade-mark owners must use extreme care—even in 
the absence of any food and drug legislation—to preserve the integrity of the mark 
and the identity of the product on which it appears. It goes without saying that any 
determination by the Food and Drug Administration to the effect that a valid 
trade-mark on food or drug products may be—or, indeed, must be—referred to as 
the “common or usual” name of the article will in most instances be a decisive step 
toward a gradual whittling away of trade-mark rights and of their slow but certain 
passing into the public domain. It seems that the present attitude of the Food and 
Drug Administration in this regard is to leave the ultimate decison of whether a 
trade-mark has become the “common or usual” name of a product to the courts, 
thereby forcing trade-mark owners to seek affirmative judicial relief in any case in 
which they believe their marks to be impaired by a designation as a “common or 
usual” name. This attitude was very clearly brought out by the representative of 
the Food and Drug Administration at the hearings on the Lanham Trade-Mark Bill, 
S. 895, before the House Committee on Patents on December 11, 1942. He testi- 
fied as follows: 


After the hearing was concluded that particular question was given a great deal of 
consideration, and it was concluded that the Administrator had no authority by sub- 
stantive regulation to specify that that was or was not the name; that that was a judicial 
question for the courts to decide; that he as Administrator has to make up his mind what 
should go on the label, and then if someone disagreed, the courts would have to decide 
whether by construction the words “common name” or the words “common or usual name” 
in the act mean what the Administrator thinks they mean. The courts will decide that. 

Those drugs, of course, of necessity had to be listed by those registered trade-marks, 
because nobody knows them, so far as I know, by any names except trade names, and 
there was no provision contained in the regulation requiring these drugs to be named by 
those names on the label. There was a general regulation issued, an interpretative 
regulation. As you all know, an interpretative regulation in the final analysis is the Ad- 


2. Trade Correspondence 29 (1940). 
3. Trade Correspondence 117 (1940). 
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ministrator’s conception of what the law means, subject to be passed on and decided by 
the courts. 


Apparently the Food and Drug Administration has thus far studiously avoided re- 
quiring either in the food or in the drug field references to any names which are 
claimed to be valid trade-marks, and, therefore, not in common use as a designation 
for a certain product. At least, there has not come to our attention any court de- 
cision which by way of declaratory relief or otherwise establishes the validity or 
invalidity of a trade-mark as the result of any action by the Food and Drug Ad- 
ministration. It is perhaps not surprising then that the author of the present work, 
although he devotes an entire chapter to a discussion of the “common or usual” 
name requirement does not mention a single ruling by the Administration which 
would throw any light on the problem here under discussion. Indeed, the only 
indication that the author is aware of this vital problem is found in a footnote on 
page 423 in which he states: “It is possible that a proprietary name may become a 
common or usual name if it gains acceptance; this has occurred in the case of 
drugs.” Apart from this observation, the author mentions only the following cri- 


teria for the meaning and determination of a “common or usual name” in the food 
field. , 


What is to be considered the common or usual name of a food product? It will be 
noted that the requirement is in the alternative; two criteria thus may govern its selec- 
tion. The common name of a food is usually distinguishable from its technical name. The 
usual name of the product is, generally speaking, the expression by which that particular 
article is ordinarily known to the consumer. It tells the purchaser, in terms within his 
knowledge and understanding, precisely what the article is. Common or usual titles of 
this character are those that have developed through custom and usage. (p. 423.) 


It follows from this definition that a trade-mark as such may not be either a “com- 
mon or usual” name under this provision of the Act. 


A designation of this nature is individual to the manufacturer or to the packer—not to 
the product. No matter how widespread its recognition, under the law it is naturally 
confined to the output of one producer nor is it generally available for use by other dealers. 
In consequence, brand or trade names cannot be considered common or usual names. 
This limitation, as a matter of fact, is applicable to the owner of the brand name himself. 
He is accordingly required to supplement such a name with the customary common or 
usual title of the product. (ibid.) 


It is well to remember at this point that the “common or usual” name must 
only be referred to under the Act if such name actually exists. It is with regard 
to this question of the actual existence of a “common or usual” name that the prob- 
lem will most likely reach the courts. Thus, before the trade-mark “Shredded 
Wheat” was invalidated by the Supreme Court it may well have been alleged by a 
competitor that he was required under the Food and Drug Act to refer to his com- 
petitive product as “shredded wheat” because that name had become—if it had not 
always been—the “common or usual name” of this cereal. If the Food and Drug 
Administration would rule in cases of this type that reference to such name was 
mandatory because of its being the common name of the article, only a suit for a 
declaratory judgment establishing the validity of the name as a trade-mark could 
save—and will in the future in like cases—save the validity of the mark involved. 
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Another illustration: Only a few weeks ago the U. S. Supreme Court refused 
certiorari in the case of Skinner Mfg. Co. v. Kellogg Cereal Co., 34 T.-M. Rep. 274 
(1944), in which the former company’s exclusive right to the use of the term 
“Raisin Bran” as a trade-mark for a dried prepared breakfast food was involved. 
It was held here that the Kellogg Company could not be enjoined from using the 
designation “Kellogg Raisin 40% Bran Flakes” on the ground that the designation 
“Raisin Bran” had not acquired secondary meaning and was merely a combination 
of two descriptive terms necessary for the appropriate designation of the food prod- 
uct in question. In view of the Supreme Court’s refusal to review this case, the 
lower court’s finding to the effect that the term “Raisin Bran” has primarily a 
generic meaning has, in all probability, made this designation the “common or 
usual” name for a certain breakfast cereal, so that the Food and Drug Administra- 
tion under section 403 (i) (1) of the Act may now actually go so far as to demand 
the use of that name by other manufacturers of a like product. The consequences 
flowing from such a determination are, perhaps, less disturbing in cases like 
“shredded wheat” or “Raisin Bran” where the determination by the Food and Drug 
Administration would be the aftermath of a judicial declaration of invalidity of the 
trade-mark. More serious problems facing trade-mark owners in this field must 
arise in situations where the Food and Drug Administration takes the initiative and 
either directly or indirectly treats an allegedly valid trade-mark as a “common or 
usual” name by requiring others to refer to it as such on the labels of their com- 
petitive products. Only extreme vigilance and immediate objection on the part 
of the trade-mark owner—if necessary, through an action for a declaratory judg- 
ment—will guarantee the continued validity of the mark. 

The problem of the relationship between trade-marks and the “common or usual” 
name of a product will also assume increased importance if the Lanham Bill, H. R. 
82, which has passed the House and was just reported by the Subcommittee of the 
Senate Committee on Patents, should become law. Under Section 33(b)(4) of 
that Bill it would be a valid defense in an infringement action based on an otherwise 
incontestible registered mark that the name used by the defendant is used “otherwise 
than as a trade or service mark,” or a term “which is descriptive of and used fairly 
and in good faith only to describe to users the goods or services of the defendant 
or their geographic origin.” The question must necessarily arise: Is a reference on 
the label to the mark as common or usual name of the article a use “otherwise than 
as a trade-mark” under this section? It would seem clear that no court could uphold 
the validity of a trade-mark and at the same time permit reference to it as the com- 
mon designation of the article involved. 

But to come back to Mr. Herrick’s book: If the second volume of the work 
should prove to be an equally valuable guide through the mass of existing regula- 
tions and rulings in the food field, we can only express the hope that it may be 


ilable in the near future. 
eens —WALTER J. DERENBERG. 
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HOW BRAND ADVERTISING REDUCES COST TO THE PURCHASER 


Our readers will find of particular interest the following story of the Gillette 
Razor, how it came into being and how, through nation-wide advertising, its cost was 
reduced from $5.00 to 49 cents. This, and similar stories about famous trade-marks, 
are being featured in a series of ads. sponsored by Fawcett Publications, Inc. of New 
York City, and appearing in leading newspapers throughout the country: 


One morning in 1895, a young man in Brookline, Mass., stood before his mirror, 
shaving. 

But his razor was dull—too dull to impress his wiry whiskers. 

Put in a fresh blade? In those days there were none. When a razor could no longer 
be stropped, you took it to the cutler’s and your whiskers took a holiday. 

So the young man—whose name happened to be King C. Gillette—could do nothing 
about his razor that morning. 

Or—could he? 

Why should men put up with so unwieldy a gadget? Why not, instead, a separate 
holder—with a separate two-edged blade that could be replaced when it lost its keenness? 

King Gillette laid aside his dull razor. He wiped the lather from his face, his eyes 
shining. 

* + x 


The first Gillette Razors were made on a hand-vise; the blades laboriously hand-filed 
from clock-spring steel. 

“Experts” assured him that he was only wasting his time. But King Gillette would 
not listen. He knew he had something that could be of service to millions. For six years 


he tried, dreamed, experimented. 

Then, suddenly, it happened. People stopped laughing and began to shave with Gil- 
lette’s strange-looking new razor. But now came a new problem: How to inform millions 
of men about this great new shaving discovery? Other people were advertising their prod- 
ucts—often by name. King Gillette took the plunge. 

The first timid Gillette advertising worked wonders. The growing company went on 
a mass-production basis. By 1925, more than 50 million Gillette Razors and over 3 billion 
Gillette Blades had been purchased by a grateful male public, to the cheers of sweethearts 
and wives. Ten years later, these figures had increased tremendously, and Gillette brand 
advertising was printed in practically every known language of the civilized world. 

But here is the real story: The Gillette Razor, 30 years ago, sold at $5.00. Today, a 
Gillette Razor and 5 Gillette Blue Blades can be purchased for 49c. And mass produc- 
tion, plus brand advertising, have accounted for the difference. 

By telling millions of people about Gillette Razors and Blades, brand advertising has 
contributed tremendously to the American way of life. Brand advertising of all products 
not only leads to mass production and lower prices, but it will support the 55 million jobs 
and the 140 billion dollars of yearly national income which economic experts declare vital 
for post-war prosperity. 
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William Wallace White, well-known international patent and trade-mark lawyer 
and Consul General of Paraguay, died suddenly on November 29, 1944 in his eighty- 
second year. Mr. White was apparently in good health up to the moment of his 
death, having represented the Government of Paraguay at the International Busi- 
ness Conference, at Rye, N. Y., November 10-18. 

For the past fifty-four years Mr. White speccialized in the law of patents and 
trade-marks. He was the senior member of the firm of Wm. Wallace White & 
Scotti, of New York City, and a member of the American Bar Association, New 
York Patent Law Association, Chartered Institute of Patent Agents, London, 
Institute of Patent Agents of Australia, Association des Ingenieurs-Conseils en Ma- 
tiére de Propriété Industrielle, Paris, Association Nationale Belge pour la Pro- 
tection de la Propriété Industrielle, Association Espanola de Agentes de Propriedad 
Industrial and of the International Association for the Protection of Industrial 
Property. In 1903, Mr. White founded the Patent and Trade-Mark Review, a 
monthly international survey of the law and practice of patents and trade-marks, 
and continued as its Editor until 1923. 

Representing the Republic of Paraguay since 1903, first as Vice Consul, then 
Consul, and since 1914 as Consul General, Mr. White was in charge of the Para- 
guayan Legation in Washington from 1920 to 1924, Special Representative of Para- 
guay in the Pan-American Union during 1924, and a member of the Society of 
Foreign Consuls, New York City. For his long service to the Government of 
Paraguay he received a decoration of the National Order of Merit, Grade Official. 

Mr. White was born in New York City in 1862. He leaves a widow, Florence 
E. White, a grandson, Wallace White, Jr., and a brother, Howard L. White of 
Portland, Oregon. He was an Elder and active in the affairs of The Huguenot 
Memorial Church of Pelham Manor, N. Y., and was Mayor of Pelham in 1929. 
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TRADE SLOGANS 


Since our last published list, the following slogans have been received and entered 
in the records of the Association : 


“We Traverse the Earth” Michael Baker, Jr., operating as 
The Baker Engineers, Baker Engineers, The Bakers Engineers, 
The Baker Engineering Company, Baker Engineering Company 
and Baker Engineering. 

“Let Freedom Carpet the Earth” Karastan 


WANTED 


Until further notice, we will pay the sum of One Dollar ($1.00) for each 
copy of the June, 1941, April, 1942 and the June, 1943 Reporter, delivered 
in condition for binding ; for two copies of the 1940, Index, 50 cents each. 

Copies of the Master Index, vols. I and IT and vols. 28-30, any condition. 


For Sale: War Measures Relating to Industrial Property (Supplement to 
the January, 1944, issue), $0.75. 


Amdur’s “Outline of Trade-Mark Law,” paper, $0.75, postpaid. 


Address: 


UNITED STATES TRADE-MARK ASSOCIATION, 
522 FirtH AVENUE, 
New Yorx 18, N. Y. 
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PART Il 


THE COCA-COLA COMPANY v. STANDARD BOTTLING COMPANY 
United States Circuit Court of Appeals, Tenth Circuit 
November 8, 1943 


TRADE-MARK INFRINGEMENT—“Coca-CoLa” Versus “Ayer’s Cora,” “CHERRY AND COLA,” 
“STANDARD CoLa”—CoNSENT DrecrREE—MODIFICATION OF INJUNCTION. 

Due to changed conditions and court decisions involving the word “Cola” handed down 
during the sixteen years elapsed since the entry of a consent decree enjoining defendant from 
using the word “Cola” as part of its trade-mark, the court modified continuing injunction 
by permitting appellee to use the said word as part of a trade-mark, not, as a whole, decep- 
tively similar to appellant’s “Coca-Cola” mark, particularly as many others besides appellant 
are now using “Cola” as a descriptive feature of their trade-marks. 


In equity. Appeal from the District Court for the District of Colorado. From 
a decree modifying final consent decree, plaintiff appeals. Affirmed. 


John A. Sibley, Atlanta, Ga. (Edward S. Rogers, Lloyd Paul Stryker, and Harold 
W. Wolfram, all of New York, N. Y., and Winston S. Howard and Pershing, 
Bosworth, Dick & Dawson, both of Denver, Colo., with him on the brief), for 
appellant. 

W.W. Grant (Morrison Shafroth and Henry W. Toll with him on the brief), all 
of Denver, Colo., for appellee. 


Before PHILLIPS, HUXMAN and Murrau, Circuit Judges. 
Huxman, Circuit Judge: 


Appellant manufactures a cola drink under the trade-name of “Coca-Cola.” It 
has been engaged in the sale and distribution of this drink in Denver, Colorado, 
for a long number of years. Appellee likewise has been engaged in bottling and 
selling soft drinks in Denver for many years. Prior to 1925 it also had produced 
and sold a cola drink. 

On March 12, 1925, in an action instituted by appellant against appellee, a 
consent decree was entered in the District Court of the United States for the Dis- 
trict of Colorado enjoining appellee from: (a) Substituting a spurious syrup or 
beverage for the product of the Coca-Cola Company; (b) Selling and delivering, 
in response to calls for “Coca-Cola,” anything but that product; (c) Marketing 
a product of the same identical or similar color which might be used as a substitute 
for “Coca-Cola”; (d) Selling any beverage other than the product of the Coca- 
Cola Company having the distinctive color of that company’s product or any approxi- 
mation thereof as may likely deceive the public without such differentiation as would 
effectively prevent passing off a spurious product as and for the product of the 
Coca-Cola Company ; (e) Selling any product under the names “Cherry and Cola,” 
“Ayer’s Cola,” “Standard Cola,” or any like word, name or names, or words that 
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are colorable imitations of the trade-mark “Coca-Cola”; (f) Selling any product 
other than genuine “Coca-Cola” upon calls for “coke.” 

After the entry of this decree, appellee discontinued the production and sale of 
a cola drink. On September 3, 1941, appellee filed an application in the original 
case seeking a modification of the decree that would permit it to sell a cola drink 
under a name label containing the word “cola.” The court made findings of fact 
and conclusions of law. It concluded as a matter of law that since the entry of the 
original decree, conditions and circumstances and controlling facts of equity had 
materially changed; that appellant did not have any exclusive right to the word 
“cola,” except its own trade-mark of “Coca-Cola” ; that the use of the word “cola” 
in combination with other words in the naming or designation of a drink was not 
an infringement of the trade-mark “Coca-Cola” unless the name used was decep- 
tively similar. 

Judgment was entered modifying the original decree so as to permit appellee 
to use the word “cola” both descriptively and in the name or trade-mark of any 
beverage it might bottle or sell under the general classification of beverages 
known as cola drinks. The modified decree specifically provided that neither the 
trade-mark, name label, color scheme of the label, appearance of the bottles, con- 
tainers or advertising matter of appellee should be deceptively similar to those of 
the appellant. 

There can be no doubt as to the power of a court of equity to modify an 


injunctive decree. It is only necessary to cite United States v. Swift and Co., 286 
U. S. 106, where the court said: 


We are not doubtful of the power of a court of equity to modify an injunction in 
adaptation to changed conditions, though it was entered by consent. .. . A continuing decree 


of injunction directed to events to come is subject always to adaptation as events may shape 
the need. 


The court, in the Swift and Company case, also passed upon the contention of 
appellant that a consent decree constitutes a contract between the parties and may 
not thereafter be modified. Concerning this, the court said: 


We reject the argument for the intervenors that a decree entered upon consent is to 
be treated as a contract and not as a judicial act .. . . but in truth what was then adjudged 
was not a contract as to anyone. 


Appellant relies upon Thompson v. Maxwell Land Grant and Ry. Co., 95 U. S. 
391 ; O’Cedar Corp. v. F. W. Woolworth & Co., 66 F. 2d 363 [24 T.-M. Rep. 544] ; 
and 30 C. J. S., Equity, §§ 680, 682, to sustain it in its position that a con- 
sent decree is like a contract and cannot be modified. A careful analysis of these 
citations will establish that they are not in conflict with the general principles laid 
down in United States v. Swift & Co., supra. In the Thompson case a consent 
was entered, effectuating an agreement as to the division of land claimed by the 
parties to the litigation. In the O’Cedar Corporation case, an agreement had been 
reached that certain labels used by defendant were infringements on plaintiff’s labels 
and that certain other labels were lawful. A consent decree was entered enjoining 
defendants from using the proscribed labels. In the one case the question involved 
was the title and ownership of specific land; in the other, the right to the use of 
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specific labels. The court held that the consent decree had the same effect as if 
entered upon the merits. The court, in the O’Cedar Company case, said: 


Generally speaking, it may be said that, as between parties sui juris and in the absence of 
fraud, a decree of the court having jurisdiction of the subject matter rendered by consent 
of the parties, though without any ascertainment by the court of the truth of the facts 
averred, is as binding and conclusive between the parties and their privies as if the suit 
had been an adversary one. 


30 C. J. S. Equity Sec. 680, states that : 


While it has been held that a consent decree is not res judicata, it has also been held 
that a consent decree is as much a final decree and as conclusive on the parties as a decree 
rendered in a trial on the merits. 


We know of no case which holds that a consent decree imposing a continuing 
injunction deprives the court of its supervisory jurisdiction in the matter. 

The Supreme Court in the Swift and Company case clearly lays down the dis- 
tinction between cases in which the decree may not be modified and those in which 
modification may be had. Concerning this, the court said: 


The distinction is between restraints that give protection to rights fully accrued upon 
facts so nearly permanent as to be substantially impervious to change, and those that 
involve the supervision of changing conduct or conditions and are thus provisional and 
tentative. 


At the time of the entry of the decree, appellant and appellee were the only ones 
selling a cola drink in Denver. After the entry of the decree, appellee ceased selling 
a cola drink and left the field entirely to appellant. But conditions have changed 
greatly since then. Under numerous decisions in many courts, it has been held that 
appellant has no exclusive right to the use of the word “cola” standing alone or to 
any combination includingthe word “cola,” except its own trade-mark of “Coca-Cola.” 
As a result, many cola drinks similar in color and taste to that sold by appellant 
are sold in Denver and in all parts of the country. A few of them are “Pepsi-Cola,” 
“Cleo-Cola,” and “Royal Crown Cola.” All of these drinks are being sold in Denver 
in competition with that of appellant. As a matter of fact, any company other than 
appellee could manufacture and sell, without restraint, a cola drink of the same color 
as that of appellant under the name of “Cherry and Cola,” “Ayer’s Cola” or “Stand- 
ard Cola.”* It also appears from the record that appellee has had opportunities to 
enter into a distributor’s contract for the sale and distribution of “Pepsi-Cola” and 
other cola drinks, but on account of the injunction has been unable to enter into 
such a contract. Inability on its part to execute such contracts has, however, been 
of no advantage to appellant because other distributors are distributing “Pepsi-Cola” 
and other cola drinks in Denver. The question then simply simmers down to this: 
Shall appellee be denied the right to market a cola drink of the color and flavor neces- 
sary to make it salable under such conditions as will assure the appellant full pro- 
tection of its distinctive trade-marks and style of containers when many others 
may, and are, doing just that in appellant’s trade territory? 


1. These were the names under which appellee was selling its cola drinks at the time of the 
original injunction. 
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28 A. Jur., Injunctions, Sec. 323, p. 495, very aptly states the rule as follows: 


Where the grounds and reasons for which the injunction was granted no longer exist 
by reasorr of the changed conditions, it may be necessary to alter the decree to adapt it to 
such changed conditions. . . . On application to modify the decree, the inquiry is simply 


whether changes since its rendition are of sufficient importance to warrant such modifica- 
tion. 


We think that such clearly is the situation here, and that the trial court was 
well within its equitable discretion in modifying the decree as it did. The modified 


decree very carefully protects appellant’s exclusive use of its trade-name, distinctive 
containers, and advertising matter which it uses. 
Affirmed. 


SMITH, KLINE & FRENCH LABORATORIES v. CLARK & CLARK .&t At. 
United States District Court, District of New Jersey 


May 18, 1943 


UNFAIR COMPETITION—PHARMACEUTICAL PREPARATIONS—SUBSTITUTION. 
Where defendants endeavored to substitute their product for plaintiff's by simulating its 
appearance and the intent clearly appeared, a restraining order was issued. 


In equity. Action for unfair competition. On plaintiff's motion for a temporary 


injunction. Motion granted. 


Grover C. Richman, Camden, N. J., and George J. Harding, Philadelphia, Pa., for 
plaintiff. 


Morton C. Haight, Pitman, N. J., and V. Alexander Scher, New York, N. Y., for 
defendants. 


Avis, District Judge: 


Plaintiff files its bill to restrain defendants from the manufacture and sale of 
certain drugs in manner and form as appears in the pleadings. 

Both parties have submitted affidavits, and both have argued the case from 
the standpoint of their clients. 

It appears quite clearly that in 1933 or 1934 the plaintiff produced for use and 
sale a certain triangular-shaped, green colored ferrous sulfate (exsiccated) tablet, 
which it has manufactured and distributed ever since. It appears that there has 
been a large demand for the product by sale to druggists and pharmaceutical 
agencies ever since. 

Ferrous sulfate (sulphate) is a tonic used as a medicine, and, in the instant 
case, is produced by the manufacturers incorporating the same in a triangular- 
shaped vehicle, with a green overcoat or covering, by which means the medicine 
can be used and swallowed. 

Defendants in their affidavits admit, without question, that their remedy is of 
the same character ; is prescribed for the same kind of physical complaint ; is made 
the same shape as the plaintiff’s remedy; and is and can be used the same as the 
ferrous sulfate (sulphate) of plaintiff’s is made and distributed. There seems to 
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be a general admission as to contents, and the complaint of defendants is that no 
restraint should be issued until final hearing. All of this time is detrimental to 
the claims of plaintiff. 

I have carefully read the pleadings, all of the affidavits on file, and I have 
come to the conclusion that the plaintiff should be protected at this time. The 
defendants’ supplies are the same in appearance and undoubtedly could be bought 
and used for the same purpose that the plaintiff’s product could. 

There appears to be no discussion on this question in defendants’ briefs. The 
evidence submitted does not appear to be doubtful; the plaintiff’s affidavits are 
complete and definite. 

In Warner & Co. v. Lilly & Co., 265 U. S. 526 [14 T.-M. Rep. 247], in the 
court’s opinion, the general law covering cases of this character is stated as follows: 


But the imitator of another’s goods must sell them as his own production. He cannot 
lawfully palm them off on the public as the goods of his competitor. The manufacturer or 
vendor is entitled to the reputation which his goods have acquired and the public to the 
means of distinguishing between them and other goods; and protection is accorded against 
unfair dealing whether there be a technical trade-mark or not. The wrong is in the 
sale of the goods of one manufacturer or vendor as those of another. Elgin National 
Watch Co. v. Illinois Watch Case Co., 179 U. S. 665, 674. If petitioner had been content 
to manufacture the preparation and let it make its own way in the field of open and fair 
competition, there would be nothing more to be said. It was not thus content, however, 
but availed itself of unfair means, either expressly or tacitly, to impose its preparation on 
the ultimate purchaser as and for the product of respondent. (265 U. S. 526, 531-532.) 


I am quite sure that defendants intended, when making and selling their product, 
to endeavor to substitute it for the product of plaintiff, and a preliminary restraint 
will, and should be, signed to accomplish that purpose. 


JAMES HEDDON’S SONS v. COE, COM’R PATS. 
United States District Court, District of Columbia 
July 24, 1943 


TRADE-M ARKS—PURPOSE. 
Generally speaking, the purpose of a trade-mark is to denote the origin of the goods. 
TRADE-MARKS—REGISTRATION—SuITS UNbER R. S. 4915—TeEstrmony. 

In an ex parte suit under R. S. 4915 to obtain registration of a trade-mark after dismissal 
of opposition and refusal to register, the testimony in opposition is before the court, as well 
as record on appeal in a suit for infringement by plaintiff against opposer. 

TRADE-MARKS—DESIGN OF FISH FoR FisH LuRES—UTILITARIAN FEATURE OF Goons. 

A trade-mark consisting of a “series of thick parallel curved lines of gradually increasing 
length, bisected by a heavy radial line,” held unregistrable for fish lures, as it is an essential 
part of the goods and serves a useful purpose. 


Action under R. S. 4915 to obtain registration of a trade-mark. Complaint 
dismissed. 


A. Yates Dowell, Washington, D. C. (Banning & Banning, Chicago, IIl., of counsel), 
for plaintiff. 
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W.W. Cochran, Solicitor, U. S. Patent Office (E. L. Reynolds, Washington, D. C., 
of counsel), for defendant. 


LUHRING, Justice: 


Pursuant to R. S. § 4915, 35 U. S. C. § 63, the plaintiff seeks to have the court 
authorize the registration of a trade-mark adopted by the plaintiff in connection with 
its fish baits. 

As originally filed on the 15th day of July, 1939, the application stated: “The 
trade-mark is applied or affixed directly to the lures and also to the boxes in which 
such lures are contained.” The Examiner refused registration on the ground that 
the mark was “descriptive and when directly applied to applicant’s goods (fish 
lures) as a simulation of the ribs of a fish it fails to function as a trade-mark to 
distinguish the goods of one manufacturer over others of the same class.” Respon- 
sive to that action, the application was amended to read as follows: “The trade- 
mark is applied or affixed to the boxes in which the lures are contained and in other 
manners customary in the trade.”’ As thus amended, the trade-mark was approved 
for registration. 

The proposed trade-mark is not easily described. In a general way it may be 
said to represent the bony structure of a fish. Indeed, the plaintiff admits that the 
bony structure of a Shore Minnow was the inspiration for the mark. An official 
of the Patent Office described it as “a design consisting of a series of thick parallel 
curved lines of gradually increasing length bisected by a heavy radial line.” The 
plaintiff has called it a “herringbone.” 

After the approval of the mark for registration and publication in the O ffcial 
Gazette, an opposition was filed by the Millsite Steel and Wire Works, alleging in 
part that applicant has applied the alleged marks to the goods in a manner which is 
merely a simulation of the ribs of a fish and fails to function as a trade-mark. That 
applicant has used the mark as a decoration or ornamentation of fish lures but not 
as a trade-mark. That the said mark is not the proper subject matter for a valid 
trade-mark. That the mark has not been used by applicant in a manner indicative 
of the origin of the goods. 

At the time this opposition was filed in the Patent Office, there was pending in 
the United States District Court for the Eastern District of Michigan, Southern 
Division, Civil Action No. 944, wherein the plaintiff here charged the opposer, 
Millsite Steel and Wire Works, Inc., with infringement of certain of its patents, 
among which was Wooster Design Patent No. 93,370, issued September 19, 1934, 
and assigned to this plaintiff; also with trade-mark infringement and unfair 
competition. 

Proofs were taken and a hearing was had before the Examiner of Interferences 
in the opposition proceeding. He sustained the opposition, holding that the mark 
serves a utilitarian purpose and is deemed to be a device within the meaning of the 
descriptive clause of section 5 of the Trade-Mark Act of 1905. 15 U.S. C. § 85. 
Registration was also refused by the Examiner on the ground that applicant’s mark 
is descriptive of the goods to which it is appropriated. 
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On appeal, the Commissioner of Patents dismissed the opposition but upheld 
the Examiner’s finding that the mark serves a utilitarian purpose and affirmed 
his denial of registration. Both parties petitioned for a rehearing. In overruling 
the opposer’s petition, the Commissioner simply stated (U. S. P. Q. 84, 85) that “I 
am still of the opinion that the opposition should be dismissed.”” However, in deal- 
ing with the applicant’s petition, he said: “Applicant’s petition appears to be predi- 
cated upon a misunderstanding of my decision. I held that the mark in question 
was nonregistrable because it ‘constitutes an essential element’ and ‘is an integral 
part’ of a portion of the goods with which it is used. The mark is a so-called ‘her- 
ringbone pattern,’ and the goods described in the application are fish lures. Some 
of these lures are reproductions of transparent minnows, upon the side of which 
the mark is painted to simulate the appearance of live minnows when swimming. 
Counsel for applicant insist that the presence of the mark adds nothing to the fish- 
catching value of such lures, and that the mark thus serves no utilitarian purpose. 
The mark, however, is a part of the lure, and the lure would be incomplete without 
it. Whether the mark, or the lure as a whole for that matter, is useful or useless 
in catching fish, is quite beside the point. The question is whether or not the 
mark is an essential feature of the article as sold. In my opinion it is.” 

The testimony taken in the opposition proceeding is before the court, as is also 
the record on appeal in the case of James Heddon’s Sons v. Millsite Steel & Wire 
Works, Inc., being the suit before the Michigan court. That record contains the 
evidence heard in that proceeding. Judge Tuttle’s decision is reported in 35 F. Supp. 
169 (47 U.S. P. Q. 106) and affirmed in 128 F. 2d 6 (53 U.S. P. Q. 579). 

It is well to keep our bearings and not lose sight of the primary purpose of 
a trade-mark. Generally and briefly stated, that purpose is to denote the origin 
of the goods. The Supreme Court has had occasion to define a valid trade-mark. 
In Columbia Mill Co. v. Alcorn, 150 U. S. 460, it was said: “It must be designed, 
as its primary object and purpose, to indicate the owner or producer of the com- 
modity, and to distinguish it from like articles manufactured by others. . . . if the 
device, mark, or symbol was adopted or placed upon the article for the purpose of 
identifying its class, grade, style, or quality, or for any purpose other than a ref- 
erence to or indication of its ownership, it cannot be sustained.” The Supreme 
Court also said of a trade-mark: Primarily it is a distinguishable token devised or 
picked out with the intent to appropriate it to a particular class of goods and with 
the hope that it will come to symbolize good will.” Beech-Nut Packing Co. v. 
P. Lorillard Co., 273 U. S. 629. 

The United States Court of Appeals for the District of Columbia, having in 
mind the primary purpose of a trade-mark, has held that if such a mark serves a 
useful purpose it cannot be registered. The case of In re Goodyear Tire & Rubber 
Co., 55 App. D. C. 400, 4 F. 2d 1013, involved a mark for belting, hose and tires 
comprising diamond-shaped projections separated by grooves. The court refused 
registration, saying : 


The diamond-shape projections, which appellant claims as a trade-mark, are clearly 
descriptive of the goods on which they are used, since they form a very essential part of 
the goods itself. In other words, these projections are molded on the face of a rubber 
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tire, either to enhance the wear, or to prevent skidding, or both. Section 5 of the Trade- 
Mark Act of 1905 (Comp. St. § 9490) among other things, provides “that no mark which 
consists merely in . . . . devices which are descriptive of the goods with which they are 
used shalt be registered.” As suggested in brief of counsel for the Patent Office, “the 
most accurate way of describing an article is possibly by the article itself.” 


The same conclusion was reached in In re Barrett Co., 48 App. D. C. 586. It 
was there held that a design applied to the surface of roofing material, and formed 
by horizontal and vertical lines embossed or indented into the material in such 
manner as to leave the surface corrugated in squares, is a mere structural feature 


of the goods and is not registrable as a trade-mark. The court quotes the Assistant 
Commissioner as follows : 


The applicant suggests that if its mark had been one or two squares stamped in the 
corner of the sheet of roofing, there would have been no objection to its registrability 
if new, and asks what reason there is for refusing registration merely because the applicant 
has applied the mark all over the surface of the goods. The answer to this is that, by 
applying the mark all over the surface, the mark ceases to be a mark on the surface and 
becomes the surface itself. The mark, if there was one, is entirely lost by the mere 
fact of uniform repetition over the whole surface. It is no longer capable of appealing 


to the beholder as a mark of origin, but would inevitably create the impression that it 
was something else. 


The plaintiff uses the mark on its baits and lures. It becomes an integral part 
of the lure, but the plaintiff argues that the mark has no value or function. It seeks 
to support this contention by expert testimony and liberal quotations from the 
remarks of Judge Tuttle during the Michigan trial. It will serve no useful purpose 
here to quote at length from the testimony of the experts, nor to quote the comments 
of Judge Tuttle. Let one quotation from the deposition of Lyell J. Wooster, Sales 
Manager and Vice-President of the plaintiff, suffice. This deposition was pre- 
sented by the plaintiff in the opposition hearing in the Patent Office and is found 
in plaintiff's exhibit M. At page 31 of the exhibit, the following questions were 
asked and answers given by Mr. Wooster on cross-examination by Mr. Caplan: 


XQ160. Now getting back to the point where we were before, from which we 
digressed ; would you say that this herringbone pattern has anything to do with the fish- 
getting quality of the bait on which it appears? A. None other than I stated before. This 
is repetition. 

XQ161. Would you review what you stated before and give your qualifications for 
your answer? A. You recently objected to repetition. 

Mr. Wood: I believe this is entirely repetitious. 

Mr. Caplan: Would you answer my question, please? 

The Witness: I guess you will have to give it to me again. 

(Whereupon Question 161 was here read by the court reporter, as above recorded.) 

Mr. Wood: The question is entirely indefinite and vague. He has not said any- 
thing which he could be called upon to qualify. 

XQ162. I will rephrase the question and ask him once more whether the herring- 
bone pattern on the sides of the bait affects the fish-getting quality of the bait on which it 
appears. 

Mr. Wood: The same objection. 


3. No, as stated before the most important features as to the fish-getting qualities are 
action and color and markings are secondary, of a secondary importance. 
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XQ163. Are they of any importance? A. That is hard to say; no two fishermen 
agree on just what factors in a bait catch the fish. I don’t believe you ever could get 
two fishermen to agree on exactly what gets the fish. It is a matter of personal opinion. 

XQ164. Do you have a personal opinion as to whether the markings of the side of the 
bait affect the fish-getting qualities of the bait? A. I don’t think I do any more than any 
other factors, as far as I am concerned. 


Mr. Wooster would not say that the herringbone markings on the lure did not 
have fish-getting qualities. Indeed, he said he did not have a personal opinion 
whether they did nor not. His answers may be said to summarize the testimony 
before the court in this connection. 

The fact remains that the plaintiff has made liberal use of this marking on its 
products and frequently placed the mark on both sides of the lure. When so used 
the mark becomes a very essential part of the lure. 

The court agrees with the Patent Office tribunals and finds that the marking 
is an essential element in giving the lure the desired appearance and serves a useful 
purpose. Therefore, it is not entitled to registration as a trade-mark and the com- 
plaint must be dismissed. 

It is so ordered and counsel for defendant will prepare and submit appropriate 
findings of fact and conclusions of law in accord herewith. 


SMILING IRISHMAN, INC.,, et av. v. JULIANO, ET AL., DOING BUSINESS AS 
LAUGHING IRISHMAN 


New York Supreme Court, Special Term, New York County 
November 5, 1943 . 


TRADE-MARKS—WHaAT May Be. 

Words of common speech which are descriptive only are not subject to exclusive appro- 
priation. Several descriptive words in combination may be used to indicate the product 
of a manufacturer or merchant and may be entitled to protection, but no one can obtain 
a monopoly to the use of each word so used. 

TRADE-MARKS—IDENTIFICATON WITH USER—SECONDARY MEANING. 

The use of descriptive words or phrases to become exclusive must be of such character 
and length of time as to connote in the minds of the public the product or ware of a particular 
person, factory or business and thus acquire a secondary signification, which, when thus 
established, is the subject matter of exclusive right. 

TRADE-MARKS—MISLEADING Use OF GEOGRAPHICAL TERM. 

A trade-mark, which might otherwise be good, will be vitiated and any right to it 
destroyed by the use of a false geographical name in connection with it; and this is so, 
even though no actual or substantial wrong may have resulted from the misrepresentation. 

TraDE-NAMES—RIGHT To USE Own NAME. 

Everyone has the right to use his own name in his business and for advertising purposes, 
provided only that he does so honestly and with no intent to deceive the buying public as to 
the identity of himself and any established business or its product. 

TrRADE-NAMES—EFFECT OF FILING CERTIFICATE OF Dornc BUSINESS. 

Filing a certificate of doing business under an assumed trade-name in a county clerk’s 

office, as required by law, establishes no proprietary right. 
TRADE-MARKS—REGISTRATION UNDER THE Act oF 1920—ErFFEct. 

Registration under the Act of 1920 is without effect as a source of title, or even as prima 

facie evidence of title. 
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UNFAIR COMPETITION—USE OF SIMILAR TRADE-NAMES—“SMILING IRISHMAN” AND “LAUGHING 
IRISHMAN’ —USE OF MISLEADING ADVERTISING. 

Plaintiffs who operated a business in second-hand automobiles under the name “Smiling 
Irishman,”. shown in their advertising in connection with a shamrock, a pipe and the color 
green, sought to restrain defendants from the use in a similar business of the words “Laugh- 
ing Irishman,” or similar words, or the shamrock device. Held that the words “Smiling” 
or “Laughing” have nothing definitive of plaintiffs’ business and the prayer for a pre- 
liminary injunction was denied. Defendants, however, were enjoined from using pending 
trial colorable imitations of plaintiffs’ signs, cards, letter-heads and stationery, and state- 
ments calculated to mislead unwary prospective customers. 


In equity. Action for alleged unfair competition. On motion for preliminary 
injunction. Motion granted in part and denied in part. 


HAMMER, Justice: 


This is a motion for an injunction pendente lite. Plaintiff, a corporation titled 
“Smiling Irishman, Inc.,’”’ and one Leland Holzer, an individual who states he is 
also doing business as the “Smiling Irishman,” having filed a certificate of doing 
business under that name in the New York County Clerk’s office, have brought this 
action for injunction against Charles Juliano and John Murphy, copartners doing 
business at Sixtieth Street and Fourth Avenue, Borough of Brooklyn, City of New 
York, under the allegedly assumed trade-name of “Laughing Irishman.” 

Plaintiffs and the defendants also are in the second-hand automobile business, 
which, on account of the war, non-manufacture of new cars and sale of any on 
hand on Government priority orders only, has become highly lucrative. Holzer 
in his affidavit alleges he has “incorporated in the name ‘Smiling Irishman’ through- 
out various states, including Michigan, New Jersey, Iowa, Ohio, to mention but 
afew ....and.... that he is the sole stockholder of the plaintiff corporation 
(which), as well as the name, has established a very fine reputation and good will 
in connection with the automobile business, and there is no doubt that the words 
‘Smiling Irishman’ or like combination of words the ‘Smiling Eddie Murphy’ or the 
‘Smiling Bill Williams’ or ‘Laughing Irishman’ would be connected with the auto- 
mobile business, and my firm and deponent (the individual plaintiff) have become 
known to the automobile trade as well as to the public under the name of ‘Smiling 
Irishman.’”’ Holzer further states “the business of the corporation and myself is 
in connection with purchasing and selling automobiles, which I have done all 
my life, having been in California, and in the West, just prior to December, 1942, 
when I decided to come to New York to do business in the state,” and that he “has 
filed with the Patent Office and registered the name of ‘Smiling Irishman.’” One 
Harold Fromkin in a supporting affidavit states: “I am an employee of the plain- 
tiffs, having been with them since February, 1943, when they started business in 
New York. The... . name ‘Smiling Irishman’ is . . . . a very valuable asset and 
. ... the catching phrase, has established good will and is a feeding source for its 
business. . . . The name has become so popular . . . it is practically synony- 
mous with the automobile business.” 

Plaintiffs state that in advertisements, signs, on stationery and business cards 
they display “a shamrock, a pipe,....and.... the color green has been pre- 
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dominantly displayed on its letterhead, business cards, and even its checks ;” and 
have spent for radio advertising alone the sum of approximately $50,000 since 
February to date and are bound with future contracts which will run into sub- 
stantial sums of money. In addition, plaintiffs assert they employ one Edward 
Murphy, who is advertised as “Smiling Eddie Murphy,” and another “Bill” Wil- 
liams, who is advertised as “Smiling Bill Williams.” The injunction sought is 
to restrain defendants from using the names “Laughing Irishman, Smiling Johnny 
Murphy,” or such other names that may be similar and may be competitive to that 
of the plaintiffs; from engaging at their place of business or any other place 
under any name or any combination of words, “Smiling, or Laughing Irishman,” 
alone or as part of a phrase or trade-mark; from purchasing automobiles or mer- 
chandise under the name and credit of “Laughing Irishman” or using the name 
“Smiling Johnny Murphy” for such purpose or the sale of merchandise or auto- 
mobiles, or using any of such words or combination of such words in signs, cards, 
advertising, written or printed matter. 

Defendants state they have been partners since August, 1943, only have a small 
business in the Red Hook section of Brooklyn, John Murphy, one of them, is of 
Irish ancestry, and has been known for many years as “Smiling Johnny Murphy.” 
These facts defendants claim entitled them or at least him to advertise as both 
smiling and Irish and to use such descriptive words and also the shamrock on 
defendants’ signs and advertising. Not considering the ethical propriety of such 
use, that might be a correct assertion of legal right were it not shown by plaintiffs’ 
papers and photographs of defendants’ place of business that the defendants have 
simulated the form and coloring of plaintiffs’ signs including the use of a pipe and 
shamrock, green background with printed words thereon in a sort of comet tail 
or a roughly diagonal-shaped sweep over the top half of signs, letterheads, cards 
and such printed matter. The phrases used by the defendants were: “Laughing 
Irishman,” “Largest Dealer Pays Cash for Your Car,” “Ask for Smiling Johnny 
Murphy” and “Brooklyn Headquarters.” Plaintiff previously had used similar 
words, such as “Smiling Irishman” and “World’s Largest Volume Dealer,” mostly 
on stationery and in radio broadcasting. 

Defendants charge that neither plaintiff is Irish and, therefore, neither has 
ground or reason for using such descriptive words as “Smiling Irishman,” and that 
they are attempting to capitalize on the well-known virtues of the Irish by pretend- 
ing either the individual or his corporation is a “Smiling Irishman,” and that the 
other words are misstatements or pretended facts. It may be observed that, like 
all races and peoples, the Irish have qualities and characteristics which markedly 
distinguish them. Among these and often referred to as the virtues of the Irish are 
faith, loyalty, morality, sincerity and courage; hope, even in great adversity; the 
desire for music, song, learning, improvement, culture and art; charity, and the love 
of God, liberty, country, family and home; honesty, generosity, sympathetic, cour- 
teous and respectful natures, the inclination to say the kind rather than merely the 
right thing, gayety and spirit, quick wit, good humor, vivacity, and prowess in 
entertainment and sports. But the Irish also are quick and forceful in resentment 
of grievance, oppression and wrong. These distinguishing attributes have pro- 
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duced great men and leaders in all the walks of life in many countries. They were 
mainly responsible for the glory, achievement and heritage of the past, are inspira- 
tional for contemporaneous action, and engender the determination for their pres- 
ervation to achieve the purpose and destiny of the future. Delinquent in any of 
them, one of that blood is spoken of as less than truly Irish. No doubt there are 
also shortcomings from which none may be regarded as so great or nearly perfect 
as to be entirely free. These latter may be mistakenly thought by some as also 
characteristic of the Irish. But the expressions used were adopted seemingly to 
indicate quality and the attractiveness of someone or something, and not to call 
attention to any possible shortcoming, albeit smiling may be expressive of incre- 
dulity or contempt, and laughter or ridicule or scorn. Naming a corporation which 
is in the second-hand automobile business and deals in no Irish commodities “The 
Smiling Irishman,” in the absence of a showing of some actual basis, seems incon- 
gruous, to put it mildly. Plaintiff makes no claim that he is Irish. What led 
him to apply such a descriptive phrase to himself is not explained, nor is it 
discernible. As those words have no relationship to second-hand automobiles, 
and do not seem suggestive of the origin of the proprietor, or his wares, in the 
absence of plausible explanation such use might easily be suspected to have been 
concocted with the intent of misrepresentation. Caricature could hardly be intended, 
as under the strength of Irish resentment and the scorn of public opinion, the use 
of a combination of shamrock, odd pipe, green hat and grotesque clothing in carica- 
ture of the Irish has long since disappeared from stage, press and picture, and has 
been abandoned as ridiculous in the lowest type of burlesque. 

The words “smiling” or “laughing” descriptively used of an Irishman may 
have some special significance, such as has often been expressed by bard and min- 
strel. When applied to persons generally they are descriptive merely of those 
persons as having pleased facial expression accompanied in laughter with jerky 
sounds or the spasmodic expulsion of breath. They do not appear to be definitive 
of anything in plaintiffs’ business unless it is that, depending on the bargain struck, 
the description might aptly fit the buyer or seller or both. 

Words of common speech which are descriptive only are not subject to exclu- 
sive appropriation. Several descriptive words in combination may be used to 
indicate the product or goods of a manufacturer or merchant and may become 
entitled to protection, but no one can obtain a monopoly to the use of each word 
so used. Caron Corp. v. Conde, 126 Misc. 676. The law protects only against 
deceit of the unwary customer and the resultant actual or probable injury to pro- 
ducer or distributor. Plaintiffs seem to contend that by appropriation and actual 
use they have acquired a monopoly of the phrase used. But the use to become 
exclusive must be of such character and length of time as to connote in the minds 
of the public the product or wares of a particular person, factory or business 
and thus acquire a secondary signification, which when established is the subject 
matter of exclusive right. Chickering v. Chickering & Sons, 215 F. 490, 494 
[4 T.-M. Rep. 279]. It is at least questionable whether the use of the words 
“Smiling Irishman” as part of a corporate name would be ground for enjoining the 
use of the words “Laughing Irishman,” especially if used in another unconnected 





14 THIRTY-FOUR TRADE-MARK REPORTER 


corporation, business or partnership. It might well be held as fact that the use of 
such words in separate and distinct businesses by persons or entities, corporate, 
partnership or individual, where separate identity is indicated or the use of such 
words with others, not indicating any business connection, was not calculated to 
deceive anyone, Neva-Wet Corp. v. Never Wet P. Corp., 277 N. Y. 176, 178, 179 
[28 T.-M. Rep. 167], and authorities there cited. Whether as a fact there is deceit 
in the use of such words is in any event a question which can only be decided upon 
a trial. 

If plaintiffs are engaged in unfair, unethical and deceitful acts in the use of 
the name “Smiling Irishman,” the shamrock and pipe and the green color, that 
may be a matter of grave concern to the many numbers of persons throughout 
the country of Irish blood. They or any of them affected, and perhaps even defend- 
ant John Murphy, did he act honestly, may or may not have a right of action such 
as manufacturers of a locality would have against one falsely using the name of 
such locality to sell his goods spuriously represented as coming therefrom. Pullsbury- 
Washburn Co. v. Eagle, 86 F. 608. That question need not be decided here. Such 
acts may indicate extreme bad taste or even a palpable trick to divert business from 
others entitled to use such name as a mark upon their own goods. Southern White 
Lead Co. v. Cary, 25 F. 125, 127; California Fruit Canners Assn. v. Myers, 104 
F. 82. 

Moreover, one seeking equity must do so with clean hands. A trade mark, which 
might otherwise be good, will be vitiated and any right to it destroyed by the use of 
a geographical name in connection with it. Manhattan Med. Co. v. Woods, 108 
U. S. 218, 27 L. Ed. 706. This is so even if no actual or substantial wrong may have 
resulted from the misrepresentation. Royal Baking Powder Co. v. Raymond, 70 F. 
376, 382. Nouns and adjectives, descriptive of countries, places and inhabitants 
and compatriots are usually in the prohibited category. Sir Thomas Salt, Bart. 
Sons & Company’s application, 3 Ch., 166; Hopkins on Trade-Marks and Trade- 
Names, 4th Ed., sec. 65 et seq., and cases cited. 

But if plaintiff has the legal right to the sole use of the phrases in question, that 
right will be accorded protection, the only issue then being whether defendants have 
encroached on plaintiff’s rights. These issues must be decided on the facts presented 
by the evidence. 

If plaintiffs had shown they registered marks in the U. S. Patent Office, under 
the Act of Congress of 1920 (chapter 104, March 19, 1920, 41 U. S. Stat., 533, as 
amended, U. S. Code, Title 15, secs. 121-128, 15 U. S. C. A., secs. 121-128), such 
registration would have been without effect as a source of title or even as prima 
facie evidence of title. Charles Broadway Rouss, Inc. v. Winchester Co., 2 Cir., 
300 F. 706, 719 [13 T.-M. Rep. 269] ; certiorari denied 266 U. S. 607, 45 S. Ct. 
92. No proof is given and it is doubtful that any could be given by plaintiff of regis- 
tration under the Act of Congress of 1905 (chap. 592, February 20, 1905, 33 U. S. 
Stat. 724, as amended, U. S. Code, tit. 15, sec. 81-109, 15 U. S. C. A., secs. 81-109) 
under the provisions of which registration constituted prima facie evidence of title. 
However, plaintiffs have not shown factually how, when or under what statute 
plaintiffs’ name or mark was registered. Filing a certificate of doing business under 
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an assumed trade-name in the county clerk’s office is required under the law to avoid 
a statutory penalty. The filling establishes no proprietary right. Whether plain- 
tiffs have the exclusive right to use the registered name or descriptive phrase cannot 
be, under the allegations stated in the papers, more than a question of fact for 
the trial. 

Priority of bona fide appropriation, adoption and use are the determining 
factors as between two conflicting claimants to the right to use the same trade- 
mark or a colorable imitation, Neva-Wet Corp. v. Never Wet P. Corp., supra, p. 
173 (36 U. S. P. Q. 551, 555), and cases cited. The law in respect of the use of 
trade-marks and trade-names is substantially the same, although, as was said in 
Neva-Wet Corp. v. Never Wet P. Corp., at p. 169 (U. S. P. Q. 551, 554): “‘a 
trade-name relates to a business and its good will rather than a vendible commodity’ 
and the trade-mark represents the good will in the market, while ‘the trade-name 
proclaims it to those who pass the shop.’ Ball v. Broadway Bazaar, 194 N. Y. 
429, 435.” In the case before us there is no claim of “palming off” of the goods 
of defendants for those of plaintiffs. The goods bought and sold being second- 
hand automobiles to which neither plaintiffs nor defendants are shown to have added 
anything of their own, “palming off’ could hardly be asserted. 

The idea which prompted plaintiffs’ assertion that defendant John Murphy 
cannot use his own name in business is extremely hazy and the claim has no support 
in law. Everyone has the right to use his own name in his own business and for 
advertising purposes therein, provided only that he does so honestly and with no 
intent to deceive the buying public as to the identity of himself and any established 
business or its product. Faber v. Faber, 49 Barb. 357; De Long v. De Long 
Hook & Eye Co., 89 Hun 399; De Youngs v. Jung, 25 N. Y. Supp. 479; Decker v. 
Decker, 52 How. Pr. 218. 

Subsequent persons of the same name in the same line must accompany their 
use of name by some clear indication identifying themselves to avoid deception of 
prospective customers and injury to the first user whose goods have previously 
acquired the trade-mark. Hegeman v. Hegeman, 8 Daly 1; McLean v. Fleming, 
96 U. s. 245; Meneely v. Meneely, 62 N. Y. 427. Of course, the right of a corpora- 
tion to the use of a name is no greater than that of an individual to the use of his 
own name, or of an assumed trade-name. 

It has been said that the general rule is that “a natural person, in the absence 
of a self-imposed restraint has a right to the honest use of his family name in con- 
ducting any business, though such use may be detrimental to other individuals of 
the same name or to corporations in the titles of which such name forms the whole 
or an integral part.”” American Law Reports Annotated 1190 and cases cited. “How- 
ever, a name may become so identified with a certain product and thus so well known 
in the trade that the owner thereof will be protected in its use on the principles of 
unfair competition. Aetna Mill & Elevator Co. v. Kramer Milling Co., 82 Kan. 
679, 109 P. 692, 28 L. R. A. (N. S.) 934. Under such circumstances, a stranger 
with the same name cannot use his name so as to deceive the public and pass off 
his goods as those of the owner of the established trade-name. Sheffield-King Mill- 
ing Co. v. Sheffield Mill & Elevator Co., 105 Minn. 315, 117 N. W. 447, 127 Am. 
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St. Rep. 574. The test is whether the similarity is such as would deceive the ordinary 
customer, 12 Minn. Law Rev. 764.” Brown Sheet Iron & Steel Co. v. Brown Steel 
Tan Co., et al., 269 N. W. 633, 107 A. L. R. 1276, 1278. 

It is clear then that one may engage in business under whatever name he desires, 
either real, assumed or fictitious, provided his purpose is not accompanied by the 
design or intent to defraud or injure others, and the use is not prohibited by law. 

A generic term, such for example as geographical, or proper names, and descrip- 
tive words, may not be appropriated as a trade-mark. One may not use the names 
of a country, geographical district or place to identify and mark an article in 
commerce and obtain a monopoly thereby which will exclude others of the district, 
or selling a similar article therefrom, from honestly using the same name or desig- 
nation. Delaware & Hudson Canal Co. v. Clark, 13 Wall (80 U. S. 311-327; 
Genesee Salt Co. v. Burnap, 67 F. 534; aff'd 20 C. C. A. 27, 73 F. 818. The use 
of a geographical name is objectionable which does not indicate the origin, manu- 
facture or ownership of the goods. Such use is objectionable in any event and 
any one from such section or country, or entitled to refer to it because of his nativity, 
origin or ancestry, has an equal right to use it. Scandinavian Belting Co. v. Asbestos 
& Rubber Works, 257 F. 937, 950 [9 T.-M. Rep. 136]. It is noted that there can 
be no technical trade-mark right in words used to denote class, grade, style, quality, 
ingredients or characteristics, Canal Co. v. Clark, 13 Wall. 311, 322, 90 L. Ed. 581; 
Lawrence Mfg. Co. v. Tennessee Mfg. Co., 138 U. S. 537, 548, 34 L. Ed. 997. 

It is also noted that words indicative of principles of construction of products 
and names descriptive of them which are essential to the successful operation of 
a device and to promote its efficiency may not be exclusively appropriated, and 
similarity is not usually regarded as unfair competition. Marcel Co. v. Pearl, 
133 F. 160. Imitation of another’s goods unaccompanied by “palming off” or con- 
fusing the goods of the imitator with those of the original is not usually enjoined, 
but imitation accompanied by confusion or deceit usually entitles the complainant 
to such relief. Enterprise Mfg. Co. v. Landers, Frary & Clark, 131 F. 240; Cres- 
cent Tool Co. v. Kilborn & Bishop Co., 247 F. 299 [8 T.-M. Rep. 177] ; Shredded 
Wheat Co. v. Humphrey Cornell Co., 244 F. 508; Shredded Wheat Co. v. Hum- 
phrey Cornell Co., 250 F. 967 [8 T.-M. Rep. 369] ; Warner & Co. v. Lilly & Co., 265 
U. S. 526 [14 T.-M. Rep. 247]. 

While the appropriation of generic terms is not permitted to any user to the 
exclusion of later users, when such words have been uniformly used for a long 
period of time in a combination with other words or terms they may come to desig- 
nate the product or goods of a manufacturer or producer. Another dealer may 
not thereafter use a combination of words so similar that his goods will have the 
appearance of being those of the first user. New England Awl & Needle Co. v. 
Marlborough Awl & Needle Co., 168 Mass. 154, 46 N. E. 386; Reddaway v. 
Banham, App. Cas. 199; Brinsmead v. Brinsmead, 13 Times Law R. 3; Singer 
Mfg. Co. v. June Mfg. Co., 163 U. S. 169, 204; American Waltham Watch Co. v. 
United States Watch Co., 173 Mass. 85, 53 N. E. 141. When then the adoption or 
imitation of a previous user’s lawful trade-mark or trade-name amounts to a false 
representation, express or implied, designed or incidental, the first user becomes 
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entitled to relief. Delaware & Hudson Canal Co. v. Clark, supra; Pillsbury- 
Washburn Co. v. Eagle, 86 F. 608, 30 C. C. A. 386, overruling 82 F. 816; Colins- 
platt v. Finlayson, 88 F. 693; California Fruit Canners Assn. v. Myers, 104 F. 82; 
Thompson v. Montgomery, App. Cas. 217, 8 R. P. L. 365; Columbia Mill Co. v. 
Alcorn, 150 U. S. 460, 37 L. Ed. 1140. 

Defendants at their place or on stationery, cards and signs, if they desired, might 
have referred to the defendant John Murphy as “Smiling Johnny Murphy,” but 
in so doing they should have shown his connection was solely with defendants. 
They should not at the same time have unfairly simulated plaintiff's words, phrases, 
marks and symbols and statements in identical words and form and in such a 
manner as to be confusing or deceiving to prospective customers seeking to do 
business with plaintiffs. Had defendants acted honestly even in imitation, there 
would not seem to have been any ground for complaint by plaintiffs or any justifiable 
reason for injunctive relief. While many of the allegations of plaintiffs and con- 
flicting statements by defendants present no more than issues of fact determinable 
only upon the trial, it is clear that pending trial defendants must not continue the 
use of such colorable simulation of plaintiff’s signs, cards, letterheads, and stationery, 
and statements either in form, color, style, symbols or phrasing as may be calculated 
to mislead unwary prospective customers desirous of dealing with plaintiffs, or 
any agent of plaintiffs, or to deceive any such customers into dealing with defendants. 

In so far as defendants’ present signs do that, it appears they do so by design. 
To the extent indicated, such simulating will be enjoined pendente lite. Under- 
taking under Civil Practice Act, section 893, fixed at $2,500. Settle order. 


BALTIMORE BEDDING COMPANY v. MOSES, trapinc as BALTIMORE 
SPRING BED COMPANY 


Maryland Court of Appeals 
November 4, 1943 


UNFAIR COMPETITION—DEFINITION. 


The purpose of the doctrine of unfair competition was to prevent dealings based on 
deceit and dishonesty. This necessarily precludes the trading by one dealer upon the 
good name and reputation built up by another. 

UnFarIR CoMPETITION—PARTICULAR CASES—CRITERIA. 

What constitutes unfair competition in a given case is governed by its own particular 
facts and circumstances, each case being a law unto itself, subject only to the general 
principle that all dealings must be done on the basis of common honesty and fairness, 
without taint of fraud or deception. 

UnFAiIrR COMPETITION—WHEN PRESENT. 

To prove unfair competition there need not be actual confusion, but only evidence that 
similarity of names and methods of operation thereunder prove the likelihood of deception. 
UnFair CoMPETITION—DEcEPTIVE USE oF TRADE-NAME—“BALTIMORE BEDDING CORPORATION.” 

The adoption by appellants in 1942 of the corporate name, Baltimore Bedding Corporation, 
for their business of manufacturing bedding located in Baltimore, nearly forty years after 
appellees had established a similar business in that city under the name Baltimore Spring 
Bed Company, held unfair competition, especially as the latter name had acquired a secondary 
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meaning in the trade as indicating appellees, and appellants’ conduct in advertising that it 
has 39 years’ experience in business was inaccurate and misleading. 


In equity. Action for unfair competition. On appeal from the Circuit Court, 
No. 2, of Baltimore City. From decree for plaintiffs, defendant appeals. Affirmed. 


Abram C. Joseph (Daniel C. Joseph and Samuel J. Friedman on the brief), all of 
Baltimore, Md., for appellant. 

Leonard Weinberg and George L. Clarke (l'einberg & Green on the brief), all 
of Baltimore, Md., for appellees. 


Before SLoan, Chief Justice, and DELAPLAINE, CoLLIns, MABuRy, GRASON, 
MELvIN, ApAms and BAILey, Justices. 


MELVIN, Justice: 


The bill of complaint in this case was filed by the appellees, Daniel J. Moses 
and Raymond W. Taylor, co-partners, trading as Baltimore Spring Bed Company, 
against Baltimore Bedding Corporation, appellant, charging the latter with unfair 
competition in the use of its corporate name, and seeking an injunction against such 
use. The defendant answered the bill in due course and after a hearing in open 
court the Chancellor granted the prayer of the bill and issued an injunction in these 
words: 


That a writ of injunction be issued from this court perpetually enjoining and restrain- 
ing the defendant, Baltimore Bedding Corporation, its agents, servants and employees, 
from the use by the said defendant of the name “Baltimore Bedding Corporation” in 
connection with the advertising for sale of mattresses or other bedding materials, or for 
renovating the same, or in soliciting or obtaining orders for sale or renovation of such 
mattresses or bedding materials on price lists or form orders, or other printed or written 
matter, except in such manner as to prevent the public from believing that the goods and 
services of the defendant are those of Daniel J. Moses and Raymond W. Taylor, co-partners 
trading as Baltimore Spring Bed Company. And such form of disclaimer as may be 
adopted by said defendant in compliance with this decree is hereby required to show 
clearly and amply the said absence of connection with complainants and their business. 


It is from this decree that the present appeal is taken. 

The essential facts of the case are practically undisputed. Appellees are co- 
partners, trade as Baltimore Spring Bed Company, with their principal office in 
Baltimore City, and for over twenty-five years have been engaged in the bedding busi- 
ness under that trade-name. Their products are sold at wholesale to jobbers and 
retailers, principally throughout Maryland and adjacent territory, orders being 
received from their salesmen as well as by mail and telephone. 

According to both parties to the case, the term “bedding” is that generally used 
in the trade and covers “practically everything,” that is to say, mattresses, springs, 
cots, couches, quilts, cushions, and also the bed itself. Beside manufacturing and 
selling these products, the appellees’ business includes repairing and renovating them 
for their customers, and also, to a minor degree, in acting as distributor for bedding 
goods of other manufacturers, not located in Baltimore. All, however, are adver- 
tised as coming from one commercial source—the appellees. 

Since the beginning of their operations over twenty-five years ago, appellees have 
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extensively publicized their trade-name “Baltimore Spring Bed Company,” built up 
a large patronage thereunder, and have established good will and a reputation for 
fair dealing and excellence of products. The present worth of the firm is $200,000, 
and for the year 1941 it did a business of “close to $400,000.” 

Appellant was incorporated under the laws of Maryland in February, 1942, 
with its principal office in Baltimore City, and with the name of Ralph Pheterson 
being given as the resident agent. The business of the corporation was to be that 
of manufacturing, renovating and selling mattresses and bedding in Baltimore City 
and elsewhere. According to Pheterson, the corporation was originally set up to 
do a wholesale business. His associates at first, he testified, were Leonard L. 
Eisenberg, who represented himself to Pheterson to be a lawyer, and one Moe 
Snyder, both of whom were employees of the Comfort Spring Company located in 
Baltimore. Eisenberg was a salesman or foreman for that company, and, inferen- 
tially, from the testimony was familiar with the names and standing of those already 
engaged in the bedding business in Baltimore. The only money that was put in 
the business to start with was about $2,300, of which Eisenberg put up about $2,000 
and Snyder $300. Pheterson put in no money but contributed “services and 
knowledge and machinery.” Eisenberg was made president and Pheterson became 
“production manager.” 

After the incorporation on February 2, 1942, operation were held up by the 
Maryland State Health Department “for some time,” during which interval appel- 
lees, through their counsel, wrote a letter to appellant under date of February 19, 
1942, stating: “We have noted the recent incorporation of the Baltimore Bedding 
Corporation, and it is obvious that the use of this name by the corporation will 
result in considerable confusion with the business operated by our clients. Mr. 
Moses and Mr. Taylor have been conducting their business in Baltimore City 
for a number of years and have established a valuable trade-name in the Baltimore 
Spring Bed Company. We must, therefore, insist that you cease to use the name 
Baltimore Bedding Corporation or we shall be forced to take the necessary action 
to protect our client’s interests.” 

This letter was received by Eisenberg, who threw it in the wastebasket, accord- 
ing to Pheterson. When asked “how much advertising had you done up to that 
time” (the receipt of the letter), Pheterson’s reply was “I wouldn’t know.” 
Continuing the testimony: “Q. You wouldn’t know? A. No sir, it wasn’t in 
my part. Q. Had it done $50 of advertising? A. I wouldn’t know. Q. It had 
not done any business up to that time, had it? A. I wouldn’t know. Q. Didn‘t 
you tell his Honor that for the first few weeks you didn’t do any business because 
the Health Department wouldn’t let you? A. Yes. But you know all that. Why 
ask it again, I wonder? Q. Having got that notice and request from us, what did 
you do about it? A. You heard that too. Q. You did nothing about it, is that it? 
A. No. sir.” 

Appellees made further protests to appellant, through telephone calls and cor- 
respondence, against the adoption and use of the name “Baltimore Bedding Corpora- 
tion,” but the appellant persisted in its refusal to heed any of these protests and 
went ahead despite them. 
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Some time “around June or July,” according to Pheterson, both Eisenberg and 
Snyder ceased to have any connection with the corporation, since which time the 
business has belonged to Pheterson “entirely.” He modified this statement later 
by saying that “this isn’t my own individual business. This is a corporation. It 
belongs to the stockholders. ©. Who are the stockholders? A. Myself, my son-in- 
law. Q. Who are the officers of the corporation now? A. Myself, my son-in-law, 
my wife and my daughter. ©. And they are also the stockholders? A. Yes, sir” 

The record shows that Pheterson moved to Baltimore from his home town, 
Rochester, New York, via Norfolk, “over two years” before this suit. He was 
“looking for a job,” he said—“and I contacted the Sanitary Mattress Company 
and they engaged me.”” He was foreman in that employ and left the company in 
September, 1941. About a month or so later he set up in business in Baltimore 
as “Acme Mattress Company” but had not gotten under way in this when he 
and Eisenberg and Snyder incorporated the Baltimore Bedding Company. 

These details give a definite idea of the background of the appellant and of 
the man who was practically the sole operator of it, although according to him, 
it was the salesman-lawyer, Eisenberg, who conceived the plan of incorporating 
Pheterson and setting him up in that form as a dealer in bedding. 

Pheterson denies that he was the one who selected the name “Baltimore Bed- 
ding Corporation.” However, on cross-examination he undertook to tell the 
Chancellor why he preferred the name in question to any other name. His answer 
is: “Well, from my forty years’ experience, your Honor, I have found that 
people like to deal with a local concern, and it is worth while to make it known 
that we are a local concern.” That was at the beginning of the corporate life of 
the appellant when, Pheterson said, “we were set up to go in the wholesale busi- 
ness.” Ever since his partners left him, he continued, he turned more toward 
renovating and the business of second-hand and re-built mattresses. He had been 
in this business in Rochester under the name “Best Grade Mattress Company,” 
and thereafter chose “Acme Mattress Company” for his next venture, and did 
not hit upon the name “Baltimore Bedding Corporation” until after he had gotten 
in touch with Eisenberg. . 

Since the principal acts which form the basis of this suit were directed in 
large part by Eisenberg and his colleague Snyder, it is significant to note that 
neither one of them was called as a witness in the case and no explanation given 
for failure to do so. 

This recital of facts focuses attention, therefore, on the conduct of appellant’s 
officers in two particulars: (1) Their persistence in the use of the name Balti- 
more Bedding Corporation, which was admittedly set up in the beginning for a 
lines of business in competition with appellees, after formal protest had been made 
against the use of that trade-name because of the confusion likely to arise there- 
from ; and (2) their action in resorting to inaccurate and misleading advertisements, 
notably in the Baltimore Telephone Directory, under the head “Baltimore Bedding 
Corporation” “39 years’ experience,” etc., without mention of the name of Pheter- 
son or any other person who may have had that much experience individually, it 
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being a fact of record that the Baltimore Bedding Corporation had only been in 
existence less than one year. 

The Chancellor summarized his findings of fact from the case and therefrom 
drew the two conclusions of law upon which the decree is based: (1) That the 
trade-name which the appellees have used for over twenty-five years in connec- 
nection with their business has acquired a secondary meaning which entitles appel- 
lees to the protection of the court in the exclusive use of that term, including 
particularly the geographical name “Baltimore”; and (2) that appellant’s con- 
duct in connection with the use of the name Baltimore Bedding Corporation after 
being warned beforehand of the claim of the appellees that confusion would probably 
arise, and its refusal to adopt any distinguishing features to avoid confusion, show 
a wrongful intent to trade on appellees’ good reputation long established. 

In granting the injunction the Chancellor adopted the usual procedure in such 
cases, where injunctive relief is sought, of giving the offending party the opportunity 
of disclaiming any unfair competition by adopting such form thereof as will show 
clearly and amply the absence of connection with appellees and their business. 

In reviewing the facts and the principles of law applicable to this case, it is of 
first importance that the doctrine of unfair competition be examined as to the high 
purpose which it was intended to serve. Expressed in simple words, this was to 
prevent dealings based on deceit and dishonesty, and was, at first—approximately 
a hundred years ago—applied only to what were then termed “trade-mark cases.” 
Since that time the gradual tendency of the courts has been to extend the scope of 
the law to all cases of unfair competition in the field of business. 

This law, both in letter and spirit, is laid upon the premise that, while it encour- 
ages fair trade in every way and aims to foster, and not to hamper, competition, 
no one, especially a trader, is justified in damaging or jeopardizing another’s busi- 
ness by fraud, deceit, trickery or unfair methods of any sort. This necessarily 
precludes the trading by one dealer upon the good name and reputation built up 
by another. “Two Centuries’ Growth of American Law,” p. 436, W. K. Townsend: 
Nims on Unfair Competition and Trade-Marks, 3d, 6-15. 

What constitutes unfair competition in a given case is governed by its own 
particular facts and circumstances. Each case is a law unto itself, subject, only to 
the general principle that all dealings must be done on the basis of common honesty 
and fairness, without taint of fraud or deception. Wherever, in any case, these 
elements of fair trade are found to be lacking, equity will grant protection against the 
offending party. Foss v. Culbertson, 136 P. 2d 717 (57 U.S. P. Q. 341). 

In the case at bar, the first ground advanced by appellees for relief in equity 
is that the word “Baltimore” has become so associated in the minds of the pur- 
chasing public with their products that this name has acquired a secondary meaning 
which would prohibit its use by a subsequent competitor. If sustained, this would 
entitle appellees to an injunction against the appellants on that ground alone, for it 
would amount to a kind of unfair competition which is clearly recognized in law, and 
forbidden. However, we hold that this is not a case where the doctrine of secondary 
meaning applies. An enlightening summary of that doctrine is found in Merriam 
v. Saalfield, 198 F. 373 [7 T.-M. Rep. 110], and quoted in Nims, supra, 107: 
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Primarily, it would seem that one might appropriate to himself for his goods any word 
or phrase that he chose; but this is not so, because the broader public right prevails, and 
one may not appropriate to his own exclusive use a word which already belongs to the 
public and so may be used by any one of the public. Hence comes the rule, first formu- 
lated in trade-mark cases, that there can be no exclusive appropriation of geographical 
words or words of quality. This is because such words are, or may be, aptly descriptive, 
and one may properly use for his own product any descriptive words, because such words 
are of public or common right. It soon developed that this latter rule, literally applied 
in all cases, would encourage commercial fraud, and that such universal application 
could not be tolerated by courts of equity; hence came the “secondary meaning” theory. 
There is nothing abstruse or complicated about this theory, however difficult its applica- 
tion may sometimes be. It contemplates that a word or phrase originally, and in that 
sense primarily, incapable of exclusive appropriation with reference to an article on the 
market, because geographically or otherwise descriptive, might nevertheless have been 
used so long and so exclusively by one producer with reference to his article that, in that 
trade and to that branch of the purchasing public, the word or phrase had come to mean 
that the article was his product; in other words, had come to be, to them, his trade-mark. 
So it was said that the word had come to have a secondary meaning... . 


Or as stated elsewhere in the text by this authority: “It (secondary meaning) 
exists only in the minds of those of the public who have seen or known or have 
heard of a brand of goods by some name or sign and have associated the two in their 
minds.” Nims, supra, 105. 

Secondary meaning, therefore, imports association in the mind of the purchasing 
public of a geographical name and a particular product as identifying a certain 
trader’s goods. When appellees established their business in Baltimore some twenty- 


seven years ago, and not only manufactured beds, mattresses, bedding, etc., but 
also took on products of other manufacturers, such as Foster, Palmer and Goodyear, 
who were located eleswhere than in Maryland, they acquired no right to monopolize 
the name Baltimore as against appellant or any other later comers into this field of 
business who might likewise adopt that geographical name as part of their trade-mark. 

The City of Baltimore is recognized as one of the great industrial and com- 
mercial centers of the world, where, among hundreds of other types of manufacturers, 
there are, according to the record, about a dozen engaged in the manufacture of 
bedding alone, some of whom have been in business longer than the appellees. 
It would not be reasonable to hold, therefore, that when one thinks of beds, bed 
springs, or bedding in the Baltimore trade, one would ordinarily think of such 
products as being those of appellees exclusively. Weriskittel Company v. Weiskittel 
Company, 167 Md. 306, 173 A. 48; Neubert v. Neubert, 163 Md. 172, 161 A. 16 
[22 T.-M. Rep. 412] ; Drive It Yourself Co. v. North, 148 Md. 609 [16 T.-M. Rep. 
159] ; Columbia Mills Co. v. Alcorn, 150 U. S. 460-466. 

If the application of the secondary meaning doctrine, therefore, were the only 
ground upon which unfair competition is charged against appellant, relief would 
have to be denied in this case. 

Coming to the second ground upon which injunctive relief is sought, the case 
takes on a different aspect, for the conduct of appellant in relation to the respective 
trade-name of the parties clearly indicates unfair competition. 

The doctrine of unfair competition is based on the principle of common integrity, 
and the power of a court of equity to uphold this principle has been extended to 
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prevent deception of the general public through the employment of methods which 
are not on that basis. Eastern Outfitting Co. v. Manheim, 110 P. 23, 35 L. R. A. 
(N. S.) 251. 

As expressed in Dodge Bros. v. East, 8 F. 2d 872 [16 T.-M. Rep. 552]: “Equity 
looks not at the character of the business in which the parties before the court are 
engaged, but at the honesty or dishonesty of their acts.” Also, in the language of 
Justice White in the Singer Sewing Machine case, 163 U. S. 169, while the use of 
a particular name by a party was sanctioned, “he cannot resort to any artifice, 
or do any act, calculated to mislead the public as to the identity of the business, 
firm or establishment, or of the articles produced by them, and thus produce injury 
to the other, beyond that which results from similarity of name.” Weiskittel 
Co. v. Weiskittel Co., supra; Howe Scale Co. v. Wycoff, Seamans & Benedict, 198 
U. S. 118, 25 S. Ct. 609; Bagby & Rivers Co. v. Rivers, 87 Md. 400, 40 A. 171; 
Herring Hall Marvin Safe Co. v. Halls Safe Co., 208 U. S. 554, 28 S. Ct. 351; 
Elgin Butter Co. v. Sands, 40 N. E. 616 (Iil.). 

Applying this test to the case at bar, and considering the undisputed facts, 
appellant’s defense to the action fails. The conception of the idea of a corpora- 
tion having the particular name that was adopted; the circumstances under which 
it was formed and originally set up for competing in the wholesale “bedding” busi- 
ness; the background and personnel of those who originated the enterprise; the 
advertising in the Baltimore Telephone Directory and otherwise that this new con- 
cern, Baltimore Bedding Corporation, had “39 years’ experience,” whereas it had 
been in existence less than one year; the persistent refusal to modify in any way 
this new trade-name, after timely protest, or to make any disclaimer; the with- 
drawal from the corporation within four months of its formation of two of the three 
incorporators, Eisenberg and Snyder, and the failure to produce, without explana- 
tion, either one of them as a witness in this case, all combine to create an atmosphere 
of bad faith and unfair competition. 

In the absence of his co-founders of this enterprise, the only one who could 
have cleared this atmospere was Pheterson, himself, and he was the only one 
offered for that purpose. That he has not only failed to do so by both the manner 
and substance of his testimony but, on the contrary, has further clouded the atmos- 
phere of the case, is beyond question. 

His attempts at explaining the reason for adopting the particular name, 
Baltimore Bedding Corporation, are not convincing and have practically no pro- 
bative value, inasmuch as he testified that either Eisenberg or Snyder made that 
selection and not he, Pheterson. His own theory about it—‘that people like to 
deal with a local concern’’ with a local name—is not even plausible, for the reason 
that none of his previous ventures had had geographical trade-names, but had 
been such as “Best Grade Mattress Company” when he was in Rochester, and 
““Acme Mattress Company” when he first planned to do business in Baltimore. The 
master-mind in the corporation, Eisenberg, lawyer and business man, who knew 
the bedding field locally, is left exposed as the one most likely to have chosen the 
name now in controversy, and to have done so for reasons that do not commend 
themselves to a court of equity under the circumstances. 
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If there were no other circumstance involved here than the use of the words 
“39 years’ experience,” under the name Baltimore Bedding Corporation in appel- 
lant’s advertising, a case of unfair competition would be made out on that point 
alone. It gives flavor and color to appellant’s whole project and cannot be disso- 
ciated from it by anything appearing in the record, or by explanation of counsel. 
In the words of Nims, supra, 1003: “Fraudulent matter in any considerable part 
of the advertising media tinges the whole with that fraud upon which equity looks 
with disfavor.” 

It is argued that Pheterson, who solely controlled and operated the appellant 
corporation after Eisenberg and Snyder had withdrawn from it, had had thirty- 
nine years’ experience in the bedding business, but Pheterson’s name is not even 
mentioned in the advertisements in question. So far as prospective customers 
were concerned, they were told, in effect, that this corporation had been established 
in its business for thirty-nine years, and not simply that one individual connected 
with it may have had thirty-nine years’ experience as a craftsman. 

To deal with an old esablished house, which had built up a good reputation over 
a period of nearly forty years as the advertising in question implied, is quite dif- 
ferent from dealing with an entirely new corporation which had not had time to 
build up any kind of a reputation, good or bad, and which was actually being 
operated by an individual who had only resided in Baltimore City for a compara- 
tively short time. Yet, that is precisely the impression which this branch of its 
advertising by appellant was calculated to give, and is based on a statement which 
is both inaccurate and misleading. 

“False and misleading advertising is a dishonest practice and amounts to unfair 
competition which will not be countenanced by the court.” Federal Trading Com- 
mission v. Balme, 23 F. 2d 615, 621; In re Uther Pigment Co., 71 F. 2d 447; 
Wawak Co. v. Kaiser, 90 F. 2d 694 [33 T.-M. Rep. 226]. 

The trend of modern decisions and of all legal authorities is more and more to 
a rigid adherence to the policy of protecting achievements in business built upon 
the foundation of diligence, integrity and fair dealing. “Caveat emptor’ no longer 
applies in the field of competitive business, but the buyer has the right to expect 
and demand that a dealer offering and advertising his merchandise, be candid, 
honest and truthful about it. Artifice, trickery, deception and all unfair and fraud- 
ulent methods, no matter what form these may take, are no longer countenanced 
by the courts. 

The broad general rule which has been developed from the era of the technical 
trade-mark cases to present day operations of traders and dealers in the business 
world, finds direct application to those phases of unfair competition which control 
the decision in the case at bar. 

Here there is not only direct evidence of false and misleading advertisements, 
but there is evidence of bad faith in other particulars, notably in persisting in the 
use of the corporate name without modification of any kind when, before it started 
operations, it had been given reason to believe through timely protest that its con- 
tinued use of the name would probably create confusion amounting to unfair com- 
petition. This conduct in the respects noted clearly indicated wrongful intent. 
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As stated in Nims, supra, 906 and citing Holland Furnace Co. v. New Holland 
Machine Co., 24 F. 2d 751-755, 


where the*name of a corporation is liable to cause confusion “the unnecessary repetition 
and featuring of its corporate name in its newspaper advertisements,” together with the 
adoption of methods similar to those of its competitor, and other unfair acts, were evidence 
of wrongful intent. 


A. G. Spaulding & Bros. v. A. W. Gamage, Ltd., 32 R. P. C. 273, H. L. 1915; 
Marshall Ventilating Mattress v. D’Arcy Spring Co., 280 F. 945 [12 T. M. Rep. 
443] ; National Telephone Directory Co. v. Dawson Mfg. Co., 214 Mo. App. 683 
[14 T.-M. Rep. 444]; Masson Seeley & Co., Ltd. v. Embosotype Mfg. Co., 41 
R. P. C. 160; Cheny Bros. v. Gimbel Bros., 280 F. 746 [12 T.-M. Rep. 187] ; Nims, 
supra, 800; Bickmore Gall Cure Co. v. Karns, 134 F. 833. 

The law applicable here is aptly expressed in the case of Elgin Butter Co. v. 
Sands, supra, as follows: “Even if the corporate names of the two corporations 
are somewhat similar, yet in the absence of any intent, act or artifice to mislead 
dealers in the market or the public at large as to the identity of the corporation, 
the one company has the same right to use its name in the transaction of its busi- 
ness as the other has to use its corporate name.” The words of special signficance 
here are “in the absence of any intent, act or artifice to mislead.” In the case at 
bar there is not only no absence of these elements but they are conspicuosly present. 

It is to be noted, also, that in the telephone directory appellant’s chosen name 
is such that it is placed directly above that of appellees under the heading of “Bed- 
ding-Manufacturing” and in its display advertisements the word “Baltimore” in 
appellant’s name is in the same script form of type as that customarily used by 
appellees for many years. As herein elsewhere noted, appellant has added to its 
display advertisement the words “39 years’ experience.” These circumstances 
justify the inference that the choice of names and the method of advertising were 
intended to trade on the name and reputation of appellees through the confusion 
that would be the natural consequence of such conduct. 

The language of the Court in the case of McFell Electric & Telephone Co. v. 
McFell Electric Co., 110 Ill. App. 182, is directly applicable. In that case the 
appellant company was organized some years after appellees and took offices in 
the same building, and put its sign on the bulletin board of the building directly 
above that of the old company, so as to give the impression that they were one and 
the same company. The court held: “This is not open and honest competition. 
It has every appearance of an attempt to mislead the public and to obtain by decep- 
tion the benefit, patronage and clientage enjoyed by appellees. Courts of equity 
give relief against such violation of the rules of honesty and fair dealing.” 

On the issue of confusion, it is not necessary that there be evidence of actual 
confusion in order to constitute unfair competition, but evidence only that the 
similarity of names and the method of operations thereunder, are sufficent to prove 
liability to deception. “To constitute unfair competition defendant’s conduct need 
not have actually deceived any one into purchasing his goods in the belief that 
they were goods of plaintiff, but it is sufficient that such deception will be natural 
and probable results of defendant’s act.” Hartzler v. Goshen Churn & Ladder Co.. 
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104 N. E. 34 [4 T.- M. Rep. 102]; Gotham Silk Hosiery Co. v. Reingold, 228 
N. Y. S. 3, 223 App. Div. 260 [15 T.-M. Rep. 368] ; Notaseam Hosiery Co. v. Straus, 
201 F. 99 [4 T.-M. Rep. 425]; Rice & Hutchins, Inc. v. Vera Shoe Co., 290 F. 124 
[13 T.-M. Rep. 389]; Afro-American Order of Owls v. Talbot, 123 Md. 465; 
Blairs Food Land v. Shumans Food Land, Inc., 140 N. E. 303 (Mass.) ; Nims, 
supra, 863. 

In the case at bar, one of the findings of fact by the Chancellor was: “Instances 
of actual confusion were shown in the testimony and, while few in number up to 
the present time, tend to show that confusion is the natural consequence of the 
similarity of the two names.” When to this finding is brought the support of 
evidence of some of the business methods employed by appellant in relation to 
these trade-names, the court sees no reason to disturb the general conclusion reached 
by the Chancellor. 

The acts and conduct of appellant, as above particularized, clearly show unfair 
competition, as that phrase is defined by all of the authorities, so that appellees 
are entitled to the protection of the Court against it. Hugo Stein Cloak Co. v. 
S.B. Stein & Sons, Inc., 16 N. E. 2d 609 (Ohio). 

However, it is to be borne in mind that, while the law will not countenance any 
conduct or methods which amount to unfair competition, it operates only against 
competition and trading that have that characteristic. Freedom of trade and fair 
competition are encouraged by the law in every way and, therefore, appellant’s use 
of its corporate name should be prohibited only to the extent that it would trespass 
upon the good name and reputation of appellees, as built up in this particular field 
of business over a long period of time. Singer Sewing Machine Co. v. June Mfg. 
Co., supra; Horn Scale Co. v. Wyckoff, Seamans & Benedict, supra; Weiskittel 
Co. v. Weiskiitel Co., supra. 

This protection of the law to which the appellees are entitled is afforded in a 
reasonable manner through that portion of the Chancellor’s decree which prescribes, 
in effect, that the appellant may continue in the use of its corporate name provided, 
and on condition, that it adopt such form of disclaimer as will show clearly and 
amply absence of connection with the appellees and their business. A compliance 
with this decree would do substantial equity between the parties and would uphold 
the principles of fair trade to which the present policy of the law is strongly com- 
mitted. 

As the above elements of unfair competition are conclusive of the decision in 
this case, it is not necessary to pass upon any of the other points raised, for they 
would have no controlling bearing upon it. 

For the reasons above stated, the granting of the injunction, with the condition 
attached, will be affirmed. 

Decree affirmed, with costs to appellees. 


Tc 
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DECISIONS OF THE COMMISSIONER OF PATENTS 


Conflicting Marks 
“Grassmaster” and “Turfmaster” 


Frazer, F. A. C.: Affirmed the decision of the Examiner of Trade-Marks refus- 
ing the application of Supplee-Biddle Hardware Company, of Philadelphia, Pa., to 
register the notation “Grassmaster” as a trade-mark for lawn mowers, in view 
of a prior registration of the word “Turfmaster” for the same goods, on the ground 
that while “Turfmaster” and “Grassmaster” differ considerably in appearance and 
in sound and the words “grass” and “turf” do not have precisely the same meaning, 
nevertheless, as applied to lawn mowers, the significance of the two marks, viewed 
in their entirety, is practically identical, so that this fact alone is sufficient to indicate 


a strong probability of confusion and to warrant the refusal to register applicant’s 
mark.* 


“Jay-Tee” and “Jaysee” 


VAN ARSDALE, A. C.: Affirmed the action of the Examiner of Trade-Marks 
refusing registration to Edith D. Tobin (doing business as Jack Tobin), of Phila- 
delphia, Pa., of a mark for ladies’ and misses’ dresses, consisting of the words “Jay- 
Tee Frocks” (the word “Frocks” being disclaimed) written in script and associated 
with the representation of a small bird perched on some twigs, all framed in a 
somewhat distinctive rectangular border. The Examiner relied upon a prior regis- 
tration granted to another for various items of clothing including dresses where the 
mark included the words “Jaysee Fashions at Buffums Long Beach California” 
enclosed in a rectangular border; the words “Jaysee Fashions” and “Buffums”’ 
appearing much more prominently than the other words of the mark. 

It was held that the marks when considered in their entireties are so similar in 
appearance and in sound that their concurrent use on the identical goods to which 
they are applied would be likely to cause confusion and mistake in the mind of the 
public and to deceive purchasers.’ 


“Fitwell” and “Fitwell Dresses” 


VaN ArSDALE, A. C.: Affirmed the action of the Examiner of Trade-Marks 
refusing registration under the act of March 19, 1920, to Fit-Well Underwear 
Mfg. Co., of Houston, Tex., of a mark consisting of the word “Fitwell’ appearing 
in script for women’s and children’s lingerie, namely nightgowns, pajamas, negligees, 
bed-jackets, slips and beach and bath robes. The Examiner relied upon two prior 
registrations granted to others under the act of 1920; one of the registrations being 
of the word “Fitwell” in script with a paraph on which is printed the word 


1. Ex parte Supplee-Biddle Hardware Company, Ser. No. 446,672, 166 M. D. 318, October 1, 
943 


2. Ex parte Edith D. Tobin (doing business as Jack Tobin), Ser. No. 452,994, 166 M. D. 339, 
October 22, 1943. 
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“Dresses,” for ladies’ and misses’ dresses, and the other registration he used the 
words “Fitwell Hosiery” in block letters and in association with a representation 
of a stockinged limb, for ladies’ hosiery. 

Noting that the goods were of the same descriptive properties and that the 
conflicting marks do not necessarily have to be identical in all respects, it was held 
that the concurrent use of the mark applied to the goods so named would be likely 
to cause confusion and mistake in the mind of the public and to deceive purchasers.* 


“Sunblaze” and “Sunbeam” 


Frazer, F. A. C.: Affirmed the action of the Examiner of Interferences dis- 
missing the opposition of Francis H. Leggett & Company, of New York, N. Y., to 
the application of McClintock-Stern Co., Inc., of San Francisco, Calif., for registra- 
tion of the word “Sunblaze,” for use on goods set forth in the application as “spices, 
namely, paprika, sweet red pepper, chili pepper and chili powder,” and adjudging 
applicant not entitled to the registration applied for, although the holding of the 
Examiner of Interferences that applicant’s mark was non-registrable in view of a 
registration of the word “Sun-Blest” applied to canned vegetables and pickles 
was disapproved, the First Assistant Commissioner holding that while these goods 
were of the same descriptive properties, they are nevertheless different and their 
sale under the trade-marks “Sunblaze” and “Sun-Blest,” respectively, would not 
result in confusion. 

In the notice of opposition, opposer pleaded registration of the trade-mark 
“Sunbeam” for a long list of grocery products, including spices, but because this 
registration was issued to a third party and opposer failed to prove its alleged 
ownership thereof or any use of the registered mark, the opposition was dismissed. 
It was held, however, that while “Sunblaze” and “Sunbeam,” differ considerable in 
appearance and in sound but are practically the same in meaning, the marks as a 
whole are too nearly alike in significance to be used on substantially identical mer- 
chandise of the character here involved without a reasonable likelihood of confusion. 

Only applicant appealed from the action of the Examiner of Interferences, but 
opposer filed a brief in reply to applicant’s brief on appeal. The First Assistant 
Commissioner granted the motion of applicant’s counsel made at the hearing to 
strike opposer’s brief on the ground that the appeal is ex parte in nature and that 
opposer has no right to be heard in connection therewith.‘ 


Corporate Names 


“Esquire” for shoe cleanser 


VaN ArspDALE, A. C.: Affirmed the decision of the Examiner of Trade-Mark 
Interferences sustaining the notice of opposition filed by Esquire, Inc., of Chicago, 
Ill., to the granting of registration to Knomark Mfg. Co., Inc., of Brooklyn, N. Y., ofa 


3. Ex parte Fit-Well Underwear Mfg. Co., Ser. No. 454,505, 166 M.D. 338, October 22, 
1943. 

4. Francis H. Leggett & Company v. McClintock-Stern Co., Inc., Opp’n No. 21,595, 166 
M. D. 329, October 5, 1943. 
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certain composite trade-mark for dressing, cleanser and polish for shoes and other 
leather trimmed apparel, the mark including the word “Esquire” as a prominent 
feature. 

Applicant having urged that the notice of opposition should be dismissed because 
opposer failed to introduce proof that the person who verified the notice of opposition 
on behalf of opposer was duly authorized to do so, it was held that the notice of 
opposition when filed was accepted as duly verified by the opposer and, in the 
absence of any showing to the contrary, the notice of opposition should still be con- 
sidered as having been duly executed by the opposer as it was when the notice was 
filed originally. 

It was held that the word “Esquire” in applicant’s mark is opposer’s complete 
corporate name and that the so-called “name” proviso of the Trade-Mark Act of 
1905 precludes registration of such a mark. 


On Request for Amplification 


In a decision rendered October 26, 1943 (166 M. D. 340), a request for ampli- 
fication was denied, it being held on applicant’s request for a ruling as to whether 
the addition of the words “Boot Polish” to the mark of the application, with a 
disclaimer of these words, would render the mark registrable, that the decision 
would remain the same if applicant’s mark were amended as proposed. 

On request by applicant for a statement as to whether the decision overrules 
the decision in Pussy Willow Company, Inc. v. Nicholas Spyridakis, 156 M. D. 350, 
it was held after discussing the facts of the case referred to by applicant, that the 
decision does not rule that a mark which has something in addition to a complete 
corporate name may be registered and that in the present situation the complete 
and identical name is appropriated.° 


Descriptive Terms 
“Shoe Strings” for sweaters 


Frazer, F.A.C.: Affirmed the action of the Examiner of Trade-Marks refusing 
the application of Renart Sportswear Corp., of New York, N. Y., to register the 
notation “Shoe Strings’ as a trade-mark for sweaters. The Examiner had held 
that, since applicant stated that its sweaters are packed together with shoestrings of 
the same color, he believed that the term “Shoe String” would merely indicate to the 
purchasers said practice of acquiring shoestrings of the same color when purchasing 
a sweater and would fail to function as a trade-mark. 

The First Assistant Commissioner, after noting applicant’s mode of applying 
the mark and pointing out that if the mark were affixed to the outside of a box 
containing a sweater and a pair of shoestrings, manifestly it would serve to describe 
a portion of the contents, held that the mark sought to be registered is descriptive 
of applicant’s goods as sold. 


5. Esquire, Inc. v. Knomark Mfg. Co., Inc., Opp’n No. 21,637, 166 M. D. 322, October 4, 1943. 
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On Petition for Reconsideration 


A decision was rendered October 26, 1943 (166 M. D. 343), denying applicant’s 
petition for reconsideration. The purpose for which a case cited in the decision, 
which was argued in the petition not to be applicable to the present case, was 
explained. 

In response to applicant’s offer to prove that the words “Shoe Strings” are not 
affixed to the packages containing its goods, but only to the sweaters, and applicant’s 
offer to amend the statement accordingly, it was held that whatever may be appli- 


cant’s present practice, however, neither such proof nor the proposed amendment 
would prevent future changes therein.° 


Geographical Terms 


“American” for bearings 


Frazer, F. A. C.: Affirmed the refusal of the Examiner of Trade-Marks to 
register to American Bearing Corporation, of Indianapolis, Ind., under the provi- 
sions of the act of February 20, 1905, a mark for bearings, on the ground that the 
mark is dominated by geographical and descriptive matter which applicant seeks 
to disclaim. 

The mark comprises solid color semicircular bearing representations, semi- 
circular uncolored portions, radiating lines and certain words. All the words are 
disclaimed apart from the mark as shown, as are also the solid colored semicircular 
bearing representations. After observing that the disclaimed solid color portions 
of the design are integral parts thereof and that their removal would result in a 
mutilation of the composite whole, and further noting the fact that the court had 
refused to permit the disclaimer of “a part of a word or certain letters thereof,” it 
was held that a disclaimer of a part of applicant’s design is equally unauthorized. 

It was held that the only word appearing in the mark that is capable of trade- 
mark significance is “American,” because “Centrifugal Force” and “Bearings” are 
descriptive of applicant’s goods so that the word “American” thus dominates the 
mark and is nonregistrable because it is plainly geographical. It was further held 
that to register the mark with its dominant feature disclaimed would be a mere 
evasion of the statutory bar to registration. 

The fact that this same mark, for substantially the same goods, was registered 
to applicant’s predecessor in 1921, but that registration was not renewed and had 
expired before the instant application was filed, was held not to preclude, under 
rule 147 of the Rules of Practice, a refusal of the present application because the 
case decided by the Commissioner in 1921 was not the same proceeding as the case 
now pending, although the issue to be decided was the same. While the prior 
registration should be considered in weighing the possible doubts as to present 
registrability of the mark, the First Assistant Commissioner was convinced beyond 
doubt that the instant application as presented was properly refused.’ 


6. Ex parte Renart Sportswear Corp., Ser. No. 455,278, 166 M. D. 329, October 5, 1943. 
7. Ex parte American Bearing Corporation, Ser. No. 453,503, 166 M. D. 332, October 7, 1943. 
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Goods of Different Descriptwe Properties 


Vitamin B preparation and preparation for replacing body fluids 


Frazer; F. A. C.: Affirmed the action of the: Examiner of Interferences dis- 
missing the opposition of McKesson & Robbins, Incorporated, of New York, N. Y., 
to the application of Abbott Laboratories, of North Chicago, IIl., for registration of 
the word “Beclysyl” as a trade-mark for “a medicinal preparation in liquid form 
for replacing body fluids and supplying necessary vitamins by venoclysis.” The 
opposition was predicated upon opposer’s ownership of the trade-mark “Bexel,” 
previously registered and in use for a “vitamin B complex preparation.” 

It was held that in view of the differences between the goods to which they 
are respectively appropriated, the marks in question are sufficiently dissimilar to 
be used concurrently without “any reasonable likelihood” of confusion.® 


Non-Conflicting Marks 
“Temp-O-Rise” and “Rate of Rise” 


Van ArspALe, A. C.: Affirmed the decision of the Examiner of Trade-Mark 
Interferences dismissing the opposition of “Automatic” Sprinkler Corporation of 
America, of Youngstown, Ohio, to the application of Central Station Signals, Inc., 
of New York, New York, for registration of a trade-mark for thermostats for auto- 
matic fire alarm signalling systems consisting of the words “Temp-O-Rise” and 
“Automatic Fire Detection” forming a circle enclosing the representation of a ther- 
mometer with flames at its bulb and zigzag lines at each side, the expression “Auto- 
matic Fire Detection” being disclaimed. 

As stated by the Assistant Commissioner, the controlling question presented by 
this case was whether the mark applicant seeks to register is or is not confusingly 
similar to the mark of opposer consisting of the term “Rate of Rise” encircled by the 
name of opposer. This mark, the Assistant Commissioner said, is used by opposer 
on automatic fire detectors and heat actuated devices, both employing thermostats 
for the detection of fire. Opposer has a registration issued under the Trade-Mark 
Act of March 19, 1920, of such mark. 


In concluding that the marks of the parties are not confusingly similar, the 
Assistant Commissioner stated: 


It appears from exhibits filed with the notice of opposition that opposer applies the 
“Rate of Rise” mark to devices which are operatively responsive to an abnormal rate of 
rise of temperature, and accordingly the term is descriptive of such devices. The term 
means rate of temperature rise. 

Obviously, the devices to which the parties apply the marks are not of the type that 
are purchased casually or without considerable discrimination and care. 

Considered in their entireties the appearance of applicant’s mark and the appearance of 
the mark of opposer’s registration impress me as being so dissimilar that visual confusion 
between them is unlikely. However, the marks would be identified verbally only by the 
terms “Temp-O-Rise” and “Rate of Rise.” 

The nature of the goods to which the marks are applied should be considered, and in 
my opinion, in this instance the nature of the goods is the controlling factor. The goods 


8. McKesson & Robbins, Incorporated v. Abbott Laboratories, Opp’n No. 21,965, 166 M. D. 
341, October 26, 1943. 
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are purchased for the purpose of securing automatic fire protection and this highly im- 
portant purpose and use would naturally cause purchasers to exercise great care and 
discrimination in purchasing the devices. It seems to me that in view of the character 
of the devices to which the marks are applied and the class of purchasers to whom the 
devices are sold the marks in their entireties are so dissimilar that notwithstanding their 
similarities the concurrent use of the marks on the particular goods to which they are 
applied would not be likely to cause confusion or mistake in the mind of the public or to 
deceive purchasers.® 


Not a Trade-Mark 
“Oil & Motor Cleaner” for oil filters 


Frazer, F. A. C.: Passed upon the petition by Fram Corporation, of East Provi- 
dence, Rhode Island, for reconsideration of his decision of May 6, 1943 (551 O. G. 
737,57 U.S. P. Q. 330), affirming the refusal of the Examiner of Trade-Marks to 
register the expression “Oil & Motor Cleaner,” under the Act of March 19, 1920, 
as a trade-mark for oil filters. 


In his decision upon the request for reconsideration, the First Assistant Com- 
missioner quoted as follows from his earlier decision: 


It may well be that to persons who are familiar with applicant’s device, the expression 
“Oil & Motor Cleaner” is indicative of origin in applicant, particularly in view of the fact 
that the expression invariably appears in association with applicant’s registered trade- 
mark “Fram.” But by the general public, I think it would be regarded merely as the 
name of the goods. 


He then added: 


Applicant insists that, if the alleged trade-mark may be “indicative of origin” to any- 
one, under any circumstances, it should not be refused registration. I do not think that 
is necessarily true. As I had occasion to remark in the somewhat similar case of Ex parte 
Hardinge Company, 491 O. G. 723: “A trade-mark must indicate origin, but it does not 
follow that everything which indicates origin is a trade-mark.” 

I am free to confess, however, that the language employed in the instant case was not 
happily chosen. The thought I intended to express was that because of its invariable asso- 
ciation with applicant’s registered trade-mark “Fram,” purchasers would be likely to know 
that the expression “Oil & Motor Cleaner” refers to a product of applicant’s manufacture. 
Standing alone it would have no such significance, except to those who may have knowl- 
edge of the asserted fact that no other dealer in oil filters uses the expression; and that 
fact alone does not make it a trade-mark. In re Bailey Motor Co., 26 C. C. P. A. 1136, 
102 Fed. (2d) 843. 

Applicant takes exception to the statement in my decision that the word “cleaner” is 
the generic name of applicant’s filters. That statement was based upon an admission in 
applicant’s brief on appeal that “a filter undoubtedly is a cleaner.” If that be true, then 
obviously the word “cleaner,” as applied to a filter, is generic. 

The petition is granted to the extent that the foregoing discussion may be considered 
as incorporated in the decision on appeal. 

The decision of the Examiner of Trade-Marks remains affirmed.?° 


9. “Automatic” Sprinkler Corporation of America v. Central Station Signals, Inc., Oppn. 
No. 21,492, 166 M. D. 214, June 21, 1943. 


10. Ex parte Farm Corporation, Ser. No. 441,200, 166 M. D. 199, June 2, 1943. 
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PART II 


CLEO SYRUP CORPORATION v. THE COCA-COLA COMPANY 
United States Circuit Court of Appeals, Eighth Circuit 
December 28, 1943 


TRADE-MARK INFRINGEMENT—‘“CLEO CoLa” AND Coca-CoLta”—ConFLICTING MARKS—PASSING 
Orr. 

The name “Cleo Cola,” held to be deceptively similar to “Coca-Cola,” both marks being 
used on soft drinks and syrups therefor; especially as there was evidence that the former 
beverage had been passed off for the latter. 

UNFAIR COMPETITION—IMITATING DRESS AND APPEARANCE OF Goons. 

Where defendant-appellant originally showed the name “Cleo Cola” on a label bearing 
the colors brown, light green, pink or flesh color and white, but gradually changed its appear- 
ance by simulating plaintiff’s color scheme, and showed the name in red lettering on a 
white background, similar to plaintiff’s label, appellant held guilty of unfair competition. 

Un FAIR CoMPETITION—SUITS—EVIDENCE. 


The evidence adduced by appelle’s investigators to the effect that they were served with 
“Cleo Cola” when calling for “Coca-Cola,” also that housewives, shown bottles of “Cleo 


Cola,” testified they thought it was made by defendant held relevant, and the duty of the 
trial court to appraise. 


In equity. Action for trade-mark infringement and unfair competition. From 
a decision of the District Court, Eastern District of Missouri, for plaintiff, defendant 
appeals. Affirmed. 


Ralph Kalish (Paul L. Hale, with him on the brief), for appellant. 

John A. Sibley and Samuel W. Fordyce (Frank E. Williams, Edwin W. Canada, 
Fordyce, White, Mayne, Williams & Hartman, Spalding, Sibley & Troutman, 
and Rogers, Woodson & Rogers with them on the brief), for appellee. 


Before SANBORN, WooprouGH, and Rippick, Circuit Judges. 


SANBORN, Circuit Judge, delivered the opinion of the Court: 


The Coca-Cola Company brought this action against the Cleo Syrup Corpora- 
tion to enjoin it from infringing the trade-mark “Coca-Cola” and from engaging 
in unfair competition, and for damages. The defendant denied the charges of 
infringement and unfair competition. The District Court’s findings were in favor 
of the plaintiff. The court entered a decree enjoining the defendant from: 


(a) Using in connection with the manufacture, offering for sale, or sale of any soft 
drink or a syrup for the preparation thereof, or ingredient thereof, or any other merchandise 
of substantially the same descriptive properties : 

(1) The words Cleo-Cola as now used by the defendant or any like words or words 
or any colorable imitation of either of them as the words Cleo-Cola are now used and 
displayed. 

(2) Any name or names, word or words, device or devices, which by reason of the 
appearance thereof or otherwise, induce, or are likely to induce the belief that defendant’s 
goods emanate from plaintiff, or by its authority or which enables or is likely to enable 
the passing off of defendant’s goods as any for the goods of plaintiff. 
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The defendant, in appealing from the decree asserts : 


1. That the phrase Cleo Cola, even as now used and displayed by appellant, is not 
a colorable imitation of, and does not infringe any trade-mark or good-will rights that 
appellee may have in, to, or under, the phrase Coca-Cola; and 

2. That the name or phrase Coca-Cola, as used and applied by appellee on and in 
connection with its soft drink syrup and beverages made therefrom, is inherently false 
and deceptive and violative of and contrary to the public interest and the public policy 
of this country—that hence appellee is before this Court with unclean hands and conse- 
quently entitled to no consideration, respect, or relief whatsoever. 


The business, the trade-mark, and the product of the plaintiff are all so well 
known that they do not require description. The trade-mark “Coca-Cola” has 
long since come to mean the beverage produced and sold by the plaintiff. To the 
public generally, the trade-mark means nothing else. The question raised by the 
defendant’s second contention was effectively put to rest by the Supreme Court of 
the United States in Coca-Cola Company v. Koke Company of America (1920), 
254 U. S. 143 [10 T.-M. Rep. 441] in which the court said (p. 145 of 254 U. S.): 


. . . . Whatever may have been its original weakness, the mark (Coca-Cola) for 
years has acquired a secondary significance and has indicated the plaintiff’s (Coca-Cola 
Company’s) product alone. 


And (p. 146): 


... . The name (Coca-Cola) now characterizes a beverage to be had at almost any 
soda fountain. It means a single thing coming from a single source, and well known 
to the community. It hardly would be too much to say that the drink characterizes the 
name as much as the name the drink. In other words, Coca-Cola probably means to 
most persons the plaintiff's familiar product to be had everywhere rather than a com- 
pound of particular substances. Although the fact did not appear in United States v. Coca- 
Cola Co., 241 U. S. 265, 289, we see no reason to doubt that, as we have said, it has 
acquired a secondary meaning in which perhaps the product is more emphasized than the 
producer but to which the producer is entitled. 


See also Dixi-Cola Laboratories v. Coca-Cola Co., 4 Cir., 117, F. 2d 352, 354 [31 
T.-M. Rep. 39] (certiorari denied 314 U. S.629). One certainly cannot be charged 
with misbranding or misdescribing a product by calling it what it is. There is no 
merit in the contention that a court of equity will not afford protection to the plain- 
tiff’s trade-mark or prevent its good-will from being nibbled away by unfair 
competitors. 

The defendant since 1935 has been engaged in making and selling a beverage 
similar in appearance to the plaintiff’s product. The defendant’s beverage is sold 
and advertised under the trade-name “Cleo Cola.” 

Whether the present dress or make-up of the trade-name “Cleo Cola” renders 
that trade-name so similar to the trade-mark “Coca-Cola” that the former deceives, 
or will probably deceive, purchasers and cause them to buy the product of the 
defendant in the belief that it is the product of the plaintiff, is a question of fact. 
The District Court, which was the trier of the facts, had determined that issue in 
favor of the plaintiff. This Court, upon review, will not retry issues of fact or 
substitute its judgment with respect to such issues for that of the trial court. 
Storley v. Armour & Co., 8 Cir., 107 F. 2d 499, 513; Gasifier Mfg. Co. v. General 
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Motors Corporation, 8 Cir., 138 F. 2d 197, 199; Travelers Mut. Casualty Co. v. 
Rector, 8 Cir., 138 F. 2d 396, 398. The power of a trial court to decide doubtful 
issues of fact is not limited to deciding them correctly. Thompson v. Terminal 
Shares, Inc., 8 Cir., 89 F. 2d 652, 655; Pittsburgh Plate Glass Co. v. National 
Labor Relations Board, 8 Cir., 113 F. 2d 698, 701 (affirmed 313 U. S. 146) ; 
Travelers Mutual Casualty Co. v. Rector, supra. In a non-jury case, this Court 
may not set aside a finding of fact of a trial court unless there is no substantial 
evidence to sustain it, unless it is against the clear weight of the evidence, or unless 
it was induced by an erroneous view of the law. Aetna Life Ins. Co. v. Kepler, 
8 Cir., 116 F. 2d 1, 4-5; Gasifier Mfg. Co. v. General Motors Corporation, 8 Cir., 
138 F. 2d 197, 199; Travelers Mutual Casualty Co. v. Rector, supra. The District 
Court, in making its findings, was under no misapprehension as to the applicable 
law. See Kann v. Diamond Steel Co., 8 Cir., 89 F. 706, 707; My-T Fine Corpora- 
tion v. Samuels, 2 Cir., 69 F. 2d 76, 77 [24 T.-M. Rep. 41]; Armstrong Paint & 
Varnish Works v. Nu-Enamel Corporation, 305 U. S. 315, 335-336 [29 T.-M. Rep. 
3]. In determining whether there is a sufficient evidentiary basis for the court’s 
findings of fact, we must take that view of the evidence and the inferences deducible 
therefrom which is most favorable to the plaintiff. 

That there is more than a trifling similarity phonetically and otherwise between 
the trade-name “Cleo Coia” and the trade-mark “Coca-Cola,” is apparent. Each 
consists of the two four-letter words, each word commencing with the letter “C.” 
Originally the defendant did not simulate the distinctive script of the “Coca-Cola”’ 
trade-mark nor the color scheme used by the plaintiff to display its trade-mark. 
The defendant originally showed the name “Cleo Cola” upon a label the colors of 
which consisted of brown, light green, pink or flesh color, and white, the words 
“Cleo Cola” being shown in white upon a brown background. By successive altera- 
tions, the color scheme used by defendant for displaying the trade-name “Cleo Cola” 
was changed, and the name came to be shown on its labels and advertising in red 
lettering upon a white background. At times the successive changes in color were 
made, the defendant was familiar with the make-up of plaintiff’s trade-mark and 
knew that it was shown in red letters on a white background or in white letters on a 
red background. When the red and white display was first used by the defendant, 
the lettering or script of the trade-name “Cleo Cola” differed materially from that 
of the trade-mark ‘Cola Cola.” Thereafter, however, the defendant, in addition 
to imitating the plaintiff’s color scheme, simulated the distinctive script of the plain- 
tiff’s trade-mark, with the flourishes which had always characterized that mark. 

The burden was upon the plaintiff to show that the use by the defendant of 
the trade-name “Cleo Cola” was calculated to deceive ordinary purchasers and to 
create confusion in the trade. (Kann v. Diamond Steel Co., 8 Cir., 89 F. 706, 710.) 
The plaintiff could sustain this burden by proving that the accused trade-name 
had actually deceived purchasers, or by demonstrating, through a comparison, that 
the trade-name “Cleo Cola,” as made up and displayed by the defendant, was so 
similar to the trade-mark “Coca-Cola” as to deceive, or to be likely to deceive, 
purchasers. The record shows the successive changes made by the defendant in 
- the trade-name “Cleo Cola” and the full extent to which the defendant has gone 
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in simulating the make-up of the plaintiff’s trade-mark. In addition, there is con- 
tained in the record the evidence of a number of the plaintiff's investigators who 
testified that they made visits to various retail soft drink establishments in which 
they ordered and paid for “Coca-Cola” and were served “Cleo Cola.” The pur- 
chases about which they testified were made in taverns, night clubs and the like. 
The defendant asserts that this evidence is of no probative value, since the number 
of occasions upon which “Cleo Cola” was shown to have been passed off as “Coca- 
Cola” was relatively small as compared with the total number of calls which the 
investigators made; since the investigators were not ordinary purchasers and were 
not deceived; and since the defendant was not responsible for the acts of retail 
dealers who purchased its product. The evidence tended to show that “Cleo Cola” 
was being passed off as “Coca-Cola,” and was relevant to the issue whether the 
simulation by the defendant of the plaintiff's trade-mark was such as to deceive, 
or to be likely to deceive, ordinary purchasers with respect to the origin of the 
defendant’s product and to promote confusion. The weight of this evidence and 
the credibility of the witnesses who gave it were for the trial court to appraise. 

There was also introduced by the plaintiff the evidence of numerous house- 
wives, who testified that they had been shown bottles of the defendant’s beverage 
on which were displayed the defendant’s trade-name, and had been asked whether 
they had any thought as to who made the product, and they had said “the Coca- 
Cola Company” or “Coca-Cola people” or “Coca-Cola.” It is true that, at the 
trial, on cross-examination, many of them indicated that their confusion had resulted 
from the use of the word “Cola” in the defendant’s trade-name. They admitted 
the obvious distinction between the words “Cleo” and “Coca,” and none testified 
that they had actually been deceived into purchasing “Cleo Cola” for “Coca-Cola.” 
Nevertheless, we think that this evidence was competent and relevant. It bore 
upon the issue whether the trade-name “Cleo Cola,” when dressed in substantially 
the same raiment as the trade-mark “Coca-Cola,” was, or was likely to be, deceptive 
and confusing. 

We think that the District Court was justified in concluding that the trade- 
name “Cleo Cola” as presently made up and used by the defendant is deceptively 
similar to the trade-mark “Coca-Cola,” and that the deceptive similarity was 
deliberately brought about by the defendant. Men reasonably may be presumed 
to intend the natural consequences of their acts. This case is closely analogous 
to that of My-T Fine Corporation v. Samuel, supra, in which Judge Learned Hand, 
speaking of the effect of proof of an intent to copy the make-up of a competitor’s 
trade-mark, said: 


.... But when it (the intent) appears, we think that it has an important procedural 
result; a late comer who deliberately copies the dress of his competitors already in the 
field, must at least prove that his effort has been futile. Prima facie the court will treat 
his opinion so disclosed as expert and will not assume that it was erroneous. Fairbanks 
Co. v. R. W. Bell Mfg. Co., 77 F. 869, 877 (C. C. A. 2); Capewell Horse Nail Co. v. 
Green, 188 F. 20, 24 (C. C. A. 2) [1 T.-M. Rep. 5]; Wolf Bros. & Co. v. Hamilton, 165 
F. 413, 416 (C. C. A. 8) [6 T.-M. Rep. 169] ; Thum Co. v. Dickinson, 245 F. 609, 621, 622 
(C. C. A. 6 [16 T.-M. Rep. 95]; Wesson v. Galef (D. C.), 286 F. 621, 626 [12 T.-M. Rep 
100]. He may indeed succeed in showing that it was; that, however bad his purpose, it 
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will fail in execution; if he does, he will win. Kann v. Diamond Steel Co., 89 F. 706, 713 
(C. C. A. 8). But such an intent raises a presumption that customers will be deceived. 


It is a fair inference here, as it was in the case of My-T Fine Corporation v. 
Samuels, supra, that the defendant copied the make-up of the plaintiff’s trade-mark 
as far as it dared, and further than it should have dared, and that it did this in 
order to divert customers from the plaintiff. This is an additional reason why 
such dissimilarities as there are between the name “Cleo Cola” and the trade-mark 
“Coca-Cola” did not require a finding by the District Court that the defendant’s 
trade-name was not deceptively similar to the plaintiff’s trade-mark, and why the 
finding of infringement should be sustained. 
The decree appealed from is affirmed. 





COHN-GOLDWATER MFG. CO. v. WILK SHIRT CORPORATION 
United States District, S. D. New York 
March 2, 1943 


TRADE-MARKS—REGISTRATION UNbER Act oF 1920—Non-Exciusive Use. 

Where plaintiff was proven not to have had the exclusive use of the name “Wilshire” 
as a trade-mark for the year immediately preceding its application for registration under 
the Act of 1920, it could not exclude defendant from using the said mark in territory preempted 
by it. 

TRADE-MARKS—“WiILsHIRE” ON CLOTHING—PLACE NAME—TERRITORIAL LIMITATIONS. 

Where, after plaintiff was granted permission by its original owner to use the name 
“Wilshire” as a trade-mark for men’s and women’s shirts which it sold in Los Angeles, 
California, and vicinity, said mark having been registered under the Act of 1920, defendant 
began in good faith to use the same mark on shirts in New York City and in states along the 
Eastern seaboard, held that, inasmuch as each party had built up a secondary meaning for 
the said name, neither should have the right to its exclusive use, but should be permitted 
to use it in the territory already preempted by it. 

TRADE-MARK INFRINGEMENT—SUITS—PLEADING AND PRACTICE. 

The parties were given sixty days in which to compose their differences as to territory 

before the case was referred to a master. 


In equity. Action for trade-mark infringement, in which defendant counter- 
claimed for trade-mark infringement. Judgment for plaintiff in part and for 
defendant in part. 


Albert J. Fihe, Chicago, IIl., for plaintiff. 
Morris Kirschstein, New York, N. Y., for defendant. 


Knox, District Judge: 


Plaintiff here sues defendant for its alleged infringement of the trade-mark, 
“Wilshire,” which, upon October 20, 1936, was registered by plaintiff under the 
provisions of the Act of March 19, 1920. The registration bears the number 
339,860. The mark is applied to men’s and women’s shirts of plaintiff’s manufac- 
ture. Plaintiff is located in Los Angeles, California, within which city the well- 
known Wilshire Boulevard is to be found. Upon that thoroughfare, there are many 
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high priced and exclusive retail shops, and within them, so-called quality goods 
are sold. Ina sense, therefore, the name “Wilshire,” in the minds of a large portion 
of the public, is associated with that type of merchandise. 

The name “Wilshire,” as applied to men’s clothing, has several times, been regis- 
tered in the United States Patent Office, according to the provisions of the Trade- 
Mark Act of 1905. One of such registrations was by P. A. Newmark & Co., a 
Los Angeles concern which, after registration of the mark, but prior to December, 
1934, went out of business. A representative of plaintiff, being acquainted with a 
member of the Newmark family called the latter on the telephone and asked its 
permission to make use of the mark. Such permission was given orally. This 
was late in 1934, and in December of that year, plaintiff began the manufacture and 
distribution of shirts identified by the mark in question. For several years plaintiff 
marketed its goods only in states along and close by the Pacific coast. 

Defendant began business in New York in the early part of 1935. Being desirous 
of having a trade-name for shirts of its manufacture, and having learned that the 
Newmark Company had abandoned use of the word “Wilshire,” it straightway, 
and in January of 1935, adopted the mark in complete ignorance of the fact that it 
had been appropriated by plaintiff a few weeks before. In the early part of de- 
fendant’s existence, its shirts, marked “Wilshire,” were distributed mainly in states 
along the Eastern seaboard, and in the more easterly portion of the country. For 
three years, or thereabouts, each party carried on business without either knowing 
of the business activities of the other. 

Finally, however, as the trade of each party expanded, their respective products 
came into collision in Texas. In May of 1938, plaintiff called attention to its regis- 
tration of the “Wilshire” mark, and asked defendant to discontinue use of the same. 
Defendant, taking the position that neither it, nor the plaintiff, was entitled to the 
exclusive use of the name, proposed that each party should thereafter confine its 
distribution of “Wilshire” shirts to such portion of the country as to which each of 
them had priority of use of the name. To this proposal, plaintiff made no reply. 
The litigants proceeded to extend their trading areas, and, in April of 1941, this 
suit was instituted. 

Defendant, in its answer to plaintiff’s complaint, in addition to pleading the 
general issue, interposes the defense of laches, equitable estoppel, and plaintiff’s 
lack of an exclusive right to the use of the name “Wilshire,” which is said to be 
geographical in nature. In an amendment to the answer, defendant sets up a 
counterclaim, alleging its prior use of the mark, in states of the middle west, east 
and south, and asks that its continued use thereof be protected against plaintiff’s acts. 

Shirts manufactured by defendant are of a cheaper grade than those of plaintiff. 
But this, it must be said, has always been true, and there is no evidence whatever 
that defendant has intentionally and unfairly traded upon plaintiff's reputation for 
quality goods. 

In my opinion, plaintiff's registration of the name “Wilshire” under the Act of 
March 19, 1920, gives it no rights to exclude defendant from making use of the 
mark in territory which it originally preempted. Furthermore, the registration 
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itself does not factually comply with the requirement of the statute. In applying 
for registration, the president of plaintiff’s company made oath and said, inter alia.: 


The mark has been in actual bona fide use exclusively by the applicant for a period of 
one year. 





In reality, as has been seen, this statement was entirely erroneous, in that 
defendant, for practically all of 1935, and throughout 1936, until the date of regis- 
tration, had marked the goods as “Wilshire” shirts. It did so openly, and its dis- 
tribution had extended over a large portion of the country. Inasmuch, consequently, 
as plaintiff did not have exclusive use of the name for one year prior to registration, 
it cannot, to the detriment of defendant, benefit therefrom. See Buffalo Rock 
Company v. Allen, 39 U. S. P. Q. 70, and American Woodworking Machinery 
Company v. American Saw Mill Machinery Company, 1925 C. D. 9 [15 T.-M. 
Rep. 127]. It follows that, insofar as plaintiff's alleged rights are based upon its 
registration of the name “Wilshire,” the complainant must be denied relief. 

Considering the suit as one between parties of diverse citizenship ; as involving 
the requisite jurisdictional amount, and treating the complaint and counterclaim as 
counter charges that each party is unfairly competing with the other, it is my judg- 
ment that neither litigant can deprive the other of the right to use the name “Wil- 
shire” in areas in which one or the other was the first comer. Hanover v. Metcalf, 
240 U. S. 403; United Drug Company v. Rectanus, 248 U. S. 90. 

Each party, in perfect good faith, and without any unfair conduct on the part 
of either, has built up more or less of a secondary meaning for the name “Wilshire,” 
as applied to their respective lines of merchandise. In certain portions of the coun- 
try, each party has created a good-will for its good. These are property rights 
that should, so far as possible, be protected. A Court of Equity, under such cir- 
cumstances, should not leave the parties to their own devices in carrying on their 
respective business hereafter. Unfair practices, overreaching the other methods 
of improper conduct, would probably result from such a course of action. Just 
how to accommodate the rights of one party to those of the other is a matter some- 
what difficult to determine. The method that suggests itself to me as the most 
equitable—if the parties themselves cannot amicably adjust their differences—is to 
award to each of them the right to use the name “Wilshire” to the exclusion of 
the other, within those areas of the country in which one or the other first began to 
make use of the name. By so doing, each litigant can retain that which, in good 
conscience, it ought to be able to have. To do this fairly, a reference will most 
likely be required. 

In order to save two apparently honest and upright traders the time, effort and 
expense that a reference will entail, I suggest that they seek to compose their 
differences amicably. If, within 60 days, they are unable to do so, the Court will 
take such action as then seems appropriate. 

Defendant’s application for costs with respect to certain depositions in Cali- 
fornia will be denied. In view of the decision reached upon the merits, I think that 
each party should bear its own portion of the remaining costs. 


| 
| 


Se eee oem 
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KEN-TOOL AND MANUFACTURING COMPANY v. RED PATCH AND 
RELINER COMPANY, INC., et AL. 


New York Supreme Court, Kings County 
March 23, 1943 


UNFAIR COMPETITION—SUITS—J URISDICTION. 

While federal courts have sole jurisdiction in cases of patent infringement, state courts 
have jurisdiction where defendants competed unfairly in selling a device confusingly similar 
to plaintiff’s patented article. 

UNFAIR COMPETITION—CopPYING PATENTED DEVICE. 

The sale by defendants of a tire-removing tool designed and patented by plaintiff, which 
had created a valuable market therefor, held unfair competition, especially as defendants 
copied not only the device but the instruction tag attached thereto. 

Unrair CoMPETITION—SUITS—INTENT. 


While ordinarily there must be proof of fraudulent intent to prove unfair competition, 
the similarity may be so great that the intent may be inferred from mere inspection. 


In equity. Action for unfair competition. Judgment for plaintiff. 


Frank J. McEwen, New York, N. Y.., for plaintiff. 
Theodore I. Welenken and Solomon M. Martin, both of Brooklyn, N. Y., for 
defendants. 


FENNELL, Justice: 


This is an action for an injunction restraining defendants from manufacturing, 
selling or offering for sale, a particular type of automobile tire-removing tool that 
plaintiff was manufacturing and selling, and that was designed to meet a problem 
created by a new type of safety rim. Attached to this tool, when offered for sale, 
was a tag with detailed instructions and illustrations as to its use. 

At the time this action was commenced there was a patent pending, the rights 
to which had been assigned to plaintiff. The patent was subsequently granted, and 
is now held by plaintiff. 

This action is not based upon the infringement of the patent, jurisdiction of 
which would be solely in the Federal courts; but upon the claim that after plaintiff 
had created a market the defendant unfairly competed by selling precisely similar 
tools with similar tags of instructions. 

The plaintiff created a market for its product by advertising in five different 
trade journals and by mail matter, 100,000 of same being printed and 40,000 to 
50,000 mailed. 

The tool and tag purchased from the defendants are exactly the same as plain- 
tiff’s excepting that the tool has nothing on it to indicate the manufacturer and omits 
the legend “Pat. Pend. Akron, O.” The tag instead of “Ken-Safety .Wheel Tire 
Tool” has “Universal Safety Wheel Tire Tool,” and instead of “Ken” uses the word 
“Universal” in the instructions, and omits the name of the manufacturer and 
“Patent Pending.” 

The testimony shows that duplicates of plaintiff’s Exhibits 8 and 9 in a Para- 
mount Sales Co. box were on sale in Schenectady and others in Utica. 
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Defendants’ general manager testified that they bought 100 tools from the plain- 
tiff and 2,000 tools with rubber handles from other manufacturers, and that 850 
were sold. He testified that defendants’ records do not show from what manufac- 
turers the tools were purchased; and that defendants did no manufacturing them- 
selves. 

The tool sold by defendants, as testified to by Gallagher, and the one manu- 
factured by plaintiff are in design and function exactly the same. The tags in 
size and appearance are the same. 

There is no difference in the instructions on the tag, excepting as above stated, 
and the illustrations even to the color of the sleeves of the man’s arms shown 
handling the tool are exactly the same. There is only one conclusion that I can 
come to and that is that these tools were being sold by defendants, who were taking 
advantage of the market created by plaintiff. Ordinarily in action of this kind 
there must be proof of fraudulent intent; that the offending party was trying to 
palm off his product as that of another. 

Similarity, however, may be so great that fraudulent intent may be inferred 
from mere inspection. Day v. Webster, 23 App. Div. 601. 

Defendants should not escape from their wrongdoing upon the specious plea 
that they were merely selling and not manufacturing ; and that their purchases were 
made from manufacturers unknown. 

Plaintiff is entitled to both the injunction and accounting. 

Pleadings and exhibits may be had from the clerk. 


CRIME CONFESSIONS, INC., v. FAWCETT PUBLICATIONS, INC. 


United States Court of Customs and Patent Appeals 
Opposition No. 19,891 


December 7, 1943 


TRADE- MARKS—OPposITION—“TRUE CONFESSIONS” AND “CRIME CONFESSIONS”—CONFLICTING 
MARKS. 

The name “Crime Confessions” held to be confusingly similar to the names “True Con- 

fessions,” both marks being used as titles of monthly magazines. 
TRADE-MARKS—“TRUE CONFESSIONS” FOR MAGAZINE—V ALIDITY. 

The registered trade-mark “True Confessions” must be considered as valid, irrespective 
of whether the word “Confessions” is descriptive of magazines of the class in question, and 
the court has no authority to pass upon the question of its validity in an opposition proceed- 
ing. 


On appeal from a decision of the Commissioner of Patents upholding a trade- 
mark opposition. Affirmed. For the Commissioner’s decision see 32 T.-M. Rep. 
323. 


Joseph Schultz, New York City, for appellant. 


Charles R. Allen, Washington, D. C., and Asher Blum, of New York City, for ap- 
pellee. 
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Before GARRETT, Presiding Judge, and BLAND, HatrieLp, LENROoT, and JAcK- 
son, Associate Judges. 


BLAND, Judge, delivered the opinion of the court: 


The appellant herein made application in the United States Patent Office for 
the registration of the term “Crime Confessions” as a trade-mark for a magazine. 
The appellee filed notice of opposition to the registration based upon its prior owner- 
ship and use of the registered trade-marks “True Confessions,” “Heart Confessions,” 
and “Romantic Confessions,” all for periodical magazines published and sold in in- 
ter-state commerce. In the proceedings in the Patent Office and before this court, 
appellee relied chiefly upon its trade-mark “True Confessions,” registered under the 
Trade-Mark Act of 1905 as No. 163,713, January 23, 1923, and later renewed, 
though it called attention to its ownership of the other two trade-marks “Heart 
Confessions” and “Romantic Confessions.” 

Appellant alleges use of its mark “Crime Confessions” since March 1939. 

The Examiner of Interferences, believing that there would be no likelihood of 
confusion in trade, dismissed the notice of opposition and adjudged that the applicant 
was entitled to registration of its said mark. 

The Commissioner of Patents reversed the decision of the Examiner of Inter- 
ferences and sustained the opposition. Appellant has here appealed from the decision 
of the commissioner. 

Appellant contends, first, that the marks are so dissimilar as to justify the con- 
clusion that there is no reasonable probability of confusion in trade as a result of con- 
current use of the marks involved; second, (we quote from appellant’s brief) that 
“The general rules relating to trade-marks have been modified and relaxed when 
applied to magazine titles. Similarity in this type of mark is the rule rather than 
the exception ;” third, (again quoting from appellant’s brief) that the “Opposer-ap- 
pellee should not be permitted to appropriate for its exclusive use the generic word 
‘Confessions,’ which has become purely descriptive of a type of character of maga- 
zine rather than any single publication in the field;” and fourth, that appellee has 
taken a position here inconsistent with its prior position taken in the Patent Office 
with respect to its registration of “Heart Confessions” when the mark “Love Con- 
fessions” was cited as an objection to registration. 

In oral argument the character of the two marks “True Confessions” and “Crime 
Confessions,” with reference to their descriptiveness, was discussed. The argument 
would seem to go to the question of the registrability of either of the marks. This 
consideration, and appellant’s second contention with reference to the distinction 
that should be made between trade-marks for magazines and other publications and 
ordinary trade-marks would seem to require that we consider that question first. 

On a number of occasions in cases similar to that at bar we have been confronted 
with the same question we are considering here, and we recognize that such marks 
as “Popular Mechanics,” involved in Fawcett Publications, Inc. v. Popular Mech- 
anics Co., 19 C.C.P.A. (Patents) 1241, 58 F. (2d) 838 [25 T.-M. Rep. 579], “Pop- 
ular Photography,” involved in American Photographic Publishing Co. v. Ziff-Davis 
Publishing Co., 29 C.C.P.A. (Patents) 1014, 127 F. (2d) 308, [32 T.-M. Rep. 304] 
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and “Architecture,” involved in Architectural Catalog Co., Inc. v. F. W. Dodge Cor- 
poration, 30 C.C.P.A. (Patents) 1215, 136 F. (2d) 1008 [33 T.-M. Rep. 342], 
suggest the proposition that there may be some anomaly in applying the same rule 
in construing the Trade-Mark Act of 1905 as applicable alike in all respects to both 
ordinary marks and those used in connection with publications. 

In the Architectural Catalog Co. case, supra, where the mark sought to be reg- 
istered was “Architecture and Design” and the registration was opposed by the 
owner of the marks “Architecture,” “The Architectural Record,” “The American 
Architect,” and “American Architect and Architecture,” we heard the same argu- 
ment, substantially, as that which appellant here stresses under its second contention. 
There we found it sufficient to say : 


It is well known that there are published throughout the United States many news- 
papers, magazines, and other periodicals which bear, in whole or in part, the same titles. 
In what number titles of such publications have been registered as technical trade-marks 
under the Trade-Mark Act of 1905, we are not advised, but, so far as we are advised, no 
question of the right so to register titles has ever been raised. 

At any rate, applicant has not raised any question here respecting the validity of op- 
poser’s registrations, and applicant’s right to register the title at issue as a technical trade- 
mark under the 1905 Act must be considered under, and tested by, the statutes and rules 
applicable to registration of marks for merchandise. In other words, the periodicals of 
applicant and opposer must be regarded as merchandise in the sense in which the term 
“merchandise” is used in section 5 (b) of the 1905 Trade-Mark Registration Act. 


Just when the Patent Office and the courts began to recognize that the name of 
a printed publication was a proper subject-matter to justify the registration thereof 
as a trade-mark under the 1905 Act, we are not informed ; but long before this court 
had jurisdiction of trade-mark appeals from the Patent Office, the same rules were 
applied to the registration of trade-marks relating to publications as were applied to 
other kinds of trade-marks. Our decisions have followed the trend of the settled 
rule applicable to the situation as has been followed by the Patent Office and the ap- 
pellate tribunals for many years. 

It would seem obvious to all that the terms “Crime Confessions” and “True 
Confessions” are descriptive. While we cannot pass upon that question in this kind 
of proceeding, it seems proper to suggest that, since the registration of purely de- 
scriptive trade-marks is clearly a violation of the law, it would be better for the 
Patent Office to comply with the law rather than to follow the precedents that have 
been followed throughout the years. 

Appellant’s third contention—that “Confessions,” being the name of a class of 
magazines, cannot be appropriated by the first user and that the word “Confessions” 
therefore should not be permitted to be controlling in the determination of confusing 
similarity—has, we think, been answered hereinbefore. As to appellant’s fourth con- 
tention—that appellee’s conduct here is inconsistent with its conduct elsewhere— 
this is a matter with which we cannot be concerned. 

In this view of the case, the sole question which is controlling of our decision is 
whether or not the concurrent use of the marks “True Confessions” and “Crime 
Confessions” as trade-marks on substantially identical goods is likely to confuse the 
public. 
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A crime confession might be a true confession, or vice versa. In each instance, 
the title of the magazine would unquestionably suggest to the purchasing public that 
the printed matter contained admissions of certain immoral, unethical, or illegal 
acts. “Confession” is defined in Funk & Wagnalls Standard Dictionary as follows: 


1. The act of confessing ; the avowal or acknowledgment of an action, especially of one 
that is inculpatory or sinful; admission; as, a confession of crime... 


It seems clear, therefore, that the term “Confessions” in the two marks suggests 
immediately to the purchasing public that the literature contains facts concerning 
subject-matter falling into the same category. Unquestionably, the word “Confes- 
sions” in the titles of the magazines is the part of each mark which indicates the 
character of the contents of the magazines and, for that reason, would be that por- 
tion of the mark which would have most to do in indicating origin. The terms 
“True” and “Crime” have different meanings, different sounds, and different ap- 
pearances, but, as pointed out above, a crime confession may be embraced in a true 
confession, and when we examine the marks as a whole, which we must do under 
the settled law, it would seem that the words “True” and “Crime” in the respective 
marks are not calculated to eliminate the likelihood of confusion where the two marks 
are concurrently used upon literature of the kind described. Under such circum- 
stances we cannot escape the conclusion reached by the commissioner with reference 
to the likelihood of confusion. 

Under our jurisdiction, the registered trade-mark “True Confessions” and the 
others which appellee has pleaded in its notice of opposition must be considered as 
valid. They come to us with that presumption, and this court has no authority to 
pass upon the question of the validity of the registered marks in this kind of pro- 
ceeding. 

The mandate of the statute is that: 


. . . trade-marks which are identical with a registered or known trade-mark owned and in 
use by another and appropriated to merchandise of the same descriptive properties, or 
which so nearly resemble a registered or known trade-mark owned and in use by another 
and appropriated to merchandise of the same descriptive properties as to be likely to cause 
confusion or mistake in the mind of the public or to deceive purchasers shall not be regis- 
tered ... [Italics ours] 


For the reasons stated, the decision of the Commissioner of Patents is affirmed. 


C. B. SHANE CORPORATION v. DESMOND’S 
United States Court of Customs and Patent Appeals 
Opposition No. 20,460 
December 7, 1943 


TRADE-M arKS—OpposITION—“DEsMOND’s SEASONAIRE” AND “SEASON SKIPPER” FOR MEN’S 
CLOTHING—CONFLICTING MARKS. 

The words “Season Skipper” held to be confusingly similar to the words “Desmond’s 

Seasonaire,” both marks being used on men’s clothing, especially as the name “Desmond's” 
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was disclaimed in a registration granted by the Patent Office and was seldom used in appellee’s 
advertising. 


TrRADE-M ARKS—OPPOSITION—‘“SEASONAIRE’—WEIGHT OF WorpD ALONE. 


In the case at issue, appellee may not rely upon the use of the notation “Seasonaire” stand- 
ing alone to establish prior use of the mark “Desmond’s Seasonaire.” 


Appeal from a decision of the Commissioner of Patents dismissing a trade-mark 
opposition. Reversed. For the Commissioner’s decision see 32 T.-M. Rep. 503. 


Ephraim Banning, for appellant. 
A. W. Murray, for appellee. 


Oral argument November 12, 1943, by Mr. Banning and Mr. Murray. 


Before GarreETT, Presiding Judge, and BLAND, HATFIELD, LENROOT, AND JACK- 
son, Associate Judges. 


Lenroot, Judge, delivered the opinion of the court: 


This is an appeal in a trade-mark opposition proceeding wherein the Commis- 
sioner of Patents, reversing a decision of the Examiner of Interferences, held that 
the notice of opposition of appellant should be dismissed and that appellee was en- 
titled to the registration applied for. 

The involved marks are appellant’s mark “Season Skipper,” applied to overcoats 
and topcoats, and “Desmond’s Seasonaire,” applied to clothing of various kinds, in- 
cluding overcoats. 

Appellant’s mark was registered in the United States Patent Office of February 
13, 1940, No. 375,283, upon an application filed September 21, 1939. Appellee filed 
the application for the registration of its mark on July 15, 1940. The word “Des- 
mond’s” was disclaimed apart from the mark shown in the drawing. 

Appellant filed its notice of opposition to the registration of appellee’s mark on 
November 13, 1940, alleging ownership of the registered mark above referred to, 
that the marks of the parties are confusingly similar, and prior use of its mark. 

The answer of appellee denied all of the allegations of appellant’s notice of oppo- 
sition, and for further answer alleged in part as follows: 


And for further answer, applicant says that its trade-mark “Seasonaire” is so sub- 
stantially different in appearance, in spelling, in sound and in significance or meaning from 
the mark “Season Skipper” claimed by opposer, that they can and are used honestly and 
concurrently in trade without any reasonable likelihood of confusion. The word “Aire” 
is the predominant part of applicant’s mark and the word “Skipper” is the predominant 


part of opposer’s mark. * * * 

Both parties took testimony. 

The Examiner of Interferences held that the goods of the parties are in part iden- 
tical, and all possess the same descriptive properties; that the marks of the parties 
are confusingly similar; that appellant is entitled to September 21, 1939, for first 
use of its mark, that being the date of its application for registration as aforesaid ; 
and that appellee had not established use of its mark prior to said last named date. 

The Examiner of Interferences in his decision stated as follows: 


The goods of the parties are, in part, identical and are deemed clearly to possess the 
same descript've properties. 
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Wiith regard to the marks, applicant contends that the disclaimed name “Desmond's” 
associated with the notation “Seasonaire” is the dominant feature. That the notation 
“Seasonaire” alone is capable of denoting origin and would be primarily relied upon by 
many purchasers for this purpose is believed evidenced by the advertisements introduced 
in evidence by the applicant (Exhibits 6a, 6b, 6c, 7) in which the notation is separately 
displayed and also in the fact that the woven labels for “Seasonaire” are separate from 
those bearing the applicant’s name (Exhibit 5). California Prune and Apricot Growers 
Association Inc. v. Dobry Mills, 101 F. (2d) 838 [29 T.-M. Rep. 151]. 

The dominant feature of the mark sought to be registered and that relied upon by the 
opposer each commence with the term “Season.” Considering the marks as a whole it is 
believed that their resemblances, particularly in sound, predominate over their differences 


at least to an extent that there is reasonable doubt on the question of likelihood of con- 
fusion in trade. 


Upon a motion by appellee for reconsideration, the Examiner of Interferences 
adhered to his original decisions and further stated : 


A further consideration of the record discloses that Registration No. 337,140, a copy of 
which is found in the record (paper No. 11), issued in the name of the opposer and dis- 
closes a mark having as the dominant feature thereof the notation “Season Skipper,” the 
same as that here relied upon, for use in connection with “men’s overcoats and topcoats.” 
This registration issued prior to the earliest date established by the applicant and is deemed 
to be a statutory bar to issuance of a registration upon the application involved herein. 


Upon appeal the commissioner was of the opinion that the marks of the parties 
are not confusingly similar, and therefore reversed the decision of the Examiner of 
Interferences. 

In his decision the commissioner said: 

It is my opinion, however, that the opposition should have been dismissed because of 


the dissimilarity of the marks. 
. * * 


Applicant, however, is not seeking to register the word “Seasonaire” alone. The mark 
of the application is “Desmond’s Seasonaire,” and for the purpose of this proceeding it 
must be presumed that applicant will use the mark as registered. Lucien Lelong, Inc. v. 
Elgin American Manufacturing Co., 23 C.C.P.A. 1139, 83 Fed. (2d) 690. And though 
the word “Desmond’s” is disclaimed, it is nevertheless a part of applicant’s mark, and 
must be considered in determining the question of confusing similarity between the marks 


as a whole. 

It is our opinion that the dominant part of appellee’s mark is the notation “Sea- 
sonaire” and that the commissioner did not sufficiently consider evidence introduced 
by appellee in that regard. 

Appellee’s principal business is in the city of Los Angeles, California, and vi- 
cinity. It also makes sales of its goods in adjacent states. It advertised its goods 
extensively in the Los Angeles newspapers. 

Appellee introduced in evidence as Exhibit 6a, an advertisement appearing in the 
April 27, 1939, issue of the Los Angeles Examiner. At the head of this advertise- 
ment there appears the following “*Seasonaire—Another Desmond Discovery for 
Southern California.” The star before the notation indicates a footnote at the 
bottom of the advertisement, which reads as follows: “A trade-mark name _regis- 
tered exclusively by Desmond’s.” Nowhere in this advertisement is the notation 
“Seasonaire” connected with the word “Desmond’s,” but appellee’s customers were 
informed that appellee’s mark was “Seasonaire.” 
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In the issue of the Los Angeles Examiner of May 2, 1940, appears another ad- 
vertisement introduced in evidence as Appellee’s Exhibit 6c. This advertisement 
is also headed by the notation “Seasonaire,” and the only mention of ““Desmond’s” 
appears at the bottom of the advertisement, as follows: “Let’s go to Desmond’s.” 

In another advertisement in the same paper of July 4, 1940, Appellee’s Exhibit 
B, the notation “Seasonaire” appears in describing a particular suit of clothes, but 
the only reference to the word “Desmond’s” is at the boitom of the advertisement, 
reading—“Let’s go to Desmond’s.”’ 

From these advertisements it is clear that the public was not informed that the 
word “Desmond’s” was a part of appellee’s mark. On the contrary, appellee’s cus- 
tomers were led to believe therefrom that appellee’s mark was “Seasonaire,” stand- 
ing alone. 

The foregoing is in harmony with the answer of appellee to appellant’s notice of 
opposition wherein, as hereinbefore noted, appellee alleged that its trade-mark is 
“Seasonaire,” and that “The word ‘Aire’ is the predominant part of applicant’s 
mark.” Another important circumstance to be considered is that separate woven 
labels were attached to appellee’s goods, one consisting of the notation “Seasonaire,” 
alone, and the other consisting of the words “Desmond’s Southern California.” 

We would also observe that one of the labels filed by appellee with its application 
consists of the notation “Seasonaire” standing alone. 

In view of the foregoing, it is our opinion that the commissioner placed undue 
weight upon the word “Desmond’s” in the mark as applied for, because clearly ap- 
pellee, by its own conduct, had made the notation “Seasonaire,” the dominant part 
of its mark. The commissioner, in his decision as hereinbefore quoted, held that it 
must be presumed that appellee will use the mark as registered. This is true in the 
absence of testimony to the contrary but, even so, for the reasons aforesaid, the 
dominant part of appellee’s mark is “Seasonaire,” a fact which the commissioner 
apparently overlooked. 

The Examiner of Interferences, in arriving at his decision, cited our decision in 
the case of California Prune & Apricot Growers Assn. v. Dobry Flour Mills, Inc., 
26 C.C.P.A. (Patents) 910, 101 F. (2d) 838. In that case the appellee registered 
the mark “Dobry’s Sunsweet,” for wheat flour. The appellant filed a petition for 
cancellation alleging prior use of the mark “Sunsweet” applied to fresh, dried, and 
canned fruits. The commissioner, reversing a decision of the Examiner of Inter- 
ferences, had held that the petition for cancellation should be dismissed. In reversing 
his decision we said: 


We have no hesitation in holding that the marks of the parties are confusingly similar, 
and that appellant has been damaged by the registration of appellee’s mark. To hold other- 
wise would make it possible for one to appropriate a trade-mark which, through exten- 
sive advertising, had become a household word, by adding thereto the name of an individual. 
Many others might do likewise and the value of the trade-mark to the first adopter and 
user might be largely destroyed. 


Appellee, in the case at bar, cited our decision in the case of Joseph Tetley & 
Co., Inc., v. Bay State Fishing Co., 23 C.C.P.A. (Patents) 969, 82 F. (2d) 299 
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[26 T.-M. Rep. 217], to the point that appellee’s mark must be considered as a 
whole, and it contends that when so considered there is no confusing similarity be- 
tween its and appellant’s mark. 


We considered the case last above cited in the California Prune & Apricot Grow- 
ers Association case, supra, and in our decision stated : 


The commissioner relied largely upon our decision in the case of Tetley & Co., Inc. v. 
Bay State Fishing Co., 23 C.C.P.A. (Patents) 969, 82 F. (2d) 299, wherein it was held that 
the marks “Budget Special,” applied to fish, and “Tetley Budget Tea,” applied to tea, the 
words “Special” and “Tea” being disclaimed, were not confusingly similar. The commis- 
sioner quoted from our opinion wherein we said: “In considering the mark of the opposer, 
the name ‘Tetley’ is to be given as much force and effect as any other part of the mark.” 
We think that, properly construed, this expression does not imply that every word in a 
mark is to be given the same force and effect as any other part of the mark. It is well estab- 
lished that one word or feature of a mark may be the dominant portion thereof, and be 
given greater force and effect than other parts of the mark in determining confusing sim- 
ilarity between it and another mark used upon goods of the same descriptive properties. 
Baltimore Paint & Color Works v. Bennett Glass & Paint Co., 17 C.C.P.A. (Patents) 
1269, 40 F. (2d) 1009 [20 T.-M. Rep. 476]. 

There is no conflict between this rule and the equally well-established rule that, in 
determining the question of confusing similarity between marks, they must be considered 
in their entirety. 


It follows from the foregoing that it is our opinion that the Examiner of Inter- 
ferences was right in holding that the marks of the parties here involved are con- 
fusingly similar. It appears from the evidence that appellee’s business is conducted 


through retail stores owned by it in the city of Los Angeles and towns in the vicinity 
thereof. Through its advertising it had informed its customers that its trade-mark 


bd 


was “Seasonaire,” and that notation would be remembered by its customers, and 
would be regarded by them as appellee’s mark. We can hardly conceive of a case 
where a party could, by its own conduct, more clearly have made a part of a mark 
the dominating portion thereof. This being true, we hold that the public would be 
likely to be confused in seeing attached to goods the respective marks, or hearing the 
oral use of the marks over the radio or in conversation. 

One other question remains for consideration. Appellee contends that upon the 
record before us it must be held that appellee had used its mark “Desmond’s Season- 
aire” prior to any use shown by appellant of its mark. Appellant, as hereinbefore 
noted, alleged in its notice of opposition ownership of its mark registered on Feb- 
ruary 13, 1940, upon an application filed September 21, 1939. It also alleged use of 
its mark since long prior to 1939, but it introduced no evidence upon this subject, 
hence it is entitled to first use of its mark only from the date of its application, Sep- 
tember 21, 1939. 

Upon the question of first use by appellee of its mark, the Examiner of Inter- 
ferences, in his decision, stated: 


With regard to the question of priority, testimony submitted in behalf of applicant is 
conflicting and ambiguous in regard to the date of the first use on garments sold in trade. 
For example, applicant’s buyer stated that the mark was first used on clothing January 
1, 1940 (Skinner, Q. 20), whereas its advertising manager states that the label (Exhibit 
5) has been used “continuously since March 1939” (Westmoreland, Q. 14). However, as 
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the invoice for the woven labels bears the date January 12, 1940 and they were not used 
until the Spring of 1940 (Skinner, Q. 36), the testimony is deemed insufficient to establish 
a date of use prior to the earliest date to which the opposer is here entitled, viz., Septem- 
ber 21, 1939, the filing date of the application which matured into the above identified 
registration. 


It appears from the evidence that the first use by appellee of woven labels bearing 
the notations of ““Desmond’s Southern California” and “Seasonaire,” respectively, 
was in 1940. 

One of appellee’s witnesses testified that these woven labels had been used since 
March 1939, but as it appears from the record that these labels were ordered on 
December 26, 1939, and were received on January 12, 1940, it seems clear that the 
witness was mistaken as to the date of first use of the woven labels. 

There is also some evidence that a cardboard slip containing the word “Season- 
aire” attached to appellee’s goods was used by appellee prior to September 21, 1939. 
This cardboard slip was introduced in evidence as Appellee’s Exhibit 1. At the top 
of this slip appears the word “Desmond’s,” and also at the bottom thereof. About 
an inch below the word “Desmond’s” found at the top of the slip appears the nota- 
tion “Seasonaire,” and about an inch and a half below said notation appears a descrip- 
tion of men’s clothing, below which again appears the word “Desmond’s.” We find 
nothing in this exhibit to indicate that appellee’s trade-mark was “Desmond’s Sea- 
sonaire,” but it indicates that as advertised the mark was “Seasonaire” applied to 
goods sold by Desmond’s. 

Clearly, appellee may not rely upon the use of the notation “Seasonaire” standing 
alone to establish prior use of the mark applied for, viz., “Desmond’s Seasonaire.” 

Appellant introduced certain testimony with relation to some experimental tests 
which it claims should be considered as bearing upon the question of confusing simil- 
arity of the respective marks. 

In view of our conclusion hereinbefore stated that the marks of the parties are 
confusingly similar, irrespective of said testimony, it is unnecessary for us to consider 
the question of its competency. 

For the reasons stated, we are in agreement with the decision of the Examiner 
of Interferences that appellant’s notice of opposition should be sustained and the de- 
cision of the commissioner is reversed. 


BLAND, J., concurs in the conclusion. 





THE HYGIENIC PRODUCTS COMPANY v. HUNTINGTON LABORA- 
TORIES, INC. 


United States Court of Customs and Patent Appeals 
Opposition No. 20,695 
December 7, 1943 


TRADE-M ARKS—OPpPOSsITION—“TOILET-SAN” AND “SANI-FLUSH”—CONFLICTING MARKS. 
The word “Toilet-San” held to be confusingly similar to “Sani-Flush,” both marks being 
used on cleansers. 
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TRADE-M ARKS—OPpPposITION—BEARING OF Prion REGISTRATION. 
Prior trade-mark registrations may not be considered for the purpose of giving a limited 
application to an opposer’s mark. 
TRADE- MARKS—SIM ILARITY—CRITERIA. 
Although in a case like the one at bar each mark must be considered in its entirety, it 
does not follow that every part of a mark must be given the same weight. 


Appeal from a decision of the Commissioner of Patents, dismissing a trade-mark 
opposition. Reversed. For the Commissioner’s decision, see 32 T.-M. Rep. 543. 


Frease & Bishop (Harry Frease and Joseph Frease of counsel) for appellant. 
Lockwood, Goldsmith & Galt (Ralph G. Lockwood and Dwight B. Galt of counsel) 
for appellee. 


Before GARRETT, Presiding Judge, and BLANb, HatrieLp, LENRoot, and JAck- 
son, Associate Judges. 


LeNnRooT, Judge, delivered the opinion of the court: 


This is an appeal in a trade-mark opposition proceeding from a decision of the 
Commissioner of Patents affirming a decision of the Examiner of Trade-Mark In- 
terferences dismissing appellant’s notice of opposition to the registration by ap- 
pellee of the words “Toilet-San” for “Porcelain Cleaner in Powder Form.” 

Appellee’s application was filed October 10, 1940. It states: ““The trade-mark 
is applied or affixed to the goods, or to the package containing the same by litho- 
graphing the trade-mark on the container. The word ‘Toilet’ is hereby disclaimed 
apart from the mark as shown.” The application further states that the mark had 
been continuously applied to applicant’s goods since 1925. 

Appellant’s notice of opposition alleged ownership of the trade-mark “Sani- 
Flush” and registration of the same on April 9, 1912, for cleaning powder, the same 
being numbered 86,062. It further alleged continuous use of said mark since April 
1911, on cleaning powder for water-closet bowls made of porcelain; that the dom- 
inant characteristic of both appellant’s and opposer’s mark is “the non-descriptive 
word ‘San’ upon a yellow panel.” The usual allegations of confusing similarity of 
the marks and damage to opposer were also made. 

Both parties submitted stipulated testimony. 

The Examiner of Interferences dismissed the notice of opposition and further 
held that appellee was entitled to register its mark. In his decision he held that ap- 
pellant had established use of its mark upon cleaning powder long prior to the 
earliest date claimed by appellee of use of its mark upon like goods. He further 
held that the respective marks were applied to goods of the same descriptive proper- 
ties, but that they are not confusingly similar. 

Upon appeal to the commissioner, the decision appealed from was affirmed. In 
his decision the commissioner stated: 


The goods are inexpensive and are of the type that are purchased by the public gener- 
ally and are not apt to be purchased with great discrimination or care. 

The examiner held the marks to be so different from each other as not to be confusingly 
similar. It is recognized that the word “Toilet” of the mark “Toilet-San” is merely de- 
scriptive of the goods and is disclaimed in the application. It is the word “San” that gives 
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the entire mark its trade-mark significance. Accordingly, the effect of the word “San” on 
the appearance, sound and significance of the mark as a whole must be given more weight 
than the effect of the word “Toilet” on the mark as a whole. The public when considering 
words as trade-marks is apt to be more impressed by the trade-mark significance which the 
marks carry than by any descriptive significance that also may be present. When words 
are considered for indication of descriptive properties of the goods, the reverse would be 


true. Here we are concerned with the marks as trade-marks. 
* * * 


Considering both marks in their entireties it seems to me that, because of the difference 

in the positions of the syllable “San” in the marks, the difference in their degrees of promi- 
nence in the marks and the absence of the word “Toilet” in opposer’s mark and the ab- 
sence of the word “Flush” in applicant’s mark, the marks in their entireties are so dissimilar 
that even when applied to the inexpensive cleaning compounds adapted for the same uses 
their concurrent use would not be likely to cause confusion or mistake in the mind of the 
public or to deceive purchasers, and that the examiner was correct in dismissing the oppo- 
sition. 

The sole question before us is whether the marks of the parties are confusingly 
similar. It appears from the testimony that appellant began using its mark “Sani- 
Flush” upon a powdered chemical water-closet bowl cleaning preparation in 1911, 
and has since that time continuously used it upon such preparation manufactured by 
it; that in the year 1940 it sold more than sixteen million cans bearing said trade- 
mark and in the past thirty years has expended more than eight million dollars in 
advertising said product; that since 1923 appellee has used the term “San” either 
as a prefix or suffix in trade-marks applied to a large variety of goods, such as soaps, 
disinfectants, cleaning compounds for floors, etc., many of which have been registered 
in the United State Patent Office; that since 1925 it has continuously used the mark 
“Toilet-San” applied to goods for cleaning solid porcelain fixtures; that appellee, 
between 1925 and 1940, expended approximately $560,000 in advertising its var- 
ious products bearing trade-marks in which the term “San” appeared as a part 
thereof. 

A most unusual situation is presented by appellant’s reasons of appeal in that 
they allege that the commissioner erred in the following respects, viz., in holding that 
the word “Toilet” in appellee’s mark is descriptive ; in holding that the term “San” 
in said mark gives the entire mark its trade-mark significance; in holding that the 
effect of the term “San” must be given more weight than the effect of the word 
“Toilet,” considering the mark as a whole, and in not giving weight to the full effect 
of the “trade-mark significance” of the word “Toilet” on the mark as a whole. 

If we should agree with appellant that the commissioner erred in the respects 
above stated we should be compelled to affirm the decision of the commissioner, for 
only by holding that the word “Toilet” in appellee’s mark is descriptive, and that 
the term “San” is the dominant part of appellee’s mark, could it be held that the 
marks of the respective parties are confusingly similar. However, other reasons of 
appeal by appellant raise the question of error by the commissioner in his holding that 
the marks are not confusingly similar, even if it be held that he did not err with re- 
spect to the descriptiveness of the word “Toilet” or the dominance of the term “San” 
in appellee’s mark. 

We, therefore, proceed to a determination of the merits of the case based upon 
the record before us. 
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That the word “Toilet” in appellee’s mark is descriptive, we have no doubt. True, 
it is not descriptive of the goods to which the mark is applied, but it is descriptive of 
the use or function, that is, the “character or quality,” of the goods. One of the defini- 
tions of the word “Toilet” found in Funk and Wagnalls New Standard Dictionary 
is “A lavatory or water-closet,”’ and it is clear that the word is used in that sense in 
appellee’s mark. There could be no other reason for the disclaimer by appellee of 
the word “Toilet” apart from the mark shown. 

In the case of In re Hair Net Packers, Inc., 28 C.C.P.A. (Patents) 715, 115 F. 
(2d) 254 [30 T.-M. Rep., 665], we held that the word “Professional” applied to 
hair curlers, etc., was descriptive and barred from registration under the Trade- 
Mark Act of February 20, 1905. We there called attention to the provisions of sec- 
tion 5 of that act which prohibited registration of marks “which are descriptive of 
the goods with which they are used, or of the character or quality of such goods. . .” 

In our decision we stated: 


The term “Professional” is more than suggestive. It describes the quality of the goods 
as being of the character used by professional hairdressers, and appellant may not have a 
monopoly upon the term in describing its goods even though it is in part misdescriptive of 
them. 


In the case of Jn re General Permanent Wave Corporation, etc., 28 C.C.P.A. 
(Patents) 1099, 118 F. (2d) 1020, [31 T.-M. Rep., 210], we held that the words 
“Vaper Marcel” applied to hair waving pads, was descriptive of the use to which the 
articles were put and hence barred from registration. 

So in the case at bar, the word “Toilet” in appellee’s mark merely indicates that 
the goods to which the mark is applied are to be used in the toilet, and standing 
alone the word has no trade-mark significance. It follows that we are in agreement 
with the holding of the commissioner that “San” is the dominant part of appellee’s 
mark. 

Neither of the parties hereto claim that the term “San” is descriptive, but it is 
claimed by appellee that many trade-marks on related products for cleansing and 
sanitation embodying the term “San’’ were in common use long prior to the adop- 
tion by appellant of its mark, and, therefore, appellant was not entitled to the exclu- 
sive use of such term in its mark. Appellee introduced in evidence fifteen trade- 
mark registrations to establish such claim. 

That prior trade-mark registrations may not be considered for the purpose of 
giving a limited application to an opposer’s mark is well established by this court. 

In the case of Breakstone Bros., Inc. v. Gerber & Co., Inc., 19 C.C.P.A. (Patents ) 
1224, 58 F. (2d) 419 [22 T.-M. Rep., 262], we said: 


With respect to the registrations set up by appellant, this court has repeatedly held that, 
in cases of this character, prior registrations by third parties can not be considered in de- 
termining the question of confusing similarity between the mark of an applicant and that 
of an opposer (Citing cases). 


The case of The Pepsodent Co. v. Comfort Manufacturing Co., 23 C.C.P.A. 
(Patents) 1224, 83 F. (2d) 906 [26 T.-M. Rep., 481], is especially in point here. 
In that case the confusing similarity of the marks “Pepsodent” and ‘“Pearledent” 
was the issue. It was claimed by appellee in that case that the term “dent” formed 
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a portion of at least fifty trade-marks registered prior to opposer’s registration, and, 
therefore, opposer was not entitled to the sole use of the term “dent” in its mark. 
With respect to this contention we said: 


We have frequently said that an applicant for the registration of a trade-mark does not 
strengthen his own case by pointing out a confusing similarity between trade-marks regis- 
tered in the Patent Office which are not involved in applicant’s proceeding. It has always 
been the view of this court that an applicant’s right to the registration of a mark, which 
implies the exclusive right to use the same, is not enlarged or changed by a consideration of 
confusingly similar trade-marks which have been registered in the Patent Office. Appel- 
lee’s argument, in effect, amounts to a contention that since there is already confusion by 
reason of Patent Office registrations and extensive use of the term “dent” in many marks, 
it should have the right to further add to the existing confusion. We do not think the 
registration statute was intended to promote such a condition as appellee, in effect, argues 
for. 





For the reasons stated we cannot consider registration to third parties in which 
the term “San” has been used, and hold that the terms “San” in appellee’s mark and 
“Sani” in appellant’s mark must, in themselves, be given trade-mark significance. 

The question remains whether the mark of appellee “Toilet-San” and appellant’s 
mark “Sani-Flush,” when applied to goods used for identical purposes, are con- 
fusingly similar. It is well established that in deciding this question each mark must 
be considered in its entirety, but it does not follow that every part of a mark must 
be given the same weight. 

In the case of American Brewing Company, Inc. v. Delatour Beverage Corpora- 
tion, 26 C.C.P.A. (Patents) 778, 100 F. (2d) 253 [29 T.-M. Rep., 40], which in- 
volved disclaimed descriptive words in a trade-mark, we said: 


. confusing similarity between two trade-marks may not be avoided by the later user 
merely by adding descriptive disclaimed words to a technical mark clearly similar to the 
mark of the earlier user. Were it otherwise, one desiring to profit from another’s trade- 
mark could appropriate it and, by superimposing upon it a number of descriptive words, 
not in themselves registrable, and therefore disclaimed apart from the mark shown, secure 
registration of the same, because the two marks would not be confusingly similar if the 
descriptive disclaimed words be given the same effect, in considering the mark as a whole, 
as if such disclaimed words were in themselves registrable as a valid trade-mark. 


We further stated in said case: 


Inasmuch as the disclaimed words are clearly not registrable, apart from the mark 
shown, any one has the right to use those words in a descriptive way, if descriptive of his 
merchandise. It therefore seems to us that the disclaimed words, although they are a part 
of the mark, could only in a very minor degree indicate origin of goods in the registrant. 


In the case of Frankfort Distilleries, Inc. v. Kasko Distillers Products Corpora- 
tion, 27 C.C.P.A. (Patents) 1189, 111 F. (2d) 481 [30 T.-M. Rep., 339], after 
citing a number of cases we stated: 


These cases are cited to illustrate the fact that, although one part of a mark may be less 
conspicuous than another part, the less conspiouous part may be the dominant portion 
thereof. 


If the purchaser of trade-marked goods would be more likely to remember one part of 
a mark than another part as indicating origin of the goods, such word is the dominant part 
of the mark under the decisions above cited. 
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We are of the opinion that a purchaser of appellee’s goods would remember only, 
as indicating origin, the term “San” and would regard “Toilet” only as describing 
the use to which the goods were to be put. Anyone manufacturing like goods would 
have the right to use the word “toilet” as a part of his trade-mark, but the validity 
of the mark would depend upon the other portion thereof. 

The question, therefore, is whether, considering the term “San” as the dominant 
part of appellee’s mark, its mark considered as a whole is confusingly similar to 
appellant’s mark “Sani-Flush.” 


In the case of Saxlehner v. Eisner & Mendelson Company, 179 U. S. 19, it was 
held that “It is not necessary to constitute an infringement that every word of a 
trade-mark should be appropriated. It is sufficient that enough be taken to deceive 
the public in the purchase of a protected article.” 

Appellee has appropriated the first three letters of appellant’s mark. We have 
no doubt that this was done in the full belief that it had the right so to do, but con- 
sidering the very inexpensive character of the goods to which the marks are applied, 
purchasers would not be likely to give careful scrutiny to the marks, and upon seeing 
the marks “Toilet-San” and “Sani-Flush” or listening to advertising over the radio, 
they would be likely to remember the terms “San” and “Sani” and become confused 
with respect to the origin of the goods and accept the goods of one of the parties, be- 
lieving their origin to be in the other party. There is at least such doubt upon this 
point that in accordance with the established rule it should be resolved against the 
newcomer, the appellee. 

Appellee, in its brief, calls our attention to the fact that its witnesses testified 
that over the period of fifteen years, during which both marks were in use, they had 
never known of any confusion arising from such use. 

While such evidence is competent, it has very little probative force. In the case 
of The Pepsodent Co. v. Comfort Manufacturing Co., supra, we said: 

The commissioner has pointed out that no actual confusion has been proved. While 
actual confusion is an important consideration, where proved, the issue of confusing sim- 


ilarity and the likelihood of resulting confusion may always be determined without resorting 
to any evidence of actual confusion. 


For the reasons stated herein, the decision of the Commissioner of Patents is re- 
versed. 


BLAND, J., dissents. 





PRINCE MATCHABELLI, INC. v. MARTIN DE BOTELHO 


United States Court of Customs and Patent Appeals 
Opposition No. 20,369 
December 7, 1943 


TRADE-MARKS—OPPOSITION—RES ADJUDICATA. 

Decisions in three earlier oppositions between the same parties, but involving the right 
to register certain composite trade-marks having as their salient features the crown symbol 
held not to be res adjudicata in an opposition involving representations of a jeweled crown dis- 
tinctly different in appearance from the said symbol. 
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TRADE-MarKS—OpposITION—DEVICE OF CROwN—OpposER’s RIGHT TO ExcLuDE OTHERS. 
In the case at issue, opposer held not entitled to claim ownership for all forms or styles 
of representations of crowns as a trade-mark and thus to exclude others from their use or 
registration. 


Appeal from a decision of the Commissioner of Patents, dismissing a trade-mark 
opposition. Affirmed. 


Marion W. Smith and Thomas L. Mead, Jr., for appellant. 
H. C. Bierman, for appellee. 


Before GARRETT, Presiding Judge, and BLAND, HatrieLp, LENROoT, and JAck- 
son, Associate Judges. 


GarreETT, Presiding Judge, delivered the opinion of the court: 


This is an appeal by Prince Matchabelli, Inc. (hereinafter generally referred to 
as opposer) from the decision of the Commissioner of Patents (speaking through 
an assistant commissioner) reversing the decision of the Examiner of Interferences 
who sustained opposer’s notice of opposition to an application of Martin de Botelho 
(hereinafter generally referred to as applicant) for registration of a composite mark 
for various toilet preparations. 

It is conceded that the goods of the respective parties are of the same descriptive 
properties and the ultimate issue in the controversy relates to the alleged confusing 
similarity of the marks, particularly to the similarity of crown features of the re- 
spective marks. 

Applicant’s mark is well described in the decision of the commissioner as a com- 
posite one consisting of— 


... the initials A de M arranged vertically in the center and framed on each side by a nude 
female figure in side view, facing outwardly, the figures having upstretched hands support- 
ing a crown over the initials A de M. The crown of the mark consists of a jeweled circlet 
heightened with a plurality of upwardly and outwardly extending prongs or fingers which 
are ball-tipped. 





The application at issue, which is for registration under the Trade-Mark Regis- 
tration Act of February 20, 1905, was filed May 28, 1940, use being alleged since 
March 28, 1940. 

The notice of opposition was filed October 10, 1940. No registrations were | 
therein pleaded by opposer, but ownership and prior use was asserted of a repre- 
sentation of a crown as a trade-mark for its goods, of which the commissioner said: 


This crown is of a different type from the crown incorporated in applicant’s mark, being 
of domed configuration and consisting of a circlet heightened with arched members meet- 
ing centrally some distance above the circlet and surmounted at the center with a globe 
and cross. 


In its notice of opposition opposer made certain allegations respecting the show- 
ing of certain design patents for bottles stated to have been used by it as containers 
for toilet materials. The patents so alluded to had expired long before the instant | 
controversy arose and we find no reference to them in either of the decisions below, 
nor do the reasons of appeal accompanying the appeal to us refer to them in any 
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way. We are of opinion, therefore, that they require no consideration by us, al- 
though they are discussed in the briefs on behalf of both parties and were discussed 
by counsel for both in their oral arguments of the case before us. 

One allegation in the notice of opposition, which is earnestly stressed by counsel 
for opposer, is that of res judicata, which, as we interpret his decision, was the basis 
of the holding of the Examiner of Interferences sustaining the notice. 

It appears that in three prior opposition proceedings (Nos. 17,454, 17,835, and 
17,836) the parties were the same as those here involved, and that they stood in the 
same relationship. That is to say, the applicant here was the applicant in each of 
those cases and the opposer here was the opposer there. The applicant did not file 
an answer or reply to the notice of opposition in any one of those cases, and judg- 
ment by default was entered in favor of opposer in each of them. 

The mere failure of the applicant to contest in those cases, of course, does. not 
affect the question of res judicata. Applicant had its opportunity to contest, and a 
judgment rendered after its default is as binding upon it as would be a judgment 
following a contest. The question presented, therefore, is whether the decisions in 
those cases (or any one of them) were (or was) based upon the elements necessary 
to make the rule of res judicata applicable here. 

To be more specific, it is necessary in passing upon the question of whether res 
judicata is here applicable to compare the marks involved in applicant’s former ap- 
plications with that involved in the present application. The respective tribunals 
below did this, grouping the three marks of the former applications (the Examiner 
of Interferences designating them as “(b)” and the present application as “(a)” and 
arrived at different conclusions as a result of their comparisons so made. 

The Examiner of Interferences said: 


The marks disclosed in said applications (a) and (b) are composite ones which in 
each instance consist of the representation of a jeweled crown conspicuously displayed 
above certain lettering and pictorial matter. 

In all of these proceedings the opposer has relied upon the same symbol, namely, the 
representation of a jeweled crown, which on its specimen labels is prominently associated 
with various words of description and/or other matter. 

The crown symbol contained in the marks of the applications (a) and (b) and the like 
symbol forming a part of the marks shown in opposer’s labels constitute the feature of 
similarity upon which the opposer in each of these several proceedings has predicated its 
contention that confusion in trade would be likely. The crown representation contained in 
the mark applicant now seeks to register is at least as prominent a part of that mark as 
the similar representations are of the marks for which the previous applications (b) were 
filed, and this case is therefore deemed to involve substantially the same statutory cause of 
action as the prior proceedings mentioned. 


The commissioner said, inter alia: 


None of these other trade-marks [referring to those designated by the Examiner of In- 
terferences as “(b)”] of applicant included the initials “A de M” or any female figures, and 
the crowns of those marks were of the dome-shaped type and not of the uncovered annular 
band type as in applicant’s present mark. Practically the only similarity between applicant’s 
present mark and those previous marks of applicant is that each includes a representation 
of a crown of some sort, the crowns, however, being of different types and design. The 
crowns of applicant’s prior marks are much more similar to the crown of opposer’s mark 
than is the crown of applicant’s present mark. 
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It seems to me the consideration should not have been restricted solely to a comparison 
of the relative prominence of the display of the crown representations in applicant’s marks, 
but should have been extended at least to a comparison of the specific crown symbol of 
applicant’s present mark with the specific crown symbols of applicant’s previous marks 
and with opposer’s specific crown symbol. It was opposer’s specific crown representation 
that was involved in the prior opposition proceedings and the question of confusion there- 
with of applicant’s marks by reason of the specific crown representations therein. To my 
mind, the adjudications did not extend to applicant’s use in a composite mark of any and 
all crown representations as prominently as the specific crown representations appeared 
in applicant’s prior marks, particularly as it appears from the testimony that crown repre- 
sentations are in quite general use by the trade on cosmetic and toilet preparations. 

In my opinion, the crown representation included in applicant’s present mark is so radi- 
cally and distinctively different from the crown representations of applicant’s prior marks 
and from opposer’s mark that res judicata does not apply to the present situation. 


It should be understood that in considering the applicability of the doctrine of 
res judicata in this case opposer relies solely upon the “crown symbol” which it used 
but never included as a feature of any mark registered by it. The differences between 
the “symbol” as used by opposer and the “symbol” included in the marks “(b)” 
which applicant sought to register are described in the decision of the commissioner 
and we agree with his conclusion to the effect that the difference between applicant’s 
mark here involved and the marks of its former applications render the doctrine of 
res judicata inapplicable here. A case in point cited by the commissioner is that of 
A. Leschen & Sons Rope Co. v. The American Steel & Wire Co., 19 C.C.P.A. 
851, 55 F. (2d) 455 [22 T.-M. Rep., 50]. 

This brings us directly to the ultimate issue, namely, whether the trade-mark 
which applicant seeks to register so nearly resembles the trade-mark used by op- 
poser and of which opposer claims ownership, that when applied to merchandise con- 
ceded to be of the same descriptive properties, it would be “likely to cause confusion 
or mistake in the mind of the public or to deceive purchasers,” and here again the 
“crown symbol” feature, under the pleadings before us seems to be the controlling, 
or at least a prominent, factor. 

It is our view, upon the record before us, that opposer is not entitled to claim 
ownership of all forms or styles of representations of crowns as a trade-mark for 
its goods, so that it may exclude use or registration of a form or style differing 
from its own in the particulars described in the decision of the commissioner, and, 
in our opinion, there is no likelihood of confusion resulting from the registration 
applicant seeks. 

The decision of the commissioner is affirmed. 
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IN THE MATTER OF APPLICATION OF FITZPATRICK BROS., INC. 
United States Court of Customs and Patent Appeals 
Serial No. 446,996 
December 7, 1943 


TRADE-MARKS—“ANTISEPTION” FOR SOAP—DESCRIPTIVE TERM. 
The word “Antiseption,” used as a trade-mark on soaps, soap flakes and cleansing prepa- 
rations held to be merely descriptive of the character of the goods and hence unregistrable. 


On appeal from a decision of the Commissioner of Patents affirming decision 
of the Examiner of Trade-Marks refusing an application to register a trade-mark. 
Affirmed. 

For the Commissioner’s decision see 32 T.-M. Rep., 552. 


J. H. Jochum, Jr., for appellant. 

W.W. Cochran (R. F. Whitehead of counsel) for the Commissioner of Patents. 
Before GARRETT, Presiding Judge, and BLAND, HATFIELD, LENROOT, and JACK- 

son, Associate Judges. 


GarrETT, Presiding Judge, delivered the opinion of the court: 


This is an appeal from the decision of the Commissioner of Patents (speaking 
through an assistant commissioner ) affirming the decision of the Examiner of Trade- 
Marks denying appellant’s application for the registration of the word “Antisep- 
tion” as a trade-mark for “soaps, soap flakes, soap compositions in crystalline or 
powdered form, and cleansing and scouring preparation in finely divided form, for 
household use.” 

It was the view of the respective tribunals of the Patent Office that the word 
“Antiseption” is merely descriptive of the character or quality of the goods with 
which it is associated. The Examiner of Trade-Marks in his statement following 
the appeal to the Commissioner said, inter alia: 


The word “Antiseption” is defined in Webster’s New International Dictionary, Second 
Edition, as a noun, medical meaning “Antisepsis,” which in turn is described as: 

“The process of inhibiting the growth and multiplication of microorganisms; the pre- 
vention of sepsis by antiseptic means.” 

The “prevention of sepsis by antiseptic means” is a common practice in the fabrication 
of soaps for domestic use. It would seem to require no argument to prove that the mark 
is descriptive of the goods. 


In the course of his decision, the Commissioner said: 


Certainly, antiseptic soaps are included within the definition of the goods to which the 
application states the mark is applied and it would seem that at least doctors and others 
familiar with medical terms would be likely to consider the word “antiseption” to mean 
“antisepsis,” as stated in the dictionary, and thus, when applied to soap, to mean that the 
soap was capable of preventing sepsis by antiseptic means. Such meaning of the word 
“antiseption” when applied to soap would be merely descriptive of that character and 
quality of the soap. It is sufficient if the word is likely to be so understood by members 
of the medical profession. In re Richfield Oil Company, 24 C. C. P. A. 996, 88 F. (2d) 
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499, 483 O. G. 465 [27 T.-M. Rep., 232]. Since an antiseption property might also be con- 
sidered desirable in cleansing and scouring preparations for household use, I consider the 
mark merely descriptive of these preparations also. 


The issue seems to us to be a simple one concerning which no extensive discus- 
sion is necessary. 

The brief on behalf of appellant cites a number of decisions which have been 
carefully examined with the result that we find nothing in any one of them which 
seems applicable here. 

In summarizing its contentions in the concluding portion of the brief, it is said: 


The applicant’s trade-mark is “Antiseption,” and it is thought the Patent Office tribunals 
are unwarranted in changing the mark so as to make it appear that it is the word “Anti- 
sepsis.” In other words, such tribunals seem to maintain that the two words are synony- 


mous, and that when one is used, the other is meant, in instances where it seems to be most 
fitting. 


While the applicant’s mark may be capable of being held to be suggestive, this, accord- 
ing to the weight of authorities, is not objectionable. Furthermore, the product, in itself, 
is not responsible for any particular feature characterized by the term “Antiseption,” or 
even “Antisepsis,” as suggested by the Commissioner of Patents. 


We are not impressed by the arguments so summarized. 

The only question presented is whether the word “Antiseption” is merely de- 
scriptive of the character or quality of the goods to which appellant applies it. In 
our opinion, the word is more than suggestive. We think it is descriptive. 

The decision of the commissioner is affirmed. 


CHARLES R. WALGREEN, JR., v. GREENWALD HOSIERY CO., INC. 
United States Court of Customs and Patent Appeals 
Opposition No. 19,888 
December 8, 1943 


TRADE-MARKS—OPPOsITION—‘W ALGREEN” VERSUS “WALDGREEN’—NAME OF INDIVIDUAL. 
Notwithstanding the insertion of the letter “d” therein, the word “Waldgreen” held merely 
the name of opposer Walgreen, and therefore unregistrable, under the proviso of the act pro- 
hibiting the registration of marks consisting “merely in the name of an individual.” 


Appeal from a decision of the Commissioner of Patents dismissing a trade-mark 
opposition. Reversed. For the Commissioner’s decision, see 32 T.-M. Rep., 449. 


Harry C. Alberts (J. Austin Stone of counsel), for appellant. 
No appearance for appellee. 


Before GARRETT, Presiding Judge, and BLAND, HATFIELD, LENROOT, and JAcK- 
son, Associate Judges. 


Garrett, Presiding Judge, delivered the opinion of the court: 


This is an appeal from the decision of the Commissioner of Patents (speaking 
through an assistant commissioner) overruling the opposition of appellant (herein- 
after referred to as opposer) to the application of appellee (hereinafter referred to 
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as applicant) for the registration, under the Trade-Mark Registration Act of Feb- 
ruary 20, 1905, of the notation “Waldgreen” as a trade-mark for hosiery, sweaters, 
sweatshirts, underwear for men, women and children, and polo shirts. In so hold- 
ing the commissioner reversed the decision of the Examiner of Interferences, who 
sustained the opposition. 

It appears that applicant is a corporation organized under the laws of the State 
of Pennsylvania. The application for registration was filed in the Patent Office in 
February 1940, use of the mark being alleged since June 5, 1939. 

A joint notice of opposition was originally filed May 4, 1940, by Walgreen Com- 
pany, a corporation organized under the laws of the State of Illinois, and by Charles 
R. Walgreen, Jr., president of the Walgreen Company, as an individual. 

The filing of the opposition jointly in the form presented seems to have been 
a somewhat unusual procedure, and applicant as a part of its answer alleged that the 
notice “should be dismissed for misjoinder of opposers,” and filed with its answer 
a formal motion to dismiss it on that ground, alleging that the individual “Charles 
R. Walgreen, Jr., is a separate and distinct entity from the other opposer, Walgreen 
Co., alleged to be a corporation.” 

The Examiner of Interferences ruled, in effect, that he could not see his way 
clear to terminate the proceeding by way of an interlocutory ruling and denied the 
motion to dismiss, but after the taking of testimony by the joint opposers (none was 
taken by the applicant) the motion to dismiss was renewed and he ruled (seemingly 
on the basis that there were two separable rights of action—one by the corporation 
and one by the individual—and that two fees should have been paid) that he had 
no discretion to permit the joinder of the two parties in the action and gave the op- 
posers the opportunity to make an election as to which of them would continue fur- 
ther to prosecute it. 

The applicant objected to this ruling, moved to vacate the order, and again moved 
to dismiss the action. Its motion was noted by the Examiner of Interferences who 
postponed consideration of it pending the expiration of the time for election given 
opposers, stating that upon a failure to elect the notice of opposition would be dis- 
missed without further consideration. 

Thereupon the individual opposer Charles R. Walgreen, Jr., elected to continue 
as a single opposer, stating in the notice of election: 


The allegations in the notice of opposition pertaining to the corporate opposer should 
now be construed as asserted by the individual opposer as the president of the Walgreen 
Co. and constitutes an issue collateral to the primary opposition grounds contained in para- 
graph 3 of the notice of opposition so that the prohibition of the statutes as to individual 
surnames and also as to corporate names is still asserted by the individual opposer in behalf 
of himself as an individual and also as president of the Walgreen Co., an Illinois corpora- 
tion. 


The record does not disclose any specific ruling by the Examiner of Interferences 
upon applicant’s objections to the right of election granted opposer and its motion 
to vacate the order and dismiss the action, but in his final decision rendered June 13, 
1941, he recognized the election, and proceeded to consider the case as an opposi- 
tion by Charles R. Walgreen, Jr., standing alone as an individual, the corporation 
thus being, in effect, eliminated as an opposer. 
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499, 483 O. G. 465 [27 T.-M. Rep., 232]. Since an antiseption property might also be con- 
sidered desirable in cleansing and scouring preparations for household use, I consider the 
mark merely descriptive of these preparations also. 


The issue seems to us to be a simple one concerning which no extensive discus- 
sion is necessary. 

The brief on behalf of appellant cites a number of decisions which have been 
carefully examined with the result that we find nothing in any one of them which 
seems applicable here. 

In summarizing its contentions in the concluding portion of the brief, it is said: 

The applicant’s trade-mark is “Antiseption,” and it is thought the Patent Office tribunals 
are unwarranted in changing the mark so as to make it appear that it is the word “Anti- 
sepsis.” In other words, such tribunals seem to maintain that the two words are synony- 


mous, and that when one is used, the other is meant, in instances where it seems to be most 
fitting. 

While the applicant’s mark may be capable of being held to be suggestive, this, accord- 
ing to the weight of authorities, is not objectionable. Furthermore, the product, in itself, 
is not responsible for any particular feature characterized by the term “Antiseption,” or 
even “Antisepsis,” as suggested by the Commissioner of Patents. 


We are not impressed by the arguments so summarized. 

The only question presented is whether the word “Antiseption” is merely de- 
scriptive of the character or quality of the goods to which appellant applies it. In 
our opinion, the word is more than suggestive. We think it is descriptive. 

The decision of the commissioner is affirmed. 


CHARLES R. WALGREEN, JR., v. GREENWALD HOSIERY CO., INC. 
United States Court of Customs and Patent Appeals 
Opposition No. 19,888 
December 8, 1943 


TRADE-M ARKS—OPPOSITION—'‘W ALGREEN” VERSUS “WALDGREEN”—NAME OF INDIVIDUAL. 
Notwithstanding the insertion of the letter “d” therein, the word “Waldgreen” held merely 
the name of opposer Walgreen, and therefore unregistrable, under the proviso of the act pro- 
hibiting the registration of marks consisting “merely in the name of an individual.” 


Appeal from a decision of the Commissioner of Patents dismissing a trade-mark 
opposition. Reversed. For the Commissioner’s decision, see 32 T.-M. Rep., 449. 


Harry C. Alberts (J. Austin Stone of counsel), for appellant. 
No appearance for appellee. 


Before GARRETT, Presiding Judge, and BLAND, HATFIELD, LENROOT, and JAcK- 
son, Associate Judges. 


GarreTT, Presiding Judge, delivered the opinion of the court: 


This is an appeal from the decision of the Commissioner of Patents (speaking 
through an assistant commissioner) overruling the opposition of appellant (herein- 
after referred to as opposer) to the application of appellee (hereinafter referred to 
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as applicant) for the registration, under the Trade-Mark Registration Act of Feb- 
ruary 20, 1905, of the notation “Waldgreen” as a trade-mark for hosiery, sweaters, 
sweatshirts, underwear for men, women and children, and polo shirts. In so hold- 
ing the commissioner reversed the decision of the Examiner of Interferences, who 
sustained the opposition. 

It appears that applicant is a corporation organized under the laws of the State 
of Pennsylvania. The application for registration was filed in the Patent Office in 
February 1940, use of the mark being alleged since June 5, 1939. 

A joint notice of opposition was originally filed May 4, 1940, by Walgreen Com- 
pany, a corporation organized under the laws of the State of Illinois, and by Charles 
R. Walgreen, Jr., president of the Walgreen Company, as an individual. 

The filing of the opposition jointly in the form presented seems to have been 
a somewhat unusual procedure, and applicant as a part of its answer alleged that the 
notice “should be dismissed for misjoinder of opposers,” and filed with its answer 
a formal motion to dismiss it on that ground, alleging that the individual “Charles 
R. Walgreen, Jr., is a separate and distinct entity from the other opposer, Walgreen 
Co., alleged to be a corporation.” 

The Examiner of Interferences ruled, in effect, that he could not see his way 
clear to terminate the proceeding by way of an interlocutory ruling and denied the 
motion to dismiss, but after the taking of testimony by the joint opposers (none was 
taken by the applicant) the motion to dismiss was renewed and he ruled (seemingly 
on the basis that there were two separable rights of action—one by the corporation 
and one by the individual—and that two fees should have been paid) that he had 
no discretion to permit the joinder of the two parties in the action and gave the op- 
posers the opportunity to make an election as to which of them would continue fur- 
ther to prosecute it. 

The applicant objected to this ruling, moved to vacate the order, and again moved 
to dismiss the action. Its motion was noted by the Examiner of Interferences who 
postponed consideration of it pending the expiration of the time for election given 
opposers, stating that upon a failure to elect the notice of opposition would be dis- 
missed without further consideration. 

Thereupon the individual opposer Charles R. Walgreen, Jr., elected to continue 
as a single opposer, stating in the notice of election: 


The allegations in the notice of opposition pertaining to the corporate opposer should 
now be construed as asserted by the individual opposer as the president of the Walgreen 
Co. and constitutes an issue collateral to the primary opposition grounds contained in para- 
graph 3 of the notice of opposition so that the prohibition of the statutes as to individual 
surnames and also as to corporate names is still asserted by the individual opposer in behalf 
of himself as an individual and also as president of the Walgreen Co., an Illinois corpora- 
tion. 


The record does not disclose any specific ruling by the Examiner of Interferences 
upon applicant’s objections to the right of election granted opposer and its motion 
to vacate the order and dismiss the action, but in his final decision rendered June 13, 
1941, he recognized the election, and proceeded to consider the case as an opposi- 
tion by Charles R. Walgreen, Jr., standing alone as an individual, the corporation 
thus being, in effect, eliminated as an opposer. 
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In his decision there is nothing to indicate that the Examiner of Interferences 
considered the relationship of Charles R. Walgreen, Jr., to the corporation, as we 
suggested should be done in the paragraph above quoted from the notice of election, 
but, as we understand his decision, it was predicated solely upon the language of 
section 5 of the Trade-Mark Registration Act of February 20, 1905, reading, “Pro- 
vided, That no mark which consists merely in the name of an individual * * * shall 
be registered under the terms of this Act.” 

The only distinction between the surname of opposer—‘‘Walgreen”—and the 
mark which applicant seeks to register is that the latter contains the letter “d” at 
the end of its first syllable, so that the name is spelled “Waldgreen.” The Examiner 
of Interferences (citing the cases of American Steel Foundries v. Robertson, 269 
U. S. 372 [13 T.-M. Rep. 289], and Tinker v. M. F. Patterson Dental Supply Co., 
53 App. D. C. 37 [13 T.-M. Rep. 140] said, inter alia: 


Since the first syllable of the mark contains a letter “d’’ not present in the name these 
notations are not identical, and this affords an opportunity for reasoning that the one would 
not be likely to be mistaken for the other. From a practical point of view, however, it” 
seems to the examiner that this difference would often be insufficient, under ordinary con- 
ditions of use, to enable the mark to be distinguished from the name. The visual resem- 
blances between these notations greatly predominate over the differences, and in sound the 
differences, it is believed, would more often than not go unnoticed. Moreover, “Walgreen” 
is rather an unusual name and for this reason the differences between it and a notation 
such as “Walgreen” [“Waldgreen”] would be much less obvious even to an observer hav- 
ing occasion to compare them than in the case of generally familiar words. 

In view of the foregoing the examiner is persuaded that the mark in issue, in the lang- 
uage of the court in the following case [Tinker v. Patterson Dental Supply Co., 53 App. 
D. C. 37] “is not sufficiently distinguished . . . to meet the statutory limitation against 
the registration of the name of an individual, “viz., that [of] the opposer. 


In reversing the foregoing decision, from which applicant appealed, the assistant 
commissioner said : 


There is here no question of confusion in trade. The only question is whether or not 
“Waldgreen” is opposer’s name, and so forbidden registration by the proviso of section 5 
of the Act of February 20, 1905, “that no mark which consists merely in the name of an 
individual . . . shall be registered.” If so the statutory bar to registration is absolute, 
and opposer need not prove that he would be damaged thereby; but otherwise I think such 
proof is necessary, and I find none in the record. 

Manifestly, the two words “Walgreen” and “Waldgreen” are very similar, but they are 
not identical ; and it will be observed that the quoted proviso of the statute makes no refer- 
ence to marks that resemble the name of an individual. Registration is prohibited only 
where the mark “consists merely” in such a name. “Waldgreen” is not opposer’s name; 
nor does it have any significance, so far as I am aware, as a surname or otherwise. 


The assistant commissioner cited no authorities. The applicant (appellee here) 
filed no brief before us, nor was there any appearance on its behalf before us at the 
oral argument. In the brief on behalf of opposer (appellant here) a number of 
cases are cited in addition to those cited by the Examiner of Interferences, including 
the following: Asbestone Co. v. Philip Carey Co., 41 App. D. C. 507, 509 [4 T.-M. 
Rep., 161] ; Baekeland v. Van Exem, 146 M. D. 403, Mar. 14, 1925, 15 T.-M. Rep. 
176; Brown Chemical Co. v. Meyer, 139 U. S. 540, 548; Danco v. Chemical Labora- 
tories, Inc., 46 USPQ 390; Ford Motor Company and Henry Ford v. Daniel New- 
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berry Floyd, 151 M. D. 337, Oct. 20, 1926, [16 T.-M. Rep., 535], and Kroll Bros. Co. 
v. Rolls-Royce, Ltd., Etc.,29C.C. P. A. (Patents) 897, 126 F. (2d) 495, 53 USPQ 
59-69 [32 T.-M. Rep., 238]. 

While-all the cited cases contain reasoning which tends to support appellant’s 
contention, we are of opinion that the Tinker case, supra, is most nearly in point 
upon the issue here presented. 

In that case one Dr. Edward T. Tinker (a practicing dentist) sought cancella- 
tion of the registration of a mark which the M. F. Patterson Dental Supply Com- 


pany had procured, consisting of the notation “In’T ker” for use on alloy metal for 


dental inlays and bridge work (a product similar to one which Doctor Tinker had 
developed but had not patented). The commissioner denied the petition for cancella- 
tion, proceeding, the court states, “upon the assumption that, inasmuch as Doctor 
Tinker had not engaged in any business in addition to the practice of his profession, 
or used his name to indicate the origin of any particular alloy made by him, he is 
not in position to claim that he has been damaged . . .” 

In reversing the decision of the commissioner, the court said, in part: 


[2] We think the case turns upon a different point. The mark here registered is the sur- 
name of appellant. It is not sufficiently distinguished . . . to meet the statutory limitation 
against the registration of the name of an individual or corporaion as a trade-mark.... A 
man’s name is sacred against use by another as a trade-mark. 

* * * 


Whatever right the public may have acquired in the use of the product known as “Tinker 
Gold” is beside the case, since appellant’s right to object to the registration by another of 
his name as a trade-mark is protected by statute. 33 Stats. L. 726, § 5 (Comp. St. § 9490). 

[3] Nor does the public use of the product imply any dedication of appellant’s name to 
trade-mark use, even if such use could legally be made. The designation “Tinker Gold” 
can be applied only to the formula discovered and published by Doctor Tinker. The name 
thus applied is merely descriptive of the gold formula. It has never acquired a trade-mark 
use; hence the use of the name as a trade-mark by registrant company is in direct viola- 
tion of Doctor Tinker’s statutory rights. 

[4] Nor is appellant required to establish damage, as the result of the registration, in 
order to secure cancellation. As we held in the Asbestone case [see 41 App. D. C. 507, 509], 
the right of an individual to have the registration of his name canceled, like the right of 
opposition, is statutory, and proof of actual damage is not required, it will be presumed. 


We think the reasoning of the court in that case was sound and the situation 
here, as we view it, is analogous in principle to the situation there. It is true that 
the mark at issue there contained only the letters of the name “Tinker,” while here 
the letter “d,” not present in opposer’s name, is used as the last letter of the first 
syllable of the notation which applicant seeks to register, but we do not feel that this 
inclusion of the extra letter should be controlling. The spelling of proper names, 
as it well known, is more or less arbitrary, and we find nothing in the “name” pro- 
vision of the statute inhibiting the consideration of pertinent elements other than 
spelling—such as similarity in pronunciation, and similarity in appearance. Ob- 
viously, “Walgreen” and “Waldgreen” are practically identical in appearance, and, 
when pronounced, practically identical in sound. In the final analysis the proposed 
mark is merely the name of the opposer. 
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It seems clear to us that the applicant’s use of the mark amounts, in all practical 
aspects, to an appropriation of opposer’s name, and that the notice of opposition 
should be sustained, as was held by the Examiner of Interferences. 

Accordingly, the decision of the commissioner is reversed. 


DECISIONS OF THE COMMISSIONER OF PATENTS 


Amendment of Application 


Case remanded to Examiner after changes in description of goods. 


Frazer, F. A. C.: Dismissed the appeal of Corning Glass Works, of Corning, 
N. Y., from the refusal of the Examiner of Trade-Marks to register a trade-mark 
in the absence of a particular description of goods in conformity with section 1 of 
the act of February 20, 1905. 

Stating that it is at least doubtful whether the matter presented is appealable and 
noting that the precise question has already been determined on applicant’s petition 
(547 O. G. 615) on the understanding that an amendment would be filed acceptable 
to the Examiner of Trade-Marks changing the description to read: 


Glass for use in the manufacture of various articles of glassware, in Class 1, raw or 
partly prepared materials. 


The appeal was dismissed and the case remanded to the Examiner of Trade- 
Marks for appropriate action after receipt of the amendment.’ 


Cancellation 


Claim for cancellation may not be raised in opposition proceeding 


Frazer, F. A. C.: Denied the petition of Visual Records Corporation, of Wash- 
ington, D. C., whose application to register a trade-mark is opposed by Visible Index 
Corp., of New York, N. Y., that the Commissioner 


. reverse the Examiner of Interferences who has twice ruled, in the above opposition, 
that applicant’s counterclaim for cancellation of the registration of opposer’s trade-marks 
cannot be properly raised by way of a counterclaim in an answer to a notice of opposition 
but only by way of a separate proceeding. 


It was held that, as a matter of administrative convenience, it is preferable to 
maintain the established line of distinction between opposition proceedings and can- 
cellation proceedings, notwithstanding that Patent Office practice in this regard is 
inconsistent with rule 13 of the new rules of civil procedure, since the Patent Office 
has expressly refused to adopt these rules in trade-mark opposition and cancellation 
proceedings.” 


1. Ex parte Corning Glass Works, Ser. No. 437,238, 166 M. D. 345, November 4, 1943. 
2. Visible Index Corp. v. Visual Records Corporation, Opp’n No. 22,589, 166 M. D. 344, No- 
vember 2, 1943. 
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Conflicting Works 


“Clear Twist” and “Clear-Weave” 


VAN ARSDALE, A. C.: Affirmed the action of the Examiner of Trade-Marks In- 
terferences sustaining the petition filed by Clear Weave Hosiery Stores, Inc., of 
Boston, Mass., to cancel a registration of a trade-mark consisting of the words “Clear 
Twist” for hosiery, issued July 14, 1936 to Carson Pirie Scott & Company, of Chi- 
cago, Ill., under the act of March 19, 1920, based upon petitioner’s use since 1928, 
for hosiery, of the trade-Mark “Clear-Weave.” On June 18, 1929 petitioner se- 
cured registration under act of March 19, 1920 of a mark, consisting of the word 
“Clear-Weave” on a representation of a stockinged limb, for hosiery. 

It was held that the marks “Clear Twist” and “Clear-Weave” are confusingly 
similar as applied to hosiery. It was further held that the outstanding adverse claim 
which the registration sought to be canceled betokens is a source of potential damage 
to petitioner, so that the record having established likelihood of the registration dam- 
aging petitioner and that the registrant was not entitled to the exclusive use of the 
mark of the registration at or since the date of the application for the registration, 
the Examiner was clearly correct in sustaining the petition for cancellation.® 


“Two Timer” and “Young Timers” 


VAN ARSDALE, A. C.: Affirmed the action of the Examiner of Trade-Mark In- 
terferences sustaining the notice of opposition filed by C. B. Shane Corporation, of 


Chicago, IIl., to the granting of registration to Henri Bendel, Inc., of New York, 
N. Y., of the mark “Young Timers” for certain named articles of girls’, misses’ and 
women’s apparel, including coats, suits and dresses. The opposition was based on 
the prior use and registration by opposer of the mark “Two Timer” for men’s over- 
coats and top coats. 

It was held that women’s coats and suits are goods of the same descriptive proper- 
ties as men’s overcoats and top coats, and while the marks are not identical in either 
appearance, sound or suggestive meaning, nevertheless the portions “Timers” and 
“Timer” are so prominent therein and so similar as to give the marks in their entire- 
ties such similarity in appearance and in sound that their concurrent use on the 
goods to which they are applied would be likely to cause confusion and mistake in 
the mind of the public and to deceive purchasers. 

It was also held proper for the Examiner to sustain the opposition on the basis 
of the registration which opposer had set up in its notice of opposition and of which 
a copy was annexed to the notice, notwithstanding that opposer had failed to file any 
notice of appeal.* 


3. Clear Weave Hosiery Stores, Inc. v. Carson Pirie Scott & Company, Canc. No. 4024, 166 
M. D. 346, November 4, 1943. 

4. C. B. Shane Corporation v. Henri Bendel, Inc., Opp’n No. 21,810, 166 M. D. 348, No- 
vember 5, 1943. 
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“Sun King” and “Sun-Maid” 


Van ArsSDALE, A. C.: Affirmed the action of the Examiner of Trade-Mark In- 
terferences, not only sustaining the notice of opposition filed by Sun-Maid Raisin 
Growers of California, of Fresno, Calif., to granting registration to Ben A. Sarki- 
sian, also of Fresno, Calif., of a mark consisting of the words “Sun King” below a 
smiling face on a sun wearing a crown and having lines radiating therefrom and 
above the monogram CRC in a rectangular border, for raisins, but also refusing ap- 
plicant said registration on an ex parte ground. The opposition was based on a 
number of prior registrations owned by opposer, including registrations of the words 
“Sun-Maid” alone for dried fruits, fresh grapes, and raisin bread, and registrations 
of marks consisting of the words “Sun-Maid” associated with a picture of a maid 
against a background representing the sun, for raisins, dried fruits and certain other 
edibles. 

Noting that the marks must be considered in their entireties, it was held that the 
word “Sun” is so conspicuous in each of the marks as to render the marks in their 
entireties so similar in sound and in appearance that their concurrent use on the 
substantially identical goods to which they are applied would be likely to cause 
confusion and mistake in the mind of the public and to deceive purchasers. 

It was further held that the Examiner properly refused registration of applicant's 
mark for raisins in view of a prior registration of the word “Sunkist” for raisins 
issued to a third party since applicant’s mark is confusingly similar to this “Sun- 
kist” mark for the same reasons that applicant’s mark is confusingly similar to op- 
poser’s “Sun-Maid” marks.° 


“Fleetwings” and arrow and “Pierce” plus arrow 


Van ArsDALE, A. C.: Affirmed the action of the Examiner of Trade-Mark In- 
terferences sustaining the notice of opposition filed by 1695 Elmwood Avenue Cor- 
poration, of Buffalo, N. Y., to granting registration to Fleetwings, Incorporated 
(Kaiser Cargo, Inc., assignee, substituted), of Bristol, Pa., of a mark consisting of 
the word “Fleetwings” with an arrow extending horizontally therethrough, for 
airplanes and structural parts thereof. The opposition was based upon three prior 
registrations which were issued to The Pierce-Arrow Motor Car Company and 
which are now owned by opposer. One of these registrations is of a mark consisting 
of the word “Pierce” with an arrow extending horizontally therethrough, for motor- 
cars and automobile; another is of a mark consisting of the word “Arrow” arched 
over an arrow, for automobiles ; and the third is of a mark consisting merely of the 
horizontal representation of an arrow, for internal-combustion engines and parts 
thereof. Each of these registrations antedates applicant’s earliest asserted date of 
use of its mark. 

It was held that airplanes and automobiles are commodities having the same de- 
scriptive properties in the statutory sense, and internal-combustion engines, being 
the usual source of the power which drives the airplanes, are such major elements of 
airplanes as to be things of the same descriptive properties as the airplanes and struc- 
tural parts thereof. 


5. Sun-Maid Raisin Growers of California v. Ben A. Sarkisian, Opp’n No. 21,885, 166 M. D. 
350, November 11, 1943. 
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It was also held that applicant’s mark as applied to airplanes and structural parts 
thereof is cofusingly similar to opposer’s marks applied to automobiles and internal- 
combustion engines, because the marks in their entireties are confusingly similar due 
to the prominence of the arrow features thereof. 

It was further held that the registrations are prima facie evidence of ownership 
and use of the marks and no abandonment of the marks having been shown by the 


record, likelihood that opposer would be damaged by registration of applicant’s mark 
would be presumed.° 


“Mucara” and “Mucargol” 


VAN ArsSDALE, A. C.: Affirmed the action of the Examiner of Trade-Mark In- 
terferences sustaining the opposition filed by John Wyeth & Brother, Incorporated, of 
Philadelphia, Pa., to granting registration to Campbell Products, Inc., of New York, 
N. Y., of a mark consisting of the word “Mucargol” for a preparation, in powder 
and ointment forms, for use in rectal therapy. The opposition was based on the 
prior registration owned by opposer of a mark consisting of the word “Mucara”’ 
for preparations for use in the treatment of constipation, and on prior use of said 
mark on certain preparations of that sort in granular form. 

It was held that the marks are so similar that, even when applied to products as 
different as are powders and ointments for rectal therapy and preparations for treat- 
ment of constipation, such concurrent use of the marks would be likely to cause con- 


fusion and mistake in the mind of the public and to deceive purchasers, particularly 
as to the source of origin of the respective products.’ 


“Denthol” and “Dentol” 


Fraser, F. A. C.: Affirmed the action of the Examiner of Interferences hold- 
ing, in an interference proceeding involving the application of Denthol Company, of 
San Francisco, Calif., for registration of the word “Denthol” as a trade-mark for 
antiseptic mouth wash, and the application of Dr. Edwin H. Dixon, of New York, 
N. Y., for registration of the mark “Dentol” as a trade-mark for tooth and mouth 
wash, that appellant is not entitled to registration on the ground that Dixon was the 
first to use the mark. 

Noting appellant’s concession that Dixon’s mark “Dr. Dixon’s Dentol” was in 
use for many years prior to appellant’s own use of the “Denthol” mark, it was held 
that, regardless of Dixon’s alleged right to register, Dixon’s prior use of the word 
“Dentol,” either with or without the name “Dr. Dixon’s,” constitutes a bar to ap- 
pellant’s proposed registration of the word “Denthol” for the same goods.* 


6. Elmwood Avenue Corporation v. Fleetwings, Incorporated (Kaiser Cargo, Inc., Assignee 
Substituted), Opp’n No. 21,809, 166 M. D. 354, November 16, 1943. 

. John Wyeth & Brother, Incorporated, v. Campbell Products, Inc., Opp'n No. 21,921, 166 

M. D. 359, November 18, 1943. 


8. Dr. Edwin H. Dixon v. Denthol Company, Trade-Mark Interference No. 3354, 166 M. D. 
371, November 26, 1943. 
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“Sun King” and “Sun-Maid” 


Van ArsSDALE, A. C.: Affirmed the action of the Examiner of Trade-Mark In- 
terferences, not only sustaining the notice of opposition filed by Sun-Maid Raisin 
Growers of California, of Fresno, Calif., to granting registration to Ben A. Sarki- 
sian, also of Fresno, Calif., of a mark consisting of the words “Sun King” below a 
smiling face on a sun wearing a crown and having lines radiating therefrom and 
above the monogram CRC in a rectangular border, for raisins, but also refusing ap- 
plicant said registration on an ex parte ground. The opposition was based on a 
number of prior registrations owned by opposer, including registrations of the words 
“Sun-Maid” alone for dried fruits, fresh grapes, and raisin bread, and registrations 
of marks consisting of the words “Sun-Maid” associated with a picture of a maid 
against a background representing the sun, for raisins, dried fruits and certain other 
edibles. 

Noting that the marks must be considered in their entireties, it was held that the 
word “Sun” is so conspicuous in each of the marks as to render the marks in their 
entireties so similar in sound and in appearance that their concurrent use on the 
substantially identical goods to which they are applied would be likely to cause 
confusion and mistake in the mind of the public and to deceive purchasers. 

It was further held that the Examiner properly refused registration of applicant’s 
mark for raisins in view of a prior registration of the word “Sunkist” for raisins 
issued to a third party since applicant’s mark is confusingly similar to this “Sun- 
kist” mark for the same reasons that applicant’s mark is confusingly similar to op- 
poser’s “Sun-Maid” marks.” 


“Fleetwings” and arrow and “Pierce” plus arrow 


Van ArsDALE, A. C.: Affirmed the action of the Examiner of Trade-Mark In- 
terferences sustaining the notice of opposition filed by 1695 Elmwood Avenue Cor- 
poration, of Buffalo, N. Y., to granting registration to Fleetwings, Incorporated 
(Kaiser Cargo, Inc., assignee, substituted), of Bristol, Pa., of a mark consisting of 
the word “Fleetwings” with an arrow extending horizontally therethrough, for 
airplanes and structural parts thereof. The opposition was based upon three prior 
registrations which were issued to The Pierce-Arrow Motor Car Company and 
which are now owned by opposer. One of these registrations is of a mark consisting 
of the word “Pierce” with an arrow extending horizontally therethrough, for motor- 
cars and automobile; another is of a mark consisting of the word “Arrow” arched 
over an arrow, for automobiles ; and the third is of a mark consisting merely of the 
horizontal representation of an arrow, for internal-combustion engines and parts 
thereof. Each of these registrations antedates applicant’s earliest asserted date of 
use of its mark. 

It was held that airplanes and automobiles are commodities having the same de- 
scriptive properties in the statutory sense, and internal-combustion engines, being 
the usual source of the power which drives the airplanes, are such major elements of 
airplanes as to be things of the same descriptive properties as the airplanes and struc- 
tural parts thereof. 


5. Sun-Maid Raisin Growers of California v. Ben A. Sarkisian, Opp’n No. 21,885, 166 M. D. 
350, November 11, 1943. 
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It was also held that applicant’s mark as applied to airplanes and structural parts 
thereof is cofusingly similar to opposer’s marks applied to automobiles and internal- 
combustion engines, because the marks in their entireties are confusingly similar due 
to the prominence of the arrow features thereof. 

It was further held that the registrations are prima facie evidence of ownership 
and use of the marks and no abandonment of the marks having been shown by the 


record, likelihood that opposer would be damaged by registration of a s mark 
would be presumed.® 


“Mucara” and “Mucargol” 


VAN ArsDALE, A. C.: Affirmed the action of the Examiner of Trade-Mark In- 
terferences sustaining the opposition filed by John Wyeth & Brother, Incorporated, of 
Philadelphia, Pa., to granting registration to Campbell Products, Inc., of New York, 
N. Y., of a mark consisting of the word “Mucargol” for a preparation, in powder 
and ointment forms, for use in rectal therapy. The opposition was based on the 
prior registration owned by opposer of a mark consisting of the word “Mucara”’ 
for preparations for use in the treatment of constipation, and on prior use of said 
mark on certain preparations of that sort in granular form. 

It was held that the marks are so similar that, even when applied to products as 
different as are powders and ointments for rectal therapy and preparations for treat- 
ment of constipation, such concurrent use of the marks would be likely to cause con- 


fusion and mistake in the mind of the public and to deceive purchasers, particularly 
as to the source of origin of the respective products.’ 


“Denthol” and “Dentol” 


Fraser, F. A. C.: Affirmed the action of the Examiner of Interferences hold- 
ing, in an interference proceeding involving the application of Denthol Company, of 
San Francisco, Calif., for registration of the word “Denthol” as a trade-mark for 
antiseptic mouth wash, and the application of Dr. Edwin H. Dixon, of New York, 
N. Y., for registration of the mark “Dentol” as a trade-mark for tooth and mouth 
wash, that appellant is not entitled to registration on the ground that Dixon was the 
first to use the mark. 

Noting appellant’s concession that Dixon’s mark “Dr. Dixon’s Dentol” was in 
use for many years prior to appellant’s own use of the “Denthol” mark, it was held 
that, regardless of Dixon’s alleged right to register, Dixon’s prior use of the word 
“Dentol,” either with or without the name “Dr. Dixon’s,” constitutes a bar to ap- 
pellant’s proposed registration of the word “Denthol” for the same goods.* 


6. Elmwood Avenue Corporation v. Fleetwings, Incorporated (Kaiser Cargo, Inc., Assignee 
Substituted), Opp’n No. 21,809, 166 M. D. 354, November 16, 1943. 

7. John W yeth & Brother, Incorporated, v. Campbell Products, Inc., Opp’n No. 21,921, 166 
M. D. 359, November 18, 1943. 

8. Dr. "Edwin H. Dixon v. Denthol Company, Trade-Mark Interference No. 3354, 166 M. D. 
371, November 26, 1943. 
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“Davitin” and “Dayamin” 


VAN ArsDALE, A. C.: Affirmed the action of the Examiner of Trade-Marks In- 
terferences sustaining the notice of opposition filed by Abbott Laboratories, of North 
Chicago, Ill., to granting registration to American Home Products Corporation, 
of Jersey City, N. J., of the word “Davitin” for goods defined in the application 
merely as “medicinal vitamin preparations,” although it appeared from the record 
that applicant is at present using the mark only on high potency vitamin D capsules. 
The opposition was based not only on a prior registration issued to opposer of a 
mark consisting of the word “Dayamin” for goods named in the registration merely 
as “a vitamin preparation,” but also was based on prior use by opposer of the mark 
“Dayamin” on multiple vitamin capsules which contain several different vitamins. 

Noting that the determination of whether the goods to which the marks are ap- 
plied are or are not of the same descriptive properties should be made on the basis 
of the goods as defined in the asserted registration and as defined in the opposed ap- 
plication, it was held that obviously the preparations as named in the application and 
in opposer’s registration embrace identical goods. 

It was further held that the marks “Davitin” and “Dayamin” are so similar, in 
sound and in appearance that their concurrent use on the goods as defined in op- 
poser’s registration and in the opposed application, or even on the specific prepara- 
tions to which they are now applied by the parties, would be likely to cause confu- 
sion and mistake in the mind of the public and to deceive purchasers. 


“Liquid Thread” and same words plus design 


Van ArsDALe, A. C.: Dismissed the appeal taken from the action of the Ex- 
aminer of Trade-Marks refusing registration to Paste Elastic Manufacturing Cor- 
poration, of Pittsburgh, Pa., and Akron, Ohio, of the mark “Liquid Thread” for an 
adhesive composition for general adhesive, mending and repair purposes, in view 
of a prior registration of a mark consisting of the words “Liquid Thread” associated 
with a picture for liquid paste for mending purposes and for office and domestic use, 
noting that since applicant has not argued the appeal either orally or by brief and 
the date set for the hearing of the appeal had passed, it appears that applicant de- 
sires that the appeal be neither heard nor considered on the merits.”° 


Descriptive Terms 
“Brooderette” for chicken brooders 


VAN ArsDALE, A. C.: Affirmed the action of the Examiner of Trade-Marks re- 
fusing registration to James Manufacturing Company, of Fort Atkinson, Wis., of 
the words “Brooderette” for chicken brooders on the ground that the mark is merely 
descriptive of the goods because the mark describes the goods as small brooders.”* 


9. Abbott Laboratories vy. American Home Products Corporation, Opp’n No. 21,874, 166 M. D. 
356, November 17, 1943. 

10. Ex parte Paste Elastic Manufacturing Corporation, Ser. No. 428,998, 166 M. D. 363, No- 
vember 18, 1943. 

11. Ex parte James Manufacturing Company, Ser. No. 436,848, 166 M. D. 352, November 
12, 1943. 
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“Super Shorts” for drawers and running pants 


Frazer, F. A. C.: Reversed the action of the Examiner of Interferences sustain- 
ing the petition of The Perry Knitting Company, of Perry, N. Y., to cancel registra- 
tion No. 260,065, issued to Wilson Brothers, of Chicago, Ill., on August 13, 1929, 
under the provisions of the act of February 20, 1905. The registered mark con- 
sists in the notation “Super Shorts,” the word “Shorts” being disclaimed. The 
goods to which it is appropriated are described in the registration as 


drawers, sport drawers, and running pants of textile fabric and intended for men’s, wo- 
men’s and children’s wear. 


The word “Shorts” is admittedly descriptive of respondent’s goods, and was dis- 
claimed for that reason. It was the opinion of the Examiner of Interferences that 
the word “Super”’ is likewise descriptive, and that: 


It is sufficient to establish injury to such petitioner if it appear that, by reason of the 
registration of a descriptive mark, the petitioner is denied the right to use an expression 
which all manufacturers of such goods should be free to use. 


The First Assistant Commissioner held that, generally speaking, the Examiner’s 
statement of the law was correct, but was inapplicable here since petitioner has failed 
to establish that it is a manufacturer of “such goods.” Referring to a related oppo- 
sition proceeding, it was held that the only part of the record in the opposition pro- 
ceeding that may properly be considered here is the evidence introduced by the par- 
ties. While it was not necessary for petitioner to show that it had used the mark 


held by the Examiner of Interferences to be descriptive of respondent’s goods, or 
even a notation similar thereto, nevertheless it was necessary that petitioner prove 
itself injured by respondent’s registration. The burden was upon petitioner to prove 
itself injured by the registration of respondent’s mark and since it was held that peti- 
tioner had failed to discharge that burden, the alleged descriptive character of the 
mark becomes immaterial.” 


Goods of Different Descriptive Properties 


Certain grocery products and a chemical composition used as spray 


Van ArspA_e, A. C.: Affirmed the action of the Examiner of Trade-Mark In- 
terferences dismissing the notice of opposition filed by Francis H. Leggett & Com- 
pany, of New York, N. Y., to granting registration to Destruxol Corporation, Ltd., 
of Pasadena, Calif., of the word “Premeer” as a trade-mark for chemical composi- 
tion for spray purposes and for spraying furs, garments, and fabrics to prevent moth 
action. The opposition was based upon the use of the word “Premier” as a trade- 
mark on grocery products since the year 1880, the registration dated January 14, 
1919, of the mark “Premier” for various items of groceries, the registration of the 
mark “Premier” for baking powder, and use, for borax, of the same mark which 
was subsequently registered. It was held that the Examiner rightly refused to con- 


12. The Perry Knitting Company v. Wilson Brothers, Canc. No. 3999, 166 M. D. 367, No- 
vember 24, 1943. 
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sider opposer’s registrations of the mark “Premier” for borax or for baking powder, 
for the reason that opposer’s first use of the mark on these goods was subsequent to 
applicant’s use of its mark on the goods named in its application. 

It was also held that the items of groceries named in opposer’s earlier registra- 
tion were not goods of the same descriptive properties as the mothproofing spray of 
furs, garments and fabrics as named in applicant’s application, and that the concur- 
rent sale of the products even under identical trade-marks would not be likely to 
cause confusion or mistake in the mind of the public or to deceive purchasers.” 


A household cleanser and a pharmaceutical preparation 


Frazer, F. A. C.: Affirmed the action of the Examiner of Interferences dismiss- 
ing two oppositions filed by McKesson & Robbins, Incorporated, of New York, 
N. Y., to the applications of Cameo Corporation, of Chicago, IIl,, for registration of 
the notation “Cameo Corporation Cleanser,” with a disclaimer of the word “‘Cleans- 
er,” as a trade-mark for “a preparation used as a general household cleanser,” and 
for registration of the picture of a cameo, as a trade-mark for the same goods. The 
oppositions were based upon the alleged ground that opposer was the prior user of 
the word “Cameo” upon goods of the same descriptive properties as applicant’s 
goods. It was the opinion of the Examiner of Interferences that opposer had failed 
to establish priority of use and that, in any event, the goods of the parties were of 
different descriptive properties. 

Opposer pleaded a registration of its mark which was held to be of no avail to 
opposer in the instant proceeding because the application upon which it issued was 
filed subsequently to the applications here opposed. 

Analyzing opposer’s evidence, it was held that the Examiner of Interferences 
rightly ruled that this testimony is of insufficient probative force to sustain opposer’s 
burden of proof. 

Referring to opposer’s argument that applicant should be refused registration 
in view of certain registrations to others which applicant has made of record, and 
noting that this is not a matter upon which opposer is entitled to be heard, the First 
Assistant Commissioner nevertheless considered the question, but after pointing out 
that most of the registrations were before the Examiner of Trade-Marks during the 
ex parte prosecution of the application and no reference was made to them in the 
decision of the Examiner of Interferences, it was held that the possibility that either 
of applicant’s marks is likely to be confused with any of the registered marks is not 
so manifest as to warrant rejection of the applications at this late date.” 


Goods of Same Descriptive Properties 
Adhesive tape and cold-cream remover in form of paper napkins 


Frazer, F. A. C.: Affirmed the decision of the Examiner of Interferences sus- 
taining the opposition of San-Nap-Pak Mfg. Co., Inc., of New York, N. Y., to the 


13. Francis H. Leggett & Company v. Destruxol Corporation, Ltd., Opp’n No. 21,536, 166 
M. D. 361, November 18, 1943. 


14. McKesson & Robbins, Incorporated, vy. Cameo Corporation, Opp’n No. 21,942 and 21,943. 
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application of Sanette Manufacturing Co., Inc., also of New York, N. Y., for regis- 
tration of the word “Sanette” as a trade-mark for: 


“first aid treated strips made of ahesive tape, gauze pad and cotton cloth backing, adhe- 
sive plasters, gauze, bandages made of gauze, and absorbent cotton.” 


The opposition was based upon opposer’s ownership of the trade-mark “San- 
ettes,” registered February 11, 1930, for “cold-cream remover made in the form of 
paper napkins.” 

Noting applicant’s concession that the marks are for all practical purposes iden- 
tical, and conceding the point that none of applicant’s goods is competitive with op- 
poser’s goods, it was pointed out that it does not necessarily follow, however, that 
they are of different descriptive properties. It was held that applicant’s goods pos- 
sess the same descriptive properties as the merchandise covered by opposer’s regis- 
tered mark, and registration of applicant’s mark is therefore forbidden by the statute 
since the goods of both parties are common household articles ordinarily purchased 
by the housewife, and if her adhesive plasters, absorbent cotton and cleansing tissues 
all bear the same trade-mark, it would seem inevitable that in many instances she 
would be likely to assume that they were all produced by the same manufacturer.”® 


Non-Conflicting Marks 
“Royal Alleghany” and “Royal Brand Cutlery Company” 


VAN ArSDALE, A. C.: Reversed the action of the Examiner of Trade-Marks 
refusing registration to Otho M. Otte (doing business as Royal Allegheny Metal 
Wares), of Tarentum, Pa., of a mark consisting of the words “Royal-Allegheny” 
arranged to form an arch over the representation of a crown, for knives, forks, 
spoons and ladles of non-precious metal, in view of a prior registration for knives, 
forks and razors of a mark which is octagonal in shape and is composed of two con- 
centrically spaced octagonal lines with the words “Royal Brand Cutlery Company” 
between them and the word “Sharp-Cutter” at the centre of the mark. 

It was held that the marks are not confusingly similar and that applicant’s mark 
is entitled to registration over the mark of the registration cited by the Examiner 
since the marks with all the features thereof, and not excluding the matter disclaimed, 
must be considered in their entireties, although due recognition should be given to 
the dominating and outstanding features, and when so considered, in view of the 
differences between the marks, the presence of the word “Royal” in both marks does 
not render the marks so similar that their concurrent use even on the identical goods 
to which they are applied would be likely to cause confusion or mistake in the mind 
of the public or to deceive purchasers.” 


“Behicle” and “Bexel” 


Frazer, F. A. C.: Reversed the action of the Examiner of Interferences and dis- 
missed the opposition of McKesson & Robbins, Incorporated, of New York, N. Y., 


15. San-Nap-Pak Mfg. Co., Inc. v. Sanette Manufacturing Co., Inc. Opp’n No. 21,911, 166 
M. D. 364, November 19, 1943. 

16. Ex parte Otho M. Otte (doing business as Royal Allegheny Metal Wares,) Ser. No. 
447,245, 166 M. D. 358, November 17, 1943. 











72 THIRTY-FOUR TRADE-MARK REPORTER 











to the application of John Wyeth & Brother, Incorporated, of Philadelphia, Pa., for 
the registration of the word “Behicle” as a trade-mark for “medicinal vitamin prepa- 
rations.” Opposer relied upon its trade-mark “Bexel,” registered April 1, 1941, 
for “vitamin B complex preparation.” 

Noting that, although opposer’s product is now sold in capsule form while ap- 
plicant’s product is a liquid, both are embraced within the description of merchan- 
dise respectively set forth in opposer’s registration and in the opposed application, 
while the First Assistant Commissioner was in agreement with the Examiner of In- 
terferences that, for the purpose of this proceeding, the goods of the parties must 
be regarded as substantially identical, nevertheless it was held that the two marks 
“Bexel” and “Behicle” are not so similar as to be likely to cause confusion since, 
viewed as a whole, the two words differ sufficiently to be used as trade-marks upon 
the goods described without any reasonable likelihood that confusion will result.’ 
















Non-Descriptive Terms 








“Modern Woman” for magazine title 





Frazer, F. A. C.: Reversed the action of the Examiner of Trade-Marks refus- 
ing to register to George M. Wessells (doing business as George M. Wessells Com- 
pany), of Los Angeles, Calif., the title “Modern Woman” as a trade-mark for a 
magazine, notwithstanding the Examiner’s opinion that the mark is descriptive of 
the goods since it conveys the information that the magazine is especially adapted 
to the interests of present-day women. 

It was held that while most magazine titles are highly suggestive and it is not 
always easy to draw the line between suggestiveness and descriptiveness, neverthe- 
less, in the present case, although to a certain extent the title suggests the nature of 
the contents, it may not properly be said to be merely descriptive thereof, or merely 
descriptive of the magazine as being of a character read by a particular class of in- 
dividuals.** 
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Not a Trade-Mark 
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Display cards and advertising leaflets 








VAN ArsDALe, A. C.: Affirmed the decision of the Examiner of Trade-Marks 
refusing Retail Clerks International Protective Association, of Lafayette, Ind., 
registration of a certain type of display card and for advertising leaflets issued from 
time to time of a design which is substantially the design adopted by the association 
as its official badge. 

As to the display cards, it was held that the question of the registrability of the 
mark was res adjudicata in view of an earlier decision which became final upon 
applicant’s failure to perfect a timely appeal to the court. It was also held that 
on the display cards the insignia appears merely to advertise applicant and its 


on arenas 













17. McKesson & Robbins, Incorporated v. John Wyeth & Brother, Incorporated, Opp’n No. 
22,046, 166 M. D. 352, November 13, 1943. 

18. Ex parte George M. Wessells (doing business as George M. Wessells Company,) Ser. 
No. 448,594, 166 M. D. 366, November 24, 1943. 
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service and to call attention to the fact that the store displaying the card is a mem- 
ber of the association and to have no significance as a trade-mark for the cards 
per se. 

As to the goods named in the application as “advertising leaflets issued from 
time to time,” registration had been refused on the ground that such definition of 
the goods is too vague and indefinite, and although applicant offered to amend 
its description of the leaflet to remove this objection, it was held that, even if the 
description were made sufficiently clear and definite, the leaflets being advertising 
leaflets distributed by applicant to advertise its own service, the use of the insignia 
thereon is merely the use of the insignia in advertising applicant’s service and such 
use does not afford a basis for registration.” 


“Nu-Life” for bread wrappers 


Frazer, F. A. C.: Affirmed the action of the Examiner of Interferences dis- 
missing the opposition of The Quaker Oats Company, of Chicago, IIl., to the applica- 
tion of Rapinwax Paper Company, of Minneapolis, Minn., and refusing ex parte 
the registration applied for in the application of a mark comprising the notation 
‘“Nu-Life” and the picture of a baby’s face, for “bread wrappers particularly de- 
signed for wrapping loaves of bread.” 

It was held that the mark is nonregistrable for the goods described because, from 
the evidence presented, it appears that the mark sought to be registered for bread 
wrappers is clearly intended by applicant to function primarily as a trade-mark for 
bread and indicates origin of the bread rather than origin of the wrapper in which 
the bread is sold. 

The opposition was based upon opposer’s ownership of the registered mark 
“Life” for breakfast cereals. It was held that the opposition was properly dis- 
missed since breakfast cereals and bread wrappers are goods of different descriptive 
properties. It would not be the registration of applicant’s mark for bread wrappers 
that would injure opposer, but rather the use of the mark on other goods, not 
covered by the registration, and with respect to which applicant would acquire no 
rights as a result of the registration. 

In ruling upon an unpleaded contention of opposer that bread wrappers and 
breakfast cereals are in fact merchandise of the same descriptive properties, it was 
held that, although bread and bread wrappers are of the same descriptive proper- 
ties, as are also breakfast cereals and the boxes or cartons in which they are sold, 
it manifestly does not necessarily follow that the container of each product has the 


same descriptive properties as the other product, even though the products them- 
selves may have.” 


19. Ex parte Retail Clerks International Protective Association, Ser. 432,617, 166 M. D. 
321, October 4, 1943. 


20. The Quaker Oats Company v. Rapinwax Paper Company, Opp’n No. 21,289, 166 M. D. 
334, October 12, 1943. 
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Opposition 


Registration during prohibition era of mark used on whisky presumed valid 


Frazer, F. A. C.: Affirmed the decision of the Examiner of Trade-Mark In- 
terferences sustaining the petition of Continental Distilling Corporation, of Phila- 
delphia, Pa., to cancel trade-mark registration No. 321,823, issued February 19, 
1935, under the provisions of the Act of February 20, 1905, to Bernheim Distilling 
Company, of Wilmington, Del. (Old Charter Distillery Co., Incorporated, Assignee, 
Substituted). 

Respondent’s mark is “Old Charter,” and the mark relied upon by petitioner is 
“Charter Oak.” Both are registered for whisky. The First Assistant Commis- 
sioner stated that the marks are conceded by respondent to be confusingly similar. 
He also stated that the only controversy between the parties related to the question 
of ownership. 

Petitioner’s mark was registered March 13, 1934, on an application filed Novem- 
ber 22, 1933, in which use was claimed since November 17, 1933. In regard to such 
alleged use, the respondent raised a point which the First Assistant Commissioner 
discussed as follows: 


As the repeal of national prohibition did not become effective until December 5, 1933, 
respondent insists that in the absence of proof to the contrary it must be presumed that 
petitioner was operating in violation of law at the time its application to register was filed, 
and that the registration is thus invalid. That, howver, is a matter not properly to be 
considered in this proceeding. The validity of petitioner’s registration must be assumed. 
Derby Oil Co. v. White Star Refining Co., 20 C. C. P. A. 816, 62 Fed. (2d) 984 [23 T.-M. 
Rep. 97] ; American Cyanamid Co. v. Synthetic Nitrogen Products Corp., 19 C. C. P. A. 
1235, 58 Fed. (2d) 834 [22 T.-M. Rep. 275]. 


The respondent also urged that the petition to cancel should be dismissed because 
petitioner took no testimony to prove it was using the mark upon which it relied at 
the time the petition was filed. With respect thereto, the First Assistant Commis- 
sioner stated : 


In support of this argument respondent cites Old Monk Olive Oil Co. v. Southwestern 
Coca-Cola Bottling Co., 28 C. C. P. A. 1091, 118 Fed. (2d) i015 [31 T.-M. Rep. 203], 
where it was held that such proof was necessary, and that evidence of use five years before 
the filing of a petition to cancel did not satisfy the requirement. The distinction between 
that case and this is that there the petitioner’s mark was not registered. The registration 
here presented is prima facie evidence of petitioner’s ownership and continued use of the 
registered mark. Rosengart v. Ostrex Co. (C. C. P. A), 57 U. S. P. Q. 543. And in 
order to prevail respondent must have established a use of its own mark, inuring to re- 
spondent’s benefit, at least prior to the issuance of petitioner’s registration. 


The First Assistant Commissioner analyzed the evidence for respondent and 
agreed with the Examiner of Trade-Mark Interferences that, as between the parties 
to the proceeding, petitioner had established ownership of the trade-mark upon which 
it relied. His analysis reads as follows: 


For many years preceding the advent of prohibition, respondent’s mark was owned and 
in use by a corporation known as Wright & Taylor. Operating under permit, this con- 
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cern continued its liquor business until July, 1933. On July 18, 1933, it executed an assign- 
ment (respondent’s Exhibit 4) to Wright-Taylor Distillery Company of its trade-mark 
“Old Charter” together with other marks not here involved, and “the good will as applitd 
to liquors of all kinds of Wright & Taylor.” On the same day it entered into a contract 
(respondent’s Exhibit 3) with U. S. Distillers, Inc., whereby it sold to the latter concern 
a large stock of whisky, most of which bore the “Old Charter” trade-mark. This contract 
also included a purported assignment of the said trade-mark, but was silent as to good 
will. No business was transferred to either assignee; but that it was the intention of all 
concerned that ownership of the trade-mark should pass to Wright-Taylor Distillery 
Company rather than to U. S. Distillers, Inc., is conclusively evidenced by three documents 
executed on October 2, 1933, which are identified in the record as respondent’s Exhibits 7, 
8 and 8A. 

Exhibit 8 is an assignment from Wright-Taylor Distillery Company to Wright & 
Taylor Distilling Corporation of the trade-mark assigned to Exhibit 4, including the “Old 
Charter” mark, and of “the business and good will incident to the sale of whiskey there- 
under.” Exhibit 7 is an assignment from U. S. Distillers, Inc., to Wright & Taylor Dis- 
tilling Corporation of a warehouse receipt covering certain whiskies, and of all rights 
under the contract Exhibit 3, and of all right, title and interest, “if any,” in and to the 
trade-marks, business and good will recited in Exhibit 8. As to the latter, however, it is 
expressly stated in Exhibit 7 that their “ownership has heretofore been vested in Wright- 
Taylor Distillery Company.” Exhibit 8A is an assignment from Wright & Taylor to 
Wright & Taylor Distilling Corporation of its “entire right, title and interest * * * if any,” 
in and to the same trade-marks that it had twice previously assigned, and “the business 
and the good will of the business [once previously assigned] in which such brands and 
trade-names have been used by the assignor.” This instrument, referred to in respondent’s 
brief as a quitclaim, is of importance here only in that it recites the previous assignment to 
Wright-Taylor Distillery Company, and the fact that it was executed at the request of 
U. S. Distillers, Inc. 

All of these transactions appear to have been engineered by a promotor named Burns. 
His objectives are more fully developed in the testimony, but the results he accomplished 
with respect to the asserted trade-mark rights of respondent become fairly apparent from 
a consideration of the foregoing exhibits. In this connection I am willing to accept the fol- 
lowing statement which I quote from respondent’s brief on appeal : 

“The Burns group thus organized U. S. Distillers, Inc., to acquire and sell the large 
stock of whiskey as a physical asset, to be owned independently of the trade-marks and 
good will. They also organized said Wright-Taylor Distillery Company of Kentucky, to 
take over the Wright-Taylor whiskey business and trade-marks and good will. This 
Wright-Taylor Distillery Company was to be financed in building a new distillery, which 
was to be built after repeal.” 

But the distillery was never built, nor did Wright-Taylor Distillery Company transact 
any business during the brief period in which it was possessed of such title to the trade- 
mark “Old Charter” as may have passed by virtue of Exhibit 4. It follows that Wright- 
Taylor Distillery Company had no existing liquor business, and hence no good will in con- 
nection with any such business, to transfer to Wright-Taylor Distillery Corporation; so 
that the latter took nothing by the attempted assignment evidenced by Exhibit 8. Kelly 
Liquor Co. v. National Brokerage Co., 26 C. C. P. A. 1110, 102 Fed. (2d) 857; La Fayette 
Brewery, Inc. v. Rock Island Brewing Co., 24 C. C. P. A. 925, 87 Fed. (2d) 489. Nor 
did it derive any trade-mark rights from U. S. Distillers, Inc., by virtue of Exhibit 7; for 
even had U. S. Distillers, Inc., been actively engaged in the liquor business, which is at 
least doubtful, certainly it had acquired no title to the trade-mark “Old Charter.” 

On December 15, 1933 (respondent’s Exhibit 10), Wright & Taylor Distilling Cor- 
poration transferred its title to a portion of the whisky, its rights under the contract 
Exhibit 3, and all its right, title and interest in and to “Old Charter” and certain other 
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trade-marks “together with the business and good will incident to the sale of whiskey 
thereunder,” to Bernheim Distilling Company, the corporation to which the registration 
here sought to be canceled was later issued. But here again there existed neither business, 
good will nor trade-mark rights to transfer. Not only had Wright & Taylor Distilling 
Corporation acquired no title to the trade-mark “Old Charter” from any of its would-be 
assignors, but it had not used the mark after the assignments were made. Thus Bern- 
heim Distilling Company was in no better position than had been its alleged predecessors 
in interest. 

Finally, it appears that when Bernheim Distilling Company filed its application to 
register on October 27, 1934, it had made no use of “Old Charter” as a trade-mark on any 
of its whisky. For this reason alone the registration was improperly granted. Motlow 
v. Oldetyme Distillers, Inc., 24 C. C. P. A. 1094, 88 Fed. (2d) 732 [27 T.-M. Rep. 262.]*4 


O pposition—Reconsideration 


“Thromboquin” held confusingly similar to “Thrombol” 


VAN ArsDALE, A. C.: Passed upon a petition by Schering & Glatz, Inc., of 
New York, New York, for reconsideration of his decision of May 4, 1943 (551 
O. G. 736, 57 U.S. P. Q. 281). 


The complete decision of the Assistant Commissioner upon the petition for 
reconsideration reads as follows: 


Applicant petitions for reconsideration of my decision of May 4, 1943, asserting in 
effect that sufficient weight was not given to the differences in the products actually sold 
by the parties under their marks and that due prominence was not accorded to the suffix 
“quin” in applicant’s mark “Thromboquin” in view of the fact that the term “Thrombo” 
by itself should be held descriptive of blood coagulants as a class. 

It is believed, however, that comparison of the goods as named in opposer’s registration 
and in applicant’s application is proper and that “even though ‘Thrombo’—were considered 
to be descriptive it would seem hardly possible that persons viewing the words would not 
attribute trade-mark significance to the entire words” and not only to the final letter “1” 
of “Thrombol” and to the final syllable “quin” of “Thromboquin,” particularly as both 
marks are single words. 

Reconsideration has been accorded but the previous decision is believed to be correct 
and is adhered to. 

The petition is granted to the extent indicated above.” 


21. Continental Distilling Corporation v. Bernhem Distilling Company (Old Charter Dis- 
tilling Co., Incorporated, Assignee, Substituted), Canc. No. 3663, 166 M. D. 238, July 16, 1943. 

22. Sharp & Dohme, Incorporated v. Schering & Glatz, Inc., Opp’n No. 20,792, 166 M. D. 
206, June 10, 1943. 
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PART II 


SMITH v. DENTAL PRODUCTS CO., INC., et AL. 


United States Circuit Court of Appeals, Seventh Circuit 
January 17, 1944 


TRADE- MARKS—ABANDON MENT—‘Conpucto,” “DEN Pro” aANp “Conpucto UNITuBE”’—STATUS 
Unpver AGREEMENTS. 

Plaintiff, a well-known dentist and lecturer on dentistry, and inventor of dental appliances, 
for which latter he adopted the names “Conducto,” “Den Pro” and “Conducto Unitube,” en- 
tered into agreements with defendants, whereby the latter had exclusive manufacturing and 
sales rights for the said trade-marked goods for stated periods, the last agreement having 
been terminated by plaintiff on Feb. 10, 1935, said manufacture and sales being at all times 
under the supervision and direction of plaintiff. Held that defendants’ right to use the trade- 
marks involved ended with the termination of the agreements, and their subsequent use by 
defendants was infringement and unfair competition. 

TRADE-MARK INFRINGEMENT—SUITS—ABANDON MENT. 

Notwithstanding that plaintiff had no settled place of business, but sold his products 
while lecturing throughout the country, defendants conducting principal sales under plain- 
tiff’s direction, held there was no abandonment by plaintiff through non-use. 

TRADE-~-MARK INFRINGEMENT—SUITS—DEFENSES—STATUS OF OWNERSHIP. 

In the case at issue, where plaintiff by agreement gave defendants the right to manufac- 
facture and sell his dental products under the “registered patent and trade-marks” of plaintiff, 
but prohibited defendants from engaging in competition with plaintiff, defendants’ contention 
that the said agreements did not reserve ownership of the trade-marks held unsound. 

UNFAIR COMPETITION—USE OF TRADE-MaArKs AFTER TERMINATION OF AGREEMENTS. 

As the agreements between the parties gave defendants the right to use plaintiff’s trade- 
marks on goods manufactured by the former under said agreements, and provided that plain- 
tiff would not compete with defendants during the life of the agreements, the continued use of 
the marks by defendants after the agreements were terminated held unfair competition. 

UnFrair CoMPETITION—SUITS—PARTIES AND LIABILITY. 

In the case at issue, where the record was indefinite as to the activities of the president of 
the corporate defendant in its affairs, and the corporation was a bona fide, going concern, 
held that plaintiff had failed to prove liability as against said president in his individual 
capacity. 


In equity. Action for patent* and trade-mark infringement and unfair com- 
petition. Appeal from the District Court, Northern District of Illinois. From a 


decree for plaintiff as to patent infringement and for defendants as to trade-mark 
infringement and unfair competition, both parties appeal. Reversed. 


James R. McKnight, Chicago, Ill., and Marie K. Saunders, Washington, D. C., for 
Smith. 


Max W. Zabel, W. Bayard Jones, Frances V. Healy, and Melvin L. Goldman, all 
of Chicago, IIl., for Dental Products Co., Inc., et al. 


Before Major and Minton, Circuit Judges, and Linptey, District Judge. 


*Note—That portion of the decision relating to patent infringement is here omitted—Eb. 


SMITH v. DENTAL PRODUCTS CO. 
Major, Circuit Judge: 


This is an appeal from a decree of the lower court, entered December 2, 1942, in 
a suit by. plaintiff against defendant’ alleging trade-mark infringement, unfair com- 
petition and patent infringement, and to recover damages and profits occasioned by 
such infringement and unfair acts. The District Court dismissed the complaint so 
far as it related to trade-mark infringement and unfair competition, but declared the 
patents in suit valid and infringed and directed an accounting. No. 8278 is plain- 
tiff’s appeal from that portion of the decree unfavorable to him, and No. 8279 is 
defendant’s appeal from that portion of the decree unfavorable to them. 

We shall first consider the appeal in No. 8278, in which plaintiff seeks to reverse 
that portion of the decree which dismisses his complaint as to trade-mark infringe- 
ment and unfair competition. Plaintiff is a dentist and oral surgeon of nation-wide 
reputation. So far as pertinent to this case, his activities commenced in 1914, since 
which time he has specialized in a certain type of anesthetic used by dentists. The 
technique of administering this anesthetic is called nerve blocking, and the anesthetic 
used for such purpose is generally called “conductive” or “conduction” anesthetic. 
In connection with this technique, plaintiff has done a large amount of research 
work, partially devoted to instruments by which conductive anesthetic may be 
administered to a patent. From 1914 to 1918, plaintiff devoted a large amount of 
his time to lectures which were given before many and perhaps practically all of the 
dental schools and state societies in the United States. In connection with such 
lectures, numerous instruments and medicaments were created and used by him. 
His lectures were largely attended by men who were eminent in the profession or 
who subsequently became so, and a considerable demand was created for the instru- 
ments and medicaments explained in his lectures. In order to supply this demand, 
plaintiff had a quantity of such items manufactured. He coined, adopted and was 
the first user of two of the trade-marks relied upon in this suit, “Conducto” and “Den 
Pro,” to identify his goods. Attached to his goods were printed labels bearing 
such trade-names. The third trade-mark declared upon in this suit, “Conducto 
Unitube,” will be subsequently referred to. 

The defendant is a corporation which has been continuously, since the year 
1916, engaged in the business of selling dental supplies to dentists through dealers 
or supply houses. It does not practice the profession of dentistry and it does not sell 
any drugs or supplies to the public generally, that is, the patients of dentists. 

After plaintiff had pursued for some four years the activities above suggested, 
we find the beginning of a series of transactions between him and the defendant, 
which in the main form the basis for the instant controversy. Such transactions 
include the making of three written agreements, designated by plaintiff as license 
agreements. The first of such agreements was entered into September 18, 1918, 
the second April 20, 1922, and the third and last August 27, 1930. The third was 
cancelled by plaintiff in accordance with its terms, effective February 10, 1935, for 


1. In this opinion, the word defendant will refer to the corporate defendant, except in such 
instances as the defendant Stratford is specifically mentioned. Another named defendant 


Frame was not served with process and consequently was not a party in the court below and 
is not a party here. 
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alleged breach of contract on the part of defendant. Later we shall make more 
detailed reference to these agreements. For the present it is sufficient to state that 
during all the time from the execution of the first agreement until the cancellation 
date of the last, defendant sold dental products and supplies in accordance with 
the term of such agreements and paid plaintiff royalties provided thereby. 

During the existence of such agreements, plaintiff filed an application in the 
United States Patent Office to register his trade-mark, “Conducto Unitube.” This 
application was rejected on two prior registrations of “Conducto,” taken out by 
defendant without plaintiff's knowledge. Upon plaintiff’s demand, defendant on 
February 13, 1928, transferred to him by assignment the two registrations of the 
trade-mark “Conducto.” Subsequently, the rejection of plaintiff's application for 
registration of his trade-mark, “Conducto Unitube,” was withdrawn and a certificate 
of registration issued to him on September 17, 1929. 

With this brief outline of the situation, we shall endeavor to state the conten- 
tion. It is unfortunate that we are unable to discern, from the lower court’s memo- 
randum opinion or from its conclusions of law, the basis upon which plaintiff’s 
cause was dismissed. The nearest approach to the problem appears in the following 
statement contained in the memorandum [54 U. S. P. Q. 133 at 134]: 


The entire theory of the plaintiff in this regard seems to be based upon alleged owner- 
ship of the trade-marks in question, as if it were similar to ownership of patents or other 
personal property. 


It would appear from this statement that the court’s action was predicated on 
plaintiff’s lack of ownership of the trade-marks in suit. The statement just quoted 
also appears in the court’s conclusions of law, in connection with the statement that 
plaintiff has failed to establish trade-mark infringement. As to the charge of unfair 
competition, the court, both in its memorandum opinion and conclusions of law, 
merely states that plaintiff has failed to prove the necessary elements. 

Of the numerous contentions presented here, we are of the view that a deci- 
sion is dependant upon the answer to two questions: (1) Was the plaintiff at 
the time of the execution of the first agreement with the defendant the owner of 
the trade-marks “Conducto” and “Den Pro,” and did he subsequently become the 
owner of the trade-mark “Conducto Unitube?” and (2) If so, did he abandon such 
ownership by reason of his agreements and course of conduct with the defendant? 
Plaintiff contends that (1) must be answered in the affirmative and (2) in the 
negative, while defendant contends to the contrary. As is apparent, plaintiff 
to succeed must sustain his position on both questions, while defendant will pre- 
vail if its contention is accepted as to either. In this connection, it is interesting 
and perhaps pertinent to note that defendant in its brief concedes that it infringes 
“if in fact these trade-marks are owned by plaintiff.” 

Defendant’s argument that plaintiff was never the owner of the trade-marks 
in suit rests on the premise that they were never used by him in connection with a 
business or trade. Upon this premise, defendant relies principally on Hanover v. 
Metcalf, 240 U. S. 403, and United Drug v. Rectanus, 248 U. S. 90. These cases 
and others no doubt sustain defendant‘s contention to the effect that a trade-mark 
is treated as a protection for good will, is not the subject of property except in .con- 
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nection with an existing business or trade, and that its function is simply to designate 
the goods to which it is applied as the product of a particular trader and to protect 
his good will against the sale of another’s product as his. It has also been held that 
no property right is concluded by the registration of a trade-mark. Patton Paint v. 
Sunset, 290 F. 326; Fulton v. Bear Lithia, 47 App. D. C. 437. Accepting the law 
as thus stated, we are confronted with the problem of ascertaining the soundness 
of the premise to which it is sought to be applied. 

In the first place, the court below, notwithstanding its conclusion above stated, 
expressly found, in findings 6, 7 and 12, as follows: 


6. Beginning in 1914 Arthur E. Smith’s name was associated with his new dental 
instruments and medicaments, which also bore his trade-marks “Conducto” and “Denpro.” 

7. Arthur E. Smith was the original owner and user of the trade-marks “Conducto” 
and “Denpro” on dental products and preparations. 


12. Arthur E. Smith was the original owner and user of the trade-mark “Conducto 
Unitube. .. .” 


We are of the view that such findings are amply supported by the evidence and 
must be accepted. We have heretofore briefly stated plaintiff’s activities during the 
period prior to his first agreement with the defendant and we think it unnecessary 
to relate in detail the evidence which clearly shows that plaintiff was engaged in 
the manufacture, and sale in practically every portion of the United States, of dental 
supplies under the trade-names “Conducto” and “Den Pro,” that such trade-names 
were attached to his products in the form of printed labels, and that they were gen- 
erally recognized by those of his profession as being the trade-names for his prod- 
ucts. (We have heretofore and will again refer to the circumstances under which 
plaintiff became the owner of the trade-mark “‘Conducto Unitube.’’) 

It appears appropriate in this connection to refer to defendant’s counterclaim 
to the effect that it became the owner of the trade-mark “Den Pro” by use pric 
to that of the plaintiff, and that plaintiff’s registration on October 8, 1935, was 
fraudulently obtained. We find nothing in the findings of the lower court with refer- 
ence to this counterclaim. As already noted, the court did find that the plaintiff was 
the “original owner and user” of such trade-mark and dismissed defendant’s counter- 
claim. We have examined the evidence bearing upon defendant’s contention in this 
respect and are satisfied that it is without merit. As heretofore stated, the trade- 
mark “Den Pro” was extensively used by the plaintiff from 1914 until his first 
agreement with the defendant. The sole evidence relied upon by the defendant is 
that in 1916 it used on a certain product the abbrevation “Den Pro. Co.” As will be 
noted, this was merely the name of the corporate defendant in abbreviated form and 
was used in connection with “Oryl,” the trade-mark which it then employed. As 
testified to by defendant’s witness: “In 1925 we had the Oryl scalers put out and 
that was Den. Pro. Co. Oryl; that was merely the abbreviation of the company’s 
name, it was not a trade-mark.” 

It appears to be defendant’s theory, illogical we think, that because plaintiff trav- 
eled about the country and sold his products in connection with lectures delivered 
by him, he was not engaged in any trade or business. It is pointed out that there 
is no evidence that he “had an established place of business.” We know of no reason 
why a person must have an office, a store or a shop in order to be engaged in a trade 
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or business. We should think that a person who peddles his wares from house to 
house, or who sells them on one street corner today and another tomorrow would 
be engaged in a businss or trade, no less certainly than another who sells from a 
hole in the wall, even though he continues to do so day after day. Holding as we do 
that plaintiff was the owner and user of these trade-marks (““Conducto” and “Den 
Pro”), it follows that he was vested with a property right at the time of his first 
agreement with the defendant. 

We now come to the somewhat more difficult question as to whether plaintiff 
abandoned his trade-marks by reason of the agreements entered into between him 
and the defendant. The latter’s contention, as we understand it, is that abandon- 
ment was effected by plaintiff’s non-use. In this connection, it is pointed out in 
considerable detail that the use of the trade-marks was that of the defendant, that it 
spent large sums of money in advertising the products sold under such marks, 
that it built up a large and prosperous business unaided and unassisted by the 
plaintiff, and, furthermore, that as the user of the marks it became the owner and 
entitled to continue such use after the cancellation of the last agreement. In other 
words, because of its acquisition by defendant, there was nothing to revert to the 
plaintiff upon cancellation. 

In opposing this argument, plaintiff relies in the main upon two propositions: 
(1) that by terms of the agreements between the parties plaintiff retained the 
ownership of such trade-marks and that defendant’s use of the same was in fact 
plaintiff's use, and (2) that defendant by the terms of the agreements, as well as 
by the character of its use of such marks and by other conduct, is estopped to dis- 
pute plaintiff's ownership. 

The intention of the parties as shown by such agreements, as well as their 
conduct, would appear to be of controlling importance. It seems essential, there- 
fore, to relate some of the more salient provisions of these agreements. 

The 1918 agreement (first agreement) recites that plaintiff is the originator and 
inventor of numerous designated dental supplies which he “is desirous of placing 
upon the market” through the defendant. In consideration of certain royalties to 
be paid by the defendant, plaintiff does “covenant and grant to the said parties of the 
second part (defendant) the sole and exclusive privileges, right and authority to 
prepare and manufacture or cause to be prepared and manufactured and to sell or 
cause to be sold all of said preparations, goods and articles, throughout the world, 
at wholesale to retail dealers.” The agreement is made applicable to “any and all 
changes, variations, or improvements hereafter to be made by said party of the first 
part (plaintiff) .’’ Defendant is required to bear the cost and expense of manufactur- 
ing, demonstrating and advertising said products and is required to sell them under 
the “registered patent and trade-marks” of plaintiff, providing plaintiff “shall have 
procured the patents and trade-marks therefor.” 

Defendant is precluded, directly or indirectly, from advertising, manufacturing 
or selling any of the products referred to in competition with those of the plaintiff. 
It is provided that all goods mentioned and enumerated shall be advertised as “sug- 
gested by Dr. Arthur E. Smith” or “designated by Dr. Arthur E. Smith.” Plain- 
tiff’s name is to be used in a “legitimate and ethical manner,” with the requirement 
that copies of advertisements in which plaintiff’s name is to be used shall be fur- 
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nished and approved by him before publication. Plaintiff is authorized to change 
any formulas as he “deems necessary for scientific advancement.” Royalty terms 
are fixed for all products, including “ampules,” in case the parties decide to offer 
them to the trade. Defendant is required to keep books, which the plaintiff may 
inspect, of the sale of all articles, including “ampules.” Defendant is permitted 
to change the ingredients of any of the designated articles only with plaintiff's con- 
sent. Plaintiff is given the right to terminate the contract upon ninety days’ notice. 
It is provided that the parties shall share the expense of any litigation necessary to 
prevent infringement in case any person or corporation “without proper licenses 
or authority, make, use or sell, during the terms of this agreement, any of the above 
enumerated articles for which patents shall have been granted first party, or shall use 
the first party’s trade-mark .. . . or in any manner infringe upon the said patents or 
trade-marks.” 

The 1922 agreement (second agreement) continues in force and effect the 
first agreement, and its main purpose appears to be a change in the royalties to be 
paid by defendant. Nothing more need be said concerning this agreement. 

The 1930 agreement (third agreement) follows closely the provisions of the first 
agreement, which need not be repeated. It is more specific as to the items to which 
it refers. Par. 4 states, “Arthur E. Smith does hereby grant to the Dental Products 
Company the sole and exclusive privilege, right and authority to prepare, manufac- 
ture and to sell the following articles covered by patents, applications for patents 
or sold under the name of Arthur E. Smith or under his trade-names or trade- 
marks.” Then follow thirteen designated items. Item 11 is ‘“Conducto unitubes 
or ampules or conducto anesthetic in other containers.” Like the first agreement, 
it applies to and includes all improvements or new inventions thereafter made by 
plaintiff. Again, all of the enumerated items are required to be sold under the 
patents and trade-marks of the plaintiff, providing he procures such patents and 
trade-marks. Defendant is precluded from the manufacture or sale of any of such 
items in competition with plaintiff. Similar provisions are found with reference 
to advertising, and in addition, “the formula for the local anesthetic must be accom- 
panied by the words ‘Formula and method of Arthur E. Smith, M.D., D.D.S.’ ” 
Plaintiff is given the right to supervise labels and advertisements and to change 
formulas which he deems necessary for scientific advancement. Again, the parties 
are to share the expense of litigation in the event of infringement “of any of the 
patents covering any of the inventions embodied in this contract.” Also, plaintiff 
is given the right to cancel on ninety days’ notice, and, as heretofore stated, this 
agreement was cancelled by him effective February 10, 1935. 

We have heretofore decided, contrary to defendant’s contention, that plaintiff 
was the owner of the trade-marks at the time the first agreement was executed. It 
is pointed ouit by the defendant that the trade-marks now relied upon were not 
specifically designated in any of the agreements and they could not have been 
transferred. Again we are unable to agree with defendant’s contention. 

There is no doubt but that defendant entered into the first and subsequent agree- 
ments with positive knowledge of plaintiff’s marks “Den Pro” and “Conducto,” and 
that during the life of the agreements and since, defendant has continuously used 
such marks. Undoubtedly they were included in and covered by the agreements 
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Defendant makes the further contention that, even though plaintiff was the owner 
of such marks at the time of the execution of the first agreement, such ownership 
was extinguished on the theory that they were no longer used by the plaintiff in 
connection with an established business. In other words, plaintiff retained nothing 
more than the naked title, and ownership was lost to the defendant by reason of 
the latter’s use. 

Again defendant relies upon authorities such as Hanover v. Metcalf, supra, and 
United Drug v. Rectanus, supra, which, in our judgment, are not controlling. This 
is so for the reason that in the instant case defendant’s use was definitely limited by 
the agreements between the parties. In none of the authorities relied upon by the 
defendant has it been held that the owner of a trade-mark loses such ownership by 
the mere grant to another of the privilege of its use. 

Defendant construes, improperly we think, the agreements as assignments and 
argues abandonment on that basis. The case which comes nearest sustaining 
defendant’s contention in this respect is that of MacWilliam v. President Suspender, 
46 App. D. C. 45, wherein the court stated : 


. . where the owner of a trade-mark grants the right to another, either by sale or 
license, to use the mark on the goods with which its use is connected, and abandons its use 
himself, he cannot afterwards either deprive his assignee of the right to its use or set up 
an adverse use. 


In this case, however, the court had before it an outright assignment of a busi- 
ness and a trade-mark. Other than the fact that what the court said about a license 
appears to have been dictum, the authority is of little benefit to defendant unless 
plaintiff abandoned the use of his marks. 

A reading of the agreements fixing the rights of the parties leaves no room for 
argument or doubt but that it was the intention of the parties that ownership in the 
trade-marks used by the plaintiff at the time of the execution of the first agreement, 
as well as those subsequently adopted by him, were to be and remain his property. 
We have heretofore related in some detail substantial portions of these agreements 
and shall not repeat. It is sufficient to observe that the trade-marks, even in the 
last agreement, are referred to as those of the plaintiff and that he retained well near 
absolute control over the manner of advertising, manufacture and sale of the prod- 
ucts involved, as well as the manner in which his name and his marks might be used 
in connection therewith. Furthermore, there is proof to the effect that plaintiff, 
as was his right under the agreements, spent a considerable amount of time at defend- 
ant’s plant, at least until the year 1930. On some occasions, he was there regularly 
for a week or a month at a time. While the record is somewhat deficient in describ- 
ing the services actually performed by him, it is reasonable to conclude that he was 
exercising his rights as provided for in the agreements, in connection with the manu- 
facture and sale of dental products made according to his formulas and sold under his 
name and trade-marks. 

Of the numerous cases cited by plaintiff, the one most nearly in point, both on 
the facts and law, is that of Lawrence-Williams Co. v. Société Gombault, 22 F. 2d 
512. In this case, the plaintiff's predecessor, one Gombault, invented a horse liniment 
which he sold under the trade-mark “Gombault’s Caustic Balsam,” with a picture of 
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a farm scene and a jockey mounted on a horse. Gombault in 1880 contracted with 
one Lawrence, defendant’s predecessor, whereby for a period of ten years Lawrence 
was to have the exclusive right to sell said liniment as sole proprietor for the 
United States. The labels were to carry the trade-mark and the signature of Gom- 
bault. Three contracts continued the arrangement for thirty years, and the last 
one terminated in 1925. 

The court held that the defendant, Lawrence’s successor, had no right after 
the termination of the contract to continue use of the trade-mark on liniment or to 
register it in the United States Patent Office. In so holding, the court made numer- 
ous observations highly pertinent, as well as unfavorable, to defendant’s contentions 
in the case at bar. On page 514 it said: 



































The status of plaintiff's business when the first contract was made was such as entitled 








it to the exclusive use of the name in the selling of caustic balsam liniment . ... Nor 
was there any assignment or abandonment of the name .. . . contrarily there was, we 
think, a definite understanding between the name belonging to the plaintiff .. . . always 














displaying the name Gombault conspicuously in its advertisements and on its labels as to 
indicate the origin of the remedy. It thus appears to have been the purpose of the defendant 
to preserve the identity of the name with the plaintiff's product. This was successfully done, 
presumably to defendant’s advantage; and even though it has built up its business solely 
on the Gombault name, it cannot in view of the understanding referred to, assert owner- 
ship thereof as against plaintiff. 




















There are a number of authorities to the same effect, and emphasis seems to be 
placed upon the intention of the parties. In Stratton, et al. v. Stiglitz Furnace Co., 
258 Ky. 678, the court said: 











Nothing appears in the contract or elsewhere which indicates any intention of the 
parties, respectively, to give up or to take over the trade-mark Monarch, except for the 
limited purpose of the contract. When that contract came to an end, appellant’s rights to 
any use of the mark likewise came to an end. 














In Morand Bros. v. Chippewa Springs Corp., 2 F. 2d 237, this court on page 
239 said: 


While the contract does not specify that at the end of that time appellant should cease 
using the appellee’s trade-name, under which it was selling its water from its spring of 
the same name, such we regard as a necessary inference from the contract itself. 













Again this court in United States Ozone Co., et al. v. United States Ozone Co. 
of America, 62 F. 2d 881, 887, said [16 U. S. P. Q. 233 at 239] : 


Not only is it the necessary inference under the evidence here that the right to use 
the trade-mark and trade-name was given appellants only for the duration and purposes 
of the sales contract, but appellants specifically agreed in the 1925 contract to protect the 
sterilizer company’s patents, trade-marks and trade-names by giving notice of any infringe- 
ment thereof coming to their knowledge. 























Another pertinent observation is found in Hicks, Alien Property Custodian v. 
Anchor Packing Co., et al., 16 F. 2d 723, 726: 


A grant of an exclusive use of a trade-mark, limited as to duration and place, whether 
made in contracts for sale of its associated wares or by specific license, does not convey 
title or establish ownership of the trade-mark in the licensee or in any one who purchases 
marked goods for resale. 
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We think the conclusion is inescapable that plaintiff during the life of the 
contracts retained not only the naked title to his trade-marks but the ownership as 
well, subject only to defendant’s rights as contained in the agreements, and that 
plaintiff upon expiration of such agreements was entitled to the full use and enjoy- 
ment of such trade-marks. An important purpose of the agreements was to protect 
plaintiff in his ownership of such marks, as well as to protect defendant in its limited 
right of user. We are not impressed with the materiality of the argument that 
defendant spent large sums in advertising and thereby acquired ownership of the 
trade-marks. Whatever it did in this respect presumably was for the benefit of both 
parties as contemplated by the agreements, and certainly its rights were limited by 
the express terms thereof. 

Moreover, we are of the view that defendant is estopped by the terms of the 
agreement and its acts and conduct to claim title or ownership in such marks. “Its 
recognition by defendant and the subsequent sale of cars bearing it operated as an 
estoppel of a denial of a property right therein.” Ritz Cycle Car Co. v. Driggs- 
Seabury Ordnance Co., 237 F. 125. At no time from 1918 to 1935 did defendant 
make any claim to or contest plaintiff’s title or ownership in these trade-marks. 
During all this time it paid royalties for their use. It is true that defendant obtained 
two registrations on the trade-mark “Conducto,” but when its impropriety in so 
doing was called to its attention by plaintiff, it promptly executed a formal assign- 
ment of such trade-mark to him. We are unable to perceive how this action on the 
part of defendant can be reconciled with its present claim of ownership. It amounts, 
so we think, to a plain recognition of plaintiff's ownership, and this more than ten 
years after the execution of the first license agreement. 

Defendant makes the further contention that the trade-mark “Conducto Uni- 
tube” was confined to ampules sold from 1927 to 1934, and that the sales of ampules 
during that time aggregated more than a quarter of a million dollars. It is empha- 
sized that the use of this trade-mark could not have been other than that of the 
defendant. We have already noted that plaintiff obtained a registration on this mark 
only after.defendant had assigned to him two registrations obtained by it on the 
trade-mark “Conducto.” These circumstances at least tend to show an acquiescence 
by defendant in plaintiff’s right to the trade-mark “‘Conducto Unitube.” Further- 
more, there appears no doubt but that the ampules sold under this trade-mark 
were in accordance with plaintiff’s formula and that defendant so represented them 
to the public. In addition, the third license agreement, as heretofore noted, in speci- 
fying the items included therein specifically names “Conducto Unitubes or ampules.” 
(As we understand, unitubes and ampules are synonymous terms.) This agreement 
was made some two or three years subsequent to the time when defendant com- 
menced the sale of ampules under such trade-mark. We are of the view that under 
the agreements plaintiff was entitled to any trade-marks obtained by him on the 
general class of goods included in the agreements subsequent to their execution, but 
whether this be true or not, defendant under the circumstances related is precluded, 
so we think, from asserting claim to ownership in the trade-mark “Conducto Uni- 
tube” and from denying plaintiff’s ownership thereof. 

Defendant’s defense to the charge of infringing the trade-marks in suit from 
the time of the cancellation of the third license agreement (1935) to date rests 
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solely upon the premise that it was the owner of said trade-marks at the time of 
such cancellation. Holding as we have that the premise is unsound, it follows 
that the defense cannot be sustained. We therefore conclude that defendant is 
liable for trade-mark infringement. 

What we have said and held concerning the charge of trade-mark infringe- 
ment is largely and perhaps entirely decisive of that of unfair competition. Defendant 
makes the following statement in its brief, undoubtedly the law: 


The essence of trade-mark infringement, as is the essence of unfair competition, is 
passing off one’s goods as those of another (Hanover v. Metcalf, 240 U. S. 403, 413, 60 
L. Ed. 713, 718). There can be unfair competition without the existence of trade-mark 
infringement, but there can not be any trade-mark infringement without the presence also 
of those acts which amount to unfair competition. 


The essence of defendant’s argument against unfair competition is again pred- 
icated upon the erroneous theory that it had the same right after cancellation of 
the last agreement to use plaintiff’s trade-marks and plaintiff's name as it had before. 
Defendant in its brief states: 


Defendant’s method of doing business has not changed radically in the past six years 
over its method prior to that time, so it can not be seen how any of defendant’s acts could 
be called unfair to the plaintiff now, if they were not unfair prior to the time that plain- 
tiff again claims to have engaged in business in 1935. 


This statement ignores the decisive factor that prior to 1935 defendant’s use of 
the trade-marks was as a licensee—by permission of plaintiff—and that when the 
license was terminated and permission thereby withdrawn all of the rights and 
privileges which defendant had enjoyed were terminated. Of course there could 
be no unfair competition between the parties as long as defendant’s business was 
conducted by sufferance of the plaintiff, but a continuation of such business by 
defendant thereafter became unauthorized and unfair. In this connection, it may be 
noted that the agreements expressly precluded competition by the defendant during 
the life of such agreements. 

Defendant also argues that there was no unfair competition, in fact no com- 
petition, because of the insignificant amount of business done by the plaintiff as 
compared to that of the defendant. We think it unnecessary to review the evidence 
in this respect. Admittedly, plaintiff's sales were few in number, especially when 
compared with those of the defendant, but the fact remains that he was, after the 
cancellation of the license agreement, the owner and entitled to the use of his 
trade-marks. His use thereafter was sufficient, so we think, to negative any theory 
of abandonment. It is also contended that plaintiff, a professional man, never 
acquired any reputation with the public or the dental profession as being the com- 
mercial source of the products sold by defendant. If by commercial source is meant 
manufacture, we think the statement is accurate. There is proof, however, and 
without such the inference would be inescapable, that the public did recognize plain- 
tiff as the originator of defendant’s goods and that they were manufactured under 
his supervision and in accordance with his formulas. 

Defendant again emphasizes its large and prosperous business, resulting from 
its favorable reputation with the public. We think this argument has been over- 
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done ; in fact, we strongly suspect that the growth of defendant’s business has been 
due, in considerable part at least, to plaintiff’s reputation in the dental field. 
Whether this be true or not, however, we must reject the argument to the effect 
that defendant must not be interfered with because its business is large and that of 
the plaintiff small. Defendant’s predicament is the result of its own conduct. Plain- 
tiff had no monopoly (unless it be patent) upon the sale of the goods included in 
the license agreements, defendant had a right to sell such goods under any trade- 
mark it saw fit, insofar as plaintiff was concerned, other than those of the plaintiff. 
In place of so doing, however, it continued the use of plaintiff’s trade-marks, with 
the representation that the formulas by which its goods were made were those of 
the plaintiff, in the same manner as was permitted under the license agreements. 
The inevitable result was to deceive the public and to defraud the plaintiff. 

We hold that the record sustains the charge of unfair competition, as well as 
trade-mark infringement. It follows the plaintiff is entitled to an injunction and 
an accounting. 

Plaintiff sought to hold the individual defendant Stratford for the infringing 
acts of the corporate defendant. We are now urged to sustain plaintiff’s position in 
this respect. 

There appears to be considerable contrariety of opinion as to when and under 
what circumstances an individual connected with a corporation is liable for the lat- 
ter’s acts, especially in cases of trade-mark and patent infringement. It appears from 
a study of the authorities that the question is largely dependent upon the facts and 
circumstances of each case. We see no reason to mention any of the numerous 
cases cited other than two decided by this court, namely, General Motors Corp. v. 
Provus, 100 F. 2d 562 [39 U.S. P. Q. 526], relied upon by plaintiff, and Dangler 
v. Imperial, 11 F. 2d 1945, relied upon the defendant Stratford. 

It is pertinent to observe that the record is silent as to the financial condition 
of the corporation. Certainly, there is no proof that it was or is embarrassed finan- 
cially or unable to respond in damages for which it may be liable. Also, there is no 
proof that it was merely a shell, a sham, or a cloak behind which Stratford sought to 
screen his personal activities. On the other hand, we think it is clearly shown that 
the corporation was a bona fide, active and going concern. Furthermore, the record 
is deficient in its disclosure as to the exact activities of Straftord in the conduct 
of the corporate affairs. Stratford was not a witness. It is admitted that he was 
president of the company, although there is no proof as to the amount of stock owned 
by him. There is proof that he was “in charge of the affairs of the company” and 
was general manager “in charge of the policies of the company.” As will be noted, 
this testimony is largely the conclusion of the witness. 

We are of the view that the instant situation is clearly distinguishable on the 
facts from that of General Motors Corp., supra, recently decided by this court. The 
facts are closer to those in the Dangler case, supra, although less favorable to 
individual liability than they were in that case. There, in holding against individual 
liability, we stated on page 947: 


.... that, in the absence of some special showing, the managing officers of a corpora- 
tion are not liable for the infringements of such corporations, though committed under 
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their general direction. The uncertainty surrounding the questions of validity and in- 
fringement make any other rule unduly harsh and oppressive. 


The burden no doubt was on plaintiff to prove a state of facts which would 
justify a holding against Stratford. This we think he has failed to do, and we hold 
that Stratford is not liable in his individual capacity. ... 

The decree appealed from is reversed and remanded with directions to enter 
a decree in conformity with the views expressed herein, costs to be taxed equally 
as between the plaintiff and corporate defendant. 





SWANSON MFG. CO. AND NELS H. SWANSON v. FEINBERG-HENRY 
MFG. CO., INC., COLUMBIA MANUFACTURING CO., E. BEHRMAN 
& CO., HOFFRITZ FIFTH AVE., INC., HOFFRITZ BROADWAY, 
INC., EDWIN J. HOFFRITZ, INC., AND EDWIN J. HOFFRITZ 


United States District Court, Southern District of New York 
February 1, 1944 


UnFAIR COMPETITION—SUITS—REHEARING—PLEADING AND Practice—Norice To RESETTLE. 

Plaintiff’s notice to resettle interlocutory judgment to more specifically require defendant 
to account for all profits denied, as, the case having been reopened, it was unnecessary to 
reconsider the terms of a judgment that was being vacated. 

Unrarir CoMPETITION—Svuits—Copy1nG PLarntiFr’s Goons. 

On rehearing in a suit for unfair competition involving the copying of plaintiff’s coin rack 
by defendants, in which plaintiff was awarded injunction and an accounting, where defendants 
Feinberg-Henry and Columbia introduced no additional evidence in defense of their unfair 
acts, the former decision was adhered to. 

Unrair COMPETITION—SUITS—DEFENSES—VIOLATION OF COPYRIGHT. 

More than one tort may be involved in the illegal practices constituting unfair competition. 
Therefore, the use by defendant Feinberg-Henry in selling its product of plaintiff’s copy- 
righted advertising held to be merely one illegal act in the illegal scheme to appropriate the 
latter’s good will and profits. 

Unrair CoMPETITION—USE OF PLAINTIFF’s TRADE-MARK—"JIFFY” oN Corn Racks. 

The use of defendant Columbia on post cards sent the trade of plaintiff's trade-mark 
“Jiffy,” held further proof of defendant’s intention to compete unfairly. 

UnFair CoMPETITION—CopyING FEATURES OF ARTICLE SuBJECT OF INVALID PATENT. 

While defendants had the right to copy plaintiff’s plastic coin rack, the patents thereon 
being invalid, they were charged with the duty of clearly identifying their product from that 
of plaintiffs. 


In equity. Action for patent infringement and unfair competition. On motion 
for a rehearing in a suit in which the court found in part for plaintiff, in part for 
defendants. Modified. For earlier decision see 33 T.-M. Rep. 518. 


Munn, Liddy & Glaccum (John H. Glaccum, of counsel) for plaintiffs, all of New 
York City. 

George M. Glasgold, for defendant, Feinberg-Henry Mfg. Co., Inc. (Irving 

F. Goodfriend, of counsel), all of New York City. 
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Jacob G. Goldberg of New York City, for defendant, Columbia Manufacturing Co. 
and E. Behrman & Co. 


LeEIBELL, District Judge: 


Plaintiff sued for patent infringement and for unfair competition. The case was 
tried before me in May, 1943. On July 12th I made findings of fact and conclusions 
of law and filed an opinion herein. I dismissed the patent suit for want of invention 
and I held that if the patent had been valid defendants would have infringed because 
they had deliberately copied plaintiff’s coin rack purse. I found that defendants, 
Feinberg-Henry Mfg. Co., Inc. and Columbia Manufacturing Co., had competed 
unfairly in using plaintiff’s advertising slogan and other material in promoting the 
sales of their own articles and in using similar counter cards or containers. I held 
that defendants were liable for plaintiff’s damage and should be required to account 
to plaintiff for all the profits they had made on the sales of their own purses in which 
the unlawful acts of unfair competition had been committed. 

Thereafter proposed interlocutory judgments were submitted and I signed and 
entered a judgment on August 14, 1943. 

On August 20, 1943, plaintiff's attorney served a notice to resettle the inter- 
locutory judgment so as to more specifically require defendant to account for all 
profits. On September 13, 1943, defendants, Feinberg-Henry Mfg. Co., Inc. and 
Columbia Mfg. Co., moved to reopen the case and for a rehearing on the issue 
of unfair competition. 

On September 22, 1943, I granted defendant’s motion and denied plaintiff's 
motion, because it became unnecessary to reconsider the terms of a judgment that 
was being vacated. On September 27 an order was entered providing “that the 
Interlocutory Judgment entered on the 14th day of August, 1943” be vacated, and 
a day was set for the introduction of “further testimony respecting the claim of 
unfair competition with the plaintiffs by the defendants.” Additional testimony was 
taken at various times thereafter and on December 23 proposed supplemental find- 
ings were submitted. 

The record has not been changed very much by the additional testimony. On 
the plaintiff’s use of the selling slogan “A new smart way to carry money” in push- 
ing its money rack purse, the defendants offered copies of advertisements of manu- 
facturers of other products where the words “new way” were employed in describ- 
ing the use to which a device or product might be put. As instances—in December, 
1926, the Buxton Co. advertised a keytainer—“a new and better way to carry keys” 
—‘‘a new and safer way to care for keys”; and in September, 1931, the “new loose 
leaf method of carrying keys.” There were also other advertisements for “a new 
way to wash cars” ; “a new way to refine oil” ; “a new quick way to gain weight” ; 
“a new way to increase weight” ; “a new way to save gas”; an “amazing new way 
to fix things”; “a new way to shave.” <A competitor, in April and June, 1940, 
advertised “the smart new way to carry keys.” 

While that may prove that other manufacturers have used the words “new 
way” in describing the usefulness of their products, it does not detract from the fact 
that the slogan ““The new way to carry money” had appeared on the Swanson Manu- 
facturing Co. letterhead (Ex. 83) in association with its “Jiffy Coin Holder” in 
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1934 and that plaintiff had used that slogan and another—“A new smart way to 
carry money’’—on its boxes and counter cards and in its advertising, through the 
years. The slogan became identified with the plaintiff’s “Jiffy Coin Holder” purses 
in the trade and in the mind of the purchasing public. As a tribute to its value in 
this connection, defendants deliberately copied and used it in the sale of their own 
coin rack purses. (See Exs. 52 and 53 as to defendant Columbia, and Exhibits 26 
and 27 as to defendant Feinberg-Henry.) It was also shown by plaintiff, when the 
case was reopened, that defendant Columbia used plaintiff’s trade-mark “Jiffy” on 
a postal card (Ex. 84) in the sale of its Scotch Coin Purses. On the post card the 
same prominence in large heavy type was given to the words “Scotch Coin Purses” 
as to the word “Jiffy,” as if they meant the same thing. Plaintiff’s purses had been 
known as “Jiffy” purses for years and the trade-mark “Jiffy” had been registered 
since 1928. At the time defendant Columbia used this post card (Ex. 84) Colum- 
bia was not selling “Jiffy’’ purses, although it had sold them up to a year before. 

The decisions hold that a manufacturer who deliberately copies a competitor's 
wares, containers, advertising matter, trade-name and the like competes unfairly 
and must be presumed to have done those acts with the intention of misleading the 
purchasing public and thus acquiring some of his competitor’s good will and busi- 
ness. If he had the intention of misleading the public “his purpose is some evidence 
that there is a confusing similarity” (Eastern Wine Corp. v. Winslow-Warren, 
Ltd., 137 F. 2d 955 at p. 960 [33 T.-M. Rep. 302]) and the law will protect “the 
businessman who has gained a strategic advantage through building up of good-will 
against unfair practices of competitors who desire to poach on that good-will 
(p. 958.) See also Smith Co. v. American Pharmaceutical Co., 270 N. Y. 184 
[23 T.-M. Rep. 296]. 

Some of plaintiff’s advertising matter copied and used by defendant Feinberg- 
Henry was copyrighted. Defendant argues that plaintiff’s remedy is for violation of 
the copyright and not for unfair competition. More than one tort may be involved 
in the illegal practices that are the basis for the cause of action known as unfair 
competition. Where a manufacturer for the purpose of selling a similar manufac- 
tured product, uses his competitor’s advertising material, part of which is copy- 
righted, he may be sued for unfair competition, and the copyright infringement is 
merely one illegal act of the illegal scheme to appropriate his competitor’s good 
will and profits. For an analogous situation see Underhill v. Schenck, 238 N. Y. 
7 at p. 14 [12 T.-M. Rep. 209]. 

As a result of the additional testimony taken at the hearings after the case was 
reopened, plaintiff's position has not been weakened. Exhibit 84, the post card 
sent out to the trade by defendant Columbia, is further proof of Columbia’s intention 
to compete unfairly—in that instance by using plaintiff’s registered trade-mark 
“Jiffy”—something that was not shown at the first trial. Further, I am now more 
strongly of the opinion that defendant, Feinberg-Henry, had the plaintiff’s plastic 
coin rack before it (although this was denied by its president) when ordering the 
mould for its own plastic coin rack. While they had the right to copy the plain- 
tiffs’ plastic coin rack purse (the plaintiff’s patents being invalid), the defendants 
were charged with the duty to clearly identify their product “lest it be mistaken for 
that of the plaintiff.” Kellogg Co. v. National Biscuit Co., 305 U.S. 111 [28 T.-M. 

Y 
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Rep. 569]. But in order to help the sale of its plastic product, defendant Feinberg- 
Henry used a counter card, with an illustrative design and printed instructions very 
similar to that used by plaintiff in marketing its metal coin rack. 

I therefore adhere to my conclusion that defendants, Feinberg-Henry and 
Columbia, have competed unfairly with plaintiff and that plaintiff is entitled to an 
injunction, to damages, and to all the profits defendants made on the coin rack 
purses they sold, where any of the unfair practices were good. Westcott Chuck 
Co. v. Oneida M. Chuck Co., 190 N. Y. 247 at p. 252; Michael Cosmetics, Inc. v. 
Tsirkas, 282 N. Y. 195 [30 T.-M. Rep. 327]; Warren, Inc. v. Turner's Gowns, 
Ltd., 285 N. Y. 62 at p. 68 [30 T.-M. Rep. 77]. 

I have made certain changes in the Findings of Fact and Conclusions of Law 
originally filed herein and some additions thereto. The Findings and Conclusions 
as thus amended are the Court’s compliance with Rule 52 (a) F. R. C. P. Submit 
proposed interlocutory decree on two days’ notice. 


GEORGE E. KEITH COMPANY v. GREENBERG, Trapine as “WALK- 
OVER SHOE STORE” 


New Jersey Chancery Court 
November 18, 1943 


UnrFair CoMPETITION—UsE oF TRADE-MARK IN STORE T1ITLE—“Watk-Over” SHOEs. 

Plaintiff, manufacturer of the shoe known as “Walk-Over,” began in 1921 to supply 
defendant with said shoes, to be sold by him in Elizabeth, N. J., in a store designated as the 
“Walk-Over Shoe Store.” After plaintiff in 1939 refused to supply defendant with “Walk- 
Over” shoes, defendant continued to sell shoes of other makes using the same business name. 
Defendant held guilty of unfair competition, and was enjoined from the further use of the 
said title. 

Unrair CoMPETITION—PoweErs oF CouRT—WHEN AVAILABLE. 

All that is required to make effective the injunctive powers of a court is to inform it that 
complainant’s trade is in danger of harm from the use of its name by the defendant in such a 
way as is calculated to deceive the public into the belief that defendant’s affairs are those 
of complainant. 

Unrair CoMPETITION—SvuIts—LACHES. 

Complainant’s acquiescence in the use of defendant of the title “Walk-OverShoe Store” as 
a store sign from 1939 to date of hearing held not to constitute such laches as to bar it from 
injunctive relief. 


In equity. Action for unfair competition. Decree for plaintiff. 


Pitney, Hardin & Ward and Alfred I. Manson, Jr., both of Newark, N. J., for 
complainant. 


Samuel Koestler and Melvin J. Koestler, both of Elizabeth, N. J., for defendant. 


Stein, Vice Chancellor : 


Complainant and its predecessors have been engaged in the manufacture and 
sale of shoes since 1874. The bulk of their product is a shoe known by the trade- 
name of “Walk-Over,” which product by that name complainant, through advertise- 
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ment, has caused to be known nationally and also protected by registration, although 
mere user will generally suffice if it appears as in this case that a good will has 
been established in connection with the name. 

Over the years complainant also built up a net-work of distributors for the 
sale of the ““Walk-Over” shoe in various cities in the United States, the defendant 
being one of such distributors in the city of Elizabeth. 

This action is brought by complainant to restrain the defendant from using the 
name “Walk-Over” in his business of selling shoes at retail. 

The defendant in 1921 called on complainant at its place of business in Brock- 
ton, Mass., in order to arrange for the sale of the “Walk-Over” shoe with the 
result that complainant appointed the defendant (and his then partner) as exclusive 
distributors for the sale of the ‘““Walk-Over” shoe in the city of Elizabeth. The 
arrangement was oral and included an undertaking by complainant to handle orders 
from the defendant for this particular shoe, terms of credit, covering of the defend- 
ant under “floater” insurance and assistance in the way of advertising. 

The defendant opened his store in Elizabeth and proceeded by signs, news- 
paper advertising and telephone listings to designate his place of business as 
““Walk-Over Shoe Store.” 

The defendant furnished complainant with financial statements from time to 
time and complainant supplied him with the “Walk-Over” shoe on credit until the 
year 1939 when it appears from the uncontradicted evidence that the defendant 
had furnished financial statements for the years 1935 to 1938, inclusive, which state- 
ments were false, which fact of falsification complainant did not discover until the 
year 1939, after which complainant refused to further supply defendant with shoes 
for cash or credit. 

Concerning the falsity of the statements rendered by him the defendant in a 
letter dated April 5, 1939, to complainant says: 


My back was against the wall and I had to fight. . . . I had to decide whether to show 
a correct statement and thereby incur the possibility of your discontinuing because the 
business then could not have shown a favorable balance. As I see it now, my decision was 
injudicious. . . . 


In closing the letter the defendant asked for another chance. In a letter dated 
June 9, 1939, the defendant wrote complainant, “Because we will require additional 
time in which to dispose of the shoe [“Walk-Over’], we desire the use of our signs 
for the next few months, but assure you that the signs will be removed no later 
than September 1.” In that letter the defendant also says that he would appreciate 
it if some credit was given to him for the signs. However, the ‘“Walk-Over” shoe 
signs have not been removed from the defendant’s place of business. 

In this suit he justifies his refusal to remove the signs upon the ground that the 
name “Walk-Over Shoe Store” has become known in and around Elizabeth and 
vicinity as signifying his store and business and that the complainant by this action 
seeks to appropriate his good will and to destroy his business ; that he continued to 
operate his store under the name “Walk-Over” from 1939 down to the present with 
the full knowledge, acquiescence and consent of the complainant; that the signs 
erected by him are not of the type generally furnished by the complainant to its 
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dealers, but are of defendant’s own distinctive type and his own property; that his 
offer to remove the signs was without consideration and was based upon the 
assumption that the complainant would bear the cost of the removal, as well as 
compensate him for other expenses which he might incur in connection with the 
transition from a “Walk-Over” shoe store to one of another name; that the com- 
plainant is without “clean hands” in that it encouraged and directed him, as well 
as other dealers, to advertise as ““Walk-Over” stores and to conceal from the public 
the fact that other shoes sold by them were not in fact “Walk-Over” shoes ; that this 
was attempted to be accomplished by directing its stores to paste certain labels of the 
same color as regular “Walk-Over’’ boxes over the ends of boxes of other shoe 
companies, and so he prays the court to deny complainant injunctive relief. 

The proof is that complainant furnished such labels to the defendant and all 
stores selling “Walk-Over” products, not for the purpose of deceiving the public 
but at the request of ‘“‘Walk-Over” dealers for the purpose of establishing uniformity 
of color and arrangement among the shoe boxes of all brands of shoes sold in 
“‘Walk-Over” stores and for the protection of ‘““Walk-Over”’ products as well as the 
public ; that the labels referred to contained the legend “Special Line—not made by 
Geo. E. Keith Company.” The use of these labels, the proof shows, was further 
intended to prohibit the practice which dealers had engaged in of displaying shoes 
other than “Walk-Over” in “Walk-Over” cartons, and dealers were especially 
instructed to advise customers that the special line shoes were not “Walk-Over” 
products. 

The complainant prays that the defendant be enjoined from using the name 
“Walk-Over” in signs, advertising his business, his store and the products sold by 
him, and from carrying on business under the name “Walk-Over,” and from rep- 
resenting in any way that he is authorized to sell the complainant’s product. It does 
not seek accounting nor a decree for gains or profits but injunction against infringe- 
ment of its trade name only. 

The jurisdiction of courts of equity to prevent injury from infringement of 
trade-names has been liberally exercised and applied in all circumstances whenever 
it appeared that the name was an established, distinctive and valuable adjunct to an 
undertaking, whether used to distinguish manufactured articles, a place of business, 
or a corporation, commercial, or one formed not for pecuniary gain. All that is 
required to bring into activity the injunctive powers of the court, is to inform it 
that the complainant’s trade is in danger of harm from the use of its name, by the 
defendant, in such a way as is calculated to deceive the public into the belief that 
the defendant’s affairs, in the respect complained of are those of the complainant. 
Cape May Yacht Club v. Cape May Yacht and Country Club, 41 N. J. Eq. 454, 
86 Atl. 972; National Biscuit Co. v. Pacific Coast Biscuit Co., 83 N. J. Eq. 369, 91 
Atl. 126 [4 T.-M. Rep. 356]; A. Hollander & Son, Inc. v. Jos. Hollander, Inc., 
117 N. J. Eq. 306, 175 Atl. 628; affirmed, 118 N. J. Eq. 262, 178 Atl. 786 [25 
T.-M. Rep. 370]. 

The defendant urges by way of defense the acquiescence of complainant and also 
laches. Neither acquiescence nor laches is in the instant case a bar to injunctive 
relief, although such defense would bar the right of accounting for profits earned by 
the defendant during the period of such acquiescence or laches if such accounting for 
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profits were sought. Blue Goose Auto, &c. v. Blue Goose Super, &c., 110 N. J. 
Eq. 547, 551, 160 Atl. 316 [22 T.-M. Rep., 292] ; A. Hollander & Son, Inc. v. Jos. 
Hollander, Inc., supra. 

The defendant is no longer the distributor of the “Walk-Over” shoe manu- 
factured by the complaint. The business relation between complainant and 
defendant was ended because of the false financial statements which defendant 
rendered to the complainant. To permit defendant to do business as “Walk-Over 
Shoe Store,” or to display ‘““Walk-Over” signs would be to harm complainant’s 
trade and to deceive the buying public. 
Injunction in accordance with the prayer of the bill will be granted. 


BILL’S GAY NINETIES, INC. v. FISHER, poine susiness as FISHER’S 
GAY NINETIES 


New York Supreme Court, Special Term, New York County 
February 24, 1943 


UNFAIR CoMPETITION—NAMES OF COMPANIES AND INDIVIDUALS—STATE STATUTES, NEw York. 

In an action for unfair competition, Section 964 of the New York Penal Law as to the use 

use of trade-names does not require that respondent’s criminal intent be established, and 
intentional violation of statute need not be proved beyond reasonable doubt in a civil suit. 
Unrair CoMPETITION—USE OF DESCRIPTIVE OR GEOGRAPHICAL TERMS—SECONDARY MEANING. 

Where a descriptive term or geographical expression becomes associated with a business 
or brand of goods so that it acquires a secondary meaning, it may become the subject of 
appropriation. 

Unrarr ComMPeTITION—“Gay NINETIES” AS NAME OF RESTAURANT. 

Where petitioner had for many years operated a restaurant and night club in Manhattan 
under the name “Gay Nineties,” and had identified said name with its establishment by 
advertising same in newspapers, telephone directories, on menus and otherwise, the adoption 
and use by respondent ten years later of the words “Gay Nineties” as the name of a similar 
restaurant and night club located in Brooklyn, held unfair competition, and an injunction was 
granted. 


In equity. Action for injunction under Sec. 964 of New York Penal Law. 
Injuction granted. 


Julius Hallheimer, New York, N. Y., for petitioner. 
Milton N. Mound, New York, N. Y., for respondent. 


VALENTE, Justice: 


This is an application pursuant to section 964 of the Penal Law for an injunc- 
tion restraining respondent from using in connection with her business the desig- 
nation or name “Gay Nineties,” which is part of petitioner’s corporate name and 
the style under which it is publicly known. Both parties are in the same line of 
business and petitioner has shown that respondent uses the words “Gay Nineties” 
either alone or as part of her trade-name, depending on whichever form may prove 
to be more advantageous or profitable at the particular time. 
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There is no issue of prior user involved, for it is not disputed that the petitioner 
engaged in business under that name many years before the respondent commenced 
her activities. It appears that petitioner was the first to use the name in association 
with the operation of a restaurant and night club. The respondent does not attempt 
to explain how she comes to use the word “Gay Nineties,” except to assert that 
they are words merely descriptive of a period in our history. Where, however, a 
descriptive period or geographical expression becomes associated with a business 
or brand of goods so that it acquires a secondary significance or meaning, even a 
descriptive period or locality may become the subject of appropriation. The name 
of an era or locality is entitled to protection where it acquires a secondary signifi- 
cance in connection with a person’s business. It was so held in Phillips v. Gover- 
nor & Co., 79 F. 2d 971 [25 T.-M. Rep. 635], where an injunction issued restrain- 
ing the defendant from using the words “Hudson Bay,” which words are certainly 
descriptive of a locality. Other instances can be cited: Rhea v. Bacon, 87 F. 2d 976 
[32 U.S. P. Q. 342], [“Inn-By-The-Sea’”] ; New York World’s Fair 1939, Inc. v. 
W orld’s Fair News, Inc., 163 Misc. 661 [28 T.-M. Rep. 27], [the words “World’s 
Fair” ]; London Terrace, Inc. v. London Terrace Garage, N. Y. L. J., June 16, 
1938, p. 2911, Supreme Court, New York County; Phenix Cheese Co. v. Kirp, 
176 App. Div. 735 [‘‘Philadelphia Cream Cheese”’] ; California Fruit Canners’ Assn. 
v. Myer, 104 F. 82; Koehler v. Sanders, 122 N. Y. 65; Cohen v. Nagle, 190 Mass. 
4; Columbia Grammar School v. Clawson, 120 Misc. 841 [13 T.-M. Rep. 324] ; 
Nims, Unfair Competition and Trade-Marks, 3d ed., §§ 36, 37, 101. Countless 
commercial and industrial concerns have adopted and operate by such descriptive 
names and it can hardly be doubted that they would be afforded equitable protection 
from the acts of usurpers. The law of unfair competition is plastic and “The 
invocation of equity rests more vitally upon the unfairness.” Schechter, The 
Rational Basis of Trade-Mark Protection, 40 Harvard Law Review, p. 813; Maison 
Prunier v. Prunier’s Restaurant & Cafe, Inc., 159 Misc. 551 [28 T.-M. Rep. 33]; 
Golenpaul v. Rosett, 174 Misc. 114 [45 U. S. P. Q. 45]; Vogue Co. v. Thompson- 
Hudson Co., 300 F. 509, 512 [15 T.-M. Rep. 1]. 

Petitioner has demonstrated that it has gone to great lengths, and expense to 
achieve the reputation it now enjoys. This good wil! and reputation have been 
evidenced by hundreds of articles and notices appearing in magazines, newspapers 
and other publications widely distributed in New York City and elsewhere. Its 
business is fostered and enhanced by a sponsored and sustained radio program, 
enjoying a national hookup on one of our leading radio broadcast chains and employ- 
ing the same entertainers to be found at petitioner’s night club. 

It is not surprising, therefore, that “Gay Nineties” as thus exploited and pub- 
licized has come to have a secondary meaning and to be identical in the mind of the 
public with the restaurant and night club of petitioner, located in the borough of 
Manhattan. It is this good will and trade name which respondent is invading and 
impairing. The latter has prominently displayed the name “Gay Nineties” in 
several places in front of her night club in Brooklyn, emphasized and enlarged these 
specific words in her advertisements in the telephone directory and in the classified 
directory, where they appear without any qualifying language, and in newspapers, 
menus and various other devices clearly simulating petitioner’s. 
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Obviously, the acquisition of the name by respondent was not in good faith. 
Then, too, rarely if ever does an imitator assume the full name of another. The 
respondent, as part of the scheme, not only has taken the name, but the business 
opened by her is strikingly similar in its main aspects to the original conception of 
the petitioner. It attempts to convey the same general idea and many of its physical 
characteristics. When we consider her set-up, while no doubt cheaper, coupled 
with the use of the name which was adopted by her in 1941, some eight or ten 
years after petitioner had opened its establishment and which by that time had been 
widely advertised, the conclusion is irrestible that respondent was endeavoring 
to bring to herself that reputation and custom which otherwise she could not 
have attracted. 

Respondent further urges that the petitioner’s prayer should be denied because 
the respective establishments are situated in different boroughs. Nothing seems 
more firmly grounded today than that distance is no defense. Injunctive relief 
has frequently been afforded to protect restaurants and hotels, although the respective 
establishments were distantly removed from each other. Maison Prumier v. 
Prunier’s Restaurant & Cafe, Inc., supra; Brass Rail, Inc. v. Ye Brass Rail of 
Mass., 43 F. Supp. 671 [28 T.-M. Rep. 408] ; Marsh v. Billings, 61 Mass. 322. 

At any rate, a merchant’s protection should at least be co-extensive with his mar- 
ket. Nims, Unfair Competition and Trade-Marks, 3d ed. § 104. 

The cases cited by the respondent have no application. They hold that an injunc- 
tion will not lie where the names are descriptive of a process or a product. 

One may not acquire the name of a process or commodity to the exclusion of 
others. Neva-Wet Corp. v. Never Wet Processing Corp., 277 N. Y. 163 [28 T.-M. 
Rep. 167]. 

The fact that respondent, in some instances, prefixes the words by the name 
“Fisher’s” is no defense. Section 964 of the Penal Law contemplates such a situa- 
tion for its language indicates that the remedy may be invoked where “part of any 
name, designation or style, or any symbol of simulation thereof” is used. But, as 
has already been pointed out, she uses the appellation “Fisher’s” only on occasions. 

The final ground of opposition rests on a construction placed on this statute, 
to the effect that in order to render it applicable it is requisite that a criminal intent 
on the part of the respondent be clearly established and that the respondent’s inten- 
tional violation of this statute must be proved beyond a reasonable doubt. With this 
contention I do not agree. When the Legislature enacted the statute it did so with 
the idea of providing a simple and expedient way of dealing with infringers and 
those devoted to piratical commercial practices. It was never intended that proof 
beyond a reasonable doubt be required on the civil side of the court. If a com- 
plainant were obliged to prove his case beyond a reasonable doubt on the civil side 
of the court, whereas formerly he only had to establish it by a preponderance of 
the evidence, the entire purpose of the enactment of section 964 would fail. See 
Matter of Julius Restaurant, Inc. v. Lombardi, 282 N. Y. 126 [30 T.-M. Rep. 187]; 
Matter of Fainblatt v. Leo Sportswear Co., Inc., 178 Misc. 760 [32 T.-M. Rep. 490]. 

No material issue of fact is presented requiring a hearing. It is the court’s 
belief, under the circumstances, that respondent’s motive for using the words “Gay 
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Nineties” was to cause confusion and mislead the public. The petition is therefore 
sustained and the application granted. Settle order. 


COURVOISIER, LIMITED, AND F. G. C. IMPORTERS, INC. v. 
D. J. BIELZOFF PRODUCTS COMPANY 


United States District Court, Northern District Illinois 
February 11, 1944 


TRADE-MARK INFRINGEMENT—IMITATING PLAINTIFF’S LABEL 
Where a comparison of the respective labels revealed a studied attempt by defendant to 
reproduce plaintiff's label without copying its language, plaintiff was entitled to relief. 


In equity. Action for trade-mark infringement. Judgment for plaintiff. 


Briesen & Schrenk and Karl Pohl, all of New York City, and Woodson, Rogers 
& Woodson, and Wm. T. Woodson, all of Chicago, IIl., for plaintiffs. 
Levy, Goldberg & Lawrence and A. C. Lawrence, all of Chicago, Ill., for defendant. 





COURVOISIER, ET AL. v. BIELZOFF PROD. CO. 


CAMPBELL, District Judge: 


After a review of the pleadings, depositions, evidence taken at the trial, briefs 
and arguments of the parties, and authorities therein cited, the Court finds the 
issues for the plaintiff. Defendant's accused trade-mark clearly infringes the prop- 
erly registered trade-mark of the plaintiffs. A comparison of the two labels reveals 
a studied and deliberate attempt on the part of the defendant to reproduce the 
plaintiffs’ labels without actually copying its language. Defendant’s witness, 


Axelrod, whose incredible story that he never saw one of plaintiff’s labels before 
designing defendant’s label, considered with his attitude and demeanor on the wit- 
ness stand, practically proves the plaintiffs’ case. Further substantiation of plain- 
tiffs’ contention results from contrasting the accused label with all of the other 
labels used by defendant on its other products. There is reasonable likelihood that 
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the average purchaser would be confused if confronted by the plaintiffs’ label and 
the defendant’s accused label at the same time. 

It is my opinion, therefore, that the plaintiffs are entitled to the relief prayed 
for in their complaint. 

Counsel for the plaintiffs may prepare and file with the Court, in writing, within 
15 days from the date hereof, proposed findings of fact, conclusions of law, and a 
draft of a proposed decree, consistent with the views herein expressed, delivering 
copies thereof to counsel for the defendant. Within 15 days of the receipt of such 
copies counsel for the defendant may prepare and file with the Court, in writing, 
his observations with reference thereto and suggestions for the modification thereof, 
delivering a copy of such observations and suggestions to counsel for the plain- 
tiffs. Within ten days thereafter counsel for the plaintiffs may present to the Court, 
writing, his reply to such observations and suggestions. Whereupon, the matter 
of making findings of fact, conclusions of law and a decree herein will be taken by the 
Court without further argument. 





PHILIP A. HUNT COMPANY v. EASTMAN KODAK COMPANY 
United States Court of Customs and Patent Appeals 
January 3, 1944 
Opposition Nos. 19, 819 and 20,654 


TRADE-MARKS—OpposITION—“GrAPH-O-LiTH” AND “KopALITH”—NoN-CoNFLICTING MARKS. 
The name “Graph-O-Lith” held not to be confusingly similar to “Kodalith,” both marks 
being used on developers for photographic films, particularly as the syllable “lith” occurring 
in each mark is an abbreviation of “lithography” and therefore descriptive of the goods. 
On appeal from a decision of the Commissioner of Patents, upholding two trade- 
mark oppositions. For the Commissioner’s decision see 32 T.-M. Rep. 542. 


Herbert J. Jacobi of Washington, D. C., for appellant. 
Newton M. Perrins and George A. Gillette, Jr., both of Rochester, N. Y., for 
appellee. 


Before GarrRETT, Presiding Judge, and BLAND, HATFIELD, LENROoT, and 
Jackson, Associate Judges. 


HATFIELD, Judge, delivered the opinion of the court: 


These are appeals in trade-mark opposition proceedings. 

The trade-marks of appellant, hereinafter described, being substantially the 
same and being used on identical goods, the opposition proceedings were consoli- 
dated in the Patent Office for the purpose of trial. Accordingly, the two appeals 
will be disposed of in one opinion. 

Appellant’s mark, in appeal No. 4815, consists of the term “Graph-O-Lith,” 
for use on chemicals for developing line and half-tone negatives. Appellant states 
in its application for registration, filed January 13, 1940, that it has used its mark 
“Graph-O-Lith” on its goods since August 1, 1939. 
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On appeal No, 4816, appellant’s mark. for use on chemicals for developing line 
and half-tone negatives, comprises the term “Graph-O-Lith” appearing immedi- 
ately below the term “Developer.” The two terms are superimposed in white 
letters upon a fanciful design composed of red and blue lines, the term “Developer” 
being disclaimed apart from the mark as shown. Appellant states in its application 
for registration, filed October 8, 1940, that it has used its mark on its goods since 
October 2, 1940. It is conceded that the dominant feature of the mark is the 
word “Graph-O-Lith.” 

Appellee is the owner of trade-mark registration No. 280,099, issued February 
10, 1931, on an application filed September 24, 1930, of the mark “Kodolith” for use 
on “Photographic Developer.” It is also the owner of trade-mark registration 
No. 272,060, issued June 24, 1930, on an application filed February 5, 1930, for the 
trade-mark “Kodalith” for use on “Sensitized Photographic Paper,” and trade- 
mark registration No. 349,082, issued August 17, 1937, on an application filed 
April 8, 1937, for the trade-mark “Kodalith” for use on “Photographic Papers, 
Photographic Films, Photographic Stripping Films, Sensitized Tracing Cloth, and 
Photographic Plates.” 

It appears from the record that the goods of the parties are used in the litho- 
graphic industry, or, as stated by appellee’s witness Victor W. Hurst, in a process 
of “photomechanical reproduction,” that is, the “making of printing plates by pho- 
tography for letter press printing, planographing or photolithography, intaglio or 
photogravure and other mechanical methods of making printed pictorial reproduc- 
tions.” 

It further appears from the record that appellee pioneered in the development 
and introduction of improved photographic processes for photomechanical repro- 
duction ; that it used the trade-mark “‘Kodalith” on several photographic products, 
including its “Kodalith Developer,” long prior to the use by appellant of its mark 
“Graph-O-Lith” on its compound; that it has expended approximately $26,000 
in advertising its trade-mark “Kodalith” and its various “Kodalith” products, 
including its “Photographic Developer,” in various trade publications, such as 
Photoengravers Bulletin, American Photengraver, National Lithographer, The 
Photolithographer, and Modern Lithography (successor to the National Lithog- 
rapher) ; that appellee’s “Photographic Developer” is sold to lithographers, photo- 
engravers, etc. ; that appellant’s chemicals for developing line and half-tone negatives 
are sold to the same class of purchasers as is appellee’s product; that the goods of 
the parties are not sold to the general public; that they are substantially identical ; 
that they are comparatively inexpensive ; and that they are consumed in their use. 

It further appears from the record that, since 1909, appellant has been engaged 
in the manufacture and sale of chemicals; that it has an excellent reputation and a 
high credit rating; that, since the spring of 1937, it has been using the trade-mark 
“Graphol” on certain photographic developers, compounds differing apparently 
from the one here involved; and that when the company produced a “developer” 
for the lithographic industry, it adopted the mark “Graph-O-Lith” for the reason, 
as stated by the witness Philip A. Hunt, president of the appellant company, that 
“we had Graphol registered, I thought it [meaning the term ‘Graph-O-Lith’] 
would be a good name to be used for the new compound which we were making, 
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and which had to have a name and by using the term ‘Graph-O-Lith,’ the industry 
would know and associate the name with Philip A. Hunt Company.” 

The sole issue in the case is whether appellant’s mark “Graph-O-Lith” and 
appellee’s mark “Kodalith,”’ when used on substantially identical goods, are con- 
fusingly similar. 

Each of the tribunals of the Patent Office was of opinion that the marks of the 
parties were confusingly similar, sustained appellee’s notices of opposition, and 
held that appellant was not entitled to the registration of either of its trade-marks. 

In his decision, the Examiner of Interferences stated that the suffix “lith” is 
defined by the lexicographers as an abbreviation of the term “lithography,” and, as 
applied to the goods of the parties, possessed descriptive significance. The examiner 
held, however, that, although the goods of the parties were sold to “an unusually 
discriminating class of purchasers,” the marks, considered as a whole, were con- 
fusingly similar. 

In affirming the decision of the Examiner of Interferences, the commissioner 
stated that it seemed to be conceded that the suffix “lith” of each of the involved 
marks carried the suggestion that the mark was “applied to goods relating to lithog- 
raphy. This syllable “lith’ is an integral part of each mark and this syllable, as 
well as the other parts of the mark, affects the appearance, sound and significance 
of the mark as a whole.” The commissioner further stated: 


Considering the marks in their entireties, it seems to me that the identical suffixes 
in the marks clothe the marks in their entireties with a strong resemblance sufficient to 
justify the conclusion that there is at least considerable doubt that the concurrent use of 
the marks, when applied to the substantially identical goods of the character here involved, 


would not be likely to result in confusion or mistake in the mind of the public. (Italics 
not quoted.) 


As we understand the commissioner’s decision, he was of opinion that the 
suffix “‘lith’ was the dominant feature of each of the involved marks, and that, 
therefore, considering the marks in their entireties they are confusingly similar. 

We are in agreement with the statement contained in the decision of the Exam- 
iner of Interferences that the suffix “lith” in the trade-marks of the parties is defined 
by the lexicographers as an abbreviation of the term “lithography.” See Funk & 
Wagnalls New Standard Dictionary, 1931 and 1938, and Webster’s New Interna- 
tional Dictionary, 1932. 

The suffix “lith,” as used in the marks of the parties, being descriptive of the 
use to which the goods of the parties are put, is descriptive of the character and 
quality of such goods. See In re Hair Net Packers, Inc., 28 C. C. P. A. (Patents) 
715, 115 F. (2d) 254 [30 T.-M. Rep. 665] ; In re General Permanent Wave Cor- 
poration, etc., 28 C. C. P. A. (Patents) 1099, 118 F. (2d) 1020 [31 T.-M. Rep. 
210] ; The Hygienic Products v. Huntington Laboratories, Inc. (patent appeal No. 
4794), decided December 7, 1943. 

It is obvious from what has been said that appellee is not entitled to the exclusive 
use of the suffix “ith” in a trade-mark for use on a developer for photomechanical 
reproduction. Accordingly, if the term ““Graph-O” in appellant’s mark differs 
sufficiently from the prefix “Koda” in appellee’s mark, so that, when considered in 
their entireties, the marks of the parties are not confusingly similar, appellant is 
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entitled to the registration of its trade-marks. See Yeasties Products, Inc. v. Gen- 
eral Mills, Inc., 22 C.C. P.A. (Patents) 1215, 77 F. (2d) 523 [25 T.-M. Rep. 396] ; 
Frankfort Distilleries, Inc. v. Kasko Distillers Products Corporation, 27 C. C. P. A. 
(Patents) 1189, 111 F. (2d) 481 [25 T.-M. Rep. 339]. 

It appears from the record that the goods of the parties are used by those 
possessing technical skill in the lithographic art ; that they are sold to a discriminating 
class of purchasers; and that they are not, and are not likely to be, sold either to 
amateur photographers or to the general public. 

It is apparent that, with the exception of the suffix “lith,” the marks of the parties 
differ greatly both in appearance and in sound. We are of opinion, therefore, that, 
considering the marks in their entireties, their concurrent use on the goods of the 
parties is not likely to cause confusion or mistake in the mind of the public or to 
deceive purchasers, and that appellant is entitled to the registration of each of its 
marks. 


For the reasons stated, the decision of the commissioner is reversed. 


RADIO CORPORATION OF AMERICA v. RAYON CORPORATION OF 
AMERICA 


United States Court of Customs and Patent Appeals 
December 16, 1943 
Opposition No. 18,067 


TRADE-MarKS—Oppos!ITION—“R. C. A.” As CoRPORATE SYMBOL—IDENTIFICATION WITH OPPOSER- 
BEARING OF CHARACTER OF RESPECTIVE Goons. 

Where appellant had identified the letters “R. C. A.” to the purchasing public as pointing 
exclusively to its products and those of its subsidiaries, held that it would be damaged by the 
registration of the identical mark to appellee, notwithstanding that the respective goods 
(various radio products, talking picture equipment, phonographs, records and other electrical 
goods, on the one hand, and knitted rayon materials, on the other) are not goods of the 
same descriptive properties. 


On appeal from a decision of the Commissioner of Patents dismissing a trade- 
mark opposition. Reversed. For the Commissioner’s decision see 32 T.-M. Rep. 


495. 


Harry G. Grover, James G. Norton and Abraham S. Greenberg, all of New York 
City, for appellant. 
Herbert J. Jacobi, of Washington, D. C., for appellee. 


Before GarrETT, Presiding Judge, and BLAND, HATFIELD, LENROOT, and JACK- 
son, Associate Judges. 


LENrRoOOT, Judge, delivered the opinion of the Court: 


This is an appeal in a trade-mark opposition proceeding wherein the Commis- 
sioner of Patents held that appellant’s notice of opposition should be dismissed and 
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that appellee is entitled to the registration of the mark applied for by it. The Exam- 
iner of Trade-Mark Interferences has held that the notice of opposition should 
be sustained, and his decision was reversed by the commissioner. 

On June 14, 1938, appellee made application under the Trade-Mark Act of 
February 20, 1905, for the registration of the mark [%,¢ 4: for knitted rayon 
materials. The word “Fabric” was disclaimed apart from the mark shown in 
the drawing. 

On September 15, 1938, appellant filed its notice of opposition to said applica- 
tion, alleging that the letters “RCA” are an abbreviation of appellant’s corporate 
name, and that such abbreviation had been used by appellant since 1936 to des- 
ignate its corporate name; that it had been so extensively used by appellant that 
it has become a matter of common knowledge over all parts of the United States 
and in foreign countries that the letters “RCA” indicate appellant; and that the 
mark of appellee is an appropriation of appellant’s name by the appellee, prohibited 
by Section 5 of the Trade-Mark Act of February 20, 1905. 

Appellant further alleged that the RCA Manufacturing Company, National 
Broadcasting Company, RCA Communications, Inc., Radiomarine Corporation of 
America, and RCA Institutes, Inc., are wholly owned subsidiary corporations of 
appellant ; that the RCA Manufacturing Company is engaged in the manufacture 
and sale of a wide variety of products relating to radio communication, talking 
picture equipment, radio tubes and sets, phonographs, records, and many other 
electrical goods; and that the other above named subsidiary corporations are 
engaged in various lines of radio communication, including the training of per- 
sonnel therefor. 

As a separate ground of opposition appellant further alleged that appellee’s 
mark is the salient and dominating part of the corporate name of its subsidiary 
RCA Manufacturing Company, and that the use of appellee of its mark is cal- 
culated to deceive or confuse the public and thereby injure the reputation and good 
will of said subsidiary. 

Appellant further alleged that the public, seeing its well known abbreviated 
name on appellee’s goods, will believe that the goods originated with appellant or are 
sponsored by it, to the damage of its reputation. 

Appellant took testimony and stipulated testimony was introduced by appellee. 
In said stipulated testimony we find the following : 


That the letters “R. C. A.” constituting applicant’s mark herein were, for brevity, 
adopted and taken from the first letters of each of the dominant words of the applicant’s 
corporate title, “Rayon Corporation of America,” and that at the date of adoption of said 
letters applicant knew of Radio Corporation of America and its use of the letters “RCA.” 


The Examiner of Interferences, in his decision, found that in the early part 
of appellant’s career, which began in 1918, it adopted the notation “RCA” as an 
abbreviated name for its organization, and that its advertising in which the abbre- 
viation “RCA” was featured was national in scope, and cost in excess of an aver- 
age of two and one-half million dollars per year during the period 1929 to 1939. 

The Examiner of Interferences in his decision further stated: 
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The evidence submitted is deemed to establish that as a result of opposer’s widespread 
activities the notation “RCA” at and since the time of applicant’s adoption thereof has for 
many years been well known as a name for the opposer company, and that when used 
alone the notation “RCA” is generally recognized as designating the opposer and is quite 
sufficient to identify the latter. The testimony to that effect is amply substantiated by 
news, trade and magazine articles appearing in numerous national magazines, newspapers 
and other publications since as early as 1922, of which Exhibits 31, 32, 33, 36, 37, and 47 
to 68 are illustrative. In these articles the opposer company more often than not is referred 
to merely by this abbreviation of its corporate title. 

Under these circumstances, the examiner is persuaded that the notation “RCA” has 
become so identified with the opposer company that its use as a part of the mark “R. C. A. 
Fabric” sought to be registered would lead many purchasers to assume that the opposer 
has sponsored the production and sale of applicant’s goods. 


With respect to appellant’s subsidiary corporation, the Examiner of Inter- 
ferences stated: 

In connection with applicant’s argument to the effect that the use of “RCA” as a name 
has not been exclusive with the opposer because of its presence in the names of three of 
its before mentioned subsidiaries, the record is deemed to show that at and since the organ- 
ization of these subsidiaries this notation without more has signified the opposer company 
alone. That is to say, the word “Manufacturing,” for example, is believed to be an essen- 
tial feature of the name of RCA Manufacturing Company, and like corresponding por- 
tions of the names of the other of such subsidiaries, must be used in combination with 
“RCA” in order to distinguish this company from others including the parent organization. 

Moreover, it appears that the relationship between opposer and each of its subsidiaries 
has been substantially that of principal and agent, the products and services of these sub- 
sidiary companies being advertised and sold under the sponsorship of opposer, as indicated, 
for instance, by the multiple page of advertisements in Life Magazine (Exhibits 14a, b and 
c). In such case, use by the agent of a symbol in connection with the business of its 
principal would inure to the benefit of the latter and therefore could not well detract from 
an otherwise valid claim of the principal to the right to the exclusive use thereof. 


The commissioner, in his decision reversing the decision of the examiner, held 
that the appropriation by appellee of appellant’s corporate name is only partial, and 
hence not absolutely prohibited by the name clause of Section 5 of said trade-mark 
act. He further held that, because of the difference between the goods to which 
appellee applied its mark and the goods with which appellant is concerned, the 
public would not be likely to associate appellee’s goods with those of appellant. 
He, therefore, held that appellant’s opposition should be dismissed. 

It is our opinion that the testimony abundantly establishes that the combination 
of the letters “RCA” is generally understood by the public as meaning “Radio 
Corporation of America.” Therefore, while only an abbreviation of appellant’s 
name is used, that abbreviation has become generally understood by the public 
to mean merely the name of appellant. 

With respect to the use of abbreviations and nicknames to indicate a corporate 
name, we quote from Nims on Unfair Competition and Trade-Marks (Third Edi- 
tion), p. 246, as follows: 

Corporate names or parts of these names when used to designate goods or business 
houses, or as trade “nicknames,” are trade-names pure and simple, in most instances, 
and can be protected as such. The commercial nickname, or abbreviated name, is often 


more valuable, far better known, and more carefully guarded from use by rivals than the 
formal or full name from which it is taken. Hence it is that unfair competition applies 
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to nicknames of corporations. “U. M. C.” for Union Metallic Cartridge Co.; “Winches- 
ter,” for Winchester Repeating Arms Co.; “Equitable,” for Equitable Life Assurance 

Society; “C. B. & Q.,” for Chicago, Burlington & Quincy; “B. & A.,” for Boston & 

Albany, are instances of such nicknames. One hears or sees the full corporate name 
used seldom in comparison to the number of times the nickname is used. 

The above quotation was quoted with approval in the case of Great Atlantic & 
Pacific Tea Company v. A. & P. Radio Stores, Inc., 20 F. Supp. 703 [27 T.-M. Rep. 
783}. 

Many other abbreviations can be mentioned which indicate to the public 
merely the name of a particular corporation or association. 

Among such are: 


Y.M.C.A. Young Men’s Christian Association. 


| ee Se Federal Bureau of Investigation. 
As P52. American Federation of Labor. 
B. & O. Baltimore and Ohio Railroad Company. 


Because of appellant’s extensive advertising and deliberate adoption by it in 
such advertising of the letters “RCA” to indicate its corporate name, all of which 
appears in the record before us, it is fair to assume that the public associates the 
letters “RCA” with the Radio Corporation of America, as readily as it does the 
abbreviations above referred to as indicating the full names of the respective organ- 
izations. 

The commissioner, in arriving at his decision holding that appellee’s appropria- 
tion of appellant’s corporate name was only partial, relied upon and quoted from 
the case of American Steel Foundries v. Robertson et al., 269 U. S. 372 [13 T.-M. 
Rep. 289], hereinafter termed the Simplex case, as follows: 


. where less than the whole name has been appropriated, the right of registration 
will turn upon whether it appears that such partial appropriation is of such character 
and extent that, under the facts of the particular case, it is calculated to deceive or con- 
fuse the public to the injury of the corporation to which the name belongs. 


We do not find it necessary to decide the question of whether the letters “RCA” 
should, under the circumstances, be regarded as merely appellant’s corporate 
name. Concededly, appellee has appropriated as a trade-mark the letters “RCA” 
which are the first letters of Radio, Corporation, and America, respectively, so 
there is at least a partial appropriation of appellant’s corporate name, and said 
letters are, as hereinbefore stated, generally regarded by the public as indicating 
the appellant. 

With respect to the partial appropriation of a corporate name in the Simplex 
case the Court said: 


Where the appropriation of the corporate name is complete, the rule of the statute, 
by its own terms, is absolute and the proposed mark must be denied registration without 
more. But where less than the whole name has been appropriated, the right of registra- 
tion will turn upon whether it appears that such partial appropriation is of such character 
and extent that, under the facts of the particular case, it is calculated to deceive or confuse 
the public to the injury of the corporation to which the name belongs. 

The fact, for example, that the articles upon which the mark is used are not of the 
same description as those put out by the corporation, is entitled to weight, since the 
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probability of such confusion and injury in that situation obviously is more remote than 
where the articles are of like kind. The cases, naturally, present varying degrees of 
difficulty for the application of the rule. Primarily, the power and the duty rests with 
the Commissioner of Patents to determine the question in each case in the exercise of an 
instructed judgment upon a consideration of all the pertinent facts. 


Appellee strongly relies upon the statement above quoted that, where there is a 
partial appropriation, the fact that the articles upon which the mark is used are 
not of the same descriptive properties as those put out by the corporation a part 
of whose name has been appropriated must be given weight. 

While the Court, in the Simplex case, pointed out that, in cases involving a 
partial appropriation, the question of descriptive properties of the goods must be 
given weight, it is clear from that decision that the Court did not mean that such 
fact is controlling, and that in all cases where the goods of the parties are of differ- 
ent descriptive properties, the partial appropriation of a corporate name as a trade- 
mark is permissible. In that case the Court said: 


In the present case, these facts are: The word “Simplex” is only a portion of the 
corporate name; its use by plaintiff is upon articles the like of which has never been 
manufactured or sold by the defendant corporation; it comprises the whole or a part of 
about 60 registrations by nearly as many different parties upon many kinds of merchan- 
dise ; and it forms part of the names of other corporations in the country. 


The Court made no further reference to the matter of descriptive properties 
of the goods and apparently did not base its decision upon the fact that the goods 
of the parties were not of the same description. 

If that feature had been controlling of its decision, there would have been no 
occasion for its discussion of other features of the case. In fact, no stress seems to 
have been laid by the Court upon the feature of the descriptive properties of the 
goods, but the decision appears to rest upon the fact, as found by it, that the word 
“Simplex” alone did not identify to the mind of the public the appellee corporation, 
“Simplex Electrical Heating Company.” Upon this point we quote further from its 
decision : 

It is argued that the word in question is the salient feature in the name of the defendant 
corporation. But that, if conceded, does not settle the question. There may be, of course, 
instances where a single word in the corporate name has become so identified with the 
.particular corporation that whenever used it designates to the mind of the public that 
particular corporation. But here it is not known that, standing alone, the word “Simplex” 
has that effect; that it is any more calculated to denote to the public the defendant corpora- 
tion than any of the other corporations in the names of which it is likewise embodied ; 
or, indeed, that it signifies the appropriation of some corporate name though incapable 
of exact identification. (Italics supplied.) 


The case at bar closely differs from the Simplex case in that the notation “RCA” 
has become so identified with appellant that wherever used it designates to the 
mind of the public appellant Radio Corporation of America. 

We, therefore, hold that the mere fact that the goods in which appellant is con- 
cerned and the goods to which appellee applies the mark “R. C. A.” may be of dif- 
ferent descriptive properties is not decisive of the question before us. The views 
last above expressed are substantially those expressed by the Court of Appeals of 
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the District of Columbia (now the United States Court of Appeals for the District 
of Columbia), in the case of Duro Pump & Mfg. Co. v. California Cedar Products 
Co., 56 App. D. C. 156 [16 T.-M. Rep. 87]. In that case the appellee applied for 
the registration of the mark “Duro” applied to wall board. The business of appellant 
was the manufacture and sale of pumps, etc. 

After quoting at length from the decision in the Simplex case, the Court said: 


It is apparent, from the language already quoted, that the Supreme Court did not 
intend to rule that identity of the descriptive properties of the goods of two parties was con- 
trolling, where one had taken for its mark the distinguishing part of the corporate name 
of the other. This is made even plainer in subsequent language of the court, as follows: 
“There may be, of course, instances where a single word in the corporate name has 
become so identified with the particular corporation that, whenever used, it designates 
to the mind of the public that particular corporation. But here it is not shown that, 
standing alone, the word ‘Simplex’ has that effect; that it is any more calculated to denote 
to the public the defendant corporations than any of the other corporations in the names of 
which it is likewise embodied; or, indeed, that it signifies the appropriation of some 
corporate name, though incapable of exact identification.” 


* * * 


In the present case, when the California Cedar Products Company adopted the word 
“Duro” as its trade-mark, that word had “become so identified with the particular cor- 
poration” (the Duro Company) that, whenever used, it designated to the mind “that 
particular corporation.” While the descriptive properties of the products of the two com- 
panies are technically different, both are used in residences, and under the evidence, we 
are constrained to the view that their concurrent use would tend to confusion of the 
identity of the Duro Company. If the California Cedar Products Company were per- 
mitted to use this mark, which has come to represent the Duro Company and its product 
to the public, other companies likewise might use it, with resultant loss of identity of 
the Duro Company. 


So, in the case at bar, if appellee were permitted to use and register the nota- 
tion “RCA” which has come to represent to the public the appellant Radio Corpora- 
tion of America, other companies likewise might use it upon different products 
with resultant loss of identity of the Radio Corporation of America. 

Appellant is concerned with radios and other radio electrical apparatus. Appellee 
applies its mark to knitted rayon materials. Both radios and knitted rayon materials 
are used in homes, and are often bought by the same class of people. Considering 
the fact that the notation “RCA” has come to be known by the American public as 
meaning “Radio Corporation of America,” it would be very reasonable for pur- 
chasers, upon seeing the “R. C. A.” mark upon knitted rayon materials, to con- 
clude that appellant was engaged in, or was sponsoring, the manufacture of such 
goods. 

Another question is whether the fact that appellant owns several subsidiary 
corporations using as a part of their corporate names the letters “RCA,” brings 
this case within the ruling of the Simplex case that where a common word in a 
corporate name has been used by many corporations as parts of their names, no one 
corporation may properly claim the exclusive use of such word in its corporate 
name. In the Simplex case it was shown that the word “Simplex” did not identify 
any corporation in particular, because it was equally the name of many corpora- 
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tions, also that there had been registered approximately sixty trade-marks con- 
sisting, in whole or in part, of the word “Simplex.” 

In the case at bar, wherever the letters “RCA” are used as a part of the name 
of the appellant’s subsidary, they indicate to the public the name of appellant as 
endorsing or sponsoring the goods of its subsidiary corporations. 

The distinction between the case at bar and the Simplex case in this regard is so 
apparent that it requires no further discussion. 

One other contention of appellee requires brief mention. It placed in the record 
various registrations in which in some form or other the letters “RCA” appeared. 
In only one of them did the unitary notation “RCA” appear, and it appears that 
such registration has been cancelled. 

l | Upon this point the Examiner of Interferences, in his decision, stated: 


The record fails to show, disregarding the unauthorized use of “RCA” as evidenced 
by cancelled Registration No. 270,174, that the unitary notation “RCA” prior to appli- 
cant’s use thereof has been in use by any person other than the opposer and its sub- 
sidiaries, either as a name or trade-mark or as a separable feature thereof. 


The record supports this statement of the Examiner of Interferences. 
Appellant has moved to strike from appellee’s brief the following statement: 


This is denied. This was the act of Opposer’s own reporter who saw fit, for one reason 
or another, to abbreviate for the benefit of this record, the name of the Opposer Com- 
pany. Applicant’s counsel is not responsible for the typing of the records erroneously. 


6 5 allman LD 


Manifestly, appellee may not challenge the correctness of the record by a state- 
ment in his brief and the motion is granted. 

For the reasons herein stated we are of the opinion that the decision of the 
Examiner of Interferences sustaining appellant’s notice of opposition was right, and 
the decision of the Commissioner of Patents appealed from is reversed. 





ISLAND ROAD BOTTLING COMPANY v. DRINK-MOR BEVERAGE 
COMPANY 


United States Court of Customs and Patent Appeals 
January 3, 1944 
Opposition No. 20,266 


TRADE- MARKS—OPppPosITION—Ex Parte Case DuE To Opposer’s FAILURE TO APPEAL. 

An opposition involving right to register the word “Mammy’s” as a trade-mark for malt- 
less beverages and syrups therefor, held to have become ex parte on failure of opposer to 
appeal from the Commissioner’s decision. 

TRADE- MARKS—OPpposITION—“Ma’s” AND “MAM™My’s” For Sort DrInKS—CONFLICTING MARKS. 

The word “Mammy’s” held to be confusingly similar to “Ma’s,” both words being used on 
soft drinks. 

TRADE-MARKS—OPPOSITION—PLEADING AND PRACTICE—OPpPOsER’S FAILURE TO MENTION 
PENDING APPLICATION IN NOTICE. 
The fact that opposer to the registration of the word “Mammy’s” by applicant failed to 


mention in its notice of opposition its then pending application for the registration of the 
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word “Ma’s” for similar goods held to disentitle it to rely on such application on appeal, 
and the commissioner’s decision dismissing the opposition was affirmed. 
TRADE-MaRKS—OPPOSITION—VALIDITY OF APPELLEE'S MARK. 

Appellant’s contention that the registration granted appellee was invalid, because of 
abandonment, was not considered, as the validity of a registered mark may not be challenged 
in an opposition proceeding. 

TRADE-M ARKS—OPPOSITION—PLEADING AND PRACTICE—APPEAL. 

Where applicant in the case at issue appealed to the court for certiorari to correct diminu- 
tion of the record and to have its registration of the mark “Ma’s” included therein, held that, 
inasmuch as the case had become ex parte, appellee was no longer party to the appeal and not 
entitled to make such motion. 

On appeal from a decision of the Commissioner of Patents, dismissing a trade- 
mark opposition. Affirmed. 


Caesar and Rivise (A. D. Caesar of counsel), both of Washington, D. C., for 
appellant. 

W.W. Cochran (R. F. Whitehead of counsel), both of Washington, D. C., for the 
Commissioner of Patents. 


Before GARRETT, Presiding Judge, and BLAND, HaTFIeLp, LENRooT, and JAcK- 
son, Associate Judges. 


GarreTT, Presiding Judge, delivered the opinion of the Court: 


This is an appeal from the decision of the Commissioner of Patents (speaking 
through an assistant commissioner) in a trade-mark registration controversy which 
originated as an opposition proceeding, but which, by reason of the final decision 
of the commissioner, hereinafter stated, and the failure of Drink-Mor Beverage 
Company to appeal, became an ex parte case. See decision of this court in sland 
Road Bottling Co. v. Drink-Mor Beverage Co., 30 C. C. P. A. (Patents) 708, 132 F. 
(2d) 129 [33 T.-M. Rep. 33]. 

The factual aspects of the controversy are somewhat unusual. 

On June 24, 1940, the Island Road Bottling Company filed an application, serial 
No. 433,315, for registration, under the Trade-Mark Registration Act of February 
20, 1905, of the notation ““Mammy’s” as a trade-mark for “nonalcoholic, noncereal, 
maltless beverages sold as soft drinks, and syrups, extracts and flavors used in 
making same,” use of such mark being alleged “since May 1, 1940.” It was pub- 
lished in the Official Gazette of the Patent Office August 13, 1940, and, on Sep- 
tember 12, 1940, Drink-Mor Beverage Company filed notice of opposition to the 
registration so sought. In the notice of opposition no registered mark was pleaded, 
but use and ownership of the notation ““Ma’s” as a trade-mark for goods of the same 
descriptive properties was asserted, use thereof being alleged “continuously since 
long prior to May 1, 1940’—the date claimed by applicant. A specimen label stated 
to represent the form in which the “Ma’s” mark was used was attached to and 
made part of the notice, which notice contained allegations in the usual form respect- 
ing injury to the opposer. 

In its answer to the notice of opposition applicant conceded that the goods of the 
respective parties were of the same descriptive properties but, in effect, denied con- 
fusing similarity as to the marks, likelihood of injury to opposer, etc. An important 
statement in the answer, as the case subsequently developed, read as follows: 
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Applicant denies that the Opposer is using the label attached to the Notice of Oppo- 
sition. On the contrary, Applicant avers on information and belief that Opposer is not 
using and has not used the label attached to the Notice of Opposition. 

















Testimony was taken by both parties, but before considering the testimony it 
is necessary, under the presentation here made, to recite another matter as a part of 
the history of the case. 

It appears from the record that on January 27, 1940, Drink-Mor Beverage Com- 
pany filed an application (serial No. 427,929) for registration of the notation “Ma's” 
as a trade-mark for beverages of the type, or kind, already described, use of same 
being alleged since January 9, 1940. That application antedated the application of 
Island Road Bottling Company here at issue, but no reference was made to it in 
the notice of opposition. To state the matter differently, although opposer had 
pending at the time of filing its notice of opposition an application for registration 
was made to such application in the notice. So, the attention of Island Road Bottling 
Company was not directed to it by the notice. 

The testimony on behalf of Drink-Mor Beverage Company, which appears to 
have been a partnership, was taken December 21, 1940. Among the witnesses 
examined on that date was Isaac Rothstein, one of the partners in the company 
who seems to have been in charge of the company’s plant or plants. He stated, in 
substance that he procured 2,000 labels bearing the imprint “Ma’s Old Fashion 
Root Beer,” and that some 1,200 of those labels were applied to bottles of root beer 
which were shipped to various points during the months of January and February, 
1940, and that after the batch of labels was exhausted during those months he did 
not subsequently bottle any syrup on which labels bearing the ae were applied. 
He was asked by his counsel, “Why not?” and replied: 
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A. Well, there was a dispute came up on that over some opposition there, and before 
we would go ahead and invest any money advertising more labels, we wanted to know where 
we stood. 
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The witness was not cross-examined and the above was the only reference in 
any of the testimony to any “opposition.” However, after the conclusion of all the 
testimony on behalf of Drink-Mor Beverage Company and immediately before the 
certificate of the notary, the following statement appears in the record: 





(Counsel for the opposer and the applicant wish to point out that the matter of opposition 
referred to by the first witness, Isaac Rothstein, was opposition No. 10,869, filed by Chicago 
Distilled Water & Beverage Co., of 2800 North Tamlin Avenue, Chicago, Illinois, against 
application serial number 427929, filed on January 27, 1940, by Drink-Mor Beverage Com- 
pany of Wilkes-Barre, Pa., and published in the Official Gazette of the United States 
Patent Office on April 2, 1940, page 25, column 2.) (Italics ours.) 









The record shows that counsel for Island Road Bottling Company was present 
during the taking of the testimony on behalf of Drink-Mor Beverage Company 
and (although he did not cross-examine any of the witnesses) frequently made 
objection to some of the questions asked certain of them. 

Inasmuch as the parenthetical statement above quoted recited that counsel for 
the opposer and the applicant “wish to point out,” etc., it would seem that Island 
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Road Bottling Company knew on that date (December 21, 1940) of the pendency 
of an opposition to the Drink-Mor Beverage Company’s application. 

On March 19, 1941, subsequent to the closing of the testimony in the instant 
case of (Island Road Bottling Company having completed its testimony in February, 
1941) the Examiner of Interferences dismissed the notice of opposition of Chicago 
Distilled Water & Beverage Company, Inc. (it “having failed to file any testimony 
within the time allowed for that purpose”) to the application of Drink-Mor Bever- 
age Company and adjudged the latter entitled to the registration which it sought. 

The certificate of registration was issued May 20, 1941, which was after the 
time had been set for final hearing of the instant case before the Examiner of 
Interferences on June 11, 1941. 

In the decision of the Examiner of Interferences, rendered June 23, 1941, it was 
stated that a copy of the registration so issued was attached to the brief on behalf 
of Drink-Mor Beverage Company filed before him at the hearing. With respect 
to it be held, in effect, that since no notice was given under Patent Office rule 154 (e) 
of an intention to use the application or the registration resulting therefrom as evi- 
dence, it might not be properly utilized, and so he declined to consider it, but he 
stated : 


Moreover, any prima facie evidence of use of the mark afforded by this registration 
has been overcome by the testimony as heretofore stated. 


In a prior part of his decision the Examiner of Interferences had found from 
the testimony that Drink-Mor Beverage Company had, in January, 1940, procured 
the printing labels bearing the notation “Ma’s,” which labels it had affixed to 
bottled root beer sold by it; that the supply of such labels was soon exhausted and 
no further use of the mark was made after February, 1940, at the time the testimony 
was taken, and that the opposer (Drink-Mor Beverage Company) was not using 
the notation relied upon either at the time it filed the notice of opposition or within 
the seven-month period immediately preceding such time. 

Having so found, the Examiner of Interferences dismissed the notice of oppo- 
sition and held Island Road Bottling Company entitled to the registration which it 
sought. 

Drink-Mor Beverage Company took appeal to the commissioner, alleging, inter 
alia, that the Examiner of Interferences erred in holding that the prima facie evi- 
dence of use of the mark afforded by the registration of May 20, 1941, had been over- 
come by the testimony, and that he erred in not holding that applicant’s mark 
should be refused on that registration. 

In the course of his decision the commissioner, after quoting the statement above 
quoted from the record relative to the application of Drink-Mor Beverage Company 
and the opposition of Chicago Distilled Water & Beverage Company thereto, 
together with rule 154(e), said: 


Clearly, the notice contemplated by Rule 154 (e) is notice of intention to present the 
record or special matter as evidence at the hearing. Although the statement referred to 
identifies the application on which registration No. 387,476 issued I find nothing in the 
statement which serves notice of any intention on the part of either party to offer the 
application in evidence at final hearing. Mere notice of the existence of a record or special 
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matter without notice of intention to use it as evidence is not, in my opinion, a compliance 
with the provisions of Rule 154 (e). Therefore, I consider the examiner to have been 
correct in excluding the registration as evidence in support of the notice of opposition. 

Opposer’s record shows affirmatively that opposer stopped applying the mark to its 
goods and distributing goods with the mark applied thereto after February, 1940, and 
shows no resumption of use of the mark. The notice of opposition was filed September 12, 
1940. Further there is no testimony of any intention to resume use of the mark. Since 
the record shows opposer has not used the mark since February, 1940, and shows no 
intention by opposer of resuming use of the mark, the opposer has failed to establish by 
competent evidence probable damage by registration of applicant’s mark, and for this 
reason the notice of opposition can not be sustained. The Touraine Company v. F. B. 
Washburn Co., 52 App. D. C. 356, 286 Fed. Rep. 1020, 309 O. G. 676. 


However, after the foregoing holding which, in affect, affirmed the decision 
of the Examiner of Interferences, so far as dismissal of the notice of opposition was 
concerned, the commissioner continued : 


Nevertheless, the right of applicant to registration in view of the registration No. 
387,476 issued to opposer must be considered, even though the registration issued after 
the notice of opposition was filed. Sparklets Corporation v. Walter Kidde Sales Com- 
pany, 26 C. C. P. A. 1342, 42 U.S. P. Q. 73, 104 Fed. xx (2d) 396. 


He then held that the marks (‘“Ma’s” and “Mammy’s’”) had “the same sig- 
nificance and considerable similarity in appearance and in sound,” and that their 
concurrent use on identical goods should “be likely to result in confusion and mis- 
take and to deceive purchasers.” 

Then, returning to the registration of May 20, 1941, he said: 


A registration is prima facie evidence of ownership and use of the mark and to my 
mind abandonment by opposer has not been shown. The fact that opposer prosecuted the 
application for this registration successfully through an opposition proceeding and took 
out the registration would seem to indicate that opposer did not intend to abandon the 
mark and offsets any inference to the contrary that might be drawn from opposer’s nonuse 
of the mark after February, 1940. Further ,in my opinion the mere fact that opposer was 
not successful in introducing the registration in evidence does not deprive the registration 
of being prima facie evidence of ownership and use. The registration issued on an appli- 
cation filed prior to the date of first use claimed by applicant of its mark, and in my opinion 
bars the grant of the registration for which applicant has applied. 

In view of the above the decision of the examiner of interferences dismissing the 
notice of opposition is affirmed. His decision adjudging applicant entitled to the registra- 
tion for which it has made application is reversed and it is adjudged, ex parte, that applicant 
is not entitled to the registration for which it has made application. 


So, it appears from the foregoing that, although the notice of opposition was dis- 
missed and Drink-Mor Beverage Company thereby eliminated as a party to the 
case (in the absence of an appeal by it from the judgment of dismissal, which it did 
not take), nevertheless the registration which it had obtained was considered ex parte 
by the commissioner and, in effect, made the basis of his ex parte decision, reversing 
the decision of the Examiner of Interferences, so far as it adjudged the applicant 
entitled to registration of the notation “Mammy’s.” 

After unsuccessfully seeking a rehearing by the commissioner, applicant appealed 
to this court, and a record in which the case naturally was styled as it had been 
considered in the Patent Office was certified to us. 
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After it had been so certified, Drink-Mor Beverage Company, evidently regard- 
ing itself as still being a party, filed application for certiorari to correct diminution 
of the record, seeking to have the certificate of registration of the “Ma’s” mark 
(No. 387,476) included. Upon examining the record, we found upon the facts as 
above recited that it had become, in fact, an ex parte case, and held Drink-Mor 
Beverage Company not to be a party to the appeal “other than in form” and, there- 
fore, not entitled to make the motion respecting diminution of the record or to appear 
in any other respect as a party. Island Road Bottling Co. v. Drink-Mor Beverage 
Co., supra. 

In our decision there we pointed out that the controversy had become one solely 
between appellant, and the Commissioner of Patents representing the public, and 
stated that the Solicitor for the Patent Office should take part in the proceeding, 
representing the commissioner. 

The solicitor did this. Within due time he filed motion to have certificate No. 
387,476 for the notation “Ma’s” made a part of the record. His motion was granted 
by us December 1, 1942, and it became part of the record printed January 26, 1943. 
(It may be said here that we obtained the dates recited as to the filing of the 
application and the issuance of the registration from that document, while the 
information respecting the outcome of the opposition of Chicago Distilled Water & 
Beverage Company, Inc., was obtained from the final decision of the Examiner 
of Interferences in that case, which was a part of the record as originally certified 
tous.) The solicitor, on July 9, 1943, filed a brief in answer to the brief of appellant, 
which had been filed June 21, 1943, and appeared and made oral argument before 
us at the hearing. 

From the facts above recited, it is obvious that the case, as already has been 
stated, presents unusual features. 

As has been indicated, the certificate of registration issued May 20, 1941, to 
Drink-Mor Beverage Company shows that the application for it was filed January 
27, 1940, and that use of the mark (‘‘Ma’s’’) was alleged “since January 9, 1940.” 
So, that application antedated the application of appellant, filed June 24, 1940, and 
the date of beginning use alleged (January 9, 1940) antedated the date of the 
beginning use of ““Mammy’s” alleged by appellant (May 1, 1940). It may be further 
pointed out that at the time of filing the application (January 27, 1940) Drink- 
Mor Beverage Company appears to have been actually using the mark on the labels 
which it had caused to be printed, although a few weeks later it ceased to use it and 
was not using it at the time the notice of opposition was filed, nor at the time the 
certificate was issued, as was found by the tribunals below. 

At this point it is proper to note that the Island Road Bottling Company had 
constructive notice of the application of Drink-Mor Beverage Company by reason 
of the publication in the Official Gazette of April 2, 1940, but obviously Island Road 
Bottling Company had no interest in the matter on that date since its application 
was not filed until June 24, 1940, and no use of the notation ‘““Mammy’s” was claimed 
by it earlier than May 1, 1940. So, the constructive notice afforded by the publica- 
tion has no particular bearing on the case. Island Road Bottling Company, how- 
ever, did have actual notice as early as December 21, 1940, of the pending of the 
application of Drink-Mor Beverage Company and the fact that that application was 
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involved in an opposition proceeding, but, so far as the record discloses, it took no 
action relative thereto. 

It is true, of course, that appellant here had no notice, actual or constructive, of 
the registration of the Drink-Mor Beverage Company’s “Ma’s” mark until after 
the instant case was ready for trial before the Examiner of Interferences, because 
the certificate of registration was not issued until May 20, 1941, and, as has been 
stated, that certificate was given no weight by the tribunals of the Patent Office in 
determining the opposition proceeding. 

The Commissioner did consider it, however, in connection with the determina- 
tion of the case ex parte, and appellant claims that this was error. 

Numerous reasons of appeal were stated in connection with the appeal to us, but 
there was no claim of error respecting the commissioner’s holding to the effect that 
the marks, “Ma’s” and “Mammy’s,” have the same significance and considerable 
similarity in appearance and sound so that, when applied to identical goods, con- 
fusion, mistake, and deception of purchasers would be likely. We, therefore, have no 
occasion to consider or pass upon that question. 

In the final analysis appellant’s claim, in effect, is that use of the ““Ma’s” mark 
was shown by the testimony taken in the opposition proceeding to have been 
abandoned prior to its registration and that, therefore, it was error on the part of 
commissioner to reject its application upon the basis of such registration. 

The brief on behalf of appellant states: 


In view of the facts established by the concurrent decisions of the Examiner of Inter- 
ferences and the Commissioner of Patents, there only remains for consideration the Com- 
missioner’s anomalous holding that, in spite of the fact that Opposer had discontinued use 
of the trade-mark MA’S months before it filed the Notice of Opposition, in spite of the fact 
that Opposer discontinued use of the mark MA’S almost two months before the publica- 
cation date of the application which matured into Certificate No. 387,476, in spite of the 
fact that Opposer had shown no intention of resuming the use of the mark MA’S, in spite 
of the fact that Opposer was not using the trade-mark MA’S when Certificate No. 
387,476 issued and had not been using said trade-mark MA’S during almost the entire 
fifteen month period that the application which matured into said Certificate No. 387,476 
in the Patent Office, and in spite of the fact that said Certificate No. 387,476 was not 
admissible under Rule 154-e, nevertheless said Certificate No. 387,476 was a basis for 
ruling ex parte that the Appellant was not entitled to the registration for which it had 
made application. (Italics quoted.) 


It is then argued that the commissioner’s decision is anomalous and that he made 
inconsistent rulings, basing his decision “on the assumption that a certificate of 
registration is prima facie evidence of ownership and use of a mark and that to his 
mind ‘abandoment by the Opposer had not been shown.’”’ It is contended that the 
prima facie evidence of ownership and use implied in a registered mark is merely 
a rebuttable presumption which can be overcome by competent evidence, and that it 
was overcome in this case by (1) the evidence of an official of Drink-Mor Beverage 
Company who stated that use of the mark “Ma’s” was discontinued about a month 
after the filing of the application for its registration; (2) by the fact that Drink- 
Mor Beverage Company failed to use the mark during substantially the entire 
15-month period prior to the issuance of the certificate of registration, and (3) that 
that concern failed to present evidence of an intention to resume use of the mark. 
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We think it unnecessary to state appellant’s contentions in greater detail. They 
have been very carefully studied and considered together with the authorities cited 
and discussed in appellant’s brief. However forceful its contentions and arguments 
might be were this a cancellation proceeding, we are unable to agree that they are 
applicable here. In the final analysis, appellant’s position is that the registration 
issued to Drink-Mor Beverage Company was invalid at the very time the certificate 
was issued, because use of the mark had been abandoned prior to that time. 

It is well settled by a long line of consistent decisions that the validity of a reg- 
istered mark can not be challenged in an opposition proceeding. In the case of 
Englander, etc. v. Continental Distilling Co., 25 C. C. P. A. (Patents) 1022, 95 F. 
(2d) 320, we cited an extensive list of decisions so holding. The holding grows 
out of the terms of the statute relating to oppositions, by which statute the Patent 
Office and the courts, of course, are bound. See Secions 6 and 7 of Trade-Mark 
Registration Act (15 U. S. C. §§ 86 and 87). 

In its brief and in a supplemental brief filed by permission of the court appellant 
has endeavored to distinguish the instant case from the Englander case, supra, and 
the several cases therein cited. It is true that the facts of this case differ from the 
facts of those cases, but this difference does not, in our opinion, affect the principle 
of law involved. In our decision in the Englander case, supra, after the citation of 
the many prior decisions, we said: 


It was pointed out in our decisions in some of those cases that the Congress specially 
provided, in section 13 of the Trade-Mark Act, supra, for proceedings for the cancellation 
of a trade-mark registration by one who deemed himself injured by such registration, 
and that, if an interested party desired to question the validity of a trade-mark registra- 
tion, he should proceed in accordance with the provisions of that section. 


Certainly, no principle of the trade-mark registration law is better than that the 
validity of a registered mark may not be attacked is an opposition proceeding. 
Whether such an attack might be made in an interference proceeding need not be 
passed upon here because there was no such proceeding in this case. We think it 
obvious that in a case where, as here, the question becomes an ex parte one, the 
testimony taken in an opposition proceeding may not be relied upon to show the 
invalidity of a registered mark. 

We know of no reason why appellant (even after the case had been set for final 
heairng before the Examiner of Interferences) might not, upon learning of the 
issuance of the certificate, properly have requested a continuance and instituted a 
cancellation proceeding under Section 13 (15 U. S. C. § 93) of the Trade-Mark 
Registration Act, and we apprehend that, under the particular facts appearing, such 
an application probably would have been granted and the opposition case suspended 
pending the outcome of a cancellation proceeding. This we say merely to indicate 
that appellant was not without opportunity for remedy if it had a grievance proper 
to be remedied. 

Whatever the possibilities might have been in that regard in this case, however, 
it is clear to us that upon the facts appearing and the law applicable thereunder appel- 
lant may not prevail in this proceeding. 

The decision of the commissioner is affirmed. 
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DECISIONS OF THE COMMISSIONER OF PATENTS 
Act of 1920 


“Active-Service” for shoes descriptive but registrable 


Van ArSDALE, A. C.: Reversed the Examiner of Trade-Marks’ refusal to 
register to Spalsbury Steis Deevers Shoe Company, of Fredericktown, Mo., and 
St. Louis, Mo., a mark “Active-Service” under the act of March 19, 1920, for shoes, 
principally of leather, holding that while the notation “Active-Service” applied to 
shoes is descriptive, nevertheless the use of the notation is not commonplace and 
the mark would be viewed as possessing originality to such an extent that it is 
capable of acquiring secondary significance indicating origin and ownership, and 
therefore may properly be registered under the act of March 19, 1920." 


Cancellation 


Respondent not required to answer interrogatories having ulterior purpose 


Frazer, F. A. C.: Affirmed the action of the Examiner of Interferences as to 
two identical petitions taken in cancellation proceedings brought against Wm. 
Anderson Textile Mfg. Co., Ltd., of New York, N. Y., by McMullen-Leavens 
Company, also of New York, N. Y., refusing to order respondent to answer peti- 
tioner’s interrogatories, the obvious purpose of which was to ascertain whether or 
not there is any factual basis for an allegation of the petitions to cancel relating to 
abandonment of the registered marks. It was held that fishing expeditions of the 
character here proposed have frequently been condemned by the courts, and properly 
so. It was further held that the rulings of the Examiner of Interferences should 
not be disturbed unless it be found that he has been guilty of an abuse of discretion, 
and there is no basis for such a finding in the record of either proceeding.’ 


Conflicting Marks 
“Clear Twist” and “Clear Weave” 


VaN ArspaLe, A. C.: Accorded consideration on the petition of the respon- 
dent, Carson Pirie Scott & Company, of his decision of November 4, 1943 (558 
O. G.—59 U. S. P. Q. 307), but adhered to the holding that the marks “Clear 
Twist” and “Clear-Weave” applied to hosiery are confusingly similar. 

In ruling on respondent’s assertion that the decision is erroneous in sustaining 
the petition for cancellation in the absence of a ruling that petitioner’s mark has been 
shown to have acquired a secondary meaning, it was held that it is sufficient that 
the decision states that petitioner has made trade-mark use of its mark since prior 
to respondent’s use of its mark.® 


1. Ex parte Spalsbury Steis Deevers Shoe Company, Ser. No. 451,093, 166 M. D. 379, Dec. 11, 


2. | caeaaiaais it Company v. Wm. Anderson Textile Mfg. Co., Ltd., Canc. Nos. 4173 
and 4174. 


3. Clear Weave Hosiery Stores, Inc. v. Carson Pirie Scott & Company, Canc. No. 4024. 
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“Ace” and “A. C. E.” 


Frazer, F. A. C.: Affirmed the action of the Examiner of Interferences sus- 
taining the opposition of Sears, Roebuck and Co., of Chicago, IIl., to the application 
of Shoe Lace Company, of Lawrence, Mass., for the registration of the word “Ace” 
as a trade-mark for shoe laces. The opposition was based upon opposer’s prior use 
of the same word, the letters of which are sometimes separated by dots or periods, 
on threads and safety pins. 

It was held that applicant’s goods possess the same descriptive properties as 
those to which opposer originally appropriated the mark. Under such circum- 
stances, the alleged fact that opposer’s goods are sold only through its own stores, 
and are therefore not to be found on the same counters as applicant’s goods, even 
if proved (and it was not), would not preclude the likelihood of confusion as to 
origin. 

Further, on the question of confusion it was ruled that, while evidence of lack 
of confusion may be considered, evidence of actual confusion is not required in 
determining whether there is likelihood of confusion in the use of the contesting trade- 
marks. Notwithstanding the fact that opposer places periods or dots between the 
letters of the word “‘Ace,” so that the three letters might be separately pronounced, 
even so, applicant’s mark would thus be spelled, and it was held that there would be 
no change in significance ; and the difference in appearance is negligible so that the 
two marks are substantially identical, and their concurrent use on the goods indi- 
cated would be likely to confuse the public and to deceive purchasers.* 


“Natural Preserver” and “Arch Preserver” 


VaN ArspaLe, A. C.: Affirmed the action of the Examiner of Trade-Marks 
refusing registration to Irving Shoe Company, of Chicago, IIl., of the mark “Natural 
Preserver” for shoes of leather, or a combination of leather, rubber or fabric, in 
view of two prior registrations of the mark “Arch Preserver” for identical goods. 

After noting that the marks must be considered in their entireties, it was held 
that the Examiner was correct in his view that the concurrent use of the marks on 
identical goods to which they are applied would be likely to cause confusion and 
mistake in the mind of the public and to deceive purchasers.® 


“Pancal” and “Depancol” 


Van ArspA.Le, A. C.: Reversed the action of the Examiner of Trade-Mark 
Interferences who had dismissed the notice of opposition filed by The Maltine Com- 
pany, of New York, N. Y., against the granting of registration to Endo Products, 
Inc., also of New York, N. Y., of the mark “Pancal’” for a preparation of calcium 
pantothenate for deficiencies of pantothenic acid, a member of the vitamin B com- 
plex. The opposition was based on the prior use and registration by opposer of the 
mark “Depancol” for medicinal compound tablets for intestinal disorders. 


4. Sears, Roebuck and Co. v. Shoe Lace Company, Opp’n No. 21,778. 
5. Ex parte Irving Shoe Company, Ser. No. 440,163. 
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It was held that the marks in their entireties are so similar in appearance and in 
sound that notwithstanding the differences in the marks and the per se differences 
in the goods the concurrent use of the marks on the goods to which they are applied 
would be likely to cause confusion and mistake in the minds of the public and to 
deceive purchasers, and the notice of opposition should have been sustained.° 


Conflicting Marks 


“Rynoleum” and “Pineoleum” 


VAN ARSDALE, A. C.: Affirmed the action of the Examiner of Trade-Marks re- 
fusing registration to Harry F. Byrnes, of Springfield, Mass., of a mark consisting 
of the words “Doctor Byrnes Rynoleum’ on a circular background composed of two 
half-circles surrounded by a circular line, for liquid preparations for treatment of 
nose and throat affections, in view of a prior registration issued to another of the 
word “Pineoleum” for preparations in the form of tablets or sprays for use in the 
treatment of the nose and throat and certain named diseases and disorders. 

It was held that these goods are clearly goods of the same descriptive properties 
as the goods for which applicant seeks to register its mark and, although the marks 
must be considered in their entireties, and the words “Doctor Byrnes” and the back- 
ground design of applicant’s mark may not properly be disregarded, even so, the 
word ‘“Rynoleum” is so dominant in applicant’s mark and is so similar to the regis- 
tered mark “Pineoleum’’ in appearance and in sound that the concurrent use of the 
marks on the goods to which they are applied would be likely to cause confusion and 
mistake in the mind of the public and to deceive purchasers.’ 


Descriptive Terms 


Picture of processed lens for lenses 


Frazer, F. A. C.: Affirmed the action of the Examiner of Interferences sus- 
taining the opposition of Bausch & Lomb Optical Company, of Rochester, N. Y., to 
the application of Bruce R. Vent (Temp-R-Lens Corporation, assignee, substituted), 
both of Michigan City, Ind., for registration of an alleged trade-mark for 


toughened spectacle lenses corrected for vision, ¢.g., lenses for rimmed glasses and drilled 
lenses for rimless glasses. 


The mark sought to be registered consists essentially in a design which roughly 
simulates the outline of a four-leaf clover, which, as stated in the application, 


is applied or affixed to the goods, and to the packages containing the same by placing therein 
a printed certificate on which the trade-mark is shown and by forming the trade-mark in 
the goods in such a manner that the mark becomes visible when the goods are viewed 
through polarized light but is not normally visible. 


The opposition was based primarily on the alleged descriptiveness of applicant’s 
mark and the consequent likelihood that opposer, a manufacturer of ophthalmic 


6. The Maltine Company v. Endo Products, Inc., Opp’n No. 21,912. 
7. Ex parte Harry F. Byrnes, Ser. No. 444,437, 166 M. D. 397, January 14, 1944. 
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lenses, including industrial goggle lenses, would be damaged by the proposed reg- 
istration. 

It was held that the mark is substantially a picture of applicant’s processed lens 
as it appears in polarized light and that it is thus descriptive of the goods, and hence 
nonregistrable under the Trade-Mark Act of 1905. 

It was further held that opposer would probably be damaged were applicant 
given the prima facie right of exclusive use that would be afforded by registration 
since no one could practice the process by which the lenses are made without infring- 
ing the trade-mark, so that to register the mark would be in effect to grant a per- 
petual monopoly of the process, and opposer, in common with other manufacturers 
of like goods, is entitled to protection against restraint of this character, whether 
present or prospective.® 


Goods of Different Descriptive Properties 


Automobile anti-freeze compound and pure giycerin and rubbing alcohol 


VAN ArsDALE, A. C.: Affirmed the action of the Examiner of Trade-Mark 
Interferences dismissing the notice of opposition filed by Goldsmith Bros., of 
New York, N. Y., to granting registration to Atlas Supply Company, of Newark, 
N. J., of the mark “Coldex” for automobile antifreeze compound. The opposition 
was based upon prior use and registrations of the mark “Goldex” for many different 
medical and pharmaceautical products, such as aspirin, borax, castor oil, iodine, 
tooth paste, bay rum and vitamin capsules, to mention a few. Included among 
more than fifty of such products named in one of opposer’s registrations of the mark 
“Goldex” are rubbing alcohol and pure glycerin. 

It was held that the Examiner was clearly correct in refusing to consider testi- 
mony taken by opposer to show its prior use of the mark “Goldex” on motor oils 
and waxes, either in support of the notice of opposition or as a possible basis for 
refusing applicant registration ex parte, since the use of the mark on motor oils and 
waxes was not pleaded in the notice of opposition. 

It was further held that the goods named in applicant’s application, namely, 
automobile anti-freeze compound, are not goods of the same descriptive properties 
as either of the pharmaceuticals pure glycerin or rubbing alcohol or any of the other 
goods named in the registrations relied on by opposer or any of the goods on which 
opposer has properly pleaded use of its mark in its notice of opposition.® 


Coin-controlled amusement apparatus and radio telegrams 


Van ArspaLe, A. C.: Affirmed the action of the Examiner of Trade-Mark 
Interferences dismissing the notice of opposition filed by RCA Communications, Inc., 
of New York, N. Y., to granting registration to The Exhibit Supply Company, of 
Chicago, Ill., of the mark “Radiogram” for coin-controlled amusement apparatus. 
The opposition was based upon the use since the year 1921 by opposer and its 
predecessors of the word “Radiogram” to mean a radio telegram. It was stipulated 


8. Bausch & Lomb Optical Company v. Bruce R. Vent (Temp-R-Lens Corporation, Assignee, 
Substituted), Opp’n No. 21,938. 


9. Goldsmith Bros. v. Atlas Supply Company, Opp’n No. 21,611. 
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by the parties that neither opposer nor its predecessors ever adopted or used the 
word ‘“‘Radiogram” upon goods of the same descriptive class as those stated in the 
application of the applicant. 

It was held that the action of the Examiner in dismissing the notice of opposition 
was correct since the parties do not use the word or mark “‘Radiogram” in connection 
with goods of the same descriptive properties. 

After noting that opposer is not entitled as a matter of right to ask that the 
registration be refused on ex parte grounds, it was held that the Examiner properly 
ruled that applicant’s mark when applied to the goods named in the application, is 
not deceptively misdescriptive and that it is not incapable of functioning as a trade- 
mark.”® 


Goods of Same Descriptive Properties 


Benzol, toluol and solvent naphtha and gasoline 


VAN ArsDALE, A. C.: Affirmed the action of the Examiner of Trade-Mark 
Interferences sustaining the notice of opposition filed by Standard Oil Company of 
New Jersey, Wilmington, Del., and New York, N. Y., to granting registration to 
American Tar Company, of Spokane and Seattle, Wash., of the mark “Atco” in 
association with the representation of a sailor carrying mop and pail, for copper 
oleate, coperlineum, specification creosote, commercial creosote oil, light creosote 
oil, benzol, toluol and solvent naphtha. The opposition was based on opposer’s 


ownership of prior registration of the marks “Acto” and “Actol” for refined, 
semi-refined and unrefined oils and greases made from petroleum both with and 
without admixture of animal, vegetable, or mineral substances for illuminating, 
burning, power, fuel and lubricating purposes and lubricating greases. Opposer 
also presented testimony establishing its prior use of the marks on white petroleum 
mineral oil, gasoline, and lubricating oils specifically. 

It was held that the dominating feature of applicant’s mark is the word “Atco” 
and this is so similar in appearance and in sound to opposer’s marks “‘Acto” and 
“Actol” that the determining factor here is whether any of the goods named in 
applicant’s application are goods of the same descriptive properties as any of the 
goods named in opposer’s registrations of record herein. 

Noting that the testimony and proofs are silent as to whether gasoline or any 
of the products named in opposer’s registrations are goods of the same class or have 
the same or similar properties in any respect as benzol, toluol or solvent naphtha, 
except possibly that all the products are liquids and are sold in cans and barrels, the 
Assistant Commissioner indicated that, if only the question of opposer’s likelihood 
of being damaged were here involved, he would be very loath to volunteer facts 
not mentioned in the record, but since the question of applicant’s right to registra- 
tion of any ground that might properly be considered in an ex parte proceeding for 
the registration, the Assistant Commissioner took judicial notice of the fact, as indi- 


10. RCA Communications, Inc. v. The Exhibit Supply Company, Opp’n No. 22,089, 166 M. D. 
406, January 29, 1944. 
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lenses, including industrial goggle lenses, would be damaged by the proposed reg- 
istration. 

It was held that the mark is substantially a picture of applicant’s processed lens 
as it appears in polarized light and that it is thus descriptive of the goods, and hence 
nonregistrable under the Trade-Mark Act of 1905. 

It was further held that opposer would probably be damaged were applicant 
given the prima facie right of exclusive use that would be afforded by registration 
since no one could practice the process by which the lenses are made without infring- 
ing the trade-mark, so that to register the mark would be in effect to grant a per- 
petual monopoly of the process, and opposer, in common with other manufacturers 
of like goods, is entitled to protection against restraint of this character, whether 
present or prospective.® 


Goods of Different Descriptive Properties 


Automobile anti-freeze compound and pure glycerin and rubbing alcohol 


Van ArspDALE, A. C.: Affirmed the action of the Examiner of Trade-Mark 
Interferences dismissing the notice of opposition filed by Goldsmith Bros., of 
New York, N. Y., to granting registration to Atlas Supply Company, of Newark, 
N. J., of the mark “Coldex” for automobile antifreeze compound. The opposition 
was based upon prior use and registrations of the mark “Goldex” for many different 
medical and pharmaceautical products, such as aspirin, borax, castor oil, iodine, 
tooth paste, bay rum and vitamin capsules, to mention a few. Included among 
more than fifty of such products named in one of opposer’s registrations of the mark 
“Goldex” are rubbing alcohol and pure glycerin. 

It was held that the Examiner was clearly correct in refusing to consider testi- 
mony taken by opposer to show its prior use of the mark “Goldex” on motor oils 
and waxes, either in support of the notice of opposition or as a possible basis for 
refusing applicant registration ex parte, since the use of the mark on motor oils and 
waxes was not pleaded in the notice of opposition. 

It was further held that the goods named in applicant’s application, namely, 
automobile anti-freeze compound, are not goods of the same descriptive properties 
as either of the pharmaceuticals pure glycerin or rubbing alcohol or any of the other 
goods named in the registrations relied on by opposer or any of the goods on which 
opposer has properly pleaded use of its mark in its notice of opposition.® 


Coin-controlled amusement apparatus and radio telegrams 


VAN ArRSDALE, A. C.: Affirmed the action of the Examiner of Trade-Mark 
Interferences dismissing the notice of opposition filed by RCA Communications, Inc., 
of New York, N. Y., to granting registration to The Exhibit Supply Company, of 
Chicago, IIl., of the mark “Radiogram” for coin-controlled amusement apparatus. 
The opposition was based upon the use since the year 1921 by opposer and its 
predecessors of the word “Radiogram” to mean a radio telegram. It was stipulated 


8. Bausch & Lomb Optical Company v. Bruce R. Vent (Temp-R-Lens Corporation, Assignee, 
Substituted), Opp’n No. 21,938. 


9. Goldsmith Bros. v. Atlas Supply Company, Opp’n No. 21,611. 
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by the parties that neither opposer nor its predecessors ever adopted or used the 
word “Radiogram” upon goods of the same descriptive class as those stated in the 
application of the applicant. 

It was held that the action of the Examiner in dismissing the notice of opposition 
was correct since the parties do not use the word or mark “‘Radiogram” in connection 
with goods of the same descriptive properties. 

After noting that opposer is not entitled as a matter of right to ask that the 
registration be refused on ex parte grounds, it was held that the Examiner properly 
ruled that applicant’s mark when applied to the goods named in the application, is 
not deceptively misdescriptive and that it is not incapable of functioning as a trade- 
mark.”® 


Goods of Same Descriptive Properties 


Benzol, toluol and solvent naphtha and gasoline 


Van Arspace, A. C.: Affirmed the action of the Examiner of Trade-Mark 
Interferences sustaining the notice of opposition filed by Standard Oil Company of 
New Jersey, Wilmington, Del., and New York, N. Y., to granting registration to 
American Tar Company, of Spokane and Seattle, Wash., of the mark “Atco” in 
association with the representation of a sailor carrying mop and pail, for copper 
oleate, coperlineum, specification creosote, commercial creosote oil, light creosote 
oil, benzol, toluol and solvent naphtha. The opposition was based on opposer’s 


ownership of prior registration of the marks “Acto” and “Actol” for refined, 
semi-refined and unrefined oils and greases made from petroleum both with and 
without admixture of animal, vegetable, or mineral substances for illuminating, 
burning, power, fuel and lubricating purposes and lubricating greases. Opposer 
also presented testimony establishing its prior use of the marks on white petroleum 
mineral oil, gasoline, and lubricating oils specifically. 

It was held that the dominating feature of applicant’s mark is the word “Atco” 
and this is so similar in appearance and in sound to opposer’s marks “‘Acto” and 
“Actol” that the determining factor here is whether any of the goods named in 
applicant’s application are goods of the same descriptive properties as any of the 
goods named in opposer’s registrations of record herein. 

Noting that the testimony and proofs are silent as to whether gasoline or any 
of the products named in opposer’s registrations are goods of the same class or have 
the same or similar properties in any respect as benzol, toluol or solvent naphtha, 
except possibly that all the products are liquids and are sold in cans and barrels, the 
Assistant Commissioner indicated that, if only the question of opposer’s likelihood 
of being damaged were here involved, he would be very loath to volunteer facts 
not mentioned in the record, but since the question of applicant’s right to registra- 
tion of any ground that might properly be considered in an ex parte proceeding for 
the registration, the Assistant Commissioner took judicial notice of the fact, as indi- 


10. RCA Communications, Inc. v. The Exhibit Supply Company, Opp’n No. 22,089, 166 M. D. 
406, January 29, 1944. 
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cated in Webster’s New International Dictionary, second edition, 1940, that gasoline, 
benzol, and solvent naphtha are all liquid hydrocarbon distillates and are used as 
fuels, and as industrial solvents and as cleaning fluids, and that all these products 
are closely related in chemical structure. In view of this, it was held that benzol, 
toluol and solvent naphtha are so similar to gasoline as to be goods of the same 
descriptive properties as gasoline notwithstanding the differences noted in the testi- 
mony filed by the parties. 

In ruling upon applicant’s assertion that the decision should not be limited to con- 
sideration of only a few of the goods named in the opposed application, but that 
each of the different goods named therein should be considered and discussed cate- 
gorically, it was noted that applicant has here only a single application which is 
opposed, so that the question of what effect an amendment of the statement of goods 
would have on its allowability is not involved. It was held that for the purpose of 
this decision it is sufficient that certain of the goods involved in the opposed applica- 
tion are goods of the same descriptive properties as goods embraced by the registra- 
tions relied on by opposer.” 


No Trade-Mark Use 


“Vapor-Phase” on cooling unit for interval combustion engines 


VaN ArspALeE, A. C.: Affirmed the action of the Examiner of Trade-Marks 
refusing registration to Pacific Enterprise Products, Inc., of Los Angeles, Calif., 
under the act of March 19, 1920, of the word “Vapor-Phase” as a trade-mark for 
cooling units for internal combustion engines, on the ground that the word identifies 
merely the type of the equipment and is devoid of trade-mark significances. It was 
held that the expression “Vapor-Phase” applied to the type of cooling system 
developed by applicant and to cooling units suitable to that type of system merely 
identifies the type of system and merely describes the cooling units as being designed 
for and suited to that type of cooling system without indicating any particular source 
of origin of the equipment, so that the expression sought to be registered has no 
trade-mark significance when applied to such equipment.” 


Opposition 


Who may oppose? 


Van ArSDALE, A. C.: Affirmed the action of the Examiner of Trade-Mark 
Interferences sustaining the notice of opposition filed by Ward Manufacturing Co., 
Inc., of North Arlington, N. J., to granting registration to Emanuel Pappert, of 
Flushing, Long Island, N. Y., of the mark ““Nuvue”’ for spectacle frames. 

It appears that applicant originated and secured design patents on certain designs 
of spectacle frames, and for a time sold such spectacle frames in his own business 
under the trade-mark “Nuvue,” which he also had originated. Later, but prior to 


11. Standard Oil Company of New Jersey v. American Tar Company, Opp’n No. 21,955, 
166 M. D. 386, Dec. 23, 1943. 


12. Ex parte Pacific Enterprises Products, Inc., Ser. No. 438,897, 166 M. D. 385, Dec. 20, 
1943. 
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the filing of the application here opposed, applicant licensed opposer to manufacture 
and sell spectacle frames under the patents. The arrangement initially was a verbal 
one but later was reduced to writing and is terminable on notice. In connection 
with the arrangement applicant has been soliciting and securing for opposer orders 
for the spectacle frames under the trade-mark “Nuvue” and opposer has been manu- 
facturing and selling the frames under that mark. This situation existed at the time 
the application here opposed was filed and still maintains. Under these circum- 
stances, it was held that applicant is estopped from claiming the right of registration 
of the mark and opposer would be damaged by such registration at least during the 
continuation of the arrangement now maintaining between the parties.” 


Petition to dismiss after deletion of certain goods refused 


VaN ArspaLe, A. C.: Denied a petition by appellant, American Tar Company, 
after the tender of an amendment to its application deleting therefrom certain goods 
named therein, requesting that the opposition (sustained by decision in 558 O. G. 
509), be dismissed and the application be reconsidered in the amended form. It was 
held that the procedure proposed by petitioner in effect contemplates permitting piece- 
meal prosecution of an application through opposition proceedings, because, upon 
the passage of the amended application to publication renewed or further opposition 
might be forthcoming and in addition it is the practice of the Office not to permit 
such amendment at the present stage of the case.” 


Opposition sustained in absence of proof of error 


Frazer, F. A. C.: Affirmed the action of the Examiner of Interferences sus- 
taining the opposition in the opposition proceeding involving The Wm. S. Merrell 
Company, of Cincinnati, Ohio, and Thos. Leeming & Co., Inc., of New York, N. Y., 
since, although the party Thos. Leeming & Co., Inc., appealed, it neither filed a brief 
nor appeared for oral argument and the record was held to disclose no manifest error 
in the decision from which appeal was taken.” 


O pposition—Reconsideration 
“Breakfast Bread” held descriptive of bread 


VAN ArsDALE, A. C.: Passed upon a petition by The Dobeckmun Company, of 
Cleveland, Ohio, for reconsideration of his decision of May 1, 1943 (551 O. G. 736). 

The complete decision of the Assistant Commissioner upon the petition for 
reconsideration reads as follows: 


Applicant requests reconsideration of my decision of May 1, 1943, contending princi- 
pally that the word “breakfast” as applied to bread is not descriptive but is merely sug- 


13. Ward Manufacturing Co., Inc. v. Emanuel Pappert, Opp’n No. 22,087, 166 M. D. 404, 
January 28, 1944. 

14. Standard Oil Company of New Jersey v. American Tar Company, Opp’n No. 21,955, 166 
M. D. 403, January 27, 1944. 

15. The Wm. S. Merrell Company v. Thos. Leeming & Co., Inc., Opp’n No. 22,196, 166 M. D. 
392, January 7, 1944. 
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gestive of one manner of using the bread, and therefore the expression “Breakfast Bread” 
is not descriptive of the bread for which the bread wrappers are intended and consequently 
does not declare the intended purpose or function of the empty bread wrappers to which 
the expression is applied. 

I am unable to follow applicant’s contention. To my mind the expression “Breakfast 
Bread” names a definite commodity and applied to the empty bread wrappers would be 
understood to describe the wrappers as suitable for wrapping breakfast bread and to mean 
that the intended purpose and function of the wrappers is to cover and to protect such 
bread. 

Reconsideration has been accorded but the previous decision is believed to be correct 
and is adhered to. 

The request for reconsideration is granted to the extent indicated above.'® 


Reply briefs not accepted in trade-mark appeals 


VaN ArsDALE, A. C.: Passed upon a petition by La Choy Food Products, Inc., 
of Detroit, Michigan, for reconsideration of his decision of May 13, 1943 (551 O. G. 
739). 


The complete decision of the Assistant Commissioner upon the petition for 
reconsideration reads as follows: 


Applicant petitions for reconsideration of my decision of May 13, 1943, both as to sus- 
taining the notice of opposition and as to the granting of appellee’s motion to strike appel- 
lant’s reply brief. 

Applicant contends that the decision does not give due and proper weight to applicant’s 
registration of the mark “Beanut Butter” for peanut and soy bean butter and is wrong in 
comparing the marks in their entireties instead of disregarding entirely the portions “nut” 
which applicant contends are merely descriptive of the products to which the marks are 
applied. 

In my opinion the word “nut” is not descriptive of the goods to which the marks are 
applied, and after careful consideration of the present petition and the brief filed therewith 
and the authorities cited therein it is still my opinion that there is no error in the previous 
decision with regard to sustaining the notice of opposition for the reasons stated in the 
decision. 

As to the reply brief, it was not received in time to be available at the hearing of the 
appeal or to have a copy placed in the hands of appellee’s attorney until after the hearing. 
In view of the late filing of the brief and the fact that reply briefs are not ordinarily 
accepted in trade-mark appeals, the granting of the motion to strike is believed to have 
been proper. 

Reconsideration is granted but the previous decision is believed to be correct and is 
adhered to.!7 


16. Ex parte The Dobeckmun Company, Ser. No. 441,353, 166 M. D. 206, June 10, 1943. 
17. Beech-Nut Packing Company v. La Choy Food Products, Inc., Opp’n No. 21,534, 166 
M. D. 207, June 11, 1943. 
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PART II 


FALSTAFF BREWING v. LEMP BREWING COMPANY 
United States Circuit Court of Appeals, Seventh Circuit 
December 23, 1943 


TRADE-MaARKS AND LAaBELS—SHIELD Devices DIFFERING IN TyPE—NoN-COoNFLICTING MARKS. 
A shield of symmetrical design, having two rounded notches on each side and a lion’s head 
above it, and a diagonal band bearing the word “Lemp,” held not to be confusingly similar 
to a beveled asymmetrical shield, with a rounded notch in the upper right hand portion, with 
diagonal band and dissimilar outline, balance, tops, sides, bottoms and ornamentations. 
Unrarir CoMPETITION—“LEMP” ON BEER 
Where appellee, which put out beer bearing the name “Lemp” and a shield device, sold 
its shield marks to appellant, which agreed not to use “Lemp,” appellee was not enjoined 
from using dissimilar shield mark with the name “Lemp,” although it alleged that said name 
had become associated with the shield by the public. 


In equity. Action for trade-mark infringement and unfair competition. Appeal 
from the District Court, Eastern District of Illinois. From decree for defendant, 
plaintiff appeals. Affirmed. For opinion below see 42 T.-M. Rep. 141. 


Bruce A. Campbell and Roland H. Wiechert, both of East St. Louis, Ill., and Joseph 
J. Gravely, St. Louis, Mo., for appellant. 

John D. Ripley, St. Louis, Mo., and Arthur R. Felsen, East St. Louis, IIl., for 
appellee. 


Before Sparxs, Major and Minton, Circuit Judges. 
Sparks, Circuit Judge: 


The plaintiff appeals from a decree dismissing its bill of complaint for want of 
equity. The bill charged trade-mark infringement and unfair competition and 
sought an injunction, accounting, damages and other relief. 

The trade-marks sued upon are for a distinctive type of shield. No. 40,949 was 
registered in 1903 by the Wm. J. Lemp Brewing Company for the outline of the 
shield, to be used for the marking of containers for malt liquors manufactured and 
sold by that company. No. 40,948, registered on the same day, was for a beveled 
shield of the same outline as that of No. 40,949, having a wide white band extending 
across the field, diagonally upward from left to right. The field under this band 
was divided diagonally, with the lower portion black, and the upper portion bronze. 
The shield outline was asymmetrical and had a deep rounded notch in the upper 
righthand portion. 

The two shield trade-marks, together with a third trade-mark, for the word ‘Fal- 
staff,” registered in 1902 by the Lemp Company, were extensively used by the 
Wm. J. Lemp Brewing Company of St. Louis in connection with its business of 
manufacturing and selling malt liquors until the adoption of the Eighteenth Amend- 
ment, after which the brewery was closed. Thereafter the Lemp Company, in 1921, 
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sold and assigned the three trade-marks to the Falstaff Corporation, organized at 
that time. The bill of sale provided that neither the name “Lemp” nor the name 
“Wm. J. Lemp Brewing Company” was included in the assignment, and the Falstaff 
Corporation agreed that it would never use either of those names in connection with 
its business. The Wm. J. Lemp Brewing Company was dissolved after the assign- 
ment. 

The Falstaff Corporation used the trade-marks in connection with the manu- 
facture and sale of soft drinks until February, 1933, when appellant, the Falstaff 
Brewing Corporation, acquired the entire business and good-will of the former cor- 
poration, and the trade-marks. Since the repeal of Prohibition, appellant has used 
its trade-marks in connection with its business of manufacturing and selling malt 
liquors. 

The William J. Lemp Brewing Company was incorporated in Missouri in 1932, 
one of its incorporators being Wm. J. Lemp III, a great grandson of the founder 
of the business of the original Lemp corporation. Neither Lemp III nor the com- 
pany has ever engaged in the brewing or sale of beer. In 1939, they entered into an 
agreement with Central Breweries, Inc., which was engaged in manufacturing and 
selling beer, under the terms of which the latter corporation was permitted to use 
the Lemp name, and agreed to pay certain specified royalties for all beer sold under 
that name. Pursuant to this agreement, the Central corporation changed its name 
to William J. Lemp Brewing Company, which company was adjudicated a bankrupt 
in 1941. By purchase from the purchaser at a bankruptcy sale, the personal property 
of the bankrupt, including machinery, equipment and trade-marks, became the 
property of appellee, the Lemp Brewing Company. None of its officers was named 
Lemp or ever had any connection with the original Lemp Company, and it is making 
the payments provided for by the agreement of 1939 to the Lemp Company or- 
ganized in 1932. 

In 1942, appellee began to use a shield design in connection with the sale of its 
beer, and it is this shield which appellant contends infringes its trade-marks. The 
shield is, in appearance, quite different from that covered by the trade-marks alleged 
to be infringed. Instead of the asymmetric outline, appellee’s shield is a symmetrical 
design, having two rounded notches on each side, and, in at least one form, a lion’s 
head above it. This shield also has a diagonal band across it, carrying the name 
“Lemp.” 

The District Court found that appellee’s label had no confusing similarity in 
memory or otherwise to appellant’s labels or to the registered trade-marks as used 
by appellant, stating, “The outline and balance of the two are dissimilar ; the tops, 
sides and bottoms are dissimilar ; and the ornamentations are dissimilar. Both have 
white panels across them inclining upwardly from left to right, and both have 
bronze edges. There is a striking difference in the impression made by the panels, 
coloring and edging, as used in the two shields.” 

We agree with the finding of the court that there is no deceptive similarity be- 
tween the shields. We also agree with its holding that appellee was guilty of no 
deceptive practices in the sale of its product, and did no palming off. 
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PART II 


FALSTAFF BREWING v. LEMP BREWING COMPANY 
United States Circuit Court of Appeals, Seventh Circuit 
December 23, 1943 


TrADE-MaARKS AND LABELS—SHIELD Devices DIFFERING IN TyPE—NoN-COoNFLICTING MARKS. 
A shield of symmetrical design, having two rounded notches on each side and a lion’s head 
above it, and a diagonal band bearing the word “Lemp,” held not to be confusingly similar 
to a beveled asymmetrical shield, with a rounded notch in the upper right hand portion, with 
diagonal band and dissimilar outline, balance, tops, sides, bottoms and ornamentations. 
UnrFrair CoMPETITION—“LEMP” ON BEER 
Where appellee, which put out beer bearing the name “Lemp” and a shield device, sold 
its shield marks to appellant, which agreed not to use “Lemp,” appellee was not enjoined 
from using dissimilar shield mark with the name “Lemp,” although it alleged that said name 
had become associated with the shield by the public. 


In equity. Action for trade-mark infringement and unfair competition. Appeal 
from the District Court, Eastern District of Illinois. From decree for defendant, 
plaintiff appeals. Affirmed. For opinion below see 42 T.-M. Rep. 141. 


Bruce A. Campbell and Roland H. Wiechert, both of East St. Louis, Ill., and Joseph 
J. Gravely, St. Louis, Mo., for appellant. 

John D. Ripley, St. Louis, Mo., and Arthur R. Felsen, East St. Louis, Ill., for 
appellee. 


Before Sparks, Major and Minton, Circuit Judges. 
Sparks, Circuit Judge: 


The plaintiff appeals from a decree dismissing its bill of complaint for want of 
equity. The bill charged trade-mark infringement and unfair competition and 
sought an injunction, accounting, damages and other relief. 

The trade-marks sued upon are for a distinctive type of shield. No. 40,949 was 
registered in 1903 by the Wm. J. Lemp Brewing Company for the outline of the 
shield, to be used for the marking of containers for malt liquors manufactured and 
sold by that company. No. 40,948, registered on the same day, was for a beveled 
shield of the same outline as that of No. 40,949, having a wide white band extending 
across the field, diagonally upward from left to right. The field under this band 
was divided diagonally, with the lower portion black, and the upper portion bronze. 
The shield outline was asymmetrical and had a deep rounded notch in the upper 
righthand portion. 

The two shield trade-marks, together with a third trade-mark, for the word “Fal- 
staff,” registered in 1902 by the Lemp Company, were extensively used by the 
Wm. J. Lemp Brewing Company of St. Louis in connection with its business of 
manufacturing and selling malt liquors until the adoption of the Eighteenth Amend- 
ment, after which the brewery was closed. Thereafter the Lemp Company, in 1921, 
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sold and assigned the three trade-marks to the Falstaff Corporation, organized at 
that time. The bill of sale provided that neither the name “Lemp” nor the name 
“Wm. J. Lemp Brewing Company” was included in the assignment, and the Falstaff 
Corporation agreed that it would never use either of those names in connection with 
its business. The Wm. J. Lemp Brewing Company was dissolved after the assign- 
ment. 

The Falstaff Corporation used the trade-marks in connection with the manu- 
facture and sale of soft drinks until February, 1933, when appellant, the Falstaff 
Brewing Corporation, acquired the entire business and good-will of the former cor- 
poration, and the trade-marks. Since the repeal of Prohibition, appellant has used 
its trade-marks in connection with its business of manufacturing and selling malt 
liquors. 

The William J. Lemp Brewing Company was incorporated in Missouri in 1932, 
one of its incorporators being Wm. J. Lemp III, a great grandson of the founder 
of the business of the original Lemp corporation. Neither Lemp III nor the com- 
pany has ever engaged in the brewing or sale of beer. In 1939, they entered into an 
agreement with Central Breweries, Inc., which was engaged in manufacturing and 
selling beer, under the terms of which the latter corporation was permitted to use 
the Lemp name, and agreed to pay certain specified royalties for all beer sold under 
that name. Pursuant to this agreement, the Central corporation changed its name 
to William J. Lemp Brewing Company, which company was adjudicated a bankrupt 
in 1941. By purchase from the purchaser at a bankruptcy sale, the personal property 
of the bankrupt, including machinery, equipment and trade-marks, became the 
property of appellee, the Lemp Brewing Company. None of its officers was named 
Lemp or ever had any connection with the original Lemp Company, and it is making 
the payments provided for by the agreement of 1939 to the Lemp Company or- 
ganized in 1932. 

In 1942, appellee began to use a shield design in connection with the sale of its 
beer, and it is this shield which appellant contends infringes its trade-marks. The 
shield is, in appearance, quite different from that covered by the trade-marks alleged 
to be infringed. Instead of the asymmetric outline, appellee’s shield is a symmetrical 
design, having two rounded notches on each side, and, in at least one form, a lion’s 
head above it. This shield also has a diagonal band across it, carrying the name 
“Lemp.” 

The District Court found that appellee’s label had no confusing similarity in 
memory or otherwise to appellant’s labels or to the registered trade-marks as used 
by appellant, stating, ““The outline and balance of the two are dissimilar ; the tops, 
sides and bottoms are dissimilar ; and the ornamentations are dissimilar. Both have 
white panels across them inclining upwardly from left to right, and both have 
bronze edges. There is a striking difference in the impression made by the panels, 
coloring and edging, as used in the two shields.” 

We agree with the finding of the court that there is no deceptive similarity be- 
tween the shields. We also agree with its holding that appellee was guilty of no 
deceptive practices in the sale of its product, and did no palming off. 
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Appellant contends that because the shield trade-mark was used by the original 
Lemp Company, not only with the trade-mark, “Falstaff” thereon, but also with 
“Lemp” and other marks in the same relation to the shield that “Falstaff’’ has to 
its shield, the name of “Lemp” became associated with a shield generally in the 
minds of the beer-purchasing public, particularly if located on a slanting panel. 
Hence it argues that since it purchased the “Falstaff’’ and shield trade-marks and 
the good-will of the business appurtenant thereto, anyone using “Lemp” on beer is 
under a special responsibility to avoid the use of a shield in connection with “Lemp.” 
The effect of this theory would be to impose a limitation upon the Lemp Company 
to which no other competitor is subject, and to deprive the Lemp Company of the 
right to use any shield in connection with the sale of its product. The District Court 
called this “an extreme position,” and we agree with this designation. We find 
nothing in the historical background of the two companies to support appellant’s 
contention. All that the Falstaff Company purchased from the original Lemp Com- 
pany was the three trade-marks covering the name Falstaff and the two forms of the 
shield as registered. This did not entitle it to extend its use of those shields to pro- 
tect it from competition from all other shields used by appellee or others unless such 
shields were deceptively similar, which appellee’s are not. 

We find no error in the decision of the District Court, and the decree is affirmed. 





DWINELL-WRIGHT v. NATIONAL FRUIT PRODUCT COMPANY ert At. 
United States Circuit Court of Appeals, First Circuit 
February 2, 1944 


TRADE-MARK INFRINGEMENT—SUITS—]J URISDICTION. 

On the question of infringement of registered marks the applicable law is federal statutory 

law, and where this is silent or ambiguous, federal case law applies. 
TRADE-MARK INFRINGEMENT—TEST. 

The basic test of trade-mark infringement is whether the goods of the alleged infringer 
would be supposed by the kind of people who purchase them to emanate from the same source 
as the goods of complainant. 

TRADE-MARK INFRINGEMENT—CONFUSION OF PURCHASERS—“STRONG” VERSUS “WEAK” Marks. 

An important consideration in cases of alleged infringement is whether the mark is “strong” 
(arbitrary) mark or a “weak” (common) mark, as purchasers are more likely to associate 
goods sold under a strong mark with the same manufacturer than they are more closely 
related goods sold under a weak mark. 

TRADE-MARK INFRINGEMENT—FRUIT AND VEGETABLE JUICE AND ORANGE AND GRAPEFRUIT 
Jurce—Goops or SAME DESCRIPTIVE PROPERTIES. 

Fruit and vegetable juices, particularly prune and apple juice, are of the same descriptive 

properties as orange and grapefruit juice. 
TRADE-MARK INFRINGEMENT—COFFEE AND TEA AND FRUIT AND VEGETABLE JUICES—Goops OF 
DIFFERENT DESCRIPTIVE PROPERTIES. 
Tea and coffee held to be of different descriptive properties from fruit and vegetable juices. 
TRADE-MARK INFRINGEMENT—“WHITE House” AND Picture OF SAMEB—EFFECT OF COMMON 
UsE. 

The use by appellant on its coffee and tea of a mark consisting of the words and symbol of 

the “White House,” for which it had obtained three registrations, held not to infringe 
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appellee’s right to use the same words and symbol as a trade-mark for vegetable and fruit 
juices, inasmuch as the mark in question had been registered 73 times by others, and, because 
of its patriotic and honorific significance, constituted a “weak” mark. 


In equity. Action for trade-mark infringement in which the defendant counter- 
claimed for trade-mark infringement. From decree for plaintiff, defendant appeals. 
Affirmed. For decision below, see 32 T.-M. Rep., 516. 


Edward G. Fenwick, Charles R. Fenwick, and Mason, Fenwick & Lawrence, all of 
Washington, D. C., and Simon P. Townsend and Choate, Hall & Stewart, both 
of Boston, Mass., for appellant. 


Clarence B. Des Jardins, Cincinnati, O., and Gilman P. Welsh and Harwood & 
Welsh, both of Boston, Mass., for appellee. 


Before MAHONEY and Woopsvury, Circuit Judges, and HEALEy, District Judge. 


Woopnsury, Circuit Judge: 


This is an appeal by the defendant in a suit for trade-mark infringement and 
unfair competition from so much of a decree of the District Court of the United 
States for the District of Massachusetts as (1) enjoins it from making any further 
use of the trade-mark ‘““White House,” whether accompanied by a representation of 
the Executive Mansion or not, in connection with the sale of fruit or vegetable juices 
for food purposes, and (2) dismisses its counterclaim in which it charged the plain- 
tiff with trade-mark infringement. 

The plaintiff-appellee, National Fruit Product Company, Inc., a Virginia cor- 
poration, is the owner of five registrations’ of the trade-mark “White House,” either 
standing alone or accompanied by a representation of the Executive Mansion, 
covering a line of fruit (principally apple) and some vegetable products and juices. 
The defendant-appellant, Dwinell-Wright Company, a Massachusetts corporation, is 
the owner of three registrations’ of the same trade-mark covering tea, coffee and 
salted peanuts. 

In May, 1941, the defendant added to its line of coffee, tea and salted peanuts a 
blend of canned orange and grapefruit juice which it marketed under the trade- 
mark “White House” and thereupon the plaintiff brought the instant suit in which 
it charged that the defendant by so doing had begun to infringe its trade-mark and 


No. Date Particular Description of Goods to Which 
Trade-Mark Appropriated 
Renewed 104,641 June 8, 1915 Apple cider vinegar 
Renewed 121,723 May 21, 1918 Apple cider 
299,846 Dec. 27, 1932 Apple products, namely canned apples, apple jelly, 
apple jam, marmalade, apple-sauce, vinegar and 
table apples, and apple butter. 
316,305 Aug. 21, 1934 Canned fruits, fruit jellies, fruit marmalades, fruit 


preserves, evaporated apples, fruit pectin, and 
distilled vinegar. 
336,489 July 7, 1936 Fruit and vegetable juices for food purposes 


No. Date Particular Description of Goods to Which Trade- 


Mark Appropriated 
Renewed 77,624 Apr. 26, 1910 Tea 
Renewed 77,625 Apr. 26, 1910 Coffee 
388,899 July 15, 1941 Salted peanuts 
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to compete unfairly*® with it. The defendant answered denying these charges and 
filed a counterclaim in which it charged that the plaintiff had been infringing its 
trade-mark ever since it began to use “White House” on its line of products. 

In its counterclaim the defendant did not charge the plaintiff with unfair com- 
petition. Neither party alleges that the other has abandoned its use of the disputed 
mark on the products listed in footnotes 1 and 2 above, or denies that the other is 
engaged in interstate commerce. The facts necessary to sustain federal jurisdiction 
over both the suit and the counterclaim on the ground of diversity of citizenship and 
amount in controversy are admitted and have been found by the court below. 

After full hearing the district court found that the fruit and vegetable juices 
marketed by the plaintiff are not merchandise of substantially the same descriptive 
properties as the tea, coffee and salted peanuts marketed by the defendant and that 
there is no substantial likelihood that the plaintiff’s fruit and vegetable juices would 
be regarded by prospective purchasers as coming from the same source as the above 
listed goods of the defendant. But it found that the defendant’s oranges and grape- 
fruit juice is merchandise of the same descriptive properties as the plaintiff’s line 
of products, and that there is great likelihood that, because it is a fruit juice, it will 
be mistaken for the plaintiff's wares for the reason that the latter has marketed other 
fruit juices. It found that the registrations of both parties were valid. In conse- 
quence it concluded as a matter of law that the plaintiff’s registrations were infringed 
by the defendant’s sale of its blend of canned orange and grapefruit juice under the 
trade-mark ‘‘White House” and that the defendant’s registrations had not been 
infringed by the plaintiff.* Consequently, damages having been waived, the district 
court entered the decree from which the defendant has taken this appeal. 

Since the plaintiff has not appealed from the dismissal of its alleged cause of 
action for unfair competition and since the defendant in its counterclaim made no 
charge of that nature, only questions of trade-mark infringement are before us on 
this appeal. These question are: (1) Did the defendant infringe the plaintiff’s reg- 
istrations of the trade-mark “White House” for fruit and vegetable products and 
juices when it put its canned blend of orange and grapefruit juice on the market 
under that mark in 1941, and (2) has the plaintiff been infringing the defendant’s 
registrations of that mark for tea and coffee ever since it began to use it on its line 
of fruit and vegetable products and juices? 

At the outset we are confronted with the question of what law to apply. Should 
federal law be applied because both parties have registered the mark under the 
Trade-Mark Act? Or should the law of Massachusetts be applied under the doc- 
trine of Erie Railroad Co. v. Tompkins, 304 U.S. 64, because there is a basis for 
federal jurisdiction on the ground of diversity of citizenship and amount in con- 
troversy? The court below concluded that on the question of infringement of reg- 
istered trade-marks the applicable law is federal statutory law, and where that is 
ambiguous or silent, federal case law, and we agree. 


3. The court below found against the plaintiff on this charge of unfair competition and it 
has not appealed. 

4. The District Court added that even if the defendant’s registrations had been infringed 
by the plaintiff the defendant by reason of its laches could not be heard to complain. 
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The point is not by any means free from doubt and difficulty as the Supreme 
Court clearly indicated by granting certiorari in Pecheur Lozenge Co., Inc. v. Na- 
tional Candy Co., Inc., 315 U. S. 666 [32 T.-M. Rep. 194], expressly in order to 
consider it. But in the above case the Supreme Court was thwarted of its purpose 
because upon examination of the record it appeared that the petitioner’s labels had 
been registered under the Copyright Law of the United States, not under the Trade- 
Mark Law. In consequence we are left for the present without controlling authority. 
The question, however, has recently been carefully considered, not only by the court 
below in the instant case,” but also by S. S. Zlinkoff in Erie Railroad v. Tompkins; 
In Relation to the Law of Trade-Marks and Unfair Competition, 42 Columbia Law 
Review 995, and by the United States Circuit Court of Appeals for the Seventh 
Circuit in Time, Inc. v. Viobin Corporation, 128 F. 2d 860 [3 T.-M. Rep., 422, 
493], cert. den. 317 U.S. 673 and Philco Corporation v. Phillips Mfg. Co., 133 F. 2d 
663, and in view of these authorities, which are all in agreement, we think it would 
serve no useful purpose for us to consider it again in this opinion. It will suffice for 
us to say that the reasoning of the authorities cited above persuades us that the result 
reached by the court below is correct. 

We turn now to the substance of the controversy. 

Chapter 3—Trade-Marks, of Title 15 of the United States Code (15 U.S.C. 
§§ 81-134) after making provision for registration in the Patent Office (§ 81) of 
certain kinds of trade-marks (§ 85) provides in § 96 that: 


Any person who shall, without the consent of the owner thereof, reproduce, counterfeit, 
copy or colorably imitate any such [registered] trade mark and affix the same to mer- 
chandise of substantially the same descriptive properties as those set forth in the registra- 
tion, . . . and shall use, . . . such reproduction, counterfeit, copy, or colorable imitation in 
commerce among the several states, . . . shall be liable to an action for damages there- 
for at the suit of the owner thereof;... 


From this section it is readily apparent that an owner of a registered trade-mark 
can recover for infringement only upon proof that the alleged infringer’s mer- 
chandise is “merchandise of substantially the same descriptive properties” as those 
set forth in his (the plaintiff’s) registration, and that, on such merchandise, without 
his consent and in interstate commerce, the defendant is using a “reproduction, 
counterfeit, copy or colorable imitation” of the registered mark. 

Since neither party contends that it is using the mark with the consent of the 
other and since each admits that the other is engaged in interstate commerce, the 
crucial questions on this appeal are the meanings of the statutory phrases quoted 
and italicized in the preceding paragraph. The cases on the meaning of the phrase 
‘merchandise of substantially the same descriptive properties” as used in the section 
of the statute quoted from above and those on the meaning of a very similar phrase 
in the section in which the kind of marks which may be registered are defined 
(§ 85) are far too numerous to attempt to catalogue here. They can readily be 
found in the texts and digests. In some of them doubt is expressed as to whether 


5. 47 F. Supp. 499. 
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or not the phrases have the same meaning in both sections of the statute,° but how- 
ever this may be, it is perfectly clear from all of them that in neither section does 
the phrase mean, as in vacuo it might be taken to imply, that consideration must be 
limited only to the physical properties of the goods themselves. This is illustrated 
by the cases in which an owner of a registered trade-mark has been given protection 
against one who is using his mark, or one much like it, on wholly dissimilar goods 
which are not, strictly speaking, even competitive. For instance one who had reg- 
istered the trade-mark “Aunt Jemima,” accompanied by a picture of a laughing 
negress, for self-rising flour was given protection against one who used the same 
mark for pancake syrup and sugar cream (Aunt Jemima Mills v. Rigney & Co., 
247 F. 407 [8. T.-M. Rep. 163] cert. den. 245 U. S. 672), and one who had reg- 
istered a given mark for fountain pens was protected against another who used a 
very similar mark for safety razor blades. L. E. Waterman v. Gordon, 72 F. 2d 
272 [24 T.-M. Rep. 343]. But compare Beech-Nut Packing Co. v. P. Lorillard Co., 
7 F. 2d 967, affirmed 273 U. S. 629 [17 T.-M. Rep. 159], in which an owner of a 
mark for food products was not given protection against the use by another of a sub- 
stantially similar mark on chewing tobacco and cigarettes. 

In cases like the above it is sometimes said that an owner of a trade-mark will 
be accorded protection not only against the use of his mark upon the articles to which 
he has applied it, but also against its use upon goods of different species which he 
may in the future desire to produce, if they belong in the same class. See Layton 
Pure Food Co. v. Church & Dwight Co., 182 F. 35, 37; Beech-Nut Packing Co. v 
P. Lorillard Co., supra. The use in this statement without detailed definition of 
words having such vague limits of meaning as “species” and “class” detracts from, 
if it does not destroy, its usefulness as a touchstone for the decision of cases. A some- 
what more precise statement of the principle is that “‘a trade-mark protects the owner 
against not only its use upon the articles to which he has applied it but also upon 
such other articles as might naturally or reasonably be supposed to come from him. 
Protection extends to all goods of the same class even though the alleged infringe- 
ment is not upon the same species of articles.” California Fruit Growers Exchange 
v. Windsor Beverages, Ltd., 118 F. 2d 149, 152, 153 [31 T.-M. Rep. 121]. But 
even this statement of the doctrine of natural expansion of business, as it is some- 
times called, leaves much to be desired. However, we do not feel impelled to press 
our consideration of it further because, if the doctrine applies to trade-mark infringe- 
ment cases as well as to cases of unfair competition, and we see no reason why it 
should not in spite of the doubts which have been expressed (see Rosenberg Bros. 
& Co. v. Elliott, 7 F.2d 962 [15 T.-M. Rep. 479] ; Emerson Elec. Mfg. Co. v. Emer- 
son Radio & Phonograph Corp., 105 F. 2d 908 [29 T.-M. 514]; Walgreen Drug 
Stores, Inc. v. Obear-Nester Glass Co., 113 F. 2d 956, 963 [30 T.-M. Rep. 477], it 
seems to us only a way of stating the application to a particular situation of the 
broader rule established by the cases that the basic test of trade-mark infringement 


6. See Philco Corp. v. Phillips Mfg. Co., 133 F. 2d 663, 673, footnote 8, but compare 
Yale Electric Corp. v. Robertson, 26 F. 2d 972, 974 [18 T.-M. Rep. 321], in which Judge 
Learned Hand wrote: “It would plainly be a fatuity to decree the registration of a mark whose 
use another could at once prevent,” and see California Packing Corp. v. Tillman & Bendel, Inc., 
40 R. 2d 108; California Fruit Growers Exchange v. Windsor Beverages, Ltd., 118 F. 2d 149. 
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is whether the goods of the alleged infringer would be supposed by the kind of 
people who purchase them to emanate from the same source as the goods of the com- 
plainant." Aunt Jemima Mills Co. v. Rigney & Co., supra; Standard Oil Co. v. 
California Peach & Fig Growers, Inc., 28 F. 2d 283 [19 T.-M. Rep. 1] ; Philco Corp. 
v. Phillips Mfg. Co., 133 F. 2d 663, 671. See also 3 Am. Law Institute, Restate- 
ment of Torts, ch. 35, particularly § 717. Admittedly, the words of the statutory 
phrase were not happily chosen to express this test but it is said, and we agree, that 
the test is unmistakably indicated because the dominant purpose of the statute is to 
prevent confusion and deception. See Nims on Unfair Competition and Trade- 
Marks (third edition), § 229 (b) ; Yale Electric Corporation v. Robertson, 26 F. 2d 
972 [17 T.-M. Rep. 414] ; California Packing Co. v. Tillman & Bendel, Inc., 40 
F. 2d [23 T.-M. Rep. 131].° 

To apply this test, however, not only must the similarities of the respective goods 
be considered but also the nature of and, when the marks are not identical, the 
points of similarity between the respective marks used on them. Wholly dissimilar 
goods. even if sold under practically identical marks, would not in reason be sup- 
posed to come from the same source, and the same may be said as to relatively 
similar goods if sold under marks bearing only the remotest resemblance to one 
another. Confusion in the mind of the purchasing public as to the source of goods 
can only arise when there is some substantial similarity between both the goods and 
the marks under which they are sold. To illustrate: It is safe to say that no reason- 
able person would suppose that articles as dissimilar as steam-shovels and butter 
would come from the same source even though the trade-marks thereon were prac- 
tically identical, but, on the other hand, most purchasers would be inclined to believe 
that butter and cream, if marketed under trade-marks bearing even slight similarity, 
were produced by the same manufacturer. And the same can be said of steam- 
shovels and steam-rollers, although to a lesser degree because such goods are expen- 
sive, there are fewer manufacturers of them, and those who purchase them, in most 
instances at least, are experts who not only would be less influenced by a trade- 
mark but would also be more apt to know the distinguishing marks of the different 
manufacturers in the field and to distinguish more nicely between them. 

Between the extreme situations just mentioned there lies a wide range of goods 
and marks of varying degrees of similarity and it is in this range that questions of 
trade-mark infringement naturally become acute. 

As to the respective goods it is of course important to consider their similarities 
of appearance and use. But in addition other factors are of equal and in some cases 
may be of even greater importance. Some of these are whether the goods are 
ordinarily sold in the same kind of retail stores, as grocery stores or hardware 


7. If it is probable that the owner of a registered trade-mark and another may become com- 
petitors by the expansion of the owner’s business into a related line, it indicates that the goods are 
sufficiently related so that an association of them by the public with a single source is likely. 
3 Am. Law Institute, Restatement of Tort, § 731 comment. 

8. See also Section 5 of the Trade-Mark Act, (15 U. S. C. § 85) which denies registrability 
to “trade-marks which are identical with a registered or known trade-mark owned and in use 
by another and appropriated to merchandise of the same descriptive properties, or which so 
nearly resemble a registered or known trade-mark owned and in use by another and appro- 
priated to merchandise of the same descriptive properties as to be likely to cause confusion or mis- 
take in the mind of the public or to deceive purchasers.” 
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stores, whether they are ordinarily produced by the same manufacturers, whether 
they have common purchasers, and whether they are ordinarily purchased by the 
public generally or only by professional buyers, to mention only some of the pertinent 
considerations. See Am. Law Institute, Restatement of Torts, § 731, et seq. 

As to the marks used it is important to consider not only the similarity of sound 
and spelling of the words employed, but also the setting in which they appear. That 
is, the methods by which they are affixed to the goods, the similarity in color, shape 
or format of the labels and the kind of type in which they are printed, as gothic or 
script, for instance. Another important consideration is the character of the mark, 
whether it is a strange, arbitrary and fanciful word like “Kodak” or a common word 
having a general connotation, usually of excellence, like “Blue Ribbon,’ Gold 
Medal” or “Universal” ; in other words, whether it is a ‘strong’ ’or a ‘“‘weak” mark, 
because purchasers are more likely to associate goods, even relatively unrelated 
goods, sold under a strong mark with the same manufacturer than they are more 
closely related goods sold under a weak one. France Milling Co., Inc. v. Wash- 
burn-Crosby Co., Inc., 7 F. 2d 304, 306 [15 T.-M. Rep. 185], cert. den. 268 U. S. 
706 ; Philco Corp. v. Phillips Mfg. Co., 133 F. 2d 663, 672, 673, and cases cited. 

In short, the phrases which we have under consideration are inter-related. In 
cases such as this then, both the similarities of the goods and of the marks used upon 
them must be considered together in order to arrive at an answer to the ultimate 
question of the likelihood of consumer confusion as to source. And to answer this 
question it is apparent that testimony may cover a wide range and that a great 
many factors must be considered, evaluated and related to one another. Thus the 
ultimate question of infringement is one of the type ordinarily classified as one of 
fact (see Rosenberg Bros. & Co. v. Elliott, 7 F. 2d 962, 964 [15 T.-M. Rep. 479] ; 
France Milling Co. v. Washburn-Crosby Co., Inc., supra), and as such it is one 
primarily for the fact-finding tribunal—in this case the district court—reviewable 
here only for clear error under Rule 52 (a) F. R. C. P. Consequently, we turn our 
attention to the evidence in the record to see if what there appears warrants the 
conclusions reached thereon by the court below. 

A partnership known as Dwinell & Company started in the wholesale grocery 
business in Boston in 1843, and another partnership known as Hayward & Com- 
pany started in the same business in the same city in 1849. Both continued in busi- 
ness until 1877 when they merged into a partnership known as Dwinell-Hayward & 
Company. At some time prior to January, 1888, this partnership began to sell 
coffee under the trade-mark ““White House” and a representation of the Executive 
Mansion, and it and its successors have done so ever since. Subsequent to this the 
partnership changed its name to Dwinell-Wright & Company and then was trans- 
formed into the defendant corporation which acquired the entire assets, business, 
good-will and trade-marks of its predecessor-partnership. It has sold tea under 
the above trade-mark since prior to 1907; it has sold salted packaged peanuts since 
December, 1940, and in May, 1941, it added a canned blend of orange and grapefruit 
juice to the line of products it sold under the mark and so precipitated the present 
litigation. 

The history of the plaintiff’s use of the same mark is as follows: The Semmes, 
Kelly Company, under the title of Semmes, Kelly & Board Company, of Winchester, 
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Va., began to sell cider vinegar under the trade-mark ““White House” about 1906 
or 1907, and continued to do so until the Board, Armstrong Company took over 
its business about September 1, 1908. This latter company continued the business 
until fhe present plaintiff succeeded it on March 1, 1913. The plaintiff and its 
predecessors exploited the mark extensively. Board, Armstrong & Company began 
to use it on sweet apple cider at some time between 1908 and 1913, and the plaintiff 
applied it to canned apples in 1918, applesauce in 1920, apple butter in 1924, apple 
jelly in 1931, apple pectin, evaporated apples, and concentrated apple juice in 1935, 
prune juice in 1937, and apple juice in 1938. 

On the basis of the above the Dwinell-Wright Company contends that it must 
be found that it adopted the mark before the National Fruit Product Company and 
that from this it follows that it should have protection because its goods are of sub- 
stantially the same descriptive properties as the goods of the latter company. We 
concede that the Dwinell-Wright Company was the first user of the mark but not 
that it has made out a case of consumer confusion and thus of substantial similarity 
of descriptive properties as a matter of law. 

Its argument is that its goods, particularly coffee and tea, and those of the 
plaintiff are likely to be identified by purchasers with the same source because both 
are classified under the heading of groceries, both are sold at the same retail stores, 
both are handled by the same wholesalers, both are purchased by the same class of 
people, both are potables used on the table, usually at breakfast, both sell for com- 
paratively little, and both are frequently put out by the same producers, that is, 
many persons engaged in business as coffee roasters and tea merchants also put out 
fruit and vegetable juices using the same mark and similar labels for both lines. All 
this may be true but, as Mr. Justice Holmes said in Schlitz Brewing Co. v. Houston 
Ice Co., 250 U. S. 28, 29, “It is a fallacy to break the fagot stick by stick.” Cases 
of this sort are not to be decided on individual points of similarity alone, important 
as these points may be, but by looking at the over-all pictures, otherwise the fact- 
finder might fail to see the forest for the trees. And in spite of points of similarity 
noted above there are important differences. 

Tea and coffee both necessarily have to be imported, both are beverages of a dis- 
tinctive and of almost a unique type, (substitutes for them are rare and but little 
used), both, but particularly coffee which must be roasted and ground, are prepared 
for the market in a way not commonly used for the preparation of other drinks, that 
is, in the form of small dehydrated particles, and both are prepared for consumption 
by infusing or steeping in hot water in some way. Also coffee and tea have a rela- 
tively unique and in many respects a similar history of use and commercial exploita- 
tion. In view of these features which set coffee and tea apart from fruit and 
vegetable juices, and in view of the fact that the name “White House” and a repre- 
sentation of the Executive Mansion constitute a “weak” mark (it obviously has 
patriotic and what the court below called “honorific” significance and it furthermore 
appears to have been registered 73 times apart from the registrations of the parties, 
38 of which are for various foods and beverages), we cannot say that the court 
below was clearly in error in concluding that there was no substantial likelihood 
that purchasers of the plaintiff’s goods would confuse them with the defendant’s with 
respect to source. 
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The same, however, cannot be said with respect to the plaintiff’s fruit and 
vegetable juices, particularly prune and apple juice, and the defendant’s blend of 
orange and grapefruit juice. These products do not have the points of dissimilarity 
noted above; on the contrary, they are very much alike, in fact they are so much 
alike in their attributes and uses and in the methods and manner in which they are 
produced and marketed that it is not at all unreasonable to conclude that in spite of 
the weakness of the mark there is real likelihood of consumer confusion as to their 
source. 

Our conclusions are not altered by the fact that over the years the defendant 
has expended in excess of four million dollars in advertising the mark whereas 
plaintiff, in so far as the record discloses, has not expended anything for that 
purpose. 

It follows that the findings made below should stand and in consequence we 
need not consider whether the defendant has been guilty of laches. 

This brings us to the consideration of certain criticisms leveled by the appellant 
at the opinion of the district court. It says that that court reached its conclusion in 
an “extraordinary” and erroneous manner because “the evidence presented to the 
court in great volume and at great expense by the defendant is brushed aside on the 
strength of essays, magazine articles and brochures not offered in evidence nor cited 
by either party.” From a careful reading of the memorandum opinion we do not 
believe that the court below overstepped the bounds placed upon its authority to go 
outside the record for facts as marked out for it in Friend v. Burnham & Morrill 
Co., 55 F. 2d 150, 151 (C. C. A. 1), and cases cited. 

Other criticisms of the appellant with respect to the opinion of the district court, 
questions raised by it with respect to a certain assignment and to the application of 
the clean hands doctrine have all been considered by us, but in our opinion do not 
need to be discussed. 

The decree of the District Court is affirmed with costs to the appellee. 





THE COCA-COLA COMPANY v. NEHI CORPORATION 
Delaware Supreme Court 


January 4, 1944 


UnFair CoMPETITION—ESSENCE. 
The essence of unfair competition is the fraudently seeking to sell one’s goods for those 
of another, and the true test is whether defendant’s acts are reasonably calculated to deceive 
the average buyer under the ordinary conditions prevailing in the particular trade. Moreover, 


actual fraud or evil intent is not necessarily essential to injunctive relief where the probable 
tendency of the defendant’s conduct is to deceive the public. 


UNFAIR COMPETITION—SIMILIARITY OF AROMA, TASTE AND COLOR OF COMPETING BEVERAGES. 
In an action to restrain defendant from the use of certain features of goods and label 
similar to those used by plaintiff, held that, though the aroma, taste and color of the com- 
peting beverages are similar, as complainant enjoys no monopoly by way of patent, all are 
free to make it a cola beverage including the coloring matter, barring the use of extraneous 


deceptive elements. Defendant by so doing has caused no unnecessary confusion in the trade 
or among the consuming public. 
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TRADE- MARKS—INFRINGEMENT—‘“Coca-CoLa” AND “RoyaL Crown Cora” anp “R. C. Cora” — 
Non-ConFLicTING MARKS. 

Inasmuch as the word “cola” has become to be generally used in a descriptive sense, and 
complainant was therefore not entitled to its exclusive use, the decision below dismissing 
plaintiff's motion to enjoin defendant from the use of the names “Royal Crown Cola” and 
“R. C. Cola” on the ground of plaintiff’s ownership of the mark “Coca-Cola” was affirmed. 

UnFaAir COMPETITION—PASSING OFF. 

Where it appeared that no responsible officers of defendant had authorized the sub- 
stitution of “Royal Crown Cola” when “Coca-Cola” was called for, and had no knowledge 
of such acts prior to trial, no injunction was issued, nor an accounting ordered with respect 
to the three hundred bottles of defendant’s product that had been thus passed off. 

Unrair CoMPETITION—Rapio ADVERTISING—UsE oF LAUDATORY TERMS. 

As there can be no monopoly in the use of common adjectives, defendant’s use of certain 
laudatory terms, such as “delicious” and “refreshing” in its radio broadcasts was not unfair 
competition. 

Unrair COMPETITION—CONTAINERS OF Goops—DISTINGUISHING DIFFERENCES. 
Where complainant marketed its beverage in a six ounce bottle of distinctive design and 


characteristic label and defendant used a twelve ounce bottle of different shape and markings, 
there was no unfair competition. 


In equity. Action for trade-mark infringement and unfair competition. From 
a decision of the Delaware Court of Chancery dismissing the complaint, plaintiff 
appeals. Affirmed. For decision below see 32 T.-M. Rep. 291. 


Hugh M. Morris and Daniel O. Hastings, Solicitors for the appellant (John A. 
Sibley, Marion Smith, and Joseph M. Collins, of Atlanta, Ga., and James H. 
Rogers, of Chicago, Ill., of counsel). 

Robert H. Richards, Caleb S. Layton, and Richards, Layton & Finger, Solicitors 
for the appellee (Thedore Kiendl and Ellis W. Leavenworth of New York City, 


C. L. Parker, of Washington, D. C., and Willis Battle, of Columbus, Ga., of 
counsel ). 


Before Layton, C. J., RicHARDS, RopNEy, SPEAKMAN and Terry, J. J. 


Layton, Chief Justice: 


Long prior to 1886 the stimulating qualities of preparations made from leaves 
of the coca, a South American shrub, and from the nut of the cola tree, native to 
Africa, were well known to pharmacopolists. In or about that year individual 
predecessors of the complainant introduced to the public a non-alcoholic carbonated 
beverage of peculiar aroma and taste to which the name “Coca-Cola” was given 
as descriptive of the extracts made from coca leaves and the cola nut which it con- 
tained. The beverage was advertised, not only as a refreshing drink, but also as a 
cure for sick headache, neuralgia, hysteria, melancholy, and all nervous affections ; 
and by extensive promotional activities constantly maintained the beverage became 
increasingly popular. By the time of the passage of the Food and Drug Act of 
1906 (Comp. St. No. 8717-8728) the stimulant derived from the coca leaves was 
entirely eliminated, and the caffeine present in the beverage is mainly obtained from 
sources other than the cola nut. 

The complainant and its predecessors have used continuously the name “Coca- 
Cola” as a trade-name and trade-mark; and whatever may have been the original 
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weakness of the mark, it has long since acquired a secondary significance, and to 
most persons means the complainant’s familiar product to be had everywhere, and 
not a compound of particular substances. Moreover, the trade-mark was registered 
in the United States Patent Office in 1893, and again under the ten-year proviso of 
the Trade-Mark Act of February 20, 1905 (Comp. St. No. 9485 et seq). The trade- 
mark has also been registered under the laws of this State. The complainant’s 
exclusive right to the use of the trade-mark is unassailable, and is not disputed. 
Coca-Cola Co. v. Koke Co. of America et al., 254 U. S. 143, 41 S. Ct. 113 [10 T.-M. 
Rep. 441]. It is to be protected not only against exact reproduction, but also against 
colorable imitation. Thaddeus Davids Co. v. Cortlandt I. Davids et al., 233 U. S. 
461, 34 S. Ct. 648 [4 T.-M. Rep. 175]. 

The complainant’s syrup has always been made under a secret formula, but the 
product was never protected by patent, and it is not surprising that many have 
attempted to profit, and some have profited, by the tremendous popularity of the 
beverage first introduced and established in public favor by the efforts of the com- 
plainant. 

The defendant and its predecessors have long manufactured and sold a cola 
beverage, or at least, the concentrate from which the syrup is made. The defendant 
succeeded Nehi Inc., a Georgia Corporation, in turn a successor to the Chero-Cola 
Co., incorporated in that State in 1912, the latter company tracing back to Hatcher 
Bottling Co., incorporated in Georgia in 1901. 

At the time this suit was brought, the complainant offered its bottled product in 
a six-ounce bottle at the price of five cents. The defendant’s predecessor, Nehi Inc., 
in response to a public demand for a larger quantity at the same price, in 1934, put 
on the market one of its products, under the name “Royal Crown Cola,” in a twelve- 
ounce bottle. 

The two beverages, “Coca-Cola” and “Royal Crown Cola,” are dark brown in 
color, the characteristic color of cola beverages, and the two products are quite 
similar in aroma and taste. 

The Coca-Cola Company filed its bill of complaint in the Court below to prevent 
infringement of its trade-mark, “Coca-Cola,” and unfair competition with it by the 
defendant in the business for which the trade-mark is used. 

The bill of complaint alleged that the complainant was engaged in the manu- 
facture and sale of a syrup and beverage made therefrom under a registered trade- 
mark, “Coca-Cola,” frequently abbreviated to “Coke” or “Koke” or “Cola,” which 
trade-mark, as well as the abbreviations, had long been recognized by the public 
as indicating its product exclusively; and that the words “coca” and “cola” had 
been so long associated together with each other in the trade-mark that the use of 
either in the name of a beverage caused public belief that a beverage to which the 
words were applied was made by the complainant or by its authority, or in some 
way emanated from it. 

It was further alleged that the Chero-Cola Company, a predecessor of the de- 
fendant, in the settlement of certain litigation with the complainant, on or about 
October 30, 1923, entered into a contract under seal by which it bound itself its 
successors and assigns not to use the word “cola” as the name or part of the name 
of its product. 


COCA-COLA CO. v. NEHI CORP. 139 


It was then alleged that the defendant and its predecessors had applied to their 
products colorable imitations of the complainant’s trade-mark, such as “‘Nehi Cola,” 
“Par-T-Pak Cola,” “Royal Crown Cola” and “R C Cola”; and had engaged in 
numerous acts constituting unfair competition manifesting a fraudulent scheme to 
sell a soft drink not on its merits but by the use of the complainant’s celebrity and 
good-will. 

It was prayed, inter alia, that the defendant be restrained from using the names 
“Royal Crown Cola,” “R C Cola,” or any other colorable imitation of the com- 
plainant’s trade-mark; from using the word “cola,” in a name under which the 
defendant’s product is sold; from representing or suggesting the passing off of the 
defendant’s product for the complainant’s; from otherwise infringing the com- 
plainant’s trade-mark or competing unfairly; and that the defendant be required 
effectually to distinguish its product from “Coca-Cola.” An accounting of damages 
was also prayed. 

The defendant, answering, admitted that it and its predecessors had continuously 
manufactured, advertised and sold since 1926 a cola beverage under its registered 
trade-mark “Nehi” designating the beverage as “Nehi Cola,” since 1934 a cola 
beverage under the registered trade-mark “Royal Crown,” designating the beverage 
as “Royal Crown Cola,” sometimes accompanied by the letters “R C,” and since 
1935 a cola beverage under the registered trade-mark “Par-T-Pak,” designating the 
beverage as “Par-T-Pak Cola.” It denied that the complainant’s product was 
referred to by the public as “Cola” ; and averred that the word “cola” was descriptive 
of and the generic name for a type or kind of non-alcoholic beverage, and meant such 
type or kind and not the product of the complainant or of any particular manu- 
facturer. It denied that it was prohibited by the contract of October 30, 1923 from 
using the word “cola” as part of the name of its beverages; and denied all charges 
of unfair competition. As an affirmative defense it set up laches and estoppel arising 
out of the unreasonable delay by the complainant in claiming violation of its rights 
and in the bringing of the suit. 

The Chancellor held that the complainant had no right of exclusive use of the 
word “cola” alone, there being no direct evidence that “Coca-Cola” was ever known 
as “Cola” ; but on the contrary, the word was the generic term for a well known type 
of soft drink having a characteristic taste and color resembling “Coca-Cola,” of 
which the complainant was but one of many manufacturers. It was further held 
that the names adopted by the defendant for its beverages, read as a whole, were 
not confusingly similar to the complainant’s trade-mark. It was found that “Royal 
Crown Cola” had been repeatedly substituted for “Coca-Cola” in taverns in certain 
western cities when served by the glass, in some instances at suggestion of the de- 
fendant’s sales agents of greater profit accruing from the larger quantity at the 
same price ; but that such acts were without the knowledge or consent of any respon- 
sible officer of the defendant, and the tavern trade was but a small part of the 
defendant’s extensive business. All relief was refused, and the bill of complaint 
dismissed. 25 A. 2d. 364. This appeal followed. 

The complainant accepts the Chancellor’s statement that the basic question was 
whether the several names chosen by the defendant to designate its beverages were 
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deceptively similar to “Coca-Cola”; but excepts sharply to the further statements 
that the question largely depended on the defendant's right to use the word “cola” 
in a denominative sense in marketing its products, and that the real question was 
whether the word was wholly artificial or one having descriptive significance. The 
complainant insists that the Chancellor proceeded on a false theory, and made a 
basically erroneous approach to the question in assuming that the complainant 
asserted and must establish an exclusive right to the use of the word “cola” in order 
to prevail ; whereas, all that it had to prove in order to establish trade-mark infringe- 
ment was that the names used by the defendant, which included a large part of the 
complainant’s mark, were but colorable imitations of “Coca-Cola,” that is, such 
imitations as were likely to deceive purchasers as to the origin of the defendant’s 
products. 

But, clearly, the Chancellor advanced no theory of his own, nor was his approach 
to the question one of his own seeking. The allegations of the bill of complaint 
amounted to direct assertions that the word “cola” alone had acquired a secondary 
meaning and, when used as a part of the name of a beverage, was bound to suggest 
the complainant as the source of origin, in result, a claim of exclusive right to the 
use of the word in a name-conferring sense. 

It was upon this issue that the complainant introduced evidence of the results 
of word association tests conducted by professors of psychology in college class 
rooms. The Chancellor, properly, gave little or no weight to this testimony ; for, 
passing by the doubt whether such testimony was admissible at all as being in- 
herently hearsay, and not subjected to the test of cross-examination, it is manifest 
that the mental reaction of the student in the class room to the word “cola” is bound 
to differ from that of the buyer in the market place when confronted with the name 
of the beverage and the size and dress of the bottle or package. See Dixi-Cola 
Laboratories Inc. v. Coca-Cola Co., 117 F. 2d 353 [31 T.-M. Rep. 39] ; Coca Cola 
Co. v. Chero-Cola Co., 273 F. 755 [11 T.-M. Rep. 252]. 

The complainant also introduced thirteen local witnesses who testified that to 
them the word “cola” meant “Coca-Cola.” This testimony would seem to be more 
applicable to the asserted claim of a secondary meaning acquired by the word “cola,” 
although it is here submitted as proof of actual confusion. No witness testified 
that the name “Royal Crown Cola” was to him confusingly similar to “Coca-Cola,” 
or that he was otherwise confused by a similarity in the form or dress of the bottle 
or package ; and, however viewed, the testimony of thirteen witnesses out of mil- 
lions of consumers was rightfully held to be of small importance. There always will 
be found inattentive and unimaginative persons; and we are unwilling to regard 
such witnesses as buyers of average recollection and intelligence. 

It was upon this issue also that a mass of testimony was introduced by the de- 
fendant, including the history of the cola nut, its properties and uses as an ingredient 
of beverages, the origin of the name “Coca-Cola,” admissions by the complainant in 
pleadings in other actions that the name was descriptive, the extensive use by com- 
petitors of the word “cola” in the names of beverages, definitions of the word in 
dictionaries as meaning a drink, and recognition in government publications and by 
the complainant itself that there existed a class of beverage known as “‘cola drinks.” 
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The complainant’s position below was that there was no such thing as a cola 
beverage, and it introduced witnesses who professed entire incomprehension of the 
term. The defendant’s witnesses, in turn, were subjected to an extensive cross- 
examination with respect to a definitive explanation of a cola beverage; all some- 
what unnecessary, for in this day the existence of a type of soft drink having a dis- 
tinctive aroma, taste and color, and known as a cola beverage, is as well recognized 
as is the fact that there is a ginger ale or a root beer. Notoriety is the essence of 
a judicial notice ; and we see no reason why the Court should pretend ignorance of 
that with which the general public is familiar. 

The Chancellor correctly measured the question in saying that it largely de- 
pended on the right of the defendant to use the word “cola” in a denominative 
sense; and the argument of the complainant, however obscured, rests upon the 
asserted right to an exclusive use of the word as applied to the name of a beverage. 
If the complainant has, as it asserted in its complaint, the sole right to the use of the 
word, if the word, considered as an abbreviation of “Coca-Cola,” has identified the 
product to which it is applied as emanating from the complainant, it is because the 
word alone has acquired through the years a secondary meaning, and therefore, any 
competitor making use of it in the name of its beverage necessarily infringes the 
complainant’s mark. If appropriation of part of the complainant’s trade-mark is to 
be forbidden, it is for the reason that the use of the word “cola” in the name of a 
beverage, no matter how distinctive the prefix may be, necessarily results in a color- 
able imitation of the complainant’s trade-mark. If likelihood of confusion be made 
the test, the chief deceptive factor giving rise to confusion is the presence of the 
word “cola” in the name under which the rival beverage is sold. And if, as the 
complainant contends, much of the evidence introduced by the defendant was inad- 
missible because the complainant had the undoubted right to the exclusive use of 
its trade-mark, it would be for the reason that no competitor may use the word 
“cola” as a part of the name of its product. 

The Chancellor did not proceed upon the theory that the complainant must 
establish an absolute right in gross to the ownership of the word “cola.” He was 
compelled to examine the complainant’s claim of exclusive right, and having denied 
that claim, he proceeded to consider and determine whether the several names 
adopted by the defendant in selling its products were colorable imitations of the 
complainant’s trade-mark. 

We are in entire accord with the Chancellor’s conclusions. The word “cola,” 
as applied to the name of a beverage, is now a generic name descriptive of a type of 
non-alcoholic drink produced by many manufacturers. It is a word in the public 
domain, incapable of exclusive appropriation, and apart from special circumstances, 
may be freely used denominatively, provided that the name as a whole is not de- 
ceptively similar to “Coca-Cola.” The names chosen by the defendant to designate 
its beverages bear no confusing resemblance to “Coca-Cola” whether tested by sight 
or by sound. The vice of the complainant’s position is that it is attempting to 
establish a monopoly of the cola beverage under the guise of trade-mark infringe- 
ment. 

In Dixi-Cola Laboratories Inc. v. Coca-Cola Co., supra, in an opinion by Judge 
Soper evidencing an impartial and penetrating study of the question and the exercise 
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of a wise discretion in the public interest, it was said that no reported case had come 
to the Court’s attention which distinctly held that the word “cola” could not be used 
as part of the name of a beverage provided that the whole name was not confusingly 
similar to “Coca-Cola.” There all injunctive relief was not denied because of the 
manifest fraudulent conduct of the appellant. Certiorari was denied, 314 U. S. 629, 
S.Ct In Coca-Cola Co. v. Standard Bottling Co., 50 F. Supp. 201, 
it was said that it seemed to be, or soon would be, the law, if the question ever came 
squarely before the Supreme Court, that the plaintiff’s competitors had the right 
to use the word “cola” as part of a beverage name when used with a prefix which 
distinguished it from Coca-Cola. And, on appeal, the Circuit Court of Appeals for 
the Tenth Circuit, in an opinion handed down on November 8, 1943, said that under 
numerous decisions in many courts, it had been held that the appellant has no ex- 
clusive right to the use of the word “cola” standing alone or to any combination 
including the word “cola,” except its own trade-mark of “Coca-Cola.”” In Coca- 
Cola Co. of Canada, Ltd. v. Pepsi Cola Co. of Canada, Ltd., 1 D. L. R. 161, the 
Exchequer Court of Canada, in an infringement action, found infringement, and 
rendered a plenary judgment in favor of the complainant. On appeal (1938, 4 
D. L. R. 145) the Supreme Court of Canada unanimously reversed the judgment 
in two separate opinions. Mr. Justice Davis observed that the plaintiff’s objection 
really went to the registration by any other person of the word “cola” in any com- 
bination for a soft drink; and that if the objection should be allowed, the plaintiff 
virtually became the possessor of an exclusive proprietary right in relation to the 
word “cola.” On further appeal to the British Privy Council [32 T.-M. Rep. 313; 
All England Law Reports Annotated, 1942, Vol. 1, 165], the Privy Council, speak- 
ing through Lord Russell of Killowen, said that dictionaries might properly be 
referred to in order to ascertain the meaning of a word, and also the use to which 
the thing (if it be a thing) is commonly put; that by reference to dictionaries it 
appeared that the extract of the cola nut was used in the United States in medicinal 
preparations and summer drinks, and was a word in common use in Canada in 
naming beverages ; and that it was difficult, indeed impossible, to imagine that the 
mark “Pepsi-Cola,” as used by the defendant, in which the distinctive feature was 
the word “Pepsi,” and not “Cola,” would lead anyone to confuse it with the reg- 
istered mark of the plaintiff. 

It is true that unfair competition was not an issue. Nevertheless, the decision 
upon the question of trade-mark infringement is of supreme importance in that so 
far as the British Empire is concerned no one may now claim an exclusive right to 
the use of the word “cola” as applied to the name of a beverage. 

We put aside the cases holding that a definite trade-mark or trade-name con- 
taining the word “cola” constitutes a colorable imitation of the complainant’s mark. 
Coca-Cola Co. v. Chero-Cola Co., 273 F. 755 [11 T.-M. Rep. 252] ; Coca-Cola Co. 
v. Old Dominion Beverage Co., 271 F. 600 [11 T.-M. Rep. 128]; and Nashville 
Syrup Co. v. Coca-Cola Co., 215 F. 527 [4 T.-M. Rep. 323], are examples. Cases 
so holding are of importance as evidencing the opinion of the courts with respect to 
the deceptive similarity of a particular name, taken as a whole, to the complainant’s 
trade-mark, and are not to be accepted as laying down the rule that the use by a 
competitor of the word “cola” in the name of a beverage is necessarily deceptive. 
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Coca-Cola Co. v. Koke Co. of America, supra; Thaddeus Davids Co. v. Cort- 
landt I. Davids et al., supra; and Armstrong Paint & Varnish Works v. Nu-Enamel 
Corporation, 305 U. S. 315, 59 S. Ct. 191 [29 T.-M. Rep. 3], have no particular 
bearing on the question. In the first of these cases, the point of the decision, as it is 
of concern here, was with respect to the use of the word “koke,” which was alleged 
to have been recognized and commonly and familiarly used by the public as a nick- 
name for “Coca-Cola.” In the second case, the complainant’s trade-mark was 
“Davids.” The defendant appropriated the entire mark, distinguished it only by 
the letters “C. I.” and the words “Davids Mfg. Co.” This was held to be a mere 
simulation of the complainant’s mark constituting a colorable imitation within the 
meaning of the statute. In the last case, the defendant, likewise, appropriated the 
complainant’s mark, ““Nu-Enamel,” in its entirety, and sought to distinguish its 
mark by interposing the word “beauty” between “Nu” and “Enamel.’” And this 
was held to be an unfair use of the complainant’s name which had acquired a sec- 
ondary meaning. 

In or about the year 1921, the Chero-Cola Company, a predecessor of the de- 
fendant, applied to the United States Patent Office for the registration of “Chero- 
Cola” as a trade-mark for a soft drink. The application was opposed by the com- 
plainant on the ground that it was the owner of the registered trade-mark “Coca- 
Cola” which was applied by it to the same kind of drink. The Examiner of Inter- 
ferences sustained the opposition, but was reversed by the Commissioner of Patents. 
Upon appeal to the Court of Appeal of the District of Columbia, the decision of the 
Commissioner was in turn reversed. The Court examined minutely the two names, 
and was of opinion that the image which one mark painted on the mind was not 
clearly different from that made by the other mark. Coca-Cola Co. v. Chero-Cola 
Co., supra. 

The Chero-Cola Company then filed its bill of complaint in the United States 
District Court for the Northern District of Georgia to authorize the Commissioner 
of Patents to register the trade-mark, “Chero-Cola.” The Coca-Cola Company 
filed an answer to the complaint and a counter-claim charging unfair competition 
and infringement of its trade-mark “Coca-Cola.” 

It was in this setting that the agreement of October 30, 1923, was made. 

The material part of the agreement reads: 


The consideration of this agreement is the settlement of the claims and controversies 
involved in the litigation now pending in the United States District Court for the North- 
ern District of Georgia, and in the Supreme Court of the District of Columbia; and it shall 
be binding upon the successors and assigns of both parties; however, nothing herein shall 
be construed as an admission of the contentions by either party to the claims made in the 
pleadings in said causes. 

It 1s AGREED: 

1. That the Chero-Cola Company shall desist, except to the extent hereinafter set 
forth, from the use of the words, either hyphenated or unhyphenated, “Chero-Cola” and 
“Cherry-Kola.” 

2. That the cases now pending between the Chero-Cola Company and The Coca-Cola 
Company in the United States District Court for the Northern District of Georgia and 
The Coca-Cola Company v. Rentz, now pending in the Supreme Court of the District of 
Columbia, shall be dismissed without prejudice. The taxable cost of both of said litigations 
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shall be aggregated; The Coca-Cola Company shall pay one-half and the other parties 
to said proceeding the remainder. 

3. (a) The Chero-Cola Company may continue to sell and ship indefinitely, under 
the name of “Chero-Cola” and “Cherry-Kola” not exceeding Fifteen Hundred ($1,500) 
Dollars annually in the aggregate in amount of its product for the purpose of protecting 
against others than The Coca-Cola Company whatever right it may have in such names. 
The Chero-Cola Company will inform The Coca-Cola Company, on demand, to whom 
such shipments, as shown within this clause of this contract, have been made. 

(b) The Chero-Cola Company may continue to use the name “Chero-Cola” and 
“Cherry-Kola” for a period not exceeding four years from January 1, 1924, within which 
period it shall proceed to select and adopt some other name as a trade-mark; said new name 
shall not so resemble “Coca-Cola” as to be likely to cause confusion or mistake in the mind 
of the public or to deceive purchasers. 

In no event is the single word “Chero” or “Cherro” reproduced in type other than the 
familiar script in which “Coca-Cola” is reproduced, to be considered as a colorable imita- 
tion; nor is there to be any objection to the Chero-Cola Company using the single word 
“Chero” or “Cheero” (or other name or trade-mark permissible under this contract), dis- 
played as a brand, with the designation “A Cola Beverage” or “Formerly Chero-Cola” or 
“A Perfect Cola Beverage,” or words of similar import, provided that in no event shall 
any of the above be reproduced, in the familiar script in which “Coca-Cola” is reproduced, 
and provided further if the designations as above outlined are used, they shall be sub- 
ordinated to the name to be adopted by the Chero-Cola Company ; and further, they shall 


not be susceptible of use as the name or part of the name of the product of the Chero-Cola 
Company.” 


The complainant insists that the agreement clearly and unequivocally prohibits 
the defendant from the use of the word “cola” in the name of its product. At the 
same time it contends that, read in the light of the claims and controversies involved 
in the litigation pending between the parties, and the then status of the trade-mark 
and unfair competition law, the agreement should be so construed, admitting, as it 
seems, that the agreement was in some degree ambiguous. 

The defendant, likewise, contends that the agreement does not prohibit it from 
using the word “cola” in the name of its product, and is without ambiguity ; but, it 
argues that if there is aught of ambiguity in the language, it is dissolved by a con- 
sideration of the circumstances surrounding the making of the agreement and the 
practical construction put upon it by the parties. 

The core of the controversy is the paragraph lettered (b) of the numbered 
paragraph 3. 

The complainant contends that paragraph (b) contains a general and a par- 
ticular covenant, the first found in the last clause of the first paragraph of (b), the 
second in the last clause of the succeeding paragraph, which is clearly not provisional. 
The argument is that the first is a general covenant prohibiting the selection of a 
name amounting to a colorable imitation of the trade-mark “Coca-Cola,” the second, 
a particular and definitive preclusion of the use of the word “cola” as a part of the 
name of a product of the Chero-Cola Company. 

In the light of the claims and controversies involved in the pending litigation, 
the complainant insists that the root of the controversy lay in the use of the word 
“cola” in the name; and the record contains the pleadings in full, the complaint, the 
answer and counter-claim. 
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The defendant contends that the paragraph (b) contains, in reality but one 
covenant, which is that the Chero-Cola Company will select a new name that will 
not be a colorable imitation of the trade-mark “Coca-Cola” ; and it argues that the 
last clause of the second paragraph of (b) is plainly provisional, its object and pur- 
pose being to free the Coca-Cola Company, in specified circumstances, from its 
general agreement not to object to a name selected by the Chero-Cola Company, so 
that, as the defendant is using the word “cola” as part of the names of some of its 
beverages, the complainant is at liberty under the contract to object to the use of 
the word in the name. It insists that the last clause must be read as though the word 
“provided” followed the word “further,” and contends that the law is well settled 
that the word “provided” will always be taken to indicate a condition unless from 
the context it clearly appears that the parties intended a covenant. 50 C. J. 831; 
Rich v. Atwater, 16 Conn. 408. 

The arguments do not dissolve the doubt. Plainly, as we view it, the last 
clause should be read as though “further” was followed by “provided” ; but whether 
it was the intent of the parties that the clause should not constitute a covenant 
against the use of the word “cola” in the name of a product of the Chero-Cola 
Company is not so certain. Standing alone, the last clause of the first paragraph 
of (b) is clearly understandable; and, likewise, by itself, the last clause of the 
second paragraph points to a prohibition of the use of the word “cola” in the name 
of a product. The presence of both clauses creates an ambiguity. 

The pleadings in the Georgia litigation very plainly do not show that the root 
of the controversy was the use, in itself, of the word “cola” in the name adopted by 
the Chero-Cola Company. The decision of the District of Columbia Court of Appeals 
was not based on that ground. Nor do we think that the then existing status of 
trade-mark and unfair competition law throws light upon the intention of the parties. 

If the root of the controversy was the use of the word “cola” in any combination, 
and the agreement had been intended to prohibit the use of the word in the name 
of a product of the Chero-Cola Company, that intention and purpose could have 
been expressed in simple language and in a few words. It is not easy to agree that 
two accomplished lawyers, each familiar with the issues involved in the litigation, 
would have found difficulty in agreeing upon the language of a prohibiting covenant 
if the controversy centered on the use of the word “cola” in a denominative sense. 

We pass by, as of doubtful probative effect, the evidence that in two of fourteen 
preliminary drafts of the agreement, the word “Chero-Kola”’ was found to be 
acceptable. But the practical construction given to the agreement as shown by the 
attitude of the parties is pertinent and significant. 

The agreement was entered into in the latter part of 1923. In 1926, the de- 
fendant, or its predecessor, began to market a cola beverage under the name “Nehi 
Cola.” This seems to have been done openly, and the complainant certainly be- 
came aware of the fact in 1929. There are in the record letters from the com- 
plainant’s general counsel to the defendant’s licensed bottlers in Louisville, Ky., 
and Nashville, Tenn., written in September and December, 1929, copies of which 
were sent to the defendant’s then President. The bottlers were told that they were 
bottling a product under the name “Nehi Cola” and were substituting this product 
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for “Coca-Cola,” and that the use of the name “Nehi-Cola” constituted infringe- 
ment of the complainant’s trade-mark. The first complaint, if based on fact, was 
justified in any circumstances. The second complaint was the bare assertion of a 
claim in the absence of some extraneous agreement ; and the agreement of October 
30, 1923, was not mentioned in the letters to the bottlers, nor does it appear that the 
complainant ever called the defendant’s attention to the agreement. In 1934, the 
defendant began to manufacture, advertise and market “Royal Crown Cola,” and, 
in 1935, “Par-T-Pak-Cola.” No objection or complaint was made that the de- 
fendant was violating the agreement until this suit was brought; and we have the 
fact that for years the defendant had been using the word “cola” in the names of its 
beverages without its generally alert rival calling its attention to its supposed cove- 
nant not to use the word “cola” as a part of the names of its products. 

Precisely what the respective lawyers for the contracting parties had in mind is, 
perhaps, impossible to know. The picture is one of two able and wary lawyers, 
each intent to secure the utmost advantage for his client, and, perhaps, agreeing 
upon language in concealment of thought; but whatever the exact object and pur- 
pose of the disputed part of the agreement, we are satisfied that the minds of the 
parties never met in agreement, that the defendant’s predecessor and its successors 
were to be prohibited from using the word “cola” in the name of a beverage, if the 
name, as a whole, was not colorable imitation of “Coca-Cola.” 

Finally, the complainant contends that the defendant competed with it unfairly 
in advertising and selling its product, “Royal Crown Cola,” and it assigns as error 
the failure of the Chancellor to consider and give effect to the defendant’s acts as an 
integrated whole. These acts, it is said, constituted subtle, but deliberate, fraud 
evidencing an intent to trade upon the complainant’s good-will, and as the material 
facts are not in dispute, the question must be determined as a matter of law. 

The facts upon which the argument is based are, the use by the defendant of one- 
half of the complainant’s trade-mark in the name of a beverage similar in color and 
taste to “Coca-Cola”; insufficient disclosure of the source of manufacture of the 
defendant’s product ; imitation of the complainant’s color schemes in its advertising 
signs ; equivocal promotional statements ; false statements with respect to the use of 
cola nut extract as flavoring essential ; comparative blind tests of the rival beverages ; 
and suggestions that the defendant’s nearly identical product could be successfully 
and profitably palmed off for “Coca-Cola.” 

Competition in trade is universal and entirely proper in the public interest. One 
has the right fairly and honestly to enter an established field no matter what the 
effect on the business of another. Sharing the good-will of a product created by the 
skill and judgment of another, the market for which has been extended by large 
and persistent advertising expenditures, is not, of itself, unfair. Kellogg Co. v. 
National Biscuit Co., 305 U.S. 111, 59 S. Ct. 109 [28 T.-M. Rep. 569]. The essence 
of unfair competition is the fraudulently seeking to sell one’s goods for those of 
another, and the true test is whether the defendant’s acts are reasonably calculated 
to deceive the average buyer under the ordinary conditions prevailing in the par- 
ticular trade. Actual fraud or evil intent is not necessarily essential to injunctive 
relief where the natural and probable tendency of the defendant’s conduct is to 
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deceive the public ; but the likelihood of deception must be reasonably probable and 
not merely speculative, and it is to be presumed that the public will use its senses 
and take note of differences in names and appearances. One entering into an already 
occupied field must take care to avoid unnecessary adoption or imitation of a con- 
fusing name, label or dress of goods; but owing to the nature of the merchandise 
dealt in, or to the common use of terms which are in the public domain, some con- 
fusion or damage may be unavoidable. 

The acts of the defendant, considered severally and as a whole, must be examined 
in the light of these well established principles. 

The word “cola” is used denominatively by many manufacturers of cola bever- 
ages; and unless those who, as of right, now so use the word are to be granted a 
monopoly of the use, the employment of the word in a name conferring sense by a 
new comer is not only reasonably necessary, but also, in a large sense, compulsory, 
if competition on even terms is to be permitted. 

The aroma, taste and color of the rival beverages are characteristically similar ; 
but the complainant enjoys no monopoly by way of patent. The cola beverage, 
including the coloring matter, is free to all who can make it in the absence of 
extraneous deceptive elements; and, in the public interest, fair and honest com- 
petition ought not to be suppressed or impeded. Coca-Cola Co. v. Koke Co. of 
America et al., supra; Coca-Cola Co. v. Williamsburgh Stopper Co. (D. C. S. D. 
New York, 1912), [2 T.-M. Rep. 234]. 

It is doubtful whether a cola beverage of a different color could be successfully 
marketed ; and, at the least, it can be said that the defendant, in giving to its product 
the almost universally adopted color, has caused no unnecessary confusion in the 
trade or among the consuming public. 

It is contended that the small amount of cola extract in the defendant’s product 
is entirely insufficient to affect its flavor, and is used only as a subterfuge to excuse 
the presence of the word “cola” in the name of the defendant’s beverage. This com- 
plaint lacks substance. It seems that the quantity of the extract, for whatever pur- 
pose used, was much the same in the competing beverage, and at the trial the com- 
plainant did not regard the fact as material. Moreover, from the testimony, we 
are unable to say that the extract, as used by the defendant, was not a flavoring 
essential. 

The evidence does not warrant the conclusion that the defendant, in its adver- 
tising activities, concealed, or attempted to conceal, the origin of its product. The 
trade-mark, itself, is a mark of origin, the sign manual which serves to identify and 
distinguish the goods. Identification by the public of the source of origin is not 
ordinarily by specification of name, or place of manufacture by exact location. 
Manhattan Shirt Co. v. Sarnoff-Irving Hat Stores Inc., 19 Del. Ch. 151, 104 A. 246, 
aff. 20 Del. Ch. 455, 180 A. 928 [23 T.-M. Rep. 60]. In some of the defendant's 
radio broadcasts and newspaper advertisements the name of the defendant as the 
producer of “Royal Crown Cola” did not appear, but in the great majority of them, 
the defendant was clearly identified. The name “Royal Crown Cola,” or “R. C. 
Cola,” was clamorously dinned into the ears of the listening public. Even a slug- 
gish mind would understand that some cola beverage other than “Coca-Cola” was 
being offered to the public. 
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Objection is made to the statement which frequently was made in the defendant’s 
radio broadcast, that “Royal Crown Cola” was blended by a company engaged for 
a quarter of a century in blending fine cola beverages; and also with respect to the 
defendant’s imitative characterization of its beverage as refreshing and delicious. 
The thought seems to be that the first statement would probably be accepted by the 
public as pointing to the complainant, it having been pre-eminent and first in the 
field; and that the borrowing of the complainant’s use of laudatory terms would 
tend to deceive the public. The objection in these respects is overwrought. We 
may suppose that the defendant’s beverage is of average excellence. There can be 
no monopoly of the use of common adjectives, and the beverage trade very generally 
makes use of the puffing terms “delicious” and “refreshing.” There was no evi- 
dence that any buyer had been confused by the statements complained of; nor do 
we think that deception would follow from them as a natural and probable con- 
sequence. 

There are but few primary colors suitable for advertising purposes. Adver- 
tising agencies almost universally employ in combination the colors red and white. 
This is well known even to the careless observer, and it is doubtful whether the com- 
bination has particular significance. The respective color schemes were somewhat 
alike, but there were marked differences. The details need not be stated. It is 
sufficient to say that no fraudulent imitation of the complainant’s advertising schemes 
was shown. Simulation by the complainant of the defendant’s designs could as 
well be argued. In this connection it may be said also that the complainant offers 
its bottled product in a six-ounce bottle, of somewhat unusual shape, and with 
lettering blown in the glass. The defendant markets its product in a twelve-ounce 
clear glass bottle with a distinctive labeling. The respective bottles differ widely 
in shape, size and marking; and, generally, in its labels and advertising the de- 
fendant has avoided the use of the script and flourishes adopted by the complainant. 

A combination of acts, each of them severally lawful, may, it is true, result in 
unfair competition, but in such case an underlying intent to perpetrate a fraud on 
the public must clearly appear; and here the outline of fraudulent purpose, or 
natural and probable tendency to deceive, if discernible at all, is but shadowy. 

The defendant’s sales agents stressed the fact that the defendant company 
offered as good, or a better, cola beverage in twice the quantity for the price of 
“Coca-Cola” ; and offered to make, and did make what is called a “blind test’’ of the 
two products. We see nothing legally or ethically wrong in such selling activities, 
unless accompanied by suggestions of palming off of the defendant’s product for 
that of the complainant. As any other producer the complainant, in free enterprise, 
must meet competition, and that of the sharpest kind. All that it can rightfully 
insist upon is that the competition be fair. If the defendant can make and sell twice 
the quantity of the cola beverage of equal excellence and at the same price of the 
complainant’s product, we see no reason why a doubtful public may not be convinced 
by demonstration. 

There was evidence that when “Coca-Cola” was ordered to be served by the 
glass or as a base for alcoholic drinks in taverns in certain Western cities, “Royal 
Crown Cola” was repeatedly substituted, in some instances upon the suggestions 
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made by the defendants’ sales agents of greater profit resulting from the larger 
quantity at the same price. This evidence was sharply disputed. The defendant 
produced a number of its salesmen who emphatically denied suggestions of sub- 
stitution ; and fifteen of the defendant’s licensed bottlers from various parts of the 
country testified that no complaint of unfair competition had ever been made to them 
either by the complainant itself or by its bottlers. Moreover, there was direct evi- 
dence reflecting most seriously upon the veracity and integrity of some of the com- 
plainant’s chief witnesses. 

We are not disposed to question the Chancellor’s finding of fact; but he also 
found from undisputed testimony that no responsible officer of the defendant had 
ever authorized such acts of its salesmen; and it clearly appeared that the defendant 
had never been informed of these acts, and had no knowledge of them prior to the 
trial of the case. The question is not, that the defendant is not responsible for the 
acts of its agents done in the course of their employment, but rather, whether in all 
of the circumstances of the case, injunctive relief should be granted. 

The complainant insists that the defendant, in making a product so similar to 
“Coca-Cola,” afforded the opportunity to its sales agents to suggest, and un- 
scrupulous retailers to accomplish substitutions ; and that in all of the circumstances 
appearing the defendant was bound to know, and must be held to have known, of the 
acts of its agents. The question would seem to hinge on whether the defendant, 
mindful of conditions prevailing in the business, was bound to anticipate that its 
agents would stoop to unlawful practices, and had failed to take sufficient precautions 
against such occurrences. Anticipation of harm to another resulting from an act of 
commission or omission is a familiar concept in the law of negligence; but, ordi- 
narily, mens rea is not inferred. Undoubtedly the seller of almost any cola beverage 
has the opportunity to suggest the palming off of his product for that of a rival ; but 
the general presumption is that one will act honestly and lawfully, and not fraudu- 
lently, and an unlawful or knavish act is not ordinarily to be anticipated. Morover, 
the complainant, as it easily could have done, did not inform the defendant of the 
unlawful practices of its salesmen, and no opportunity was offered it to correct the 
evil. In these circumstances of general fair trade practice on the part of the de- 
fendant, and lack of knowledge, actual or imputed, of the particular unfair practices 
on the part of its agents, the defendant ought not to be held guilty of fraud and its 
business disrupted to the consequent loss of the investors in the enterprise by an 
injunction either prohibiting the use of the word “cola” in the name of its products, 
or giving to them the characteristic color. 

In the absence of evidence showing a reasonable probability of other or further 
improper acts on the part of the defendant’s agents, injunctive relief in that particular 
was not necessary. 

So far as the evidence discloses the complainant’s damage, attributable to the 
wrongful acts of the defendant’s salesmen, was small. In the defendant’s brief of 
argument is the uncontradicted statement that the equivalent of about three hundred 
bottles of the defendant’s product had been passed off for “Coca-Cola,” and this 
over a period of some length. The time, trouble and expense of an accounting of 
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such small damage would far outweigh any resulting benefit to the complainant. 63 


oe 


The decree of the Chancellor is sustained.* 





DECISIONS OF THE COMMISSIONER OF PATENTS 


Acquisition of Marks 


Character and extent of use—registration 


Frazer, F. A. C.: This is an interference proceeding involving the application of 
Burroughs Wellcome & Co. (U.S.A.) Inc., filed May 19, 1942, for registration of the 
word “Avicap” as a trade-mark for “a polyvitamin product containing six essential 
vitamins (A, D, B, B., C and nicotinic acid amide) encapsulated in gelatin ;” and 
the application of Nion Corporation, filed August 29, 1942, for registration of the 
word “Avicaps” as a trade-mark for “‘a vitamin product containing 25,000 units of 
vitamin A encapsulated in gelatin.” The Examiner of Interferences adjudged Nion 
Corporation to be the prior user, and entitled to the registration of its mark ; and from 
his decision Burroughs Wellcome & Co. appeals. 

The parties are in agreement that their trade-marks, and the goods to which the 
marks are respectively applied, are substantially identical ; and the fact of appellee’s 
priority of adoption and use is conclusively established by the evidence. Appellant 
contends, however, that because such prior use occurred only in foreign commerce, 
appellee has not acquired ownership of the mark within the meaning of the statute ; 
and that since only the owner is entitled to the registration of a trade-mark, the de- 
cision of the Exarainer of Interferences is erroneous, and should be reversed. In 
its brief on appeal appellant states its position as follows: 


Our contention is that the word “owner” in Sec. 1 of the Trade-Mark Act means an 
individual or corporation who has used the mark in commerce in this country before he can 
apply for registration and although the great bulk of his business, and for that matter the 
whole of it, may consist in an export business, before he can get registration he must be 
the owner by using the mark in commerce among the several states of this country. 


So far as I am aware no court has had occasion to pass upon the precise question 
thus presented. At any rate neither party has cited such a case, nor have I been able 
to find one. 

Appellant relies upon The Farmers Manufacturing Co. v. W. R. Harrison Co., 
1901 C.D. 127, 96 O.G. 2062, decided by the Commissioner of Patents in 1901. It 
is urged that the cited case is directly in point, and is controlling in the instant pro- 
ceeding. It was there held that an applicant for registration who had used its mark 
only on a single shipment of merchandise to Mexico had not thereby acquired “a 
common law right to it in this country,” and the proposed registration was refused 
on that ground. It appears, however, that the mark as affixed to the goods was de- 
liberately concealed, and that its use was a carefully guarded secret. Under those 
circumstances the ruling would necessarily have been the same with respect to reg- 
istrability, even had the shipment been made in interstate commerce rather than in 





* Appellants’ application for a rehearing of the case was denied February 29, 1944.—Ed. 
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foreign commerce. And while the decision contains language which lends some 
support to appellant’s argument, I think such language may be regarded as obiter 
dictum, because it was unnecessary to the disposition made of the case. 

Section 1 of the Act of February 20, 1905, provides: 


That the owner of a trade-mark used in commerce with foreign nations, or among the 
several States, or with Indian tribes . . . may obtain registration for such trade-mark . . .” 
Section 2 requires a verified declaration “that such trade-mark is used in commerce among 
the several States, or with foreign nations, or with Indian tribes ... 


It will be noted that in each instance the requisite uses are disjunctively’ pre- 
scribed as any one of three, each of which is independently sufficient to support regis- 
tration. 

I agree with counsel for appellant that ownership of a trade-mark can result only 
from its use, and further that the use upon which ownership is predicated must occur 
in this country. But I am unable to agree that it must be a use in domestic com- 
merce. Appellee’s business is conducted in the State of California, where its product 
is manufactured for shipment abroad. In California the trade-mark is affixed to 
the goods, openly and in the regular course of business. It is there that orders are 
received and filled, and it is there that appellee is engaged in commerce with foreign 
nations. I am clearly of the opinion that appellee thus owns the mark so used, and is 
entitled to its registration. 

The decision of the Examiner of Interferences is affirmed.’ 


Cancellation 


Time granted for taking additional testimony 


Frazer, F. A. C.: On three identical petitions in three trade-mark cancellation 
proceedings whereby the party Martin de Botelho, of New York, N. Y., seeks to 
have stricken from the record certain testimony taken in an opposition proceeding 
and filed by the party Babs Creations, Incorporated, also of New York, N. Y., 
under a stipulation ; or, in the alternative, to have times set for taking further testi- 
mony by both parties, after noting that, had counsel requested the Examiner of Inter- 
ferences to set a time for further cross-examination, the request would have been 
granted and the petitions would have been unnecessary, granted the petitions, in the 
absence of opposition, to the extent that the Examiner of Interferences is directed to 
set times for the further cross-examination of the witnesses whose testimony in the 
opposition proceeding has been filed, and for the taking of such additional testimony 
by either party as he may deem necessary or appropriate.’ 


Class of Goods 


How determined 


Frazer, F. A. C.: This is an appeal from the decision of the Examiner of Inter- 
ferences sustaining the opposition of Corning Glass Works to the application of 


1. Nion Corporation v. Burroughs Wellcome & Co. (U.S.A.) Inc., decided April 4, 1944, 61 
a oo oe 
2. Babs Creations, Incorporated v. Martin de Botelho, Canc. Nos. 4230, 4232, and 4233, 166 
M. D. 393, January 11, 1944. 
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General Motors Corporation for registration of the word “Porex,” claimed to have 
been used since April 19, 1941, as a trade-mark for “articles made from metal pow- 
ders, namely, filters, filtering media, fluid diffusers, fluid diffusing media, and large 
area catalytic reaction surfaces.” 

Opposer is the owner of the well-known and numerously-registered trade-mark 
“Pyrex.” This mark has been used in connection with various articles of glassware 
for nearly thirty years ; and as far back as 1924 was registered for a long list of glass 
laboratory equipment, including such items as breakers, condensers, funnels, cascade 
dishes and sheet glass. More recently the mark has been applied to filters, which 
are manifestly of the same descriptive properties as applicant’s filters, their chief 
physical difference being that one is made of fritted glass and the other of metal 
powders. Broadly speaking, I think that the same ruling may properly be made 
with respect to opposer’s laboratory equipment generally, and the other goods named 
in the application ; but because of their specific differences, it may be that confusion 
would be unlikely to result from their sale under the trade-marks here involved. As 
to the filters, I am convinced that confusion would be reasonably likely. The most 
that can be said to the contrary is that the question is not free from doubt, and all 
doubts in that regard must be resolved in opposer’s favor. 

Applicant points out that its filters are all custom-built, whereas opposer’s filters 
are stock merchandise advertised to the trade through catalogues. Also the con- 
tention is made that applicant’s filters are intended for use in the filtration of oil in 
internal combustion engines, and that opposers’ filters, being essentially laboratory 
equipment, are not suitable for that use. As to the first point, it is to be noted that 
the application to register contains no such restriction ; and applicant would have the 
right under the proposed registration to use its mark on all filters made from metal 
powders, regardless of how they were constructed or sold. As to the second point, 
it need only be said that there is evidence in the record to the effect that opposer’s 
filters can be used for the same purpose as those produced by applicant. And the 
growing shortage of some metals may well lead to the substitution of glass, even in 
the making of oil filters for internal combustion engines. 

In appearance and in sound the two marks “Pyrex” and “Porex” are very nearly 
identical. It is true that when analyzed they suggest different ideas; but “signifi- 
cance of marks is not the only factor to be considered, for appearance and sound are 
equally important.” Kroger Grocery & Baking Co. v. Blue Earth Canning Co., 24 
C.C.P.A. 1098, 88 F. 2d 725. It is also true that because the goods to which the 
marks are applied are likely to be purchased with a considerable degree of care and 
discrimination, as stated in applicant’s brief “there is not so much probability of 
confusion as in ordinary cases where less discrimination is used.’”’ That, however, 
serves merely to create one of the elements of doubt to which reference has pre- 
viously been made. 

Applicant questions the sufficiency of opposer’s proofs with respect to its use 
of the “Pyrex” mark on filters. In this connection the Examiner of Interferences 
relied on opposer’s exhibits 8 and 9 (which are shipping sheets listing certain filters 
sold by opposer in October, 1940, but which do not disclose the trade-mark), and on 
the testimony of opposer’s witness Kelm, that “the ware which Corning has been 
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selling in accordance with these several exhibits [has] all borne this trade-mark.” 
I agree with applicant’s counsel that this evidence, standing alone, is by way of being 
somewhat sketchy ; but in my opinion it finds ample corroboration in other exhibits 
of record, which show that opposer was advertising its “Pyrex” filters for sale in 
catalogues issued and distributed at least as early as September, 1940. And while 
use in advertising is not trade-mark use, it lends some weight to evidence of trade- 
mark use. In other words, it seems reasonable to suppose that an article advertised 
under a particular trade-mark is sold under that trade-mark; and when a sale is 
established, any competent proof that the trade-mark was affixed to the goods sold 
should be accepted as sufficient. 

For the reasons stated, the decision of the Examiner of Interferences is affirmed.® 


Conflicting Marks 
“Bear Club” and “Golden Bear” 


Frazer, F.A.C.: Affirmed the action of the Examiner of Interferences sustain- 
ing the petition of McKesson & Robbins, Incorporated, of New York, N. Y., to 
cancel trade-mark registration No. 396,460, issued July 21, 1942, under the pro- 
visions of the Act of February 20, 1905, to California Growers Wineries, of Cutler, 
Calif. Respondent’s mark registered for brandy, is the notation “Golden Bear,” 
displayed in association with the representation of a bear printed in gold, and a 
shield bearing the letters “CGW” in monogram. 

Petitioner pleaded and established its ownership of a registration for whisky dis- 
closing the words “Bear Club” in association with a shield design, and its use of 
these words upon a whisky label, bearing also a shield design and the picture of a 
white bear shaded in gold. 

It was held that since the goods of the parties obviously are closely related prod- 
ucts of the same descriptive properties, the notations “Bear Club” and “Golden 
Bear” are so nearly alike as to render the marks as a whole confusingly similar, not- 
withstanding respondent’s contention that several other registrations made of record 
by it served to emphasize the dissimilarity between respondent’s mark and the mark 
of petitioner, and notwithstanding respondent’s reliance upon a registration issued 
to a third party where respondent’s claim of ownership was supported by neither 
pleading nor proof and the registration bore date of issue subsequent to that of peti- 
tioner’s registration and was applied for at a later date* 


“M. Louis” and female figure and “Antoine” plus female figure 


Van ArSDALE, A. C.: Affirmed the action of the Examiner of Trade-Mark 
Interferences sustaining the notice of opposition filed by Antoine de Paris, Inc., of 
New York, N. Y., to granting registration to Louis Napolitan, also of New York, 
N. Y., for coiffure preserving fluid, of the composite mark consisting of the mark 


3. Corning Glass Works v. General Motors Corporation decided March 31, 1944, 61 U. S. 
P. Q. 94. 

4. McKesson & Robbins, Incorporated v. California Growers Wineries, Canc. No. 4096, 166 
M. D. 391, January 8, 1944. 
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“M. Louis” in script lettering printed across the representation of a nude female 
figure in a distinctive artistic pose. The opposition was based on two prior regis- 
trations granted to opposer of a mark consisting of the representation of a nude 
female figure in a pose very similar to the pose of the figure in applicant’s mark and 
the name “Antoine” in reverse printing on a panel below and spaced from the figure. 
One registration is for soap and the other is for various named cosmetics for the 
body, hands, face and eyes, and also perfume. 

It was held that the soap and other goods named in opposer’s registrations and 
applicant’s goods all belong to the same general class of cosmetics and are so related 
in function and in use that they are all goods of the same descriptive properties. 

After noting that in applicant’s mark the “M. Louis” does not carry as much 
trade-mark significance in the mark to indicate just one particular source of origin 
of the goods as does the pictorial part thereof, it was held that, considering the 
nature of the goods to which the marks are applied, and viewing the marks in their 
entireties, because of the prominence of and the similarity in appearance between 
the pictorial portions of the marks, the concurrent use of the marks on those goods 
would be likely to cause confusion and mistake in the mind of the public and to 
deceive purchasers.° 


“Peach Blow” and “Peach Tone” 


Frazer, F. A. C.: Affirmed the action of the Examiner of Interferences sus- 
taining the opposition of Bourjois, Inc., of New York, N. Y., to the application of 
Dermetics, Inc., of Seattle, Wash., for registration of the notation “Artist Peach 
Tone,” as a trade-mark for “lipstick, lip rouge, rouge for the face, face powder, body 
powder, eye shadow, eyelash darkener.” In the application the words “Peach” and 
“Tone” are disclaimed, and the mark is stated to have been used since December 1, 
1940. Opposer relied upon its ownership of four trade-marks, all registered for 
various toilet preparations, some of which are identical with those named in the 
application, many years before applicant’s first use of the mark sought to be regis- 
tered. These marks are “Peaches,” “Peaches and Cream,” “Velvet of Peaches,” 
and “Peach Blow.” 

It was held that the Examiner of Interferences properly sustained the opposition 
on the ground that applicant’s mark is confusingly similar to opposer’s ‘Peach 
Blow” mark. It was pointed out that there is closer similarity between these two 
marks than exists with respect to applicant’s mark and either of opposer’s marks, 
“Peaches,” “Peaches and Cream,” or “‘Velvet of Peaches,” although the latter are 
of importance, however, as supporting opposer’s contention that because it has a 
family of “Peach” trade-marks, “Artist Peach Tone” would be regarded by the 
public merely as an added member. 


, 5. Antoine de Paris, Inc. v. Louis Napolitan, Opp’n No. 22,097, 166 M. D. 394, January 13, 
1944. 
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Applicant also has a family of trade-marks, each of which includes the word 
“Artist” or “Artist’s.” In reply to applicant’s contention that this word dominates 
its mark “Artist Peach Tone,” and that the remaining words are descriptive, it was 
held that if the word “Peach” is descriptive in applicant’s mark it is equally so in 
opposer’s marks, and the effect of applicant’s contention is to challenge the validity 
of opposer’s registrations which it is well established may not be done in an opposi- 
tion proceeding. 

It was held that whatever may be in the relative importance of the word “Peach” 
in applicant’s mark, manifestly it is the dominating word of opposer’s mark, “Peach 
Blow,” and that the expressions “Peach Blow” and “Peach Tone” are quite similar 
in sound and appearance, and do not differ greatly in their suggestive significance 
so that were it not for the inclusion in applicant’s mark of the word “Artist,” there 
could be no question but that the two marks are confusingly similar, and such doubt 
as may result from the addition of this word must be resolved in opposer’s favor.® 


Goods of Same Descriptive Properties 
Dentures and Tooth Powder and Tooth Paste 


Van ArspDALE, A. C.: Reversed the action of the Examiner of Trade-Mark In- 
terferences who held that the notice of opposition filed by McKesson & Robbins, In- 
corporated, of New York, N. Y., to granting to Sholl Dental Laboratory Company, 
of Houston, Texas, registration of the mark “Calle,” for dentures, should be dis- 
missed. The opposition was based on the prior use by opposer of the mark “Calox” 
for tooth powder and tooth paste, and registration of the mark for tooth powder. 

It was held that the goods are goods of the same descriptive properties in the 
statutory sense, being dental goods, the tooth powder and tooth paste being closely 
related to the dentures as cleaners therefor, and manufacturers of dentures might be 
expected to also put out tooth powder and tooth paste either specially suited to the 
particular material of which the dentures are made or for teeth generally. 

While it was recognized that persons making a side-by-side comparison of the 
mark “Calox” as applied to tooth paste or tooth powder and the mark “Calle” as 
applied to a denture would not be likely to be deceived, nevertheless applicant’s den- 
tures are sold only to dentists and the mark “Calle” appears only on the cartons or 
packages, so that a patient fitted with a “Calle” denture would have to rely on mem- 
ory as to what the trade-mark of the denture was, and such person thereafter seeing 
the mark “Calox” applied to tooth paste or tooth powder would be likely, due to 
the similarity in sound between the marks “Calox” and “Calle,” to be confused into 
thinking that “Calox”’ was the trade-mark which was applied to the dentures, as 
the mark was remembered, and in consequence be misled into believing the dentures 
and the tooth paste or tooth powder emanated from the same source. It was there- 
fore held that the marks when applied to the respective goods should be held to 
be confusingly similar and the notice of opposition sustained.’ 


6. Bourjois, Inc. v. Dermetics, Inc., Opp’n No. 21,347, 166 M. D. 408, January 31, 1944. 
7. McKesson & Robbins, Incorporated v. Sholl Dental Laboratory Company, Opp’n No. 
22,122, 166 M.D. 412, February 1, 1944. 
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Interference 


Use in advertising not a trade-mark use 


Frazer, F. A. C.: Reversed the action of the Examiner of Interferences in a 
trade-mark interference proceeding involving the application of The B. R. Baker 
Company, of Toledo, Ohio, and two registrations of Lebow Brothers, of Baltimore, 
Md. The marks of both parties are dominated by the word “Imperial,” and all are 
appropriated to men’s suits, overcoats and topcoats. The first of the two registra- 
tions was issued September 27, 1932, upon an application filed February 29, 1932. 
No date of use earlier than this filing date having been established by Lebow 
Brothers, and the Examiner of Interferences being of the opinion that The B. R. 
Baker Company had proved continuous use of its mark since at least January 5, 
1930, the latter concern was adjudged to be entitled to the registration for which 
it has made application. 

It was held that the junior party and appellee, The B. R. Baker Company, had the 
burden of proof of establishing trade-mark use prior to trade-mark use by appellant 
of the mark in controversy as a prerequisite to the registration sought by appellee. 

It was held that the testimony introduced by appellee failed to establish trade- 
mark use by appellee prior to appellant’s application date of February 29, 1932. 

As to an advertisement twice mentioning the mark in connection with appellee’s 
name and the location of its place of business, it was held that use in advertising is 
not a trade-mark use, and, although use of a mark in advertising may enable the user 
to prevent registration to another of the same mark or a mark confusingly similar 
thereto, here appellant’s mark is already registered.* 


Not Distinctive 


Mere repetition or particular angle 


Fraser, F. A. C.: Affirmed the action of the Examiner refusing to grant regis- 
tration to Armstrong Cork Company, of Lancaster, Pa., under the provisions of the 
act of February 20, 1905, of a trade-mark for “gaskets, washers, rings and discs, all 
of fibrous material for packing and gasketing uses,” the mark consisting of a checker- 
board arrangement of the name “Armstrong’s” successively written in crossing lines, 
with the letter A in a circle at each intersection, in the absence of an appropriate dis- 
claimer of the word “Armstrong’s.” 

The name is printed in plain block letters, but notwithstanding applicant’s con- 
tention that its arrangement in the composite mark constitutes “some particular or 
distinctive manner” within the meaning of the statute, it was held that mere repeti- 
tion does not result in distinctiveness, nor does the particular angle or variety of 
angles at which a name is viewed.® 


8. The B. R. Baker Company v. Lebow Brothers, Interf. No. 3358, 156 M. D. 398, January 
14, 1944. 


9. Ex Parte Armstrong Cork Company, Ser. No. 448,445, 166 M.D. 411, February 1, 1944. 
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PART II 


UNITED STATES v. BAUSCH & LOMB OPTICAL COMPANY Et At.; 
SOFT-LITE LENS COMPANY, INC., et at. v. UNITED STATES 


Supreme Court of the United States 
April 10, 1944 


PRACTICE—CERTIORARI. 

As the Court is equally divided upon the issue raised in the Government’s appeal in No. 62 
by its request for a reversal of the provision of the judgment which dismisses Bausch & Lomb 
and its officers from the proceeding, that provision stands affirmed. 

UNFAIR TRADING—RETAIL LICENSES—PRICE FIXING. 

Retail license provisions binding dealers to sell at locally prevailing prices and only to 
the public constitute illegal restraints. Price fixing, reasonable or unreasonable, is “unlawful 
per se.” 

Unrair TRADING—PrIcE F1Ixtnc—MILLER-Typincs Act. 

A distributor of a trade-marked article may not lawfully limit by agreement, express or 
implied, the price at which or the persons to whom its purchasers may resell, except as a 
seller moves along the route which is marked by the Miller-Tydings Act. 

UnFAIR TRADING—SHERMAN AcT—“Fartr TRADE” CONTRACTS. 

A finding that the Sherman Act has been violated justifies an order directing cancellation 
of the wholesale arrangement and cessation by Soft-Lite of systematic price suggestions. 
Whether the conspiracy and combination (to restrain trade) was achieved by agreement or by 
acquiescence of the wholesalers coupled with assistance in effectuating its purpose is im- 
material. 

Where, prior to the making of price maintenance contracts, a distribution system exists 
which is illegal because of unallowable price-fixing contracts and where that illegality neces- 
sarily persists in part because a portion of the resales are not covered by the “Fair Trade” 
contracts, subsequent price maintenance contracts, otherwise valid, should be cancelled along 
with the invalid arrangements. Equity has the power to eradicate the evils of a condemned 
scheme by prohibition of the use of admittedly valid parts of an invalid whole. 


In equity. Action for violation of the Sherman Act. Action by United States 
against Bausch & Lomb Optical Company et al. Affirmed. From judgment for 
plaintiff, United States, Soft-Lite Lens Company, Inc., et al., appeal. Modified. 
For decision below see 33 T.-M. Rep. 194. 


Wendell Berge, Washington, D. C. (Charles Fahy and Charles H. Weston, both of 
Washington, D. C., and Melville C. Williams, New York, N. Y., on the brief) 
for the United States. 

Whitney North Seymour (Simpson, Thacher & Bartlett and Richard B. Persinger 
on the brief), all of New York, N. Y., for Bausch & Lomb Optical Company 
et al. 

Bethuel M. Webster (Henry Lehrich, Hyman D. Lehrich and Edward L. Rea on 
the brief), all of New York, N. Y., for Soft-Lite Lens Company, Inc., et al. 


Mr. Justice REED delivered the opinion of the Court. 
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The United States of America brought suit in the District Court for the 
Southern District of New York against the Bausch & Lomb Optical Company, a 
corporation, and the Soft-Lite Lens Company, Inc., and several of the chief officers 
of each, to restrain violations of the Sherman Act. Jurisdiction was conferred on 
the trial court by Section 4 of the Act (15 U. S. C., § 4) and upon this Court by 
Section 2 of the Act of February 11, 1903 (15 U. S. C., § 29 and Judicial Code, 
§ 238). 

The complaint alleged that Bausch & Lomb and Soft-Lite and their officers con- 
tracted, combined and conspired to restrain trade in pink tinted lenses for eye- 
glasses, contrary to Sections 1 and 3 of the Sherman Act.’ The allegations of the 
complaint were upheld by the trial court as to Soft-Lite and certain of its officers 
and dismissed as to Bausch & Lomb and its officers. United States v. Bausch & 
Lomb Optical Co., 45 F. Supp. 387 [33 T.-M. Rep. 194]. 

The findings and opinion upon which the decree is molded show that Soft-Lite 
is the sole distributor of pink tinted lenses sold under the trade-name “‘Softlite.” 
Their plan of dealing follows. As no patents or secret processes are relied upon and 
as Soft-Lite limits itself to distribution only, the trade-name, salesmanship and busi- 
ness experience of Soft-Lite are the qualities upon which it must primarily depend 
for its profits as a distributor. Soft-Lite buys its lenses from Bausch & Lomb. It 
sells to wholesalers, who in turn sell to retailers, who in turn sell to the public. 
Laying aside the variations in operating costs of wholesalers as compared with other 
wholesalers and of retailers as compared with other retailers, the opportunity for 
profits which can be divided between Soft-Lite, the wholesalers and the retailers, 
depends upon the difference between the price per lens that Soft-Lite pays Bausch 
& Lomb and the price the ultimate consumer pays the retailer. A wider spread be- 
tween original purchase and final prices, which is maintained by artificial fixing of the 
prices demanded from the ultimate consumer, furnishes the links of the distribution 
chain more profit for division among themselves. This is true regardless of volume 
or price although these factors, of course, affect the aggregate profits available for 


1. 26 Stat. 209, as amended 50 Stat. 693: 


“Section 1. Every contract, combination in the form of trust or otherwise, or conspiracy, in 
restraint of trade or commerce among the several States, or with foreign nations, is hereby de- 
clared to be illegal: Provided, That nothing herein contained shall render illegal, contracts or 
agreements prescribing minimum prices for the resale of a commodity which bears, or the label 
or container of which bears, the trade-mark, brand, or name of the producer or distributor of such 
commodity and which is in free and open competition with commodities of the same general class 
produced or distributed by others when contracts or agreements of that description are lawful 
as applied to intrastate transactions, under any statute, law, or public policy now or hereafter in 
effect in any State, Territory, or the District of Columbia in which such resale is to be made, or 
to which the commodity is to be transported for such resale, and the making of such contracts or 
agreements shall not be an unfair method of competition under section 5, as amended and supple- 
mented, of the Act entitled ‘An Act to create a Federal Trade Commission to define its powers 
and duties and for other purposes,’ approved September 26, 1914: Provided further, That the 
preceding proviso shall not make lawful any contract or agreement, providing for the establish- 
ment or maintenance of minimum resale prices on any commodity herein involved, between 
manufacturers or between producers, or between wholesalers, or between brokers, or between 
factors, or between retailers, or between persons, firms, or corporations in competition with each 


other... .” 


Section 3 governs similar conduct in territories of the United States and the District of 
Columbia. 
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division among the dealers who have a part in distribution. In its self-restricted 
field, Soft-Lite is successful. Roughly speaking, for the years 1938, 1939 and 
1940 in the United States it has sold one-third of the pink tinted lenses for one-half 
of the gross receipts. Other manufacturers than Bausch & Lomb and other dis- 
tributors than Soft-Lite do the remainder of the business. 

Soft-Lite has arrangements with Bausch & Lomb for the purchase from them 
of lenses and blanks, with wholesalers of optical glass for the supply of this material 
to retail opticians, and in turn with these retailers for sales promotion. This is an 
integrated plan for the distribution of Soft-Lite’s optical specialty, the pink tinted 
glass for easing eye strain. The plan of distribution for this commodity has de- 
veloped over more than a quarter of a century of experience. 

The arrangement with Bausch & Lomb had its origin in 1924. At that time 
this manufacturer of optical glass undertook to grind pink tinted lenses for Soft- 
Lite out of foreign glass imported by the latter, but very soon the two parties 
arranged for Bausch & Lomb to manufacture the glass as well. At the very be- 
ginning Bausch & Lomb agreed that any orders for pink tinted lenses which it 
might receive would be transmitted to Soft-Lite. A list of Soft-Lite customers, 
wholesale and retail, was furnished Bausch & Lomb. It appeared better to both 
seller and buyer to extend their arrangement by a contract in which Bausch & Lomb 
undertook to manufacture and sell pink tinted glass and lenses to Soft-Lite. To 
avoid the danger to Soft-Lite’s business of indiscriminate selling by Bausch & Lomb 
of this pink glass specialty, Bausch & Lomb agreed that it would not sell pink tinted 
glass to lens manufacturers or pink tinted lenses to the optical trade. Soft-Lite 
buys exclusively from Bausch & Lomb. 

The legal position of Bausch & Lomb and Soft-Lite is that of buyer and seller. 
Their relations through the years have been close, friendly and mutually satis- 
factory. Bausch & Lomb knows generally of the Soft-Lite distribution system, 
both as manufacturer for an active customer and as an owner of stock in wholesale 
optical goods companies, which subsidiary company handled a large part of Soft- 
Lite’s goods as jobbers. The officials of the two corporations carried on discus- 
sions and correspondence with respect to wholesale customers, retail outlets, prices, 
advertising policies, the standing of dealers, and general trade information. As to 
trade adjuncts for optical glass distribution such as cleaning cloths, lens cabinets, 
etc., Soft-Lite and Bausch & Lomb cooperated even to the extent of agreeing to 
charge identical prices for such marketing aids. 

In 1926, the arrangement between Bausch & Lomb and Soft-Lite was given 


a somewhat more formal character by a letter of the manufacturer advising its 
customer as follows: 


Since the very beginning of our relations with you, in connection with this transaction, 
it has been understood that we would safeguard your interests in every way and it has 
never been our intention to make competition for you by either marketing a tinted lens of 
our own or producing similar tinted glass for other manufacturers and it is our intention 
to abide by this understanding. 

On the other hand, however, it is difficult to foresee the progress of science in producing 
glass possessing better properties than is obtainable at the present time and in that event 
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we feel certain that you would not in any way desire to impede our progress in that 
direction. 

We hope that this may be sufficient guarantee to you that we do not wish to do anything 
that would look like competition in connection with the Soft-Lite and we naturally expect 
that your efforts in the sale of same will be continued as at present for an indefinite period 
unless by consent of both parties concerned a different arrangement is agreed upon. 

Yours very truly, 
Bausch & Lomb Optical Company. 


P. S. Tinted lenses such as Crookes, Fieuzal, Smoke, Amber, etc., which we are now 
manufacturing it is understood will not come under the above arrangement. 


Minor variations in the plan have occurred since that letter. Bausch & Lomb 
patented a lens called “Nokrome.” Soft-Lite was advised that when Soft-Lite 
glass was used in the Nokrome lens, Soft-Lite should have exclusive distribution. 
There were other patented lenses manufactured by Bausch & Lomb. Sometimes 
these lenses were ground from pink tinted glass and sometimes from other colors. 
Since these patented lenses were distributed by Bausch & Lomb under a licensee 
system, interference arose. Soft-Lite and Bausch & Lomb made mutually satis- 
factory adjustments so that their respective retailers might have some of the ad- 
vantages of dealing in the Bausch & Lomb patented lenses ground out of Soft-Lite 
glass. 

Again, Soft-Lite was released from its obligation to take second quality lenses 
and Bausch & Lomb agreed to sell them only in foreign countries where Soft-Lite 
had no offices and at prices acceptable to both Soft-Lite and Bausch & Lomb. 

Reference has been made to the fact that Bausch & Lomb owned stock in optical 
wholesale companies which distributed Soft-Lite lenses and blanks. A stipulation 
stated that 


Bausch & Lomb, through its ownership of a majority of the outstanding voting stock of 
each said wholesale companies, has power to coordinate and control the sales and pricing 
policies of said wholesale companies. 


These subsidiaries were acquired by Bausch & Lomb “at intervals subsequent 
to the original arrangement with Soft-Lite.” They now are the largest outlet for 
Soft-Lite lenses, taking sixty percent of Soft-Lite sales. They were substantial cus- 
tomers of Soft-Lite before they became affiliates of Bausch & Lomb. Soft-Lite is 
treated by its wholesale customers alike whether or not the customers are Bausch & 
Lomb affiliates. It is equally true that all wholesalers have cooperated with Soft- 
Lite in the development of its system. 

Bausch & Lomb thus profited from the Soft-Lite business in two ways: first, by 
profit made in manufacturing and selling to Soft-Lite ; second, by sharing, through 
stock ownership of wholesale distributors of Soft-Lite’s goods, in the profits which 
lay between the Soft-Lite selling price and the consumer purchase price. Bausch & 
Lomb, the evidence shows, understood well as early as 1925 the advantages to itself 
through these subsidiaries of the Soft-Lite plan, which secured an increased profit 
for division among distributing agencies. As a consequence, Bausch & Lomb con- 
cerned itself with prices charged to wholesalers by Soft-Lite, discussed each step 
of the price mark-up from Soft-Lite up to the consumer, insisted that reductions in 
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its prices to Soft-Lite should be passed along the distribution line, and through its 
affiliated corporations cooperated in the price arrangements and the elimination of 
undesirable retailers. 

Soft-Lite’s control of distribution did not cease with this sale of its goods to 
optical wholesalers. It sought as wholesale outlets distributors who were free 
from business alliances with Soft-Lite’s competitors. It sold only to wholesalers 
who were willing to cooperate with its policy. These wholesalers it designated as 
dealers and sold its goods only through them. Soft-Lite’s wholesalers were allowed 
to resell only to retailers who held licenses from Soft-Lite. When retailers were 
licensed, the wholesalers were notified that they were at liberty to sell to the specified 
retailer. On the cancellation of the license, the wholesalers were notified in writing 
that the retailer was no longer entitled to receive Soft-Lite lenses. If a wholesaler 
did business with unapproved retailers, it was excluded from Soft-Lite’s list of 
designated wholesalers. The wholesalers were required to distribute with each 
pair of Soft-Lite lenses a numbered certificate called a “Protection Certificate.” By 
this certificate the wholesale outlet for Soft-Lite lenses found in the hands of un- 
licensed retailers could be traced by Soft-Lite. The wholesalers were told that the 
certificates were intended for this purpose. Soft-Lite indicated to the wholesalers 
the prices to be received by them from retailers by means of published price lists. 
Through these price lists, made available to wholesalers and retailers alike, the re- 
tailers could determine the prices wholesalers were to charge. 

It was determined by the District Court (and this finding is without challenge ) 
that Soft-Lite and the wholesalers understood that material deviation would result 
in the discontinuance of the offending wholesaler as an outlet. 

Soft-Lite’s plan of distribution was rounded out by its arrangements with the 
retail optical concerns. As we have just pointed out, the retailers knew from the 
published lists the prices the wholesalers were expected to charge them. The re- 
tailers were selected by Soft-Lite with care equal to that used in selecting whole- 
salers. Soft-Lite, in the words of its brief, was “manufactured and advertised as a 
quality product. Soft-Lite must be sold as such.” “Ethical” retailer opticians and 
optometrists were sought. Those who quoted prices in their advertisements or 
operated as adjuncts to department or jewelry stores were frowned upon. Retail 
prices of consumers were not fixed by Soft-Lite. It seems to be admitted, how- 
ever, that the retailer was required to maintain prevailing local price schedules. An 
application form dated February 1, 1939, for retail stock licenses calls for repre- 
sentations to that effect from the Soft-Lite representative recommending the appli- 
cation and the approval of a Soft-Lite wholesaler. This practice apparently applied 
to all retailers. The District Court found that retailers agreed to sell the lenses at 
prices prevailing in the locality and that Soft-Lite required retailers to sell the pink 
tinted lenses “at a premium over comparable untinted lenses.” 

Under its present system, Soft-Lite grants a revocable, exclusive and non- 
transferable “license” to the retailer to buy Soft-Lite lenses and lens blanks from 
“licensed” Soft-Lite distributors or wholesale “licenses” and to resell the lenses 
at prevailing prices in the locality where the retailer is located. In turn, the licensee 
agrees to promote the sale of Soft-Lite lenses and to do nothing to injure their 
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prestige. The licensee was required to state that he understood that the substitution 
of other lenses for Soft-Lite would adversely affect that prestige. The licensee 
further agreed to sell only under the trade-names and mark of Soft-Lite and only to 
the consumer or patient.” 

The retailer’s agreement to conform to the license requirements was enforced 
by surveillance through Soft-Lite’s salesmen and by cancellation of the retailer’s 
license if he failed to abide by its terms. Wholesalers were notified of such can- 
cellation. 

The Miller-Tydings Act of August 17, 1937, 50 Stat. 693, amended the Sher- 
man Act so as to permit minimum prices for the resale of a commodity which bears 
the trade-mark of the distributor in states where contracts of that description are 
legal by statute so far as intrastate transactions are concerned, and beginning in 1940 
Soft-Lite has entered into resale price maintenance contracts with a number of 
wholesalers, presumably in conformity with the Miller-Tydings Act. The District 
Court was of the view that these contracts “came into existence as a patch upon an 
illegal system of distribution of which they have become an integral part.” 

It is accepted by all parties that the transactions of Bausch & Lomb and Soft-Lite 
are in interstate commerce as the term “commerce” is used in the Sherman Act. 

The judgment of the District Court determined that Soft-Lite and certain of its 
officers had contracted and conspired with optical wholesalers and retailers to violate 
the Sherman Anti-trust Act in the following particulars: 


(a) by entering into so-called “license” agreements with optical retailers which fix the 
prices at which said retailers shall sell Soft-Lite lenses; (b) by entering into so-called 
“license” agreements with optical retailers which provide that said retailers will sell such 
lenses only to the public; (c) by entering into agreements with wholesale customers which 
provide that the said wholesalers will sell Soft-Lite lenses and blanks only to retailers who 
are designated as “licensees” by the defendant Soft-Lite Lens Company, Inc.; (d) by 
entering into agreements with wholesale customers which fix the prices at which said 
wholesalers shall sell Soft-Lite lenses and blanks; (e) by entering into “Fair Trade” resale 
price maintenance contracts with said wholesalers as an integral part of the illegal dis- 
tribution system of Soft-Lite blanks and lenses; and (f) by enforcing the agreements set 
forth in subdivisions (a) through (e) of this paragraph. 


The judgment directs Soft-Lite to cancel its license agreements with retailers 
and its Fair Trade resale price maintenance contracts and agreements with whole- 
salers fixing prices and restricting their resales to Soft-Lite’s retail licensees. Soft- 
Lite and its agents are enjoined from enforcing these contracts or using identification 
devices, such as the “Protection Certificates”, for tracing resales of lenses or blanks 
purchased from Soft-Lite. They are likewise forbidden to enter into any other 
agreement similar in effect or purpose to those adjudged unlawful, except the Fair 
Trade contracts. These latter may be renegotiated after six months from the 
notices of cancellation which the judgment directs to issue. There is also a pro- 
hibition against Soft-Lite’s and its officers’ systematically suggesting resale prices 
on lens or blanks for said six months. Bausch & Lomb and various individuals are 


2. In 1939 a change was made from the license agreement not to deal in any lens similar in 
tint, color or shade to Soft-Lite lenses. The change followed an agreed order of the Federal 
Trade Commission of June 23, 1938, Docket No. 2717, In the Matter of Soft-Lite Lens Co., Inc.. 
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adjudged to be free of the violations which are charged in the complaint. The right 
to inspect records and to interview officers and employees is reserved to the Depart- 
ment of Justice in the manner set out below.’ Finally, jurisdiction of the case is re- 
tained for further orders or directions, including modification or termination of 
any of the provisions as well as their enforcement. Cf. Sugar Institute v. United 
States, 297 U.S. 553, 605. 

Two appeals are before us. The Government seeks to establish that the agree- 
ment of Bausch & Lomb not to sell pink tinted glass or lenses to any competitor 
of Soft-Lite and not to compete with Soft-Lite in the marketing of any pink tinted 
lens unreasonably restrains commerce in violation of the Sherman Act. By its 
appeal, the Government urges also a broadening of the decree by the substitution of 
a permanent instead of a six months’ injunction against new Fair Trade agreements 
and against systematic suggestions of resale prices by Soft-Lite. It also asks an 
addition to the decree requiring Soft-Lite to sell its product without discrimination 
to any person offering to pay cash therefor. 

The other appeal is by Soft-Lite and those of its officers who are enjoined. This 
appeal attacks the provisions of the judgment cancelling agreements of Soft-Lite 
with wholesalers to charge uniform prices to retailers, enjoining systematic sugges- 
tions of resale prices and execution of Fair Trade resale price maintenance contracts 
even for six months, and allowing future discovery by the Department of Justice in 
order to police the decree. 

Since the alleged illegality of the Soft-Lite distribution system is the heart of 
the scheme which the Government attacks, we shall examine first the judgment 
from the standpoint of Soft-Lite’s objections to it and then from that of the Govern- 
ment’s desired additions as to Soft-Lite. 

As the Court is equally divided upon the issue raised in the Government’s appeal 
in No. 62 by its request for a reversal of the provision of the judgment which dis- 
misses Bausch & Lomb and its officers from the proceeding, that provision stands 
affirmed. 

I 


Our task of examining Soft-Lite’s objections is simplified by the frank recog- 
nition of those appellants that “the retail license provisions binding dealers to sell 


3. “9. That for the purpose of securing compliance with this Judgment, authorized repre- 
sentatives of the Department of Justice, upon the written request of the Attorney General or an 
Assistant Attorney General shall be permitted to access, within the office hours of said defend- 
ants, and upon reasonable notice, to books, ledgers, accounts, correspondence, memoranda, and 
other records and documents in the possession or the control of the said defendants, or any of 
them, relating to any of the matters contained in this judgment, such access to be subject to any 
legally recognized privilege. Any authorized representative of the Department of Justice, sub- 
ject to the reasonable convenience of the said defendants, shall be permitted to interview officers 
or employees of said defendants without interference, restraint or limitation by said defendants ; 
provided, however, that any such officer or employer may have counsel present at such interview. 
Said defendants, upon the written request of the Attorney General, or an Assistant Attorney 
General, shall submit such reports with respect to any of the matters contained in this Judgment 
as from time to time may be necessary for the purpose of enforcement of this Judgment; provided, 
however, that the information obtained by the means permitted in this paragraph shall not be 
divulged by any representative of the Department of Justice to any person other than a duly 
authorized representative of the Department of Justice except in the course of legal proceedings 
in which the United States is a party or as otherwise required by law.” 
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at locally prevailing prices and only to the public constitute illegal restraints.” Our 
former decisions compel this conclusion. Prices fixing, reasonable or unreasonable, 
is “unlawful per se.” United States v. Socony-Vacuum Oil Co., Inc., 310 U. S. 
150, 218; United States v. Trenton Potteries, 273 U. S. 392, 397; Ethyl Gasoline 
Corp. v. United States, 309 U. S. 436, 458; Fashion Guild v. Trade Comm'n, 312 
U. S. 457, 465. The retailer’s price to his customers is the single source of stable 
profits for all handlers. 

These illegal contracts cannot be considered, however, as happenings completely 
insulated from other incidents of the Soft-Lite distribution system. When we turn 
to the provisions of the decree which are attacked here by Soft-Lite, requiring it to 
cancel its resale price agreements with wholesalers as well as retailers and to avoid 
such requirements for six months either by contract or suggestion, and thereafter to 
act only in accordance with the Miller-Tydings Act, we must first note that it is 
plain that the arrangements for price maintenance in the wholesaler’s sales to re- 
tailers are an integral part of the whole distribution system. Not only are Soft-Lite 
wholesalers carefully selected and cooperative but they may sell only to Soft-Lite’s 
retail licensees. Undesirable wholesalers are excluded from the system and the 
District Court found that by means of published wholesale price lists, put in the 
hands of wholesalers and retailers alike, resale prices of wholesalers are designated 
by Soft-Lite. The requirement of the wholesalers’ recommendation as to the busi- 
ness character of the applicant for a retail license, the evidence of espionage, the 
limitation of resales to Soft-Lite retail licensees, the existence of the “Protection 
Certificate” to mark the wholesaler who might violate the arrangement, the uni- 
formity of the prices, as prescribed in Soft-Lite’s published lists, which are charged 
retailers by wholesalers—all amply support, indeed require, the inference of the 
trial court that a conspiracy to maintain prices down the distribution system existed 
between the wholesalers and Soft-Lite through the years prior to this suit. 

Soft-Lite is the distributor of an unpatented article. It sells to its wholesalers 
at prices satisfactory to itself. Beyond that point it may not project its power over 
the prices of its wholesale customers by agreement. A distributor of a trade- 
marked article may not lawfully limit by agreement, express or implied, the price at 
which or the persons to whom its purchaser may resell, except as seller moves along 
the route which is marked by the Miller-Tydings Act. Dr. Miles Medical Co. v. 
Park & Sons Co., 220 U. S. 373, 404. Even the additional protection of a copy- 
right, Bobbs-Merrill Co. v. Straus, 210 U. S. 339; Interstate Circuit, Inc. v. United 
States, 306 U. S. 208, 221, and cases cited, or of a patent, United States v. Masonite 
Corp., 316 U. S. 265, 276; Mercoid Corp. v. Mid-Continent Investment Co., 320 
U. S. 661, 664-5, and cases cited, add nothing to a distributor’s power to control 
prices of resale by a purchaser. The same thing is true as to restriction of cus- 
tomers. Fashion Guild v. Trade Comm’n, 312 U. S. 457, 465; Standard Sanitary 
Mfg. Co. v. United States, 226 U. S. 20, 47-49; Montague & Co. v. Lowry, 193 
U. S. 38, 45. 

Not only do the appellants urge that conspiracy between Soft-Lite and the whole- 
salers should not be found from the foregoing evidence but they also say that they 
come within the scope of certain of our cases which are said to indicate that a simple 





166 THIRTY-FOUR TRADE-MARK REPORTER 


refusal to sell to customers who will not resell at prices fixed by the seller is per- 
missible under the Sherman Act. They cite United States v. Colgate & Co., 250 
U. S. 300; Federal Trade Commission v. Beech-Nut Packing Co., 257 U. S. 441, 
452-3; Federal Trade Commission v. Sinclair Refining Co., 261 U. S. 463, 475-6; 
and Federal Trade Commission v. Curtis Publishing Co., 260 U. S. 568, 582. None 
of these cases involve, as the present case does, an agreement between the seller and 
purchaser to maintain resale prices. 

The Colgate case turned upon the sufficiency on demurrer of an indictment under 
the Sherman Act against a manufacturer for requiring its dealers to maintain prices. 
As the indictment was construed to allege only specification of resale prices by the 
manufacturer and refusal to deal with customers who did not maintain them, this 
Court held the indictment insufficient as no reference was made in it to a purpose to 
monopolize and in such a posture the Sherman Act “does not restrict the long recog- 
nized right of trader or manufacturer engaged in an entirely private business, freely 
to exercise his own independent discretion as to parties with whom he will deal. 
And, of course, he may announce in advance the circumstances under which he will 
refuse to deal.” 250 U. S. at 302, 306, 307. Cf. United States v. Schraders Sons; 
252 U. 5. 95, 9. 

The Beech-Nut case recognizes that a simple refusal to sell to others who do not 
maintain the first seller’s fixed resale prices* is lawful but adds as to the Sherman 
Act, “He [the seller] may not, consistently with the act, go beyond the exercise of 
this right, and by contracts or combinations, express or implied, unduly hinder or 
obstruct the free and natural flow of commerce in the channels of interstate trade,” 
257 U. S. at 453. The Beech-Nut Company, without agreements, was found to 
suppress the freedom of competition by coercion of its customers through special 
agents of the company by reports of competitors about customers who violated re- 
sale prices, and by boycotts of price cutters. Idem., pp. 451, 454, 455. As to the 
decision as to the Curtis Company involved only selling agencies, 260 U. S. at 581, 
and that as to Sinclair the restricted use of a distributor’s gasoline tanks, 261 U. S. 
at 474, they are inapplicable to a consideration of a refusal by a distributor to sell 
except to chosen dealers. 

As in the Beech-Nut case, there is more here than mere acquiescence of whole- 
salers in Soft-Lite’s published resale price list. The wholesalers accepted Soft- 
Lite’s proffer of a plan of distribution by cooperating in prices, limitation of sales to 
and approval of retail licensees. That is sufficient. Interstate Circuit, Inc. v. 
United States, 306 U. S. 208, 226, 227 ; United States v. Masonite Corp., 316 U. S. 
265, 274-75 ; Sugar Institute v. United States, 297 U. S. 553, 601. 

So far as the wholesalers are concerned, Soft-Lite and its officers conspired and 
combined among themselves and with at least some of the wholesalers to restrain 
commerce by designating selected wholesalers as sub-distributors of Soft-Lite 
products, by fixing resale prices and by limiting the customers of the wholesalers 
to those recommended by the wholesalers and approved by Soft-Lite—all in violation 
of the Sherman Act. This finding justifies the order directing cancellation of the 


4. Cf. Robinson-Patman Act, § 1, 49, Stat. 1526. 
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wholesale arrangements and cessation by Soft-Lite of systematic price suggestions. 
Whether this conspiracy and combination was achieved by agreement or by acquies- 
cence of the wholesalers coupled with assistance in effectuating its purpose is im- 
material. 

Soft-Lite makes objection also to the clause of the decree which holds null and 
void certain resale price maintenance contracts entered into by Soft-Lite and many 
of its wholesalers after the passage of the Miller-Tydings Amendment to the Sher- 
man Act on August 17, 1937, 50 Stat. 693. See note 1, supra. Objections on the 
same grounds apply to other clauses of the decree forbidding enforcement of these 
existing “Fair Trade” contracts with wholesalers and Soft-Lite’s entering into any 
others until six months after certain notices of cancellation which are required by 
the decree but which have not yet been given owing to this appeal. Soft-Lite con- 
tends that the “Fair Trade’’ agreements are strictly within the terms of the Miller- 
Tydings Act and we assume the correctness of that position.” The disadvantage at 


which these clauses place Soft-Lite towards its customers and competitors is pointed 
out. 


The District Court said that these contracts “came into existence as a patch 
upon an illegal system of distribution” and as an integral part of that system. As 
some wholesalers do certain cutting and edging work on the blanks for sale to re- 
tailers who do not do this grinding for themselves, the “Fair Trade” contracts for 
fixing resale prices apply only to those sales, known as “stock” sales, where the 
lenses and blanks are resold in the same form in which they come from Soft-Lite. 


See United States v. Univis Lens Co., 316 U. S. 241, 253-54. We think that where 
a distribution system exists, prior to the making of such price maintenance contracts, 
which is illegal because of unallowable price-fixing contracts and where that illegality 
necessarily persists in part because a portion of the resales are not covered by the 
“Fair Trade” contracts, as just explained, subsequent price maintenance contracts, 
otherwise valid, should be cancelled, along with the invalid arrangements, in order 
that the ground may be cleansed effectually from the vice of the former illegality. 
Equity has power to eradicate the evils of a condemned scheme by prohibition of 
the use of admittedly valid parts of an invalid whole. United States v. Univis Lens 
Co., 316 U. S. 241, 254; Ethyl Gasoline Corp. v. United States, 309 U. S. 436, 461. 
Cf. Standard Oil Co. v. United States, 221 U. S. 1, 78; United States v. Union 
Pacific R. Co., 226 U. S. 61, 96, 470, 476-77 ; Aikens v. Wisconsin, 195 U. S. 194, 
205-6. 

The last objection brought forward by Soft-Lite to the decree is that paragraph 
9, which is set out in full in note 3, is an unconstitutional exercise of judicial power 
by virtue of the provisions of the Fourth and Fifth Amendments or, at any rate, an 
improper use of the trial court’s discretion. 

The first sentence requires Soft-Lite to permit authorized representatives of the 
Department of Justice to have access to all records and documents of Soft-Lite 


5. See the decision below, 45 F. Supp. 387, 399 [33 T.-M. Rep. 194]. We do not understand 
the opinion of the Distrct Court to impugn the validity of bilateral contracts, identical in form 
between a producer or distributor, on the one hand, and their customers on the other, entered into 
under the Miller-Tydings Act. 
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which are in Soft-Lite’s control “relating to any of the matters contained in this 
judgment .. . . subject to any legally recognized privilege.”* The second sentence 
we construe to forbid Soft-Lite or its officers from directing its personnel to refuse 
to discuss with investigators of the Department the affairs of Soft-Lite relating to 
any of the matters contained in the judgment and from barring from their property 
investigators who may appear unprovided with search warrants. This second 
sentence purports to give no other right of investigation of the affairs of the appel- 
lants. The third and last sentence directs the defendants to submit on the written 
request of the Department such reports in writing “with respect to any of the 
matters contained in this judgment” as may be necessary to enforce it. 

There is nothing in the United States Code relating to monopolies and combina- 
tions in restraint of trade which makes provision for such broad visitatorial powers. 
Without this statutory authority, United States officials could not require the cor- 
poration to submit to this examination without a search warrant. Go-Bart Import- 
ing Co. v. United States, 282 U.S. 344, 356-58; United States v. Louisville & N. R. 
Co., 236 U. S. 318, 328-38. Cf. Guthrie v. Harkness, 199 U. S. 148, 158. The 
provision was evidently sought and allowed to enable the Government to obtain 
information as to the operations of Soft-Lite subsequent to the judgment declar- 
ing Soft-Lite’s distribution operations unlawful to guide the responsible officials of 
the Department of Justice in their duty of protecting the public against a con- 
tinuance of the illegal combination and conspiracy without the necessity of the 
expense and difficulty of extended investigation or renewed hearing under the juris- 
diction retained for modification or enforcement. If reasonably necessary to wipe 
out the illegal distribution system, we see no constitutional objection to the employ- 
ment by equity of this method. In the immediately preceding paragraphs of this 
opinion which discuss the power of the trial court to compel the cancellation of “Fair 
Trade” agreements, executed during and as a part of the unlawful distribution sys- 
tem, we cited important precedents of this Court which uphold equity’s authority to 
use quite drastic measures to achieve freedom from the influence of the unlawful 
restraint of trade. These precedents are applicable here. The test is whether or 
not the required action reasonably tends to dissipate the restraints and prevent 
evasions. Doubts are to “be resolved in favor of the Government and against the 
conspirators.” Local 167 v. United States, 291 U. S. 293, 299; Warner & Co. v. 
Lilly & Co., 265 U. S. 526, 532. 

The Fifth Amendment does not protect a corporation against self-incrimination 
through compulsory production of its papers, Wilson v. United States, 221 U. S. 
361, 375; Hale v. Henkel, 201 U. S. 43, 74-75; Wheeler v. United States, 226 U. S. 
478, although it does protect an individual, Boyd v. United States, 116 U. S. 616. 
A corporation is chartered with special powers only. Its creator, the State, may 
examine into its records to see whether or not the privileges have been abused. Our 
dual form of government necessarily authorizes the United States to exercise these 


6. The wording of the sentence includes the papers of the individual defendants who are 
officers of Soft-Lite. The United States disclaims in its brief, page 55, so broad a meaning. We 
accept the suggested interpretation that the paragraph relates only to the papers belonging to 
the corporation. Cf. Wilson v. United States, 221 U.S. 361, 376-85. 
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powers in the vindication of its own laws. Hale v. Henkel, supra. The Boyd case 
pointed out that, as to individuals, the extortion of his private papers by subpoena 
was not only compelling self-incrimination but was also an unreasonable search and 
seizure within the Fourth Amendment. 116 U. S. at 634. Upon further examina- 
tion of the problem of the interrelation of the two Amendments in Hale v. Henkel, 
201 U. S. at 72-73, this Court reached the conclusion that the Fourth Amendment 
was not intended to interfere with “the power of courts to compel, through a sub- 
poena duces tecum, the production, upon a trial in court, of documentary evidence,” 
so long as the scope of the subpoena was reasonable. The power of Congress to re- 
quire disclosure of corporate documents, a question adverted in Hale v. Henkel, 
p. 77, but not decided, was upheld in United States v. Louisville & N. R. Co., supra. 
The scope of equity’s power, Sherman Act, Sec. 4, 26 Stat. 209, to obviate con- 
tinued restraint on trade in accordance with the Congressional direction as to the 
use of the injunction against violators of the Sherman Act is no more restricted in 
its field than that of Congress. 

The appropriateness of the visitatorial remedy raises a different question. Of 
course, a mere prohibition of the precise scheme would be ineffectual to prevent re- 
straints. United States v. Freight Association, 166 U. S. 290, 308. The circum- 
stances of each case control the breadth of the order. Labor Board v. Express Pub. 
Co., 312 U. S. 426, 436. The other provisions of the decree are important. If in 
the present case, Soft-Lite was required for the indefinite future to sell its goods to 
any buyer with cash to pay the purchase price, there would not be the same need for 
visitatorial powers. The first sentence of the provision of the decree under discus- 
sion compels the disclosure only of papers relating to the matters contained in the 
judgment. This we think is limited sufficiently to satisfy the rule as to necessary 
certainty. Wéilson v. United States, supra. We cannot say that the first two 
sentences of the 9th paragraph of the decree, as herein construed, were beyond the 
discretion of the trial judge. We are of the view that the third sentence, relating to 
reports, is too indefinite for judicial enforcement and therefore improper. Cf. Swift 


& Co. v. United States, 196 U. S. 375, 400, 402. 


II 


The United States seeks extensions of the decree as entered against Soft-Lite. 
In the Government’s view the existing prohibitions, although coupled with the re- 
tention of jurisdiction for further orders or directions, including modification and 
enforcement, are insufficient to prevent continuance of the purposes and effects of 
the unlawful Soft-Lite distribution system. Specifically, we are asked to direct the 
inclusion of requirements that Soft-Lite file “with the district court a written instru- 
ment providing that it will sell its products, without discrimination, to any person 
offering to pay cash therefor.” 

The Sherman Act is intended to prevent unreasonable restraints of commerce. 
The Clayton amendment, 38 Stat. 731, outlawed agreements with customers which 
restricted the customer from dealing with the products of a competitor of the seller. 
Persons injured by unlawful restraints may recover threefold damages. The Fed- 
eral courts have jurisdiction of suits to enjoin violations. Congress has been liberal 
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in enacting remedies to enforce the anti-monopoly statutes. But in no instance has 
it indicated an intention to interfere with ordinary commercial practices. In a 
business, such as Soft-Lite, which deals in a specialty of a luxury or near-luxury 
character, the right to select its customers may well be the most essential factor in 
the maintenance of the highest standards of service. We are, as the District Court 
apparently was, loath to deny to Soft-Lite this privilege of selection. United States 
v. Colgate & Co., 250 U. S. 300, 307; Fed. Trade Comm'n v. Raymond Co., 263 
U. S. 565, 573. We have no reason to doubt that Soft-Lite will conform meticu- 
lously to the requirements of the decree. When it is shown to the trial court that it 
has not done so will be an appropriate time for the Government to urge this addition 
to the decree. 

What we have just said as to the Government’s request for a requirement of 
sales by Soft-Lite to all applicants for its commodities is relevant to the Govern- 
ment’s other request for modification of the decree to make permanent the six 
months’ prohibition against Soft-Lite’s systematically suggesting resale prices on its 
lenses and the execution of resale price maintenance contracts under the Miller- 
Tydings Act. The path is narrow between the permissible selection of customers 
under the decision in Colgate & Co. and unlawful arrangements as to prices under 
this decree, but we think Soft-Lite is entitled to traverse it, after a reasonable interim 
to dissipate unlawful advantages, with such aid as Congress has given by the Miller- 
Tydings Act. The suggestion for a permanent injunction is unacceptable. 

These conclusions lead us to modify the judgment by striking out the last 
sentence of paragraph 9, quoted in note 3. As so modified the judgment is affirmed. 


Mr. Justice JACKSON took no part in the consideration or decision of this case. 


CALIFORNIA FRUIT GROWERS EXCHANGE, ann CALIFORNIA 
PACKING CORPORATION v. IRENE GONSKA anv JOE 
GROSSMAN pboINnc sBusINEss AS SUN-KIST WINE COMPANY 


United States District Court, Northern District of Illinois, Eastern Division 


July 8, 1943 


TRADE-Marks—Goops OF SAME GENERAL CLASS. 

Bottled wine belongs to the same general class of merchandise as the fruit and vegetable 
juices marketed by plaintiffs. Defendants’ wine bearing the word “Sun-Kist” as used by 
defendants would naturally or reasonably be supposed to come from plaintiffs. The respec- 
tive goods are of substantially the same descriptive properties. 

TRADE-MARKS—“SUNKIST” AND “SuN-Kist’ FANcriFUL Worps—SECONDARY SIGNIFICANCE. 

The trade-marks “Sunkist” and “Sun-Kist” are purely fanciful in character and to the 
public in general have acquired a secondary significance of being related to and associated 
with plaintiffs’ products only. 

UNFAIR COMPETITION—USE OF TRADE-MARK IN TRADE-NAME. 

By using the plaintiffs’ trade-mark “Sun-Kist” in defendants’ trade-name, the defendants 

have competed unfairly with plaintiffs and have been guilty of unfair trade practice. 


In equity. Action for trade-mark infringement and unfair competition. Decree 
for plaintiff. 
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Leonard S. Lyon, I. L. Fuller and Lyon & Lyon, all of Los Angeles, and W. T. 
Woodson and Rogers, Woodson & Rogers, all of Chicago, for plaintiffs. 
George M. Crane and Thomas E. Kluczynski, both of Chicago, for defendants. 


SuLLIvAN, District Judge: 
Findings of Fact and Conclusions of Law 


This cause came on for trial and the Court having heard the evidence and rendered 
its decision, now makes its Findings of Fact and Conclusions of Law pursuant to 
Rule 52 of the Rules of Civil Procedure, as follows: 


Findings of Fact 


1. Plaintiff, California Fruit Growers Exchange, is a non-profit, cooperative 
marketing association incorporated under the laws of the State of California, with 
its principal place of business at Los Angeles, California, and is engaged primarily 
in marketing, distributing and selling citrus fruits, including oranges, lemons and 
grapefruit, throughout the United States and in foreign countries. 

2. Plaintiff, California Packing Corporation, is a New York corporation, with 
its principal place of business at San Francisco, California, and is engaged in the 
selection, preparing, packing and marketing of canned and dried fruits and vege- 
tables, including raisins, canned grapes, canned blackberries, pineapple juice and 
tomato juice, throughout the United States and in foreign countries. 

3. Plaintiff, California Fruit Growers Exchange, has employed the trade-mark 
“Sunkist” since 1907 and has sold approximately One Billion Five Hundred Million 
Dollars ($1,500,000,000.00) worth of goods bearing such trade-mark, and has ex- 


pended more than Thirty-five Million Dollars ($35,000,000.00) in advertising the 
same. 


4. Certificates of registration for the trade-mark “Sunkist” have been issued 
by the United States Patent Office to plaintiff, California Fruit Growers Exchange, 
for oranges, lemons, citrus fruits, oils and acids, pectin, citrus-flavored non-alcoholic 
maltless beverages as soft drinks and concentrates for making the latter, all as set 
out in the complaint in this action. 

5. Plaintiff, California Packing Corporation, has employed the trade-mark 
“Sun-Kist” since 1907 and has sold in excess of Thirty-five Million Dollars 
($35,000,000.00) worth of goods bearing said trade-mark, and has expended in ex- 
cess of Three Hundred Thousand Dollars ($300,000.00) in advertising the same. 

6. Certificates of registration for the trade-mark “Sun-Kist” have been issued 
by the United States Patent Office to plaintiff, California Packing Corporation, for 
canned and dried fruits and vegetables, milk, butter, walnuts, catsup, pickles, olive 
oil, jams, jellies, olives, coffee, tea, beans, pineapple juice, grape juice, tomato juice 
and various other products, all as set out in the complaint in this action. 

7. The joint and concurrent use of the trade-marks “Sunkist” and “Sun-Kist” 
by both plaintiffs has eventuated under and by virtue of an agreement between them 
whereby each has granted the other the right to employ the mark on the goods afore- 
said. 

8. The defendants, Irene Gonska and Joe Grossman, are residents of Chicago, 
Illinois, and are engaged in the business of bottling and selling wine, such as 
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muscatel, blackberry, port and sherry wine, under the firm name and style of 
“Sun-Kist Wine Company,” in and about Chicago, Illinois, and elsewhere in inter- 
state commerce. 

Each bottle of the wine sold by the defendants carries a label bearing the name 
“Sun-Kist Wine Company.” On some of the bottles the words “Sun-Kist Wine” 
in larger letters accompanied by the word “Company” in smaller letters immediately 
below, are blown into one side of the bottles. In such bottles the letters “S-K”’ sur- 
rounded by a sunburst appear below the word “Company.” 

The name “Sun-Kist Wine Company” appears upon a sign on the exterior of 
the place of business of the defendants and upon their stationery and invoices and 
upon the doors of the trucks operated by them. The business cards employed by 
the defendants bear the name “Sun-Kist” in large letters followed by the words 
“Wine Company” in smaller letters. 

9. Plaintiffs’ and defendants’ goods are sold in the same channels and may be 
consumed together. 

10. Defendants have endeavored to appropriate and capitalize upon the trade- 
marks “Sunkist” and “Sun-Kist” of plaintiffs. 

11. The use of the word “Sun-Kist” by the defendants is likely to cause con- 
fusion or mistake in the minds of the public and to deceive purchasers. Bottled 
wine belongs to the same general class of merchandise as the fruit and vegetable 
juices marketed by plaintiffs. Defendants’ wine bearing the word “Sun-Kist” as 
used by defendants would naturally or reasonably be supposed to come from 
plaintiffs. 


12. The trade-marks “Sunkist” and “Sun-Kist” are purely fanciful in character 
and to the public in general have acquired a secondary significance of being related 
to and associated with plaintiffs’ products only. 


13. The goods sold by plaintiffs under the trade-marks “Sunkist” and ‘“Sun- 
Kist” and the wine marketed by defendants bearing the name “Sun-Kist Wine Com- 
pany” are goods of substantially the same descriptive properties. 

14. By using the plaintiff’s trade-mark “Sun-Kist” in defendants’ trade-name, 
the defendants have competed unfairly with plaintiffs and have been guilty of 
unfair trade practice. 


Conclusions of Law 


I. The trade-marks “Sunkist” and “Sun-Kist’”’ are good and valid trade-marks 
and the certificates of registration thereof issued by the United States Patent Office 
are the property of plaintiffs. 

II. Defendants have infringed upon the registered trade-marks “Sunkist” and 
“Sun-Kist” owned by plaintiffs by use of the trade-name “Sun-Kist Wine 
Company.” 

III. Defendants have competed unfairly with plaintiffs, and defendants have 
been guilty of unfair trade practices in employing the word “Sun-Kist” in defend- 
ants’ trade-name and in affixing the word “Sun-Kist” to the bottles containing the 
wine sold by defendants. 
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IV. Defendants have not distinguished this action from the ruling of the 
Circuit Court of Appeals for this circuit in California Fruit Growers Exchange and 
California Packing Corporation v. Windsor Beverages, Ltd., et al., reported in 118 
Fed. (2d) 149 [31 T.-M. Rep. 121]. 


V. Plaintiffs are entitled to the relief prayed for in their complaint. 


HEINTZ v. AMERICAN TIRE MACHINERY COMPANY 


United States Court of Customs and Patent Appeals 
February 7, 1944 
Opposition Nos. 20144 and 20458 


TRADE-M ARKS—PRACTICE. 

Where there is no substantial difference between the issues involved in the respective cases 
and it was stipulated that the records for the appeals might be combined and printed as one 
joint record, but separate decisions were rendered below and separate appeals taken, and it is 
necessary to render separate decisions, they may be included in a single opinion. 

TRADE-M ARKS—SIMILARITY—IDENTICAL SUGGESTIVENESS. 

“Life-Cap” and “Vitacap” are both arbitrary terms having a certain suggestiveness with 
respect to the lasting qualities of tires retreaded by use of the machinery manufactured by the 
respective parties. The suggestiveness of both words is identical, and they are identical in 
meaning. 

TRADE- MARKS—MERCHANDISING OF THE SAME DESCRIPTIVE PROPERTIES. 

Retreading equipment is so interrelated with the product—retreaded tires—resulting from 
the use of the equipment that, within the spirit of the registration statute, the equipment and 
the product of the equipment should be held to be of the same descriptive properties. 


On appeal from decisions of the Commissioner of Patents dismissing oppositions. 
Reversed. For the Commissioner’s decisions see 32 T.-M. Rep. 556, 562, 566. 


Gordon C. Mack, Akron, Ohio (Edmund H. Parry, Jr., Washington, D. C., of 
counsel) for appellant. 

Israel R. Paris, Washington, D. C., and Lewis E. Lyon, Los Angeles, Calif. 
(Clarence O. McKay, New York, N. Y., of counsel) for appellee. 


GarkETT, Presiding Judge: 


We have here appeals from decisions of the Commissioner of Patents (speaking 
through an Assistant Commissioner) reversing decision of the Examiner of Trade- 
Mark Interferences in two trade-mark opposition proceedings. 

There is no substantial difference between the issues involved in the respective 
cases and it was stipulated by counsel for the parties that the records for the appeals 
might be combined and printed as one joint record, and that exhibits or other items 
presented or printed for any part of the record might, if pertinent and proper, be 
considered as included in any other part. Separate decisions, however, were 
rendered below and separate appeals taken, and it is necessary that we render 
separate decisions, but they may be included in a single or joint opinion. 

The following statement of facts is pertinent to both cases: 
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Appellant Heintz, of Cleveland, Ohio, is engaged in the business of retreading 
pneumatic tires by a process carried out upon specially designed machinery and 
equipment which he manufactures. To the retreaded tires he applies as a trade- 
mark the notation “Life-Cap,” which notation was registered in his name as trade- 
mark No. 362,465, on November 15, 1938. In the registration certificate it is 
stated : 


The trade-mark is applied to the goods by means of a rubber medallion attached to the 
side wall of the tire and having the mark embossed thereon in white characters on a black 
background, or by means of an embossed rubber medallion of uniform red color. 


The mark is applied only to tires. Appellant has not applied it to the machinery 
(composed of different parts) which he manufactures by the use of which the tires 
are retreaded. Appellant does not sell the machinery by the use of which the re- 
treading operation is carried out, but leases it to parties of his choosing throughout 
various sections of the United States. His lessees apply the trade-mark to the tires 
which they retread. 

The appellee, American Tire Machinery Company, of Los Angeles, California, 
is not engaged in the business of retreading tires, but is engaged in the business of 
manufacturing machinery (composed of different parts) for use in the retreading of 
tires, and the respective applications made by it are for the registrations of marks 
used by it on the machinery. It sells such machinery to those desiring to purchase 
it. 

Appeal No. 4822 


In this case appellee applied for registration of the notation “Vitacap” as a trade- 
mark for the machinery manufactured and sold by it. The application states that 
“the trade-mark is applied to [or] affixed to the goods by casting or forming directly 
in the goods the mark as shown and by applying directly to the goods a label im- 
printed with the mark.” 

In the course of his decision the Examiner of Trade-Mark Interferences said: 


The opposer [Heintz], who is here the prior user, relies upon his registered mark 
“Life-Cap” (Registration No. 362,465) for retreaded pneumatic tires made by a unique 
process upon specially designed machinery and other equipment of his manufacture. This 
retreading equipment is manufactured in quantity by the opposer, but is not sold, being 
placed with selected licensees who, together with the opposer, are engaged in marketing 
only the tires produced thereon. 

Special retreading equipment such as that respectively manufactured by the parties is 
believed to be inseparably related to the products resulting from the use thereof. As 
appears from the stipulated evidence, tires retreaded on applicant’s machines are identified 
by the same notation “Vitacap” under which the machines are sold, even though this nota- 
tion is not affixed to the tires, and it seems reasonable to suppose that if any such equip- 
ment and retreaded tires are marketed under the same or confusingly similar marks, 
purchasers would be likely to assume that they came from a common source. The Ex- 
aminer is persuaded that the goods sold by the parties possess the same descriptive prop- 
erties. 

The mark “Vitacap” sought to be registered in effect differs essentially from the mark 
“Life-Cap” used by opposer merely in the substitution in place of the prefix “Life” con- 
tained in the latter mark, of its Latin equivalent. It is accordingly believed that concur- 
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rent use of these marks upon goods possessing the same descriptive properties would be 
likely to cause confusion in trade. 


The Commissioner said, inter alia [32 T.-M. Rep. 556, 562, 566] : 


....It is clear that opposer [Heintz] licenses tire retreading concerns to use his special 
retreading process and that the equipment they use to carry out the process is known as 
“Life-Cap” equipment. Apparently, the equipment is known by the name of the process it 
employs and of the goods produced. However, it does not appear that opposer’s licensees 
may not or do not use equipment which they have obtained from others than opposer to 
carry out opposer’s process. Because of the “Life-Cap” process employed such equipment 
would be known as “Life-Cap” equipment irrespective of its source of origin. Thus, the 
name does not indicate any particular source of origin of the equipment, but only that 
the equipment is suited to carry out the “Life-Cap” process. The equipment may have 
been secured from any source. In my opinion opposer has not so applied the mark “Life- 
Cap” to retreading machinery as to indicate that opposer is the source thereof, and since 
opposer’s mark “Life-Cap” does not indicate opposer as the source of retreading machinery 
used for the “Life-Cap” process neither would the mark “Vitacap” applied to retreading 
machinery indicate opposer as the source of that machinery and, therefore, the use by appli- 
cant of the name “Vitacap” on such machinery would not be likely to lead purchasers or the 
public to believe that applicant’s machinery was manufactured or distributed by opposer. 

Further than this: Retreading machinery and equipment is expensive, is sold or licensed 
to manufacturers for manufacturing purposes and is likely to be purchased with great care 
and discrimination as a capital investment and only after full investigation of the process to 
which the equipment is adapted. 

The marks “Life-Cap” and “Vitacap” are not identical, and considering the differences 
in the marks, the nature and character of tire retreading equipment, the class of purchasers 
or licensees, and the manner in which opposer has used the mark “Life-Cap,” it is my 
opinion that applicant’s use of the mark “Vitacap” on tire retreading machinery will not be 
likely to result in purchasers or the public being confused or misled into believing opposer 
to be the source of the machinery sold by applicant under the name “Vitacap.” 


We are of opinion that, under the facts appearing, the conclusion reached by the 
Examiner of Trade Mark Interferences is more fully in accord with the spirit of 
the Trade Mark Registration Act than is the conclusion reached by the Commis- 
sioner. 

So far as the words—‘Life-Cap” and ‘“Vitacap’—are concerned, both are 
arbitrary terms having a certain suggestiveness with respect to the lasting qualities 
of tires retreaded by use of the machinery manufactured by the respective parties. 
The suggestiveness of both words is identical. 

If appellee were seeking to register “Vitacap” for use on retreaded tires, we 
apprehend there would be no hesitation in rejecting the application upon the basis 
of the “Life-Cap” mark. Furthermore, if appellant had affixed “Life-Cap” to the 
retreading machinery designed and manufactured by him (which, so far as the 
record before us shows, he legally might have done), we apprehend there would 
have been no hesitation in rejecting appellant’s application to register “Vitacap” as 
a trade mark for use on its retreading machinery. 

So far as the words are concerned, we regard them as being identical in meaning. 

Upon the matter of “merchandise of the same descriptive properties” (we quote 
the phrase from the statute), it is our view that the retreading equipment is so in- 
terrelated with the product—retreaded tires—resulting from the use of the equip- 
ment that, within the spirit of the registration statute, the equipment and the product 
of the equipment should be held to be of the same descriptive properties. 
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We have not found any decided case which may be said to be “on all fours’ 
with the instant case, but, in principle, there seems to be an analogy between this 
case and that of Elgin American Manufacturing Company v. Elizabeth Arden, Inc., 
23 C.C. P. A. (Patents) 1153, 83 F. (2d) 681 [26 T.-M. Rep. 416, 422], where con- 
tainers for cosmetics were held to be of the same descriptive properties as the cos- 
metics which they contained. 


For the reasons indicated, the decision of the Commissioner is reversed. 


Appeal No. 4823 


The only distinction between this case and that involved in appeal No. 4822, 
supra, is found in the mark which appellee seeks to register. In this case the applica- 
tion is for registration of a mark which shows the words “Vitacap Process of Cap- 
ping” displayed on a representation of a ribbon extending across a representation 
of a tire. The words “Process of Capping” are disclaimed. 

It is stated in the application that this mark: 


. . 4s applied or affixed to the goods by applying to the goods a printed label bearing the 
mark as shown. 


Obviously, the dominant part of the mark is the word “Vitacap,” and what has 
been said in appeal No. 4822, supra, applies here. 
The decision of the Commissioner is reversed. 


STEPHEN F. WHITMAN & SON, INC. v. CHRISTY COSMETICS, INC.; 
CHRISTY COSMETICS, INC. v. STEPHEN F. WHITMAN & SON, INC. 


United States Court of Customs and Patent Appeals 
February 7, 1944 
Opposition No. 20618 


TRADE-MarKs—Goops OF DIFFERENT DESCRIPTIVE PROPERTIES. 
Lipsticks and candy do not possess the same descriptive properties. 
TRADE-MARKS—USE OF WorD IN PHRASE, Nort INDICATION OF ORIGIN. 
Where specimens filed with the application show that the term “Sampler” has been used 
merely as a part of the phrase “Christy Lipstick Sampler Set” held the word “Sampler” was 
not intended to indicate the origin of the goods. 


From decision of the Commissioner of Patents dismissing the opposition but 


refusing registration, both parties appeal. Affirmed. For the Commissioner’s deci- 
sion, see 33 T.-M. Rep. 44. 


Mason, Fenwick & Lawrence (Edward G. Fenwick of counsel), both of Washing- 
ton, D. C., for Stephen F. Whitman & Son, Inc. 
Joseph J. Juhass, New York, N. Y., for Christy Cosmetics, Inc. 


HATFIELD, Judge: 


These are cross-appeals in a trade mark opposition proceeding from the deci- 
sion of the Commissioner of Patents affirming the decision of the Examiner of Inter- 
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ferences dismissing the notice of opposition of appellant, Stephen F. Whitman & 
Son, Inc., but reversing the Examiner’s decision so far as it held that Christy Cos- 
metics, Inc., was entitled to the registration of its alleged trade mark “Sampler” for 
use on lipsticks. 

The applicant, Christy Cosmetics, Inc., alleged in its application for registration 
that it had used its mark on its goods since June 1932. 

In its notice of opposition, the opposer, Stephen F. Whitman & Son, Inc., alleged 
that it was the owner of trade mark registration No. 155,868, issued June 6, 1922 
(renewed June 6, 1942), of the word “Sampler” for use on candy; that the goods 
of the parties possessed the same descriptive properties; that the opposer was the 
prior user of the mark; and that it would be damaged by the registration of appli- 
cant’s alleged trade-mark “Sampler.” 

No evidence was introduced by either party, although a copy of the opposer’s 
registration is in the record. 

It appears from the record that the applicant filed with its application for regis- 
tration certain cartons on which, it was contended, appeared the trade-mark as ac- 
tually used. The cartons were, as stated by the Commissioner, “designed to con- 
tain a lipstick and eight samples” of lipstick of different colors which are stated on 
the cartons to be “‘the famous Christy colors.” The cartons, as stated by the Com- 
missioner, are labeled “Christy Lipstick Sampler Set,” all four words being printed 
in the same type and in a single line.” The words “Try All Eight Colors on Your 
Lips” are also printed on the cartons, together with certain advertising matter and 
an explanation of the proper manner of testing the colors to determine the one 
desired. 

In holding that the applicant was not entitled to register the term “Sampler” for 
use on its goods, the Commissioner said [33 T.-M. Rep. 44]: 

The word “sampler,” defined as “a specimen or example,” is listed as obsolete in Web- 
ster’s New International Dictionary; but manifestly that is the meaning it is intended to 
convey to purchasers of applicant’s product. Certainly it is not used as a trade-mark, nor 
is it likely to be considered by the public as an indication of origin. It is merely an apt 
name describing applicant’s unique package. 

In appeal No. 4829, the appellant, Stephen F. Whitman & Son, Inc., appealed 
from the decision of the Commissioner holding that the goods of the parties did not 
possess the same descriptive properties and affirming the decision of the Examiner 
of Interferences dismissing appellant’s notice of opposition. 

Although it is contended here by counsel for appellant that the goods of the par- 
ties possess the same descriptive properties, we think, as did the tribunals of the 
Patent Office, that they obviously do not. 

Counsel for appellant presents no argument here in support of the claim con- 
tained in their reasons of appeal that the goods of the parties possess the same de- 
scriptive properties. Accordingly, that issue requires no further discussion. 

In appeal No. 4831, the appellant, Christy Cosmetics, Inc., appealed from the 
decision of the Commissioner holding in an ex parte rejection of appellant’s appli- 
cation for registration that appellant had not used the term “Sampler” as a trade- 
mark; that the term did not indicate to the public the origin of appellant’s goods ; 
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and that as used the term was “merely an apt name describing applicant’s unique 
package.” 

Counsel for appellant here contends that appellant is entitled to the registra- 
tion of the term “Sampler,” apparently upon the theory that the term was the domi- 
nant feature of a composite trade-mark, and, in support of his contention, counsel 
cites the case of Jn re Standard Underground Cable Company, 27 App. D. C. 320. 

In that case the applicant sought to register the term “eclipse” as a trade-mark 
for use on insulated wire. It appears that the label attached to the applicant’s goods 
included the term “eclipse” printed on a dark background representing a partial solar 
eclipse and the words “Black Core” appearing immediately underneath the dark 
background. The court there held that it was not unusual for a trade-mark, such 
as a coined or fanciful word, to be used upon a label on which appeared embellish- 
ments and other matter, and that when the Commissioner found that the mark as 
claimed had been actually used “in interstate or foreign commerce” as a trade mark 
he was without authority to require the applicant to add embellishments and other 
matter appearing on the label to the technical trade-mark desired to be registered. 

In the case of Quaker City Flour Mills Company v. Quaker Oats Company, 43 
App. D. C. 260, it appears that the applicant filed an application for the registra- 
tion of the term “Quaker” for use on flour. It further appears that it had never 
used the term “Quaker” alone as a trade-mark, but had used the mark “Quaker 
City.” The court held that as appellant had not used the term “Quaker” as a trade- 
mark, it was not entitled to register it. In so holding, the court said that the law 
required that the mark for which registration was sought be the mark that had been 
actually used as a trade-mark. In support of its decision, the court cited and quoted 
from the decision in the case of Re Motz Tire & Rubber Company, 40 App. D. C. 
487, where it was held that an applicant was not entitled to the registration of a 
mark which it had not used as a trade-mark. The court also distinguished the issues 
in the Quaker City Flour Mills Company case from those presented in the case of 
In re Standard Underground Cable Company, supra, stating that the term “City” 
in the trade-mark “Quaker City” was more than a mere embellishment appearing 
on appellant’s label, that it was an integral part of appellant’s trade-mark. 

We think it is apparent from the record that applicant has not used the term 
“Sampler” as a trade-mark. According to the specimens filed with appellant’s ap- 
plication, the term has been used merely as a part of the phrase “Christy Lipstick 
Sampler Set.” As used, it was not intended to indicate the origin of appellant’s 
goods. On the contrary, as stated by the Commissioner, it was merely a part of 
the phrase “Christy Lipstick Sampler Set’’ which was used to describe applicant’s 
“unique package” arrangement. 

The term “Sampler” not having been used as a trade-mark by the applicant, 
applicant is not entitled to the registration which it seeks. 

For the reasons stated, the decision of the Commissioner of Patents is affirmed. 





PARKE, DAVIS & CO. v. G. F. HARVEY CO. 


PARKE, DAVIS & COMPANY v. THE G. F. HARVEY COMPANY 
United States Court of Customs and Patent Appeals 
February 7, 1944 


TRADE-M ARKS—OPPOSITION—CONFLICTING MARKS—Dovust TO BE RESOLVED AGAINST NEW- 
COMER. 


The trade-mark “Digiseals” for a digitalis preparation held to be similar to the com- 
pound mark “Kapseals Digifortis,” for a similar preparation, the words “Kapseals” and 
“Digifortis” each being registered separately. There is sufficient doubt on the question (of 
similarity) to justify resolving the doubt against the newcomer. 

TRADE-MARKS—TRADE PraActTICE MAY CHANGE. 

Applicant stresses the fact that its goods are sold only upon physicians’ prescriptions or to 

doctors and hospitals, whereas those of opposer may be obtained over the drug counter. 


Held, that this is not a controlling factor because trade practices may change. 
TRADE-M ARKS—SIMILAR APPEARANCE OF Goons. 


The fact that applicant has adopted for its capsules the same color as that employed by 
opposer is not a matter which can be redressed by this tribunal. If true, a remedy may be 
found elsewhere. It is, however, a circumstance which lends support to the conclusion that 
applicant sought to profit from the goodwill built up by another. 

TRADE-MARKS—APPLICANT Does Not Prorit By STRESSING Prior REGISTRATIONS OF OTHER 
MARKS OF SIMILAR CHARACTER. 

Applicant stresses the fact that there are many different trade-marks for preparations 
similar to those at bar in which the terms “Digi” and “Seals” are found. It is too well under- 
stood to require extended citation of authorities that one does not profit in seeking registration 
of his own mark by stressing the fact that many marks similar in character have heretofore 
been registered in the patent office. 


Appeal from a decision of the Commissioner of Patents dismissing a trade-mark 
opposition. Reversed. For Commissioner’s decision see 32 T.-M. Rep. 563. 


Whittemore, Hulbert & Belknap and William H. Gross, both of Detroit, Mich., for 
appellant. 
Joseph J. Juhass, New York, N. Y., for appellee. 


BLAND, Judge: 


The appellee-applicant applied to the United States Patent Office for the regis- 
tration of its trade-mark “Digiseals” for use upon a digitalis preparation, and 
such proposed registration was opposed by the appellant, hereinafter referred to as 
opposer, upon the basis of its prior use of its trade-mark for a similar digitalis prep- 
aration, “Kapseals Digifortis,” which is a combination of its two registered marks 
“Kapseals” and “Digifortis.” Opposer’s “Digifortis” mark was registered in 1925 
and “Kapseals” in 1932, and opposer proved use of the compound mark “Kapseals 
Digifortis” on its present product since September, 1931. Applicant’s first use of 
its mark “Digiseals” was in 1940. 

The Examiner of Interferences held that the issue between the parties involved 
the confusing similarity between opposer’s said mark “Kapseals Digifortis” and 
applicant’s mark “‘Digiseals.”” He held that there was a likelihood of confusion 
arising from the use of the marks on identical goods, sustained the opposition, and 
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adjudged that applicant was not entitled to the registration of its mark. 

The Commissioner of Patents, speaking through the First Assistant Commis- 
sioner, reversed the decision of the Examiner of Interferences on the question of 
applicant’s right to register its mark and held that the only issue was the confusing 
similarity between the compound mark “Kapseals Digifortis’ and the mark “Digi- 
seals.” He concluded that there was no likelihood of confusion resulting to the 
purchasing public from the concurrent use of the said marks on the respective goods 
and emphasized the fact that the goods of both parties are of the character requiring 
the exercise of extreme care in their purchase, citing Ciba Pharmaceutical Products, 
Inc. v. Abbott Laboratories, 28 C. C. P. A. (Patents) 1315, 121 F. (2d) 551 [31 
T.-M. Rep. 270]. From the decision of the Commissioner, opposer has here 
appealed. 

The applicant took testimony in an effort to show that there was no likelihood of 
confusion. Various witnesses stated that they were familiar with the merchandise. 
Some of them handled the merchandise of both parties and testified that there was 
no confusion and that they knew of no confusion ever resulting from the simultane- 
ous use of the respective marks of the parties and the display and sale of the re- 
spective goods over the same counter. 

Opposer complains here that the applicant, in taking said testimony, was guilty 
of bad faith in so far as the exhibit used in interrogating the witnesses on the subject 
of confusion consisted of a flat, oblong, cardboard box or receptacle in which the 
capsules containing the digitalis product were packaged in cellophane sheets, which 
exhibit was compared with opposer’s glass bottle of capsules enclosed in a carton. 
In emphasizing this argument, it is pointed out by opposer that applicant, in the 
manufacture of its product, has used the same green color which simulates the 
green color employed by opposer for many years prior to applicant’s entering the 
field. i 

Applicant, agreeable to the holding of the Commissioner, urges that we may 
not consider the similarity of opposer’s two separate marks to the mark “Digiseals” 
since the testimony discloses no use by opposer except in the combined form of its 
two registered marks. Opposer, on the other hand, urges that its registrations 
imply ownership and use and that since it pleaded the two registered marks in its 
notice of opposition, it is entitled to have the two marks separately considered with 
reference to their confusing similarity to applicant’s mark. 

In view of our conclusion we find it unnecessary to pass upon the question last 
above discussed because it is our view that there is a confusing similarity between 
the marks ‘“Kapseals Digifortis’” and “Digiseals.”’ 

Applicant is the newcomer. It took the first syllable of one of opposer’s regis- 
tered marks and the second syllable of the other, which comprise the prefix of the 
second word and the suffix of the first word of opposer’s mark “Kapseals Digifortis.”’ 
Just why it did so is not explained. Applicant’s goods are put up in one-piece, 
sealed, oval-shaped gelatin capsules, while those of opposer are enclosed in a two- 
part, elongated capsule, firmly sealed at the point of junction between the two 
portions of the capsule. 
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It seems to us that the Examiner of Interferences arrived at the right conclusion 
in holding that there was a reasonable probability of confusion as to the origin of 
the goods. There certainly is sufficient doubt on the question to justify resolving 
the doubt against the newcomer. 

Applicant stresses the fact that its goods are sold only upon physicians’ prescrip- 
tion or to doctors and hospitals, whereas those of opposer may be obtained over the 
drug counter. (The record shows that opposer’s goods are sold over the counter 
and also upon prescription.) This is not a controlling factor because trade practices 
may change. The William S. Merrell Co. v. The Anacin Co., 27 C. C. P. A. 
(Patents) 847, 109 F. (2d) 339; Malone v. Horowitz, 17 C. C. P. A. (Patents) 
1252, 41 F. (2d) 414. 

It seems obvious to us, without some kind of explanation as to why applicant 
took the first syllable of one of opposer’s registered marks and the second syllable 
of the other when opposer was using both well-known marks combined, that appli- 
cant sought to profit by a resulting confusion. See Marion, Lambert, Inc. v. 
O’Conner, 24 C. C. P. A. (Patents) 781, 86 F. (2d) 980 [25 T.-M. Rep. 476], and 
cases there cited ; Cleo Syrup Corp. v. Coca-Cola Co. [34 T.-M. Rep. 34] (C. C. A. 
8th, 1943). The fact that applicant has adopted for its capsules the same color as 
that employed by opposer is not a matter which can be redressed in this tribunal. 
If true, a remedy may be found elsewhere. It is, however, a circumstance which 
lends support to the conclusion that applicant sought to profit from the good will 
built up by another. 

It is worthy of note to point out, in harmony with the above statement with 
reference to the change of commercial practices, that applicant, in taking its direct 
testimony, originally produced as a container for its product only a thin, flat, oblong, 
cardboard box, which contained a cellophane sheet of capsules separated by more 
than an inch of space in each direction. It developed in cross-examination that 
applicant also sold its goods (its counsel states, chiefly to hospitals) in small and 
large-sized colored bottles, which are substantially the same character of bottle as 
that used by opposer. In testifying concerning the lack of confusing similarity, 
some of applicant’s witnesses used for their comparisons of the goods of the re- 
spective parties, the said cardboard box of applicant and the colored bottle of 
opposer. 

Under the circumstances above stated, it seems to us that the Examiner of Inter- 
ferences was fully justified in concluding that the testimony adduced by applicant 
was not controlling. 

Applicant also stresses the fact that there are many different trade-marks for 
preparations similar to those at bar in which the terms “Digi” and “Seals” are 
found. It is too well understood to require extended citation of authorities that one 
does not profit in seeking registration of his own mark by stressing the fact that 
many marks similar in character have heretofore been registered in the Patent Office. 
Pepsodent Co. v. Comfort Manufacturing Co., 23 C. C. P. A. (Patents) 1224, 83 
F. (2d) [26 T.-M. Rep. 481]; Skelly Oil Compony v. Powerine Company, 24 
C.C. P. A. (Patents) 790, 86 F. (2d) 752. 


It is our view that the Commissioner’s decision reversing that of the Examiner 
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of Interferences was erroneous. The decision of the Commissioner should be, and 
it is hereby, reversed. 


DECISIONS OF THE COMMISSIONER OF PATENTS 


Assignment 


Case remanded to Examiner of Interferences 


Frazer, F. A. C.: Dismissed the appeals from the decision of the Examiner of 
Interferences taken by Grandma Cookie Co. and Grandma Cake Co., awarding 
priority of use and ownership of the mark in issue to Lantz Brothers Baking Com- 
pany, where, during the pendency of these appeals, the appellants assigned their 
registrations to a corporation known as Grandma Baking Company, and the latter 
concern was duly substituted for them as a party to the interference since the effect 
of the assignments was to divest appellants of all interest in the litigation, and the 
substitution raises at least one issue that was not decided by the Examiner of Inter- 
ferences. 

The cause was remanded to the Examiner of Interferences, with authority to 
conduct such further proceedings. as he may deem appropriate, and to render a 
supplemental decision adjudicating the rights of the parties Lantz Brothers Baking 
Company and Grandma Baking Company." 


Cancellation 


Counterclaim not recognized 


VAN ArSDALE, A. C.: Affirmed the action of the Examiner of Trade-Mark 
Interferences sustaining the petition filed by Rogers Peet Company, of New York, 
N. Y., for cancellation of a registration granted to Boott Mills, of Lowell, Mass., 
under the Act of March 19, 1920, of the mark “Tweedwear” for piece goods, 
namely, corduroy, and dismissing the counterclaim filed by registrant in the answer 
to the petition for cancellation. Petitioner relied on a prior registration issued to it 
under the Act of February 20, 1905, of the mark ‘““Tweedmoor” for suits and gar- 
ments thereof, overcoats and men’s and boys’ caps and use of the mark on such 
goods since prior to registrant’s first use of its mark “Tweedwear.” 

It was held that the goods to which the marks are applied are goods of the same 
descriptive properties and that the marks are so similar in appearance, sound and 
suggestive meaning that their concurrent use on the goods to which they are applied 
would be likely to cause confusion and mistake in the mind of the public and to 
deceive purchasers. 

As to the counterclaim, it was pointed out that it fails to set forth a showing that 
respondent is or is likely to be injured by the registrations against which the counter- 
claim is directed, but, noting that in an opposition proceeding a counterclaim set up 


1. Lantz Brothers Baking Company v. Grandma Cake Co. (Grandma Baking Company, 
Assignee, Substituted) v. Grandma Cookies Co. (Grandma Baking Company, Assignee, Substi- 
tuted), Inter. No. 3369, 166 M. D. 427, February 9, 1944. 
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in the answer to the notice of opposition and seeking cancellation of a registration 
set up in the notice of opposition will not be recognized, it was held that no good 
reason appears why the same practice should not be followed with respect to a 
counterclaim filed in response to a petition for cancellation.* 


Conflicting Marks 
“Vitapep” and “Vimpep” and “Vitabest” 


Frazer, F. A.C.: Affirmed the action of the Examiner of Trade- Marks refus- 
ing to register a trade-mark under the provisions of the Act of February 20, 1905, 
in view of two prior registrations of marks for dog foods, one of which is the word 
‘““Vimpep,” and the other is the notation “‘Vita-Best,” displayed in association with a 
design, and certain descriptive wording which is disclaimed. 

Applicant’s mark is appropriated to prepared dog food. After quoting from 
applicant’s brief a description of the mark sought to be registered, and stating that 
more simply applicant’s mark is essentially the word “Vitapep,” and its goods would 
necessarily be so known and ordered by purchasers, and further noting that in 
appearance applicant’s mark as a whole differs considerably from both of these 
marks, but that is not a controlling factor, for sound and meaning are of equal im- 
portance, it was held that applicant’s mark so nearly resembles either one of the 
registered marks as to be likely to confuse the public or to deceive purchasers when 
applied to identical merchandise of this character, since the notations “Vita-Best” 
and “Vitapep” do not differ greatly in sound, and while “Vimpep” and “Vitapep” 
sound less alike, in significance they are very nearly identical. 


“Vibro-Centric” and “Speedi-Centric” 


Frazer, F. A. C.: Affirmed the action of the Examiner of Interferences sus- 
taining the opposition of The Black and Decker Manufacturing Company, of Tow- 
son, Md., to the application of Snap-On Tools Corporation, of Kenosha, Wis., for 
registration of the notation “Speedi-Centric” as a trade-mark for portable valve 
grinding machines and related mechanical devices. The mark has been used since 
May 1, 1940. The opposition was predicated upon opposer’s ownership of the 
trade-mark “‘Vibro-Centric,” registered for substantially the same merchandise on 
October 10, 1933. 

In response to applicant’s argument that both machines are relatively expensive 
and very durable, and that they are thus likely to be purchased with unusual discrimi- 
nation it was held that while these are factors to be considered, they are not of con- 
trolling importance in determining the question of confusing similarity between the 
marks ; and of even less consequence is the fact that the present sales methods of the 
parties are different and that their goods do not pass through the same channels of 
trade, since these are conditions that may be changed at will. 

In response to applicant’s argument that the word “Centric” is descriptive and 
publici juris, and hence not subject to exclusive appropriation by opposer as part of 


2. Rogers Peet Company v. Boott Mills, Canc. No. 4064, 166 M. D. 422, February 4, 1944. 
3. Ex parte Vitapep Products, Inc., Ser. No. 451,543, 166 M. D. 413, February 1, 1944. 
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its trade-mark, it was held that while the word “Centric” is highly suggestive, it is 
not merely descriptive of the particular goods involved, but, if “Centric” is descrip- 
tive of such goods, “Speedi” is at least equally so; and were applicant’s reasoning 
adopted it would compel an ex parte holding that applicant’s mark is nonregistrable. 

It was held that if these two machines, designed for the same purpose and differ- 
ing only slightly in operation, are sold under the respective trade-marks ‘“‘Vibro- 
Centric” and “Speedi-Centric,” prospective purchasers may reasonably assume that 
they are merely different types or models of “Centric” valve grinding machines put 
out by the same manufacturer, and any doubt as to likelihood of confusion must be 
resolved in opposer’s favor.‘ 


“Master-tone” and “Tone Master” with Device 


Van ArsDALE, A. C.: Affirmed the action of the Examiner of Trade-Mark re- 
fusing registration to Marshall’s U. S. Auto Supply, Incorporated, of Kansas City, 
Mo., of the mark “‘Master-tone” for radio receiving sets and parts thereof in view of 
a prior registration granted to another of a mark consisting of the words “Tone 
Master,” with a musical clef between them superposed on a segment of a musical 
staff, the registration being for goods identical with those named in the application. 

It was held that the words “Tone Master” are so dominant in the mark of the 
registration and so similar to applicant’s mark “‘Master-tone” in appearance, sound 
and meaning that the concurrent use of the marks on the goods to which they are 
applied would be likely to cause confusion and mistake in the mind of the public 
and to deceive purchasers.” 


“Carnée” and “Camay” 


Frazer, F. A. C.: Affirmed the action of the Examiner of Interferences sus- 
taining the opposition of The Procter & Gamble Company, of Cincinnati, Ohio, 
owner of the trade-mark “Camay,” registered January 4, 1927, for toilet and bath 
soap, to the application of The Dill Company, of Norristown, Pa., for registration 
of the word “Carnée,” as a trade-mark for liquid shampoo soap, holding that although 
“Carnée” and “Camay” differ somewhat in appearance, nevertheless, when pro- 
nounced they are very nearly alike ; in fact, they may be spoken so as to sound sub- 
stantially identical and, moreover, both appear to be fanciful terms having no 
significance other than as trade-marks, and are more likely to be confused than if 
they were ordinary words used in everyday conversation. 


“Arctic-jama” and “Polar-Jamas” 


Frazer, F. A. C.: Affirmed the action of the Examiner of Interferences sus- 
taining the opposition of Globe Knitting Works, of Grand Rapids, Mich., to the 


4. The Black and Decker Manufacturing Company v. Snap-On Tools Corporation, Opp’n 
No. 21,294, 166 M. D. 417, February 3, 1944. 

5. Ex parte Marshall’s U. S. Auto Supply, Incorporated, Ser. No. 443,045, 166 M. D. 424, 
February 4, 1944. 

6. The Procter & Gamble Company v. The Dill Company, Opp’n No. 22,068, 166 M. D. 432, 
February 17, 1944. 





DECISIONS OF COMMISSIONER OF PATENTS 185 


application of Rensello Company, Inc., of New York, N. Y., for registration of the 
notation “Arctic-jama’’ as a trade-mark for men’s and boys’ pajamas. Opposer re- 
lied upon a registration which was issued three years before applicant’s claimed 
date of first use, in which the goods described include men’s and boys’ pajamas, and 
the registered mark has as its most prominent feature the notation “Polar-Jamas.” 
It was held that the notation of the registration and applicant’s mark are so 
nearly the same in significance as to render the marks as a whole confusingly similar 
when applied to identical merchandise, notwithstanding that applicant’s mark differs 
materially from opposer’s mark in appearance and in sound, and notwithstanding 
that applicant pointed to several alleged registrations of the words “Arctic” and 
“Polar,” respectively, for the same class of merchandise, and to others in which the 
term “‘jama” is incorporated as a part of composite trade-marks for pajamas.’ 


“Daricraft” and “Darigold” 


Frazer, F. A. C.: Affirmed the action of the Examiner of Interferences sus- 
taining the opposition to the application of Producers Creamery Company, of 
Springfield, Mo., for registration of the word “Daricraft,” claimed to have been used 
since May 18, 1942, as a trade-mark for evaporated milk, filed by Consolidated 
Dairy Products Company, of Seattle, Wash., owner of the trade-mark “Darigold,” 
registered March 12, 1940, for the same goods, holding that these two marks, when 
applied to identical merchandise of the character here involved, bear such re- 
semblance as to be likely to confuse the public or to deceive purchasers, noting that 


whether “Dari” is suggestive of the word “dairy” or descriptive of the goods, it may 
not be disregarded in comparing the marks, and further noting that evaporated milk 
is cheap in price and of everyday use and is purchased with a lesser degree of care 
than would be exercised in the purchase of more expensive merchandise, so that this 
increases the likelihood of confusion between the marks of the parties, at least to the 


extent of creating a doubt in that regard; and such doubt must be resolved against 
applicant.® 


“Royal Crest” and “Royal Brand Cutlery Company,” “Royal Brand” and “Royal” 


Van ArspALe, A. C.: Affirmed the action of the Examiner of Trade-Mark 
Interferences sustaining the notice of opposition filed by National Silver Company, 
of New York, N. Y., to granting registration to Empire Crafts Corporation, of 
Newark, N. J., of a mark consisting of the words “Royal Crest” for sterling silver 
flatware and further refusing applicant the registration on an ex parte ground. 
Opposer relied on a registration, which opposer claims to own by assignment, of a 
mark consisting of the word “Sharp-Cutter” surrounded by two spaced octagonal 
lines between which are the words “Royal Brand Cutlery Company,” for steel 
cutlery comprising table-knives, table-forks, pocket-knives, butcher and kitchen 


7. Globe Knitting Works v. Rensello Company, Inc., Opp’n No. 22,142, 166 M. D. 434, 
February 22, 1944. 

8. Consolidated Dairy Products Company v. Producers Creamery Company, Opp’n No. 
22,224, 166 M. D. 436, February 22, 1944. 
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knives, and razors; and which registration has been renewed to opposer. Opposer 
also relied on its registration of the word “Royal” for electric shavers and also on 
the use of the notation “Royal Brand” and “Royal” as trade-marks on articles of 
cutlery since prior to applicant’s earliest date of use of its mark “Royal Crest.” 

The Examiner’s ex parte refusal to register applicant’s mark was based on testi- 
mony and evidence introduced by applicant as part of its proofs as to the use by 
Royal Silver Mfg. Co. of the notation “Royal Brand” for table cutlery since prior to 
applicant’s earliest date of use of its mark; the Examiner noting that the goods in- 
volved are substantially identical and holding the notations “Royal Brand” and 
“Royal Crest’ applied to the goods are confusingly similar. Noting that the only 
comment applicant makes as to the ex parte ground of refusal is that no complaint 
has been made by the Royal Silver Mfg. Co. to applicant’s use of the mark “Royal 
Crest” on its goods, it was held that applicant’s contention in this connection is 
without merit and that the ex parte ground of refusal to grant applicant the regis- 
tration it has applied for is sound. 

Applicant moved to strike the entire testimony and proofs produced by opposer 
on the ground that applicant sought to bring out on cross-examination of opposer’s 
witnesses that opposer is chargeable with knowledge of prior uses of these other 
marks by parties not involved in this proceeding, but opposer’s counsel instructed 
the witnesses not to answer certain questions along these lines. The motion to 
strike was denied it being held that the line of questioning was immaterial to the 
ex parte ground of refusal and it was not of controlling importance whether 
opposer’s witnesses did or did not know of the prior uses of these marks. 

It was held that the goods to which applicant applied its mark “Royal Crest” and 
the goods to which opposer has been applying the mark of registration No. 143,909 
(renewed) and the marks “Royal” and “Royal Brand” are goods of the same 
descriptive properties. It was further held that electric shavers, as named in 
opposer’s registration No. 372,589 of the word “Royal,” are goods of the same 
descriptive properties as those designated in applicant’s present application. 

Considering the nature of the goods to which the marks are applied and recog- 
nizing that, in order to prevail, opposer is not necessarily required to prove the right 
to the exclusive monopoly of the marks relied on in support of the opposition, and 
that opposer has shown trade-mark use of its marks relied on here, it was held that 
the concurrent use of the mark applicant seeks to register and each of opposer’s 
marks on the respective goods to which the marks are applied would be likely to 
cause confusion and mistake in the mind of the public and to deceive purchasers, 
with consequent likelihood of damage to opposer.® 


Description of Goods 


“Particular description” required 


Frazer, F. A. C.: Denied the petition of The Travelodge Corporation, of 
Lynchburg, Va., that the Commissioner supervise the official actions in this case 


9. National Silver Company v. Empire Crafts Corporation, Opp’n No. 21,981, 166 M. D. 441, 
February 28, 1944. 
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and direct the Trade-Mark Examiner to pass the application for publication. After 
noting that the rejection on the merits is not reviewable on petition so that the only 
matter properly to be considered here is the Examiner’s requirement that applicant’s 
goods be more definitely described, it was held that the Examiner rightly insisted 
that, in addition to the description of goods now set forth in the application as “pre- 
fabricated structures,’ the type of structure should be indicated since section 1 of 
the Act of 1905 directs that an application to register shall specify 


the class of merchandise and the particular description of goods comprised in such class to 
which the trade-mark is appropriated, 


and applicant has specified merely ‘the class of merchandise,” without a “particular 
description of goods comprised in such class.’’” 


Descriptive Terms 


“Mass-Flo” applied to traveling conveyors 


Van Arspace, A. C.: Affirmed the action of the Examiner of Trade-Marks 
refusing registration under the Act of February 20, 1905 to The Jeffrey Manufac- 
turing Company, of Columbus, Ohio, of the mark “Mass-Flo” for traveling con- 
veyors, particularly of the endless chain scraper type for conveying practically any 
free flowing material. 

It was held that the notation “Mass-Flo” applied to such conveyors aptly 
describes the conveyors to be such as cause the material conveyed to flow in a mass, 
and that the mark therefore is so predominantly descriptive of this character of the 
conveyors as not to be registrable under the Act of February 20, 1905." 

2 
“Peanut” for insecticides for plants 

VaN ArspAaLe, A. C.: Affirmed the action of the Examiner of Trade-Marks 
refusing registration to Stauffer Chemical Company, of San Francisco, Calif., of the 
mark ‘“‘Peanut” for insecticides and fungicides suitable for application to various 
plants, including peanut plants, on the ground that the mark as applied to the goods 
is descriptive of those goods. 

It was held that the mark does not merely suggest that the insecticides and fungi- 
cides are suitable for application to peanut plants, including their seed, but actually 
describes the insecticides and fungicides as being of that character and quality, 
and that purchasers, and particularly those desiring insecticides or fungicides for 
their peanut crops, would so view the word when applied to those products, and 
that every manufacturer or dealer in insecticides or fungicides suitable for peanuts 
and peanut plants should be free to call his product peanut or peanut plant insecti- 
cide or fungicide.” 


10. Ex parte The Travelodge Corporation, Ser. No. 458,769, 166 M. D. 529, February 10, 
1944. 

11. Ex parte The Jeffrey Manufacturing Company, Ser. No. 437,202, 166 M. D. 420, 
February 4, 1944. 

12. Ex parte Stauffer Chemical Company, Ser. No. 456,408, 166 M. D. 421, February 4, 1944. 











THIRTY-FOUR TRADE-MARK REPORTER 


Estoppel 


Evidence justifies holding 





Van ArsDALE, A. C.: Accorded reconsideration of his decision dated January 
28, 1944 (559 O. G. 715), on request of the party Pappert, complaining that the 
statement in the decision that applicant is estopped from claiming the right of regis- 
tration of the mark should be stricken because estoppel, as such, was not referred to 
either in the pleadings, testimony, briefs or arguments. 

It was held that since it was ruled that opposer would be damaged by such 
registration, the reference to estoppel was not necessary to the decision but since 
applicant’s answer alleges certain agreements between the parties respecting appli- 
cant’s consent to opposer’s use of the mark, and since the facts adduced in the testi- 
mony regarding the agreements set forth in the answer justify the holding of 
estoppel, the reference thereto in the decision was proper and therefore the petition 
that the previous decision be changed was denied.” 


Non-Conflicting Marks 


“Tristand” and “Vistand” for vice benches 





VAN ARSDALE, A. C.: Affirmed the action of the Examiner of Trade-Mark 
Interferences dismissing the notice of opposition filed by The Armstrong Mfg. Co., 
of Bridgeport, Conn., to granting to The Ridge Tool Company, of North Ridgeville, 
Ohio, registration of the mark “Tristand” for vice benches. The opposition was 
based on the use by opposer of the notation “Vistand” applied to identical goods, to 
wit, vice benches, and vice stands. 

In ruling on opposer’s request that the registration for which applicant has 
applied be refused ex parte on the ground that the notation ‘‘Tristand” applied to 
vice benches is merely descriptive thereof, it was noted that this contention of 
opposer was not asserted in the notice of opposition, and opposer is not entitled as a 
matter of right to urge here such ground for ex parte refusal of the registration, but 
it was held that the mark “Tristand” is not descriptive of vice benches but is 
arbitrary and fanciful. 

The similarities between the marks were recognized. Were both words merely 
arbitrary and fanciful or were they words which had the same or a similar connota- 
tion or descriptive meaning, the possibility of confusion between them when 
applied to vice stands was foreseen but it was nevertheless held that the likelihood 
of confusion is rendered unlikely by the radical and dominating difference between 
the merely descriptive character of the word “Vistand’”’ and the highly arbitrary 
and fanciful character of the mark “Tristand,”’ noting that the goods to which the 
marks are applied are quite expensive and of the durable class and are apt to be 
selected and purchased with considerable discrimination and care.” 


13. Ward Manufacturing Co. v. Emanuel Pappert, Opp’n No. 22,087, 166 M. D. 438, 
February 25, 1944. 


14. The Armstrong Mfg. Co. v. The Ridge Tool Company, Opp’n No. 19,734, 166 M. D. 415, 
February 1, 1944. 
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PART II 


THE GEORGE W. LUFT COMPANY, INC. v. ZANDE COSMETIC 
COMPANY, INC., anp ARISTIDES TSIRKAS 


United States Circuit Court of Appeals, Second Circuit 


May 9, 1944 


TRADE-MARKS—TITLE. 


Where prior to its dissolution a company contracts to transfer its assets to another, and 
by a written instrument dated after its date of dissolution assigns all interest in its regis- 
tered trade-marks, held the assignment is valid, notwithstanding section 105 of the New 
York Stock Corporation Law. 

TRADE-M ARKS—CONFUSING SIMILARITY—“TANGEE” AND “ZANDE—PROOF UNNECESSARY. 

Held that there is confusing similarity between the words “Zande” and “Tangee.” 
Proof of actual confusion or deception of purchasers is unnecessary where the similarity of 
names is such as to make confusion likely. 

TRADE-MARKS—LACHES. 

Where the plaintiff’s predecessor wrote a letter to the defendant objecting to the use of 
the name “Zande,” (adopted early in 1935) and filed notice of opposition to the application 
for registration of the word as a trade-mark in 1937 but neither the plaintiff nor its prede- 
cessor brought action for injunction or for damages until 1941, held no laches occurred: 
the plaintiff cannot be charged with delay during the pendency of its predecessor’s opposi- 
tion proceeding in the patent office and the plaintiff or its predecessor was active in its 
opposition to the defendant’s use of the name “Zande” both in the United States and in 
foreign countries. 

TRADE-MARKS—ADMISSIBILITY OF DECISIONS IN FOREIGN COUNTRIES—INJUNCTION AND AC- 
COUNTING. 

Where the purpose of defendant’s offering foreign registrations obtained by it was not 
to establish the privilege of using the name “Zande” in the United States but to prove that 
the defendants might lawfully use it within the foreign country which granted the registra- 
tion, held that such evidence is relevant to the question of whether the defendant should be 
enjoined from selling in such countries or from shipping merchandise (from the United 
States) for sale there, and is also relevant to the question of whether the defendant’s ac- 
counting must include profits and damages from such sources. 

UNFAIR COMPETITION—FOREIGN MARKETS AND ACTIVITIES IN THE UNITED STATES. 

In countries where the defendant has established its rights by the local law to use the 
name “Zande,” held use of the word “Zande,” either as a trade-mark or as part of the corpo- 
rate name cannot constitute unfair competition with the plaintiff. As to whether equity 
should interfere with the defendants’ activities in the United States which are exclusively 
concerned with such foreign markets, held under section 19 of Trade-Mark Act there are 
no principles of equity on which a court can enjoin the initiation of acts in the United States 
which constitute no wrong to the plaintiff in the country where they are to be consummated. 
However, in countries where the defendants have not established their right under the local 
law to the trade-mark “Zande,” held that activities in the United States which will be con- 


summated in those countries constitute an infringement of the Trade-Mark Act. Previous 
cases distinguished. 


TrRADE-MARKS—ACCOUNTING. 


Held that the express acknowledgment of plaintiff’s registrations, in the defendant’s 
reply in the opposition proceedings and the adverse decision of the patent office, are sufficient 
proof that defendant was duly notified of infringement not later than June 9, 1937; and that 
although the registered marks (of the plaintiff’s predecessors) were not assigned to the 
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plaintiff until October 20, 1937, the contract of October 4, 1937 in effect conveyed to the 
plaintiff all its assets, including causes of action for trade-mark infringement, and hence the 
accounting should start from June 9, 1937. 


In equity. From an interlocutory decree for the plaintiff in a suit for trade-mark 
infringement and unfair competition, defendant appeals. Modified. For decision 
below, see 33 T.-M. Rep. 148. 


Frederick L. Kane, (Maurice J. Moore, of counsel) both of New York City, for 
appellant. 

Breed, Abbott & Morgan, (Charles H. Tuttle and Gerald J. Craugh, of counsel), 
all of New York City, for appellee. 


Before Swan, Aucustus N. Hanpand Crark, Circuit Judges. 
Swan, Circuit Judge: 


This is a suit under the Federal Trade-Mark Act, 15 USCA §81 et seq., for 
infringement of the plaintiff's registered trade-mark “Tangee,”’ and for unfair 
competition. All of the parties are residents of the state of New York. Both the 
plaintiff and the corporate defendant, which is owned and dominated by the indivi- 
dual defendant, are engaged in the business of manufacturing and selling cosmetics, 
principally lipsticks. In an opinion reported in 48 F. Supp. 602 [33 T.-M. Rep. 
148] the district court held that the use by the defendants of the word “Zande” as 
a trade-mark and as part of the corporate name infringes the plaintiff’s trade-mark 
“Tangee” and also constitutes unfair competition. An interlocutory decree was 
entered enjoining such use and directing a reference to a master for an accounting 
of profits and damages sustained by the plaintiff since June 9, 1937. The defendants 
have appealed, claiming that the court was in error in the following respects: 1, in 
finding that the plaintiff had established a valid title to the trade-mark registrations 
enumerated in its complaint; 2, in finding that the word “Zande” is confusingly 
similar to the trade-mark “Tangee” ; 3, in over-ruling the defense of laches; 4, in 
excluding evidence of foreign trade-mark proceedings in which registration of the 
mark “Zande” was granted to the corporate appellant ; and 5, in failing to limit the 
injunction and accounting to the appellants’ business in the United States and failing 
to limit the accounting to a period starting with the commencement of this action in 
March 1941. 

1. In 1920 the trade-mark “Tangee” was adopted by the original George W. 
Luft Co., plaintiff's predecessor, which will be referred to as the old company. The 
old company obtained five registrations of its trade-mark between the years 1924 
and 1936. In October, 1937, by vote of its directors and stockholders it was dis- 
solved, the certificate of dissolution being duly filed on October 13. Prior to dis- 
solution it had contracted to transfer its assets to the plaintiff and by a written 
instrument dated October 20, 1937 it assigned to the plaintiff all interest in its 
registered trade-marks. It is the contention of the appellants that section 105 of 
the New York Stock Corporation Law makes this assignment invalid because it was 
executed by the officers of the dissolved corporation instead of by the directors. 
The unsoundness of this contention is demonstrated by Asphalt Paving & Construc- 
tion Co. v. City of New York, 140 App. Div. 622. 
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2. Also without merit is the claim that there is no confusing similarity between 
the words “Zande” and “Tangee.” The appellants stress the absence of proof of 
actual confusion or deception of purchasers, but such proof is unnecessary where the 
similarity of names is such as to make confusion likely. The district court found 
that there was such similarity and so did the Patent Office when it refused registra- 
tion of the trade-mark “Zandee” in June 1937. On this branch of the case we see 
no necessity for adding to what was said in the opinion below. 

3. The appellants urge that the plaintiff has been guilty of such laches as to 
preclude the granting of an injunction and accounting. They began selling mer- 
chandise under the name “Zande” early in 1935. The old company promptly 
learned of the appellants’ use of this name, wrote a letter objecting to it and filed 
notice of opposition to the Zande Company’s application for registration of “Zande” 
as a trade-mark; but neither the old company nor the plaintiff brought any action 
for an injunction or for damages until the present suit was commenced in March 
1941. The plaintiff cannot be charged for delay during the pendency of the old 
company’s opposition proceeding in the patent office. Yale Electric Corp. v. 
Robertson, 26 F. 2d 972, 974 (C. C. A. 2) [18 T.-M. Rep. 321]; Noll v. Rinex 
Laboratories Co., 25 F. Supp. 239, 242, affirmed on the opinion below in 99 F. 
2d 1013 (C. C. A. 6). This opposition was decided adversely to the applicant 
on June 9, 1937, and no appeal was taken. After the plaintiff succeeded to the old 
company’s trade-mark it discovered in October 1939 that the Kress Company was 
offering the appellants’ products for sale and by a protest caused it to cease handling 
them. No other instance of the sale of “Zande” products in the United States 


came to the attention of the plaintiff until the summer of 1940 and again protest 
was made to the dealer. In several foreign countries the plaintiff or its predecessor 
has litigated with the Zande Company the right of the latter to register its trade- 
mark. The district court found that the plaintiff has been active in its opposition 
to the defendants’ use of the name “Zande.” The defense of laches was correctly 
overruled. 


The problems raised by the appellants’ remaining contentions are more difficult. 
Points (4) and (5) are closely related and may be considered together. The 
defendants offered in evidence, as exhibits W1-W18, certified copies (with trans- 
lations thereof) of proceedings in foreign countries wherein they had obtained, 
sometimes ex parte and sometimes after contest with the plaintiff, registration of 
“Zande” as a trade-mark. Upon objection by the plaintiff decision as to the 
admissibility of this evidence was reserved. In his opinion the district judge 
excluded it as irrelevant, citing as authority City of Carlsbad v. Kutnow, 68 F. 794, 
aff'd 71 F. 167 (C. C. A. 2). That was a suit in equity brought by the city of 
Carlsbad and others to enjoin the defendants from infringing a common law trade- 
mark, consisting of the words “Carlsbad Sprudel Salts,” by selling in New York 
under the designation “Kutnow’s Improved Effervescent Carlsbad Powder” an 
article in no way derived from the well-known Carlsbad waters. The defendants 
introduced in evidence a decision of the high court of chancery in England granting 
to them, against the opposition of the city of Carlsbad, the right to register as a 
trade-mark the words alleged to be an infringement. This was held to be irrelevant 
and inadmissible. It must be noticed, however, that the purpose of introducing 
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the English registration was to prove that the defendants were privileged to use 
the word “Carlsbad” on sales in the United States. On this issue a foreign trade- 
mark was rightly held irrelevant, for clearly the English law could not confer a 
privilege to do something in this country which our courts were bound to recognize. 
See United Drug Co. v. Rectanus Co., 248 U. S. 90, 100 [9 T.-M. Rep. 1] ; Baglin 
v. Cusenier Co., 221 U. S. 580, 594-7 [1 T.-M. Rep. 147]; Ingenohl v. Olsen & 
Co., 273 U. S. 541, 544 [17 T.-M. Rep. 111]. We do not think that the Carlsbad 
case controls the case at bar. Here the purpose of offering the foreign registra- 
tions was not to establish the privilege of using the name “Zande” in the United 
States but to prove that the defendants might lawfully use it within the foreign 
country which granted the registration. If that fact is relevant, the exhibits are 
competent evidence to prove it in conjunction with the testimony of Mr. Gleason 
who testified as an expert in the trade-mark law of the foreign countries concerned. 
For example, with respect to Brazil: Exhibit W-1 is a trade-mark registration 
granted to the Zande company over the opposition of the Luft company ; and W-2 
is a decision by a Brazilian court dismissing an action by the Luft company to annul 
such registration. Mr. Gleason testified that by the Brazilian law registration of a 
trade-mark decides the right to use the mark as well as the right to register it ; that 
an earlier user may attack a registration within five years after its grant but at the 
end of that period the registrant is the final owner. Exhibits W1-18 seem to prove 
that the mark “Zande” has been registered over opposition by the Luft Company 
in six other countries as well as Brazil, and has been registered without opposition 
in three additional countries. Exhibits 29, 30 and 36 show that the plaintiff pre- 
‘vailed against ‘“Zande’’ in contested proceedings in Cuba, Chile and Nicaragua. 
The appellants urge—rightly, we think—that the fact that in certain foreign coun- 
tries they are entitled to sell their goods under the name of “Zande” is relevant to 
the determination of questions arising in the present suit, namely, whether they 
should be enjoined from selling in such countries or from shipping merchandise for 
sale there, and whether their accounting must include profits and damages from such 
sources. This brings us directly to the contention that the scope of the decree 
appealed from is too broad. 

The decree is couched in the broadest possible terms. It perpetually enjoins 
the defendants from manufacturing, selling, transporting or advertising cosmetics 
bearing the trade-mark “Zande” or the corporate name “Zande Cosmetic Co., Inc.,” 
or otherwise using such trade-mark, corporate name or any other mark or name 
which colorably imitates plaintiff's trade-mark “Tangee’”; and it requires the de- 
fendants to account and pay to the plaintiff all profits made by the defendants and 
all damages sustained by the plaintiff since June 9, 1937 by the defendants’ use of 
the trade-mark “Zande” or other corporate or business name containing the word 
“Zande.” Read literally this seems to preclude the defendants from doing business 
under the name “Zande” anywhere in the world, and to require an accounting of 
profits and damages on all business, domestic or foreign, since June 9, 1937. We 
think this too sweeping. The complaint alleges that the trade-mark “Tangee” has 
been and still is used extensively in interstate and foreign commerce, at first by the 
old company and then by the plaintiff. There is however no allegation as to the 
specific foreign countries in which the plaintiff or its predecessor has done business ; 
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nor do the findings of fact name such countries. The defendants are charged in the 
complaint with selling cosmetics under the name “Zande” in interstate and foreign 
commerce, but there is no allegation nor finding as to the particular foreign coun- 
tries in which they have so sold. The evidence discloses that only about two per 
cent. of their business has been domestic, and that their total foreign sales have 
amounted to about $280,000. The domestic business is, of course, properly in- 
cluded within the decree. As to the foreign business, the evidence which the district 
court excluded as irrelevant bears upon a classification that we regard as relevant, 
as follows: (a) countries where both parties are doing business and the defendants 
have established their right by the local law to use the name “Zande;” (b) coun- 
tries where both parties are doing business and the defendants have not established 
such right; and (c) countries where the defendants are doing business and the 
plaintiff has not proved that it has ever done business or is likely to do it. 

In countries falling within class (a) the defendants’ use of the word “Zande,” 
either as a trade-mark or as part of the corporate name cannot constitute unfair 
competition with the plaintiff. Therefore they should not be restrained from doing 
business there in their corporate name or from using there the trade-mark “Zande.” 
The next problem is whether equity should interfere with the defendants’ activities 
in the United States which are exclusively concerned with such foreign markets. 
In support of an affirmative answer the plaintiff relies upon two cases, Vacuum Oil 
Co. v. Eagle Oil Co., 154 F. 867 (D. N. J.), aff'd 162 F. 671 (C. C. A. 3), cert. 
den. 214 U. S. 515, and Hecker H-O Co. v. Holland Food Corp., 36 F. 2d 767 (C. 
C. A. 2) [20 T.-M. Rep. 1]. Inthe Vacuum Oil case the court found a fraudulent 
scheme of unfair competition being carried out in essential part within its jurisdic- 
tion ; a finding we obviously cannot make in the present case in so far as the appel- 
lants have won bona fide rights to use the name “Zande” abroad. In the Hecker 
case the plaintiff was the owner of a mark registered under the Trade-Mark Act; 
the defendant packaged its goods in the United States, labeled the containers with a 
colorable imitation of the plaintiff's mark, and shipped them from American ports 
to certain foreign countries. This was held to be a violation of section 16 of the 
Trade-Mark Act, 15 USCA §96, and was enjoined. The question whether section 
16 would be violated if the label were affixed in the foreign countries was expressly 
left open. It is true that the record in the Hecker case discloses that the defendant 
had registered in Holland, one of the countries to which it shipped, the mark it was 
using, but the opinion made no reference to this fact and in sustaining jurisdiction 
to enjoin the acts done in the United States the court relied solely on the Vacuum Oil 
case. Nor does it appear from the Hecker record that registration of the mark 
established in the defendant by the law of Holland a right to use such mark as against 
the plaintiff. For the foregoing reasons the Hecker case can not be deemed a 
decision with respect to affixing in the United States a mark upon goods to be 
shipped to a country by whose law the defendant has established a right to use the 
mark superior to the right of the plaintiff. Section 19 of the Trade-Mark Act, 15 
USCA §99, declares that the courts vested with jurisdiction in trade-mark cases 
“shall have power to grant injunctions, according to the course and principles of 
equity, to prevent the violation of any right of the owner” of a registered trade- 
mark, “on such terms as the court may deem reasonable.” We do not see upon 
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what “principles of equity” a court can enjoin the initiation of acts in the United 
States which constitute no wrong to the plaintiff in the country where they are to 
be consummated. Nor can we perceive upon what theory a plaintiff can recover 
damages for acts in the United States resulting in a sale of merchandise in a foreign 
country under a mark to which the defendant has established, over the plaintiff's 
opposition, a legal right of use in that country. Consequently neither the injunction 
nor the accounting should cover activities of the defendants, either here or abroad, 
concerned with sales in countries where the defendants have established rights 
superior to the plaintiff's in the name “Zande.” What particular countries meet 
this test, we leave for determination by the district court. 

Countries falling within class (b) present the converse of the principles we have 
been discussing. Activities in the United States which will be consummated in 
those countries constitute an infringement of the Trade-Mark Act and are governed 
by the Hecker case. 

There remains for consideration class (c) countries where the defendants are 
doing business but the plaintiff has not proved that it ever has done business or is 
likely to do it. The Trade-Mark Act creates no new substantive rights in those 
who register their marks. Armstrong Co. v. Nu-Enamel Corp., 305 U. S. 315, 
324 [29 T.-M. Rep. 3] ; Mishawaka Rubber Co. v. S. S. Kresge Co., 119 F. 2d 316, 
322 (C. C. A. 6), [32 T.-M. Rep. 42] reversed on other grounds, 316 U. S. 203 
[32 T.-M. Rep. 254] ; Scandinavia Belting Co. v. Asbestos & Rubber Works, 257 
F. 937, 952 (C. C. A. 2) [9 T.-M. Rep. 136], cert. den. 250 U. S. 644; Nims on 
Unfair Competition & Trade-Marks (3rd ed.), §223a. And it is well established 
that the right to a particular mark grows out of its use, not its mere adoption, and is 
not the subject of property except in connection with an existing business. Hanover 
Star Milling Co. v. Metcalf, 240 U. S. 403, 412-414 [6 T.-M. Rep. 149] ; United 
Drug Co. v. Rectanus Co., 248 U. S. 90, 98-100 [9 T.-M. Rep. 1]. Hence if the 
defendants are doing business in Turkey, for example, but the plaintiff has never 
extended its trade to that country and there is no evidence that it is likely to do so, 
the plaintiff has not been damaged by the defendants’ Turkish business and is not 
entitled to restrain its continuance or to an accounting for damages and profits with 
respect to sales made there. See Standard Oil Co. of Maine v. Standard Oil Co. of 
N. Y., 45 F. 2d 309, 313 (C. C. A. 1) [21 T.-M. Rep. 107] ; Cotton, L.J., in Orr, 
Ewing & Co. v. Johnston & Co., 13 Ch. Div. 434, at 464. 

We do not think it desirable for this court to attempt to recast the decree with 
complete particularity. In so far as it relates to domestic business it is affirmed ; 
also, it is affirmed with respect to business in Cuba, Chile and Nicaragua. With 
respect to other foreign business the reference to the master should be broadened 
to enable him to consider the evidence introduced before the district judge, including 
that relating to trade-mark registration or litigation between the parties in such 
countries and additional evidence, if offered, and to report to the district court in 
conformity with this opinion on the proper scope of the injunction as well as on the 
accounting. 

Under the terms of the decree the accounting is to start as of June 9, 1937. The 
appellants urge that it cannot start before the commencement of this action, March 
14, 1941, because the plaintiff's goods have not carried the statutory notice of trade- 
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mark registration and the defendants were not notified of infringement until this 
action was filed. 15 USCA §107. The date of June 9, 1937 is the date on which 
the old Luft Company’s opposition to the Zande Company’s application to register 
the mark “Zande” was decided adversely to the applicant. By its answer in the 
opposition proceeding, served nearly two years earlier, the Zande Company expressly 
acknowledged the old company’s registrations of the mark “Tangee.” We hold that 
the express admission in the answer and the adverse decision of the patent office are 
sufficient proof that the Zande Company was duly notified of infringement not later 
than June 9, 1937. Stark Bros. Co. v. Stark, 255 U. S. 50 [11 T.-M. Rep. 275], 
upon which the appellants rely, is not to the contrary. It is true that the registered 
marks were not assigned to the plaintiff until October 20, 1937 and that the assign- 
ment of a trade-mark, like the assignment of a patent, carries no right to sue for 
past infringements. Moore v. March, 7 Wall. 515, 522; see Lawrence-Williams 
Co. v. Société Enfants Gombault et Cie., 52 F. 2d 744 (C. C. A. 6) [17 T.-M. Rep. 
503], cert. den. 276 U. S. 619 and 285 U. S. 549. But by the contract of October 
4, 1937 the old corporation in effect conveyed to the plaintiff all its assets, which 
would include existing causes of action for trade-mark infringement. Hence there 
was no error in ordering the accounting to start on June 9, 1937. 

The decree is modified as hereinabove indicated, and in other respects is affirmed. 
One half of the appellate costs is awarded the appellants. 


G. H. MUMM CHAMPAGNE (SOCIETE VINICOLE DE CHAMPAGNE, 
SUCCESSORS) AND ANOTHER v. EASTERN WINE CORPORATION 


United States Circuit Court of Appeals, Second Circuit 
April 27, 1944 


TRADE-MARK INFRINGEMENT AND UNFAIR COMPETITION—RECOVERY OF DAMAGES AND PROF- 
ITS—INJUNCTION. 

While it is true that in order to recover damages or profits, whether for infringement 
of a trade-mark or for unfair competition, it is necessary to show that buyers, who wished 
to buy the plaintiff's goods, have been actually misled into buying the defendant’s; when 
the question is of an injunction, there is as little warrant for demanding evidence of actual 
confusion in cases of unfair competition as in those of trade-mark. As soon as it appears 
that the defendant has imitated a make-up, the court will ask no further proof that his 
purpose to trade upon the plaintiff’s reputation is likely to be successful. 

TRADE-MARKS—FABRICATED SYMBOLS AND MAKE-UP FROM PusLic DEMESNE. 

Where a trade-mark proper is a fabricated symbol, and the second comer can have no 
independent interest in its use to match the first comer’s interest to protect his business, a 
court will content itself with a less degree of similarity. On the other hand, when the 
make-up is drawn from the public demesne, the second comer has at least a theoretical 
interest in its use, of which a court may hesitate to deprive him if the interest be really 
serious. 

UNFAIR CoMPETITION—PaArTIES IN INTEREST—“OWNER” OF TRADE-MARK AND SOLE DISTRIBUTOR. 

Where the “owner” of the trade-mark makes another its sole distributor, the latter has 
an interest to protect, quite separate from that of the owner and sufficient to support an action 
for unfair competition. 
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CONTRACTS—AFFECTED BY WAR—SUBSTITUTION OF EQUIVALENT MEANS TO SATISFY INTENT. 
Where the war prevents the trade-mark owner from suing and contract with the sole 
distributor promises that the owner will protect the trade-mark and pay the expenses of the 
action, the court may substitute what it thinks the parties would have said, to provide for an 
unforeseen contingency and will recognize the authority of the sole distributor to sue in the 
owner’s (French Company’s) name. 


In equity. Action for trade-mark infringement and unfair competition. From 
a summary judgment of the District Court for the Southern District of New York, 
defendant appeals. Affirmed. For earlier decision see 33 T.-M. Rep. 456. 


Samuel E. Darby, Jr., of New York City, for appellant. 
Beekman Aitken, of New York City, for appellees. 


Before L. Hanp, Aucustus N. Hanp and Crark, Circuit Judges. 


L. Hanp, C. J.: 


This appeal is from a summary judgment in an action to protect two trade-marks, 
and to enjoin unfair competition. The plaintiffs are two corporations; one incor- 
porated in Delaware, the other in France. The French company registered two 
trade-marks in the United States; one in 1923, the other in 1934; and by contract 
it has given the Delaware company the sole right to import and sell its wines in the 
eastern part of the United States. The French company has never authorized the 
action at bar; the Delaware company sues on its own behalf for unfair competition, 
and on behalf of the French company upon the trade-marks. The issues are whether 
it has authority to sue on behalf of the French company; whether it has enough 
interest of its own to sue on its own behalf ; whether defendant infringes the marks 
or competes unfairly ; and whether each plaintiff is entitled to a separate accounting. 
The French company is the maker of ““Mumm’s Champagne,” which has been well 
known in this country since 1883. For many years it has sold one of its brands 
under a white label, across which a red stripe runs diagonally from the upper left 
hand corner to the lower right hand; this stripe being edged in gold and bearing the 
words printed in gold: “Cordon Rouge.” This is the label protected by both marks. 
The French company organized the Delaware company in 1933, and is the owner 
of fifty-three per cent of its common stock, and all of its preferred stock. Since the 
beginning of 1934 the Delaware company has continuously sold the French com- 
pany’s champagne with the red stripe upon the label as we have just described it. 
On January 1, 1938, the two companies entered into a contract by which the French 
company agreed to sell its wines in the United States only to the Delaware company, 
and the Delaware company agreed not to sell the champagne of any other importer 
in the United States, and to undertake to devote its best efforts to the sale of the 
French company’s wines. This contract contained the following clause: “The 
Producer” (the French company) “will protect and enforce its trade-mark rights in 
the United States of America against any infringement thereof, and the Importer’’ 
(the Delaware company) “will promptly acquaint the Producer of any conduct by 
competitors believed to constitute an infringement of the Producer’s rights, and of 
all facts in respect thereto, together with recommendations as to proposed procedure 
for the Producer’s instructions and dispositions, and any expenses for legal proceed- 
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ings consequent thereupon will be borne by the Producer for the protection of the 
Producer’s rights.” The defendant is a New York corporation—a vintner—selling 
domestic champagne in New York and New Jersey. In September, 1937, it began 
to use a white label on “sparkling wine”—which included champagne—with a red 
stripe, narrower than the plaintiffs’ running from the right hand upper corner 
diagonally to the left hand lower, and carrying no legend. This label it changed in 
January, 1941, to the one now challenged, in which the label bears a red stripe of the 
same width as the plaintiffs’, running from the upper left hand corner to the lower 
right hand, and carrying the legend, “Chateau Martin” in gold letters, with the word 
“Brand” added in much smaller type. This is the alleged infringement and unfair 
competition. 

Since the Delaware company and the defendant are corporations of different 
states, and the amount in controversy is more than $3,000, the district court had 
unquestioned jurisdiction over the action for unfair competition. As to it only two 
questions arise : whether the use of the defendant’s label is unfair competition because 
it is likely to result in the substitution of the defendant’s champagne for “Mumm’s” 
champagne, bearing the red stripe; and whether the Delaware company has any 
interest to protect against such substitution. There can be no doubt that substitu- 
tion is likely. Champagne is a wine especially cherished by those who seek to im- 
press their associates with their opulence and munificence ; to many its consumption 
is an envied mark of luxury and social importance. Those who covet a name for 
taste and elegance, do indeed affect discrimination in the recognition of various 
brands; but, especially as an evening wears on, the label, and only a very casual 
glance at the label, is quite enough to assure the host and his table that he remains as 
free-handed and careless of cost as when he began. At such stages of an entertain- 
ment nothing will be easier than for an unscrupulous restaurant keeper to substitute 
the domestic champagne. The defendant excuses its change from the label of 
September, 1937, to that of January, 1941, on the ground that the Federal Alcohol 
Administration requires all champagnes made by the process it uses to accompany 
the word “champagne” by the words “sparkling wine,” and that this could not be 
done while the label ran in the original direction. An inspection of the label makes 
it hard, if not impossible, to accept this explanation, and goes far to confirm the 
finding of the judge that the change was a deliberate imitation; nevertheless, since 
we are reviewing a summary judgment, we will not assume a point which depends 
upon a finding of the defendant’s bad faith, and we need not. Whether or not the 
change in January, 1941, was innocent, as soon as the Delaware company challenged 
it by this action, less than two years later, the defendant was charged with notice of 
any confusion which was likely to ensue, and had no further excuse. It does not 
suggest that its good-will had so soon become associated with a red stripe which so 
closely imitates the plaintiffs’; all it says is that other kinds of wine have been sold 
under labels bearing a red stripe. At most only one of these was a champagne; and 
the fact is important in any case only as evidence that the stripe does not indicate 
provenance from the French company. Whatever prevalence the red stripe may 
have had, scarcely at all weakens the probability of confusion. 

The defendant argues, however, that, while in the case of a trade-mark infringe- 
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ment, it is not necessary to show instances of actual confusion, it is necessary to 
do so in cases of unfair competition, and concededly none have been shown. It is of 
course true that to recover damages or profits, whether for infringement of a trade- 
mark or for unfair competition, it is necessary to show that buyers, who wished to 
buy the plaintiff's goods, have been actually misled into buying the defendant’s ; but 
when the question is of an injunction, we can find as little warrant for demanding 
evidence of actual confusion in cases of unfair competition as in those of trade-mark. 
This distinction between an injunction and damages was certainly the basis of the 
decision in Straus v. Notaseme Hosiery Co., 240 U. S. 179 [6 T.-M. Rep. 103]; 
and, as soon as it appears that the defendant has imitated a make-up, the court will 
ask no further proof that his purpose to trade upon the plaintiff's reputation is likely 
to be successful My-7T-Fine Corp. v. Samuels, 69 Fed. (2) 76 (C. C. A. 2) 
[24 T.-M. Rep. 141]; E. Kahn’s Sons Co. v. Columbus Packing Co., 82 Fed. (2) 
897, 900 (C. C. A. 6) [26 T.-M. Rep. 303]. As we have just said, after the defend- 
ant’s present make-up was challenged there could no longer be any defense against 
deliberate imitation. Besides, we cannot see any distinction in principle between 
the two causes of action, both of which are in substance the same: i.e., the diversion 
of prospective buyers by misleading representation. True, a trade-mark proper is 
a fabricated symbol, and the second comer can have no independent interest in its 
use to match against the first comer’s interest to protect his business; and a court 
will content itself with a less degree of similarity. On the other hand, when the 
make-up is drawn from the public demesne—as in the case at bar—the second comer 
has at least a theoretical interest in its use, of which a court may hesitate to deprive 
him if the interest be really serious. But, in the case at bar, the defendant’s interest 
is not serious at all; there is not the slightest reason why it should not adopt some 
other color, if it wishes to add a stripe to its label. 

The second objection: that the Delaware company has no interest to protect, 
is without substance. We have not to deal with the absence of the “owner” of the 
“title” to the trade-mark—whatever meaning may attach to those much used, and 
much abused, words. The French company is not an “indispensable” party; the 
Delaware company speaks in its own interest, which is quite separate. It has a 
monopoly of the sale of Mumm’s champagne in the eastern part of the United States, 
which substitutions of the defendant’s wine will directly invade. Sales effected by 
such substitutions are sales of which it is deprived; and that is the only interest 
which ever, or substantially ever, supports such actions. Indeed, in Scandinavia 
Belting Co. v. Asbestos & Rubber Works of America, 257 Fed. Rep. 937 [9 T.-M. 
Rep. 136], we went so far as to hold that a person in the Delaware company’s posi- 
tion had enough interest to register the trade-mark as its own. 

There remains only the rather barren question whether we should also affirm 
the judgment in favor of the French company: barren, because one injunction is 
as good as two, and because it is not very likely that either plaintiff will be able to 
prove any damages. Nevertheless, it is at least possible that each has suffered loss, 
and if so, the loss is separate. The Delaware company has lost any profit it would 
have made above the price it pays to the French company ; that company has lost 
any profit it would have made in its sales to the Delaware company, provided sales 
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lost by the Delaware company resulted in sales lost by it to that company. The first 
question is whether the Delaware company had authority to sue in the French com- 
pany’s name, for we agree that that company must have been before the district 
court, if this part of the judgment is to be affirmed. That question in turn depends 
upon the contract between the two companies. While the French company remained 
able to sue, the parties did mean that it alone should do so; it promised to protect 
the mark, and to pay the expenses of the action. Were it not for the war, which has 
now made impossible the performance of that promise, we should agree that the 
Delaware company had no standing to sue in the French company’s name. But the 
war has done just that, and we must ask ourselves whether the contract does not 
disclose an underlying purpose that can be fulfilled in no other way than by implying 
such an authority. We may concede that the question is not of marking the bounds 
of an authority expressly granted: 1.e., that the contract created no agency of any 
sort ; although even that is not entirely certain, in view of the Delaware company’s 
promise to promote the French company’s business. Nevertheless, if we can gather 
from the contract as a whole that the parties intended the mark to be protected at all 
events, it is an easy step to say that, when the means selected could not be used, they 
intended the nearest equivalent to take its place. That this is to interpolate a pro- 
vision into the contract which the parties did not express is of no moment ; when an 
unforeseen contingency arises, courts every day substitute what they think the 
parties would have said to supply their omission. This is a perfect occasion for 
doing just that. As we have seen, the Delaware company exacted an undertaking 
from the French company to protect the mark at its own expense. It has now be- 
come impossible for the Delaware company to call upon the French company to 
make good its engagement; if any action is to be brought the Delaware company 
must bear the expense in the first instance. It is true—as we have held—that the 
Delaware company may sue on its own behalf, but it cannot call upon the French 
company to pay the bill for that suit ; and, besides, the parties regarded the Delaware 
company as having an independent interest in the protection of the mark, as mark. 

The French company, though now it must be classed as an “enemy,” would be 
competent to “institute and prosecute suits in equity against any person... . to 
enjoin the infringement of letters-patent, trade-mark . . . . owned” by it, provided 
that the alien property custodian be advised before judgment is entered. §10(g), 
Title 50—“War, Appendix”—U. S. Code. Finally, the war did not put an end to 


this authority of the Delaware company. §10(h), Title 50—“War, Appendix’”— 
U. S. Code. 


Judgment affirmed. 
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OTARD, INC. v. ITALIAN SWISS COLONY; SCHIEFFELIN & CO. v. 
SAME; CANADA DRY GINGER ALE, INC. v. SAME; JULIUS 
WILE SONS & CO., INC. v. SAME; F-C-G IMPORTERS, 

INC. v. SAME; PARK-TILFORD IMPORT CORP. 

v. SAME 


United States Court of Customs and Patent Appeals 
Oppositions Nos. 20335-20338 and 20343-20350 
March 6, 1944 


TRADE-M ARKS—OPPOSITION—PLEADING AND PRACTICE. 

Where several opposers are involved, and it is stipulated that all the evidence adduced by 
one of the parties may be used, so far as is pertinent, in all the cases, and since the grounds 
of opposition relied upon by all the opposers are, in substance, the same, it is conducive to 
clearness to confine the principal discussion to a single case. 

TRADE-M ARKS—GROUNDS OF OPPOSITION—CONFUSION BETWEEN TRADE-MARK AND DESCRIPTIVE 
NAME. 

Where opposition is instituted under Section 6 of the Trade-Mark Act of 1905 on the 
ground that opposer would suffer damage by reason of the confusion which it is alleged 
would result from the registration and use of “Calognac” because of its resemblance to the 
name “Cognac,” held the opposer is entitled to file the notice of opposition. 

TRADE-M ARKS—PLEADING AND PRACTICE—APPEAL PRESERVES STATUS OF OPPOSER. 

Held that independent of the appellant’s right to oppose, it is within the authority of the 
Commissioner to consider ex parte appellee’s right to register, and since the opposition was 
dismissed the Commissioner’s conclusion may be regarded as an ex parte decision. By 
appealing, appellant preserves its status as opposer. 

TRADE-MARKS—“CALOGNAC” CONFUSINGLY SIMILAR To “COGNAC.” 

Held that there is such a similarity between “Calognac” and “Cognac” that confusion 

would be likely to result from the application of “Calognac” to brandies. 


On appeal from decision of the Commissioner of Patents dismissing oppositions, 
opposers appeal. Reversed. For the Commissioner’s decisions, see 32 T.-M. Rep. 
559-561. 


Asher Blum (Hugo Mock of counsel), both of New York, N. Y., for Otard, Inc. 

Maurice J. Moore, New York, N. Y., for Schieffelin & Co. 

Edmund H. Parry, Jr. (Parry & Miller of counsel), both of Washington, D. C., for 
Canada Dry Ginger Ale, Inc., Julius Wile Sons & Co., Inc., F-C-G Importers, 
Inc., and Park & Tilford Import Corp. 

Jackson & Webster, San Francisco, Calif. (Chas. R. Allen, Washington, D. C., 
and William G. Mackay, San Francisco, Calif., of counsel) for Italian Swiss 
Colony. . 


GarrETT, P. J.: 


Each case above listed presents an appeal from the decision of the Commissioner 
of Patents (speaking through an Assistant Commissioner) in a trade-mark oppo- 
sition proceeding. By reason of the similarity of the issues involved all the cases 
are covered by a consolidated record. The cases were briefed and argued together, 
three briefs being filed on behalf of different of the appellants and one on behalf of 
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appellee. The appellee in each case is the Italian Swiss Colony, a corporation of the 
State of California. 

Two applications, serial Nos. 434,212 and 434,213, were filed in the Patent Office 
by appellee on July 22, 1940, for the registration of trade-marks for brandy. In 
serial No. 434,212 the mark consists of the notation “Calognac” and in serial No. 
434,213 it consists of the notation “Colognac.” Both are coined words, having 
no dictionary definitions. 

It is conceded that appellee, so far, has applied the respective marks only to 
brandy produced from grapes grown in California, but there is nothing in the applica- 
tions which limits their use to such brandies. So far as the applications are con- 
cerned the marks could be applied to brandies made anywhere from anything. 

All the appellants above listed filed separate notices of opposition to both ap- 
plications, so that twelve cases were before the tribunals of the Patent Office and 
are now before us. The grounds of opposition, however, are substantially the same 
in all the cases. 

It appears that the several appellants are importers and distributors in the 
United States of a brandy known by the name of “Cognac,” which is produced from 
grapes grown in a limited territorial region of France, sometimes referred to as the 
“Cognac region,” the town or city of Cognac being located therein. It is not 
claimed by appellants that the term “Cognac” is a technical trade-mark, although 
the word is included in certain registrations named in, and filed with, the notices 
of opposition. The contentions respecting it are stated later in this decision. 

The Examiner of Trade-Mark Interferences in separate decisions dismissed 
each of the twelve oppositions on the ground that the opposers could not qualify 
“under any of the descriptiveness clauses, geographical or otherwise, of Section 5” 
of the Trade-Mark Act of 1905, and further held the notations of appellee to be 
registrable as valid technical trade-marks. 

All the opposers took separate appeals to the Commissioner. He held, in effect, 
that, upon the facts appearing, the name “Cognac” is both descriptive and geo- 
graphical (a matter admitted by the opposers, although it is claimed to be more than 
merely descriptive or merely geographical) but that the use, both descriptive and 
geographical, made of the term in the business of opposers gave them the right to 
file the oppositions (citing the cases of Burmel Handkerchief Corp. v. Cluett, Pea- 
body & Co., Inc., 29 C.C.P.A. (Patents) 1024, 127 F.2d 318 [32 T.-M. Rep. 306], 
and Trustees Arch Preserver Shoe Patents v. J. McCreary & Co., 18 C.C.P.A. Pat- 
ents) 1507, 49 F.2d 1068 [21 T.-M. Rep. 374], but said (we quote from his decision 
in appeal 4837) inter alia: 


It seems to me the only question requiring determination is whether it appears reason- 
ably likely that people seeing the name “Calognac” on brandy will believe the brandy 
to be cognac; in other words whether “Calognac” will be reasonably likely to impress 
purchasers and the public as merely a corruption or a mere misspelling of the word 
“cognac” and to mean nothing else but cognac either descriptively or geographically or 
both; for instance as in the case of American Druggists Syndicate v. U. S. Industrial 
Alcohol Co., 55 App. D.C. 140, 2 F.2d 942, 332 O.G. 5 [15 T.-M. Rep. 37], which involved 
the words “Al-Kol” and “alcohol.” 

If the mark “Calognac” applied to brandy would not be likely to lead purchasers and 
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the public to believe the brandy actually was cognac opposer would not be likely to be 
damaged by registration of the mark and the opposition would fail for that reason. 


Accordingly, after further discussion hereinafter alluded to, he, in effect, af- 
firmed the decisions of the Examiner of Trade-Mark Interferences dismissing the 
several oppositions, and also affirmed the latter’s holding that appellee is entitled 
to the registrations sought. 

The several appeals to this court followed. 

It may be said here that testimony was taken on behalf of Otard, Inc., in con- 
nection with which various documentary exhibits were introduced, and that it was 
stipulated that all the evidence so adduced, so far as pertinent, might be used in all 
the cases. Appellee took no testimony but did give notice under Patent Office rule 
154 (e) that at final hearing it would rely upon certain cited registrations, owned 
by it, as evidence. 

Since the grounds of opposition relied upon by all the opposers are, in substance, 
the same, and since the decisions appealed from are practically identical in all the 
cases, and the reasons of appeal the same in meaning, we think it will conduce to 
clearness in our decisions to confine our principal discussion to a single case, and, 
for this purpose, we take the first on the list—that of Otard, Inc. v. Italian Swiss 
Colony, appeal No. 4837, opposition No. 20,337, in which the involved notation of 
appellee is “Calognac.” 


OTARD, INC. v. ITALIAN SWISS COLONY 
Appeal No. 4837 


We deem it unnecessary to review the evidence in detail or at length. It was 
established that Cognac is a name applied to a type of brandy distilled from wines 
made from grapes grown in a limited territorial region of France, often referred 
to as the Cognac district, the boundaries of which are defined by French law. It 
was further established by testimony, to which no objection was made, that under 
French law the term may not be applied in France to any type of brandy (whether 
domestically dealt in or exported) produced outside the region so defined. 

As we understand from the evidence, there is a certain quality in the soil of the 
region which gives to the grapes there grown a particular character or flavor, which 
enters into the brandy made from them, and that that quality of soil is not found 
elsewhere in France, nor it is claimed, in any other part of the world. It is rec- 
ognized as a superior brandy; has been so recognized for several hundred years, 
and it long has been the policy of the French Government to protect its reputation 
and name. It appears from the following that such also has been the policy of the 
United States Treasury Department : 

Appellant’s Exhibit No. 3 is an official document, “Regulations No. 5” (as 
amended from time to time) of the Federal Alcohol Administration of the United 
States Treasury Department (now being administered in a division of the Alcohol 
Tax Unit) relating to the labeling and advertising of distilled spirits, the regulations 
being issued under the provisions of the Federal Alcohol Administration Act of 
August 29, 1935, 27 U.S.C., § 201, et seq. 
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Under the heading of “Article II. Standards of Indentity for Distilled Spirits,” 
in the class of brandies, the document states: 


(d) “Cognac” or “Cognac brandy” is grape brandy distilled in the Cognac Region 
of France, which is entitled to be designated as “Cognac” by the laws and regulations of 
of the French Government ; and includes mixtures of such brandy. 


Another paragraph of the regulations—(b) (2) on page 25 of the document— 
relates to labels of imported distilled spirits, including Cognac, covered by certificates 
of origin or age issued by a duly authorized official of the appropriate foreign 
government, and provides, in the case of Cognac, that the reference on the label to 
such certificate shall read substantially: “This product accompanied at the time 
of importation by an ‘Acquit Regional Jaune d’Or’ issued by the French Govern- 
ment, indicating that this grape brandy was distilled in the Cognac :Region of 
France.” 

In Article IV, section 46, pages 28-29 of the document, is a provision reading : 


Cognac in bottles, imported on or after August 15, 1936, shall not be released from 
customs custody unless the invoice is accompanied by a certificate issued by a duly 
authorized official of the appropriate foreign government, certifying that the product is 
grape brandy distilled in the Cognac region of France and entitled to be designated as 
“Cognac” by the laws and regulations of the French Government. 


As Exhibit No. 5 opposer introduced a statement from the Federal Register of 
August 2, 1938, the purport of which is that after a public hearing and due con- 
sideration the Secretary of the Treasury disapproved a proposal to amend the 


regulations— 


. in such manner as to permit brandies produced in the United States which have the 
taste, aroma and general characteristics of Cognac, as produced in the Cognac region of 
France, to be designated as “Cognac” if, in direct conjunction with such designation, 
there appears conspicuously the name of the state or other locality in the United States 
in which the brandy was produced. 


No reference was made in the decision of the Commissioner to the matters above 
quoted, respectively, from the Federal regulations and the Federal Register, nor to 
the testimony of a witness concerning them, nor do they appear to be specifically 
referred to in the reasons of appeal. Opposer urges, however, that they have a 
relevancy to the alleged secondary meaning, or special significance, claimed for the 
name Cognac, and to the alleged deceptiveness of appellee’s marks as applied to a 
domestic brandy. 

The case appears to be sui generis. While numerous authorities have been 
cited and discussed in the different briefs, it is conceded that no decision in a case 
on all fours with it has been found. 

The peculiarity of the case grows out of the fact that “Cognac” is not claimed 
to be a technical trade-mark used as such, or subject to exclusive ownership. 
Appellee would have the right to use it in the same manner that appellant uses it— 
that is, upon brandy imported from the Cognac region of France, but there is no 
claim on the part of appellee that it would be entitled to use it on domestically pro- 
duced brandies or on any brandies other than that coming from the described region. 





OTARD, INC., ET at. v. ITALIAN SWISS COLONY 205 


It is, in fact, a substantive name which for hundreds of years has meant brandy of a 
particular type. 

As we interpret the decision of the Examiner of Trade-Mark Interferences upon 
the question of the right of appellant to oppose, he limited his consideration to 
section 5 of the Trade-Mark Act of 1905, specifically, we assume, to the provision 
reading, 


Provided, That trade-marks which are identical with a registered or known trade- 
mark owned and in use by another and appropriated to merchandise of the same descrip- 
tive properties, or which so nearly resemble a registered or known trade-mark owned 
and in use by another and appropriated to merchandise of the same descriptive properties 
as to be likely to cause confusion or mistake in the mind of the public or to deceive pur- 
chasers shall not be registered 


and, because appellant does not and cannot claim Cognac as a trade-mark, held that 
it has no right to oppose, and dismissed the notice of opposition for that reason. 

As has been indicated, the Commissioner disagreed with that holding of the 
Examiner of Trade-Mark Interferences and expressed the view that appellant had 
the right to file the notice of opposition, but he, in effect, dismissed it on the ground 
that appellant would not be likely to be injured because “no confusion or deception 
of purchasers appears likely to result from the use by applicant of the mark ‘Calognac’ 
on brandy, domestic or otherwise.” 

While it is not altogether clear, we interpret parts of appellee’s brief as being 
intended to support the position of the Examiner of Trade-Mark Interferences on 
that phase of the controversy. Appellee has not dealt upon this at great length, 
however, because it contends that in any event the decision of the Commissioner, as 
to lack of probable injury, is sound and should be sustained. 

The opposition of appellant, of course, was instituted under section 6 of the 
Trade-Mark Act of 1905 (Title 15 U.S.C., § 86) providing that any person who 
believes he would be damaged by the registration of a mark applied for may oppose 
the same by filing notice of opposition, stating the grounds therefor, and, in essence, 
the ground stated by appellant is that it would suffer damage by reason of the con- 
fusion which it is alleged would probably result from the registration and use of 
“Calognac” because of its resemblance to the name “Cognac.” 

It is contended in substance, on behalf of appellant that Cognac as a name has 
attained a world-wide secondary meaning as solely indicating a brandy produced in 
or emanating from the Cognac district of France; that brandies distilled elsewhere 
are not legally entitled to be designated as Cognac; that the Federal ‘Alcohol Regula- 
tions do not permit the use of the word unless the particular brandy is actually 
produced in the district named ; that “all Cognac is brandy, but all brandies are not 
Cognac”; that “Calognac” is a mere obvious corruption of “Cal. Cognac,” and that 
it is “unregistrable as being descriptive or misdescriptive as applied to domestic 
brandy” ; that it is calculated to confuse and deceive purchasers “in the absence of 
amy showing in the record that applicant’s brandy is imported genuine Cognac 
brandy,” and that it would “falsely indicate the origin of applicant’s brandy.” 

We think it clear that the Commissioner was right in holding appellant entitled 
to file the notice of opposition. In addition to the authorities upon this point cited 
by him, supra, attention may be directed to the case of Model Brassiere Co., Inc. v. 
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Bromley-Shepard Co., Inc., 18 C.C.P.A. 1294, 49 F.2d 482 [21 T.-M. Rep. 382], 
where a majority of this court affirmed the decision of the Commissioner holding 
that a party, upon a showing of probable injury, might maintain an action for can- 
cellation of a registered mark found to be descriptive, even though such party did 
not show that it was using the mark at the time the petition for cancellation was 


filed. 


It may be further remarked that independent of appellant’s right to oppose, it 
was within the authority of the Commissioner to consider ex parte appellee’s right 
to register, and since he, in effect, dismissed the opposition his conclusion may be 
regarded as an ex parte decision. By appealing, appellant, of course, preserved 


its status as an opposer. Hence, the necessity for our consideration of that phase 
of the case. 


We find ourselves in disagreement with the tribunals of the Patent Office in 
dismissing the notice of opposition. We think there is such a similarity between 


“Calognac” and “Cognac” that confusion would be likely to result from the applica- 
tion of “Calognac”’ to brandies. 


The gist of the Commissioner’s closely reasoned decision appears to be fairly 
comprehended in the following excerpt from it : 


Now it must be presumed that people know the correct spelling and pronunciation 
of “cognac.” It is an ordinary word of long standing in the English language, and, as 
stated, appears to have no meaning or significance other than the natural descriptive or 
geographical meaning it has always had, and in this respect it differs from a word or 
name which has something fanciful or arbitrary about it or which includes some arbitrary 
or fanciful meaning or significance. It seems to me the presumption is not so strong 
that the spelling, pronunciation and meaning of a word of this latter character will be 
recognized and remembered as exactly as that of an ordinary word which has no mean- 
ing other than its ordinary and usual meaning and there will be more likelihood of con- 
fusion of a somewhat similar, but different, word with a word having arbitrary or un- 
natural significance than with a word carrying no more than its natural, elementary 
significance and meaning. In my opinion it is quite possible that the same artificial trade- 
mark significance may appear to be present in words which differ considerably in spelling, 
appearance and pronunciation; whereas only a very small variation in ordinary words is 
possible without destroying their meaning or giving them a different meaning. I hold 
that it would not be proper to consider the word “cognac” here as if it had something 
fanciful or arbitrary about it, since from the record it does not appear that such is the 
case. 

The word “cognac” has two syllables and is pronounced “K6-nyak.” It has no 
arbitrary or fanciful meaning or significance. The word “Calognac” has three syllables 
and the American pronunciation would be either “Ca-log-nak” or “Cal-og-nak.” I think 
the former pronunciation would be the more natural, following the pronunciation 
“ca-lor-ic.” The word is somewhat arbitrary and fanciful in spelling and pronunciation, 
sufficiently so, in my opinion, to give it some degree of trade-mark significance. In these 
respects it differs from the word “cognac.” 

Considering the matter in all its aspects I find myself in agreement with the examiner’s 
opinion that it is not likely the word “Calognac” will be believed by the public and pur- 
chasers to be the generic name of cognac brandy and further that the word is not descrip- 
tive of cognac and it is not descriptive of domestic brandy, and no confusion or deception 


of purchasers appears likely to result from the use by applicant of the mark “Calognac” 
on brandy, domestic or otherwise. 


e have no quarrel wi e Commissioner’s assume ronunciation o e 
We I q 1 with the C ; d t f th 
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respective words, although “Calognac” being a coined term any pronunciation of 

it would be more or less a matter of individual choice, but pronunciation, as we view 

it, is not an important—certainly not a controlling—factor here. The application 

for its registration does not divide the term into syllables. The first letter of it, and 
the last four letters are identical with similar letters of Cognac. If the next two 
letters (A and L) were eliminated there would remain only the word Cognac. 
Certainly, the two terms are quite similar in appearance. We are unable to escape 
the conclusion that appellee, whatever its motive, in trying to establish a trade-mark 
sought one as nearly like Cognac as it could find or coin, and in adopting “Calognac” 
it certainly made a close approach. 

As has been stated, it appears from the record that so far “Calognac’’ has been 
used only on domestically distilled brandies, and the labels showing the manner 
of its use recite ‘‘California Grape Brandy,” but, as of course, the notations on the 
labels other than the mark itself are of no moment in this particular proceeding, 
and it may be reiterated that, so far as the application is concerned, the term may be 
applied to any kind of brandy, no matter where or from what produced. 

It is our view that the opposition should have been sustained and the registration 
denied. 

The decision of the Commissioner, therefore, is reversed. 


OTARD, INC. v. ITALIAN SWISS COLONY 
Appeal No. 4838 











The only distinction between this case and appeal No. 4837, supra, is that the 
q term here involved is “Colognac”’ instead of “Calognac.”’ It will be observed that 
y the former term is even closer than the latter in its resemblance to Cognac. The 
principle involved is the same, and for the reasons stated in our decision in that 
case the decision of the Commissioner is reversed. 


SCHIEFFELIN & Co. v. ITALIAN SWISS COLONY 
Appeal No. 4839 









Sar tue 


The issues in this case are in all material respects the same as those involved in 
appeal No. 4837, supra, and for the reasons there stated the decision of the Commis- 
sioner is reversed. 


SCHIEFFELIN & CO. v. ITALIAN SWISS COLONY 
Appeal No. 4840 






The issues in this case being the same as those involved in appeal No. 4838, 
supra, the decision must be the same. The decision of the Commissioner is reversed. 
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CANADA DRY GINGER ALE, INC. v. ITALIAN SWISS COLONY 
Appeal No. 4841 





The issues in this case are in all material respects the same as those involved in 
appeal No. 4837, supra, and for the reasons there stated the decision of the Com- 
missioner is reversed. 


CANADA DRY GINGER ALE, INC. v. ITALIAN SWISS COLONY 
Appeal No. 4842 





The issues in this case being the same as those involved in appeal No. 4838, 
supra, the decision must be the same. The decision of the Commissioner is reversed. 


JULIUS WILE SONS & CO., INC. v. ITALIAN SWISS COLONY 
Appeal No. 4843 


The issues in this case are in all material respects the same as those involved in 
appeal No. 4837, supra, and for the reasons there stated the decision of the Com- 
missioner is reversed. 


JULIUS WILE SONS & CO., INC. v. ITALIAN SWISS COLONY 
Appeal No. 4844 


The issues in this case being the same as those involved in appeal No. 4838, 
supra, the decision must be the same. The decision of the Commissioner is reversed. 


F-C-G IMPORTERS, INC. v. ITALIAN SWISS COLONY 
Appeal No. 4845 


The issues in this case are in all material respects the same as those involved in 
appeal No. 4837, supra, and for the reasons there stated the decision of the Com- 
missioner is reversed. 


F-C-G IMPORTERS, INC. v. ITALIAN SWISS COLONY 
Appeal No. 4846 





The issues in this case being the same as those involved in appeal No. 4838, 
supra, the decision must be the same. The decision of the Commissioner is reversed. 
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PARK & TILFORD IMPORT CORP. v. ITALLAN SWISS COLONY 
Appeal No. 4847 









The issues in this case are in all material respects the same as those involved in 
appeal No. 4837, supra, and for the reasons there stated the decision of the Com- 
missioner is reversed. 


PARK & TILFORD IMPORT CORP. v. ITALIAN SWISS COLONY 
Appeal No. 4848 






The issues in this case being the same as those involved in appeal No. 4838, 
supra, the decision must be the same. The decision of the Commissioner is reversed. 






























THE PERSONAL PRODUCTS CORPORATION v. ALLEN 
LABORATORIES, INC. 


United States Court of Customs and Patent Appeals 
Opposition No. 20253 
February 7, 1944 


TRADE-MARKS—PLEADING AND PRACTICE—GROUND OF APPEAL—SIMILARITY OF Goons. 
i Where it is stated in appellant’s reasons of appeal that the goods of the parties do not 
: possess the same descriptive properties, but that issue is not discussed in appellant’s brief, 
it is unnecessary for the court to discuss the issue. Held that the goods (tampons and 
; medicated vaginal tampon suppositories) possess the same descriptive properties. 
TRrADE-MARKS—“Mep” Descriptive IN CompouND Mark “Mep-I-Pax” But “Meps” Nort 
DESCRIPTIVE OF TAMPONS. 

The prefix “Med” is an abbreviation of the terms “medical” and “medicine” and as used 
¥ in the trade-mark “Med-I-Pax” is descriptive of the character or quality of appellees goods, 
’ and, therefore, is not the dominant feature of the mark. However, the term “Meds” as 

applied to tampons is not descriptive of the character or quality of those goods. 
TRADE-M ARKS—PRACTICE—REGISTRABILITY—OPPOSITION. 

Where there has been no ex parte rejection of the appellant’s application for rejection 
of its mark, the registrability of the mark in view of other prior registrations is not an issue 
in an appeal from a decision sustaining an opposition. The sole issue before the court is 
whether the concurrent use of the two marks involved in the opposition proceedings is likely 

; to cause confusion or mistake in the mind of the public or to deceive purchasers. 
TRADE-MARKS—DIFFERENT MARKS—DIFFERENT Goons. 

Considering the fact that “medicated vaginal suppositories” are used for medical treat- 
ment and for the prevention, cure, or alleviation of disease, whereas unmedicated tampons 
are used solely for catamenial protection, and considering the differences between “Med-I- 
Pax” and “Meds,” held that the concurrent use of “Med-I-Pax” on medicated vaginal sup- 
positories and “Meds” on tampons would not be likely to cause confusion or mistake in 
the mind of the public or to deceive purchasers. 


On appeal from a decision of the Commissioner of Patents, sustaining a trade- 
mark opposition, applicant appeals. Reversed. BLANpb, Judge, dissenting with 
opinion. For the Commissioner’s decision, see 32 T.-M. Rep. 397. 
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CANADA DRY GINGER ALE, INC. v. ITALIAN SWISS COLONY 
Appeal No. 4841 





The issues in this case are in all material respects the same as those involved in 
appeal No. 4837, supra, and for the reasons there stated the decision of the Com- 
missioner is reversed. 


CANADA DRY GINGER ALE, INC. v. ITALIAN SWISS COLONY 
Appeal No. 4842 





The issues in this case being the same as those involved in appeal No. 4838, 
supra, the decision must be the same. The decision of the Commissioner is reversed. 


JULIUS WILE SONS & CO., INC. v. ITALIAN SWISS COLONY 
Appeal No. 4843 


The issues in this case are in all material respects the same as those involved in 
appeal No. 4837, supra, and for the reasons there stated the decision of the Com- 
missioner is reversed. 


JULIUS WILE SONS & CO., INC. v. ITALIAN SWISS COLONY 
Appeal No. 4844 


The issues in this case being the same as those involved in appeal No. 4838, 
supra, the decision must be the same. The decision of the Commissioner is reversed. 


F-C-G IMPORTERS, INC. v. ITALIAN SWISS COLONY 
Appeal No. 4845 





The issues in this case are in all material respects the same as those involved in 
appeal No. 4837, supra, and for the reasons there stated the decision of the Com- 
missioner is reversed. 


_—_—_— 


F-C-G IMPORTERS, INC. v. ITALIAN SWISS COLONY 
Appeal No. 4846 


The issues in this case being the same as those involved in appeal No. 4838, 
supra, the decision must be the same. The decision of the Commissioner is reversed. 
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PARK & TILFORD IMPORT CORP. v. ITALIAN SWISS COLONY 
Appeal No. 4847 


The issues in this case are in all material respects the same as those involved in 
appeal No. 4837, supra, and for the reasons there stated the decision of the Com- 
missioner is reversed. 


PARK & TILFORD IMPORT CORP. v. ITALIAN SWISS COLONY 
Appeal No. 4848 


The issues in this case being the same as those involved in appeal No. 4838, 
supra, the decision must be the same. The decision of the Commissioner is reversed. 


THE PERSONAL PRODUCTS CORPORATION v. ALLEN 
LABORATORIES, INC. 


United States Court of Customs and Patent Appeals 
Opposition No. 20253 
February 7, 1944 


TRADE-MARKS—PLEADING AND PRACTICE—GROUND OF APPEAL—SIMILARITY OF Goons. 

Where it is stated in appellant’s reasons of appeal that the goods of the parties do not 
possess the same descriptive properties, but that issue is not discussed in appellant’s brief, 
it is unnecessary for the court to discuss the issue. Held that the goods (tampons and 
medicated vaginal tampon suppositories) possess the same descriptive properties. 

TRADE-MARKS—“MeEpb” DeEscrIPTIVE IN CoMPOUND Mark “Mep-I-Pax” But “Meps” Nort 
DESCRIPTIVE OF TAMPONS. 

The prefix “Med” is an abbreviation of the terms “medical” and “medicine” and as used 
in the trade-mark “Med-I-Pax” is descriptive of the character or quality of appellees goods, 
and, therefore, is not the dominant feature of the mark. However, the term “Meds” as 
applied to tampons is not descriptive of the character or quality of those goods. 

TRADE-M ARKS—PRACTICE—REGISTRABILITY—OPPOSITION. 

Where there has been no ex parte rejection of the appellant’s application for rejection 
of its mark, the registrability of the mark in view of other prior registrations is not an issue 
in an appeal from a decision sustaining an opposition. The sole issue before the court is 
whether the concurrent use of the two marks involved in the opposition proceedings is likely 
to cause confusion or mistake in the mind of the public or to deceive purchasers. 

TRADE-MARKS—DIFFERENT MARKS—DIFFERENT Goons. 

Considering the fact that “medicated vaginal suppositories” are used for medical treat- 
ment and for the prevention, cure, or alleviation of disease, whereas unmedicated tampons 
are used solely for catamenial protection, and considering the differences between “Med-I- 
Pax” and “Meds,” held that the concurrent use of “Med-I-Pax” on medicated vaginal sup- 
positories and “Meds” on tampons would not be likely to cause confusion or mistake in 
the mind of the public or to deceive purchasers. 


On appeal from a decision of the Commissioner of Patents, sustaining a trade- 
mark opposition, applicant appeals. Reversed. BLANpb, Judge, dissenting with 
opinion. For the Commissioner’s decision, see 32 T.-M. Rep. 397. 
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George H. Lorch of Chicago, II. 
counsel) for appellant. 

Pennie, Davis, Marvin & Edmonds, New York City, (H. Stanley Mansfield, New 

York City, and Clarence M. Fisher, Washington, D. C., of counsel) for appellee. 










(Charles M. Thomas, Washington, D. C., of 


Before GarreETT, Presiding Judge, and BLAND, HATFIELD, LENROoT, and JACK- 
son, Associate Judges. 


HATFIELD, J., delivered the opinion of the Court : 


This is an appeal in a trade-mark opposition proceeding from the decision of the 
Commissioner of Patents affirming the decision of the Examiner of Interferences, 
sustaining appellee’s notice of opposition and holding that appellant was not entitled 
to the registration of its trade-mark “Meds” for use on “tampons.” 

It appears from the record that appellant’s trade-mark “Meds” is used on an 
unmedicated internal catamenial device, comprising telescopically arranged paper 
tubes and a cotton tampon having a withdrawal string attached thereto and extend- 
ing outwardly through the inner tube; that appellant sells its goods at retail to the 
general public through drug stores, chain stores, and department stores throughout 
the United States at twenty cents per package of ten tampons; and that it has ex- 
pended approximately $375,000 in advertising its product and its trade-mark in 
newspapers and magazines throughout the United States. 

In its application for registration, filed June 25, 1940, appellant alleged that it 
had used its trade-mark on its goods since June 21, 1939. 

Appellee is the owner of trade-mark registration No. 348,970, issued August 17, 
1937, on an application filed February 24, 1937, for the trade-mark ‘‘Med-I-Pax” 
for use on “Medicated Vaginal Suppositories,” although it appears from the record 
that it advertises and sells its goods as “vaginal tampon suppositories” under the 
trade-mark “Medipax.” 

The goods of the parties are of substantially the same construction, except that 
in appellee’s device a medicated suppository, molded to facilitate easy insertion, is 
attached to the upper end of the cotton tampon. ‘Appellee’s device is “used for 
medical treatment” and not as a “catamenial device.” It is used in the treatment 
of “gynecologic conditions,” and is, therefore, for the prevention, cure, or alleviation 
of disease. The medication consists of either metaphen or merthiolate. In appellee’s 
device the cotton tampon to which the medicated suppository is attached is designed 
to hold the medicament in the area of infection or inflammation and to absorb 
exudates. 

It further appears from the record that appellee’s goods are “ethical” products ; 
that they are sold at $1.00 per package of six by druggists on physicians’ prescrip- 
tions, although they may be purchased without such prescriptions ; that appellee has 
expended approximately $15,000 in advertising its goods and its trade-mark ; that 
they are advertised in the medical journals, by contact with physicians, by exhibits 
at medical conventions, and, as stated by appellee’s witness E. A. Griswold, vice- 
president of the opposer company, through a physician in the employ of the appellee 
company “whose only duty is to interest hospitals and clinics as well as members of 
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the medical profession in the use of Medipax Brand Vaginal Tampon-Suppositories. 
His duties also include the organization of clinical research at such institutions.” 

Appellee’s goods are not advertised for sale to the general public through maga- 
zines and newspapers as are appellant’s catemenial tampons. 

The witness Griswold testified on direct examination that the appellee company 
was incorporated on December 24, 1938; that he had been vice-president of the 
company since January 27, 1939; and that he had been engaged in the manufacture 
of drug pharmaceutical products for more than ten years. We quote from the testi- 
mony of the witness as follows : 


Q. What does the word “Med” mean to you? 
* - ~ 
A. The word “Med” appears in the Funk & Wagnalls’ Standard Dictionary, in 
Webster’s New International Dictionary and in the New Century Dictionary as an 
abbreviation for medical or medicine. 
Q. 49. Is that what the word means to you? 
A. I think that is correct. 






Tha tribunals of the Patent Office concurred in holding that the goods of the 
parties possessed the same descriptive properties; that the marks were confusingly 
similar ; and that appellant was not entitled to the registration of its mark. 

In his decision holding the marks to be confusingly similar, the Commissioner 
stated [32 T.-M. Rep. 397], among other things, that, although the goods of the 
respective parties are not competitive, they 

are very closely associated in use, and may reasonably be assumed to be produced by the 

same manufacturer. I doubt that one would be mistaken for the other, but if sold under 

similar trade marks I am convinced that there is at least some likelihood of confusion as 

to origin. In reaching this conclusion I have not overlooked existing differences in price 


and in methods of sale. Both are subject to change. Nor is it material that there is no 
evidence of actual confusion. 


Although it is stated in appellant’s reasons of appeal that the goods of the parties 
do not possess the same descriptive properties, that issue is not discussed in appel- 
lant’s brief. Accordingly, it is unnecessary for us to discuss it here. It is sufficient 
to say that we are in agreement with the views expressed by the tribunals of the 
Patent Office that the goods of the parties possess the same descriptive properties. 

It is contended here by counsel for appellant that, considering the differences in 
the trade-marks of the parties and the goods to which they are applied, the marks are 
not confusingly similar; that appellant’s trade-mark “Meds” is a coined, arbitrary 
mark, and, as applied to appellant’s goods, has no descriptive significance ; that apart 
from the syllable ““Med” in appellee’s mark, there is no similarity between the 
marks of the parties; that as the syllable “Med” in appellee’s mark is an abbrevia- 
tion of the terms “‘medical” or “medicine,” as used in appellee’s mark, it is descrip- 
tive of the character and quality of appellee’s goods and, therefore, is not the domi- 
nant feature of appellee’s trade-mark ; that appellee is not entitled to its exclusive 
use; and that appellant’s trade-mark “Meds” was “adopted as a contraction of 
appellant’s well-known trade-mark ‘Modess,’ extensively used as applied to cata- 
menial napkins, a competitive product then and now sold on an extensive scale.” 
(It may be said at this point that, although it appears from the record that appellant 
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manufactures and sells catamenial napkins under the term “Modess,” it does not 
appear that the term “Meds” was adopted as a contraction of the term “Modess.”’ ) 

The record discloses that prior to the adoption of the trade-mark “Meds” for use 
on tampons, appellant caused a search to be made in the United States Patent Office 
for the purpose of ascertaining whether there were any registered trade-marks 
similar to the term “Meds” and that such search disclosed, among other registered 
trade-marks, appellee’s mark “Med-I-Pax,” hereinbefore referred to; the trade- 
mark “Medo,” registered October 14, 1919, for use on sanitary bloomers ; the trade- 
mark ‘“‘Medpaks,” registered December 29, 1925, for use on sanitary napkins; the 
trade-mark “Medix,” registered August 2, 1927, for use on sanitary napkins; the 
trade-mark “ M E D,” registered July 30, 1929, for use on pharmaceutical prepara- 
tions, compounds, or mixtures for coughs, whooping cough, colds, and similar 
infections of the throat and lungs; the trade-mark “Med,” registered September 11, 
1928, for use on preparations for the treatment of boils, sties, carbuncles, furuncles, 
felons, and pimples due to staphylococcus infection; the trade-mark “Em-Dee,” 
registered December 6, 1927, for use on surgical pads, surgical mattresses, surgical 
sheets, surgical beds, and maternity packs; also the trade-mark “MD,” enclosed 
within a fanciful design, registered August 15, 1911 (renewed), for use on medicinal 
plasters. 

Counsel for appellant also contends that appellee’s “parent company, Tampax, 
Inc., does market an unmedicated cotton tampon used for the identical purpose for 
which applicant’s tampon is employed and sold in direct competition therewith. But 
this product bears the name “Tampax,” a mark more nearly like ‘Med-I-Pax’ than 
applicant’s coined and arbitrary mark ‘Meds’. ..” (Appellee’s witness Griswold 
testified on cross-examination that prior to his becoming vice-president of the 
appellee company, he was employed by “Tampax, Incorporated,” and that the Tam- 
pax company manvfactured and sold a device for “catamenial protection” known as 
“Tampax.” However, there is nothing in the record to indicate how long the Tam- 
pax company had been selling its product under its trade-mark “Tampax,” or that 
that company is related either directly or indirectly to the appellee company. 
Furthermore, priority of use and of confusing similarity of the terms ‘“Med-I-Pax” 
and “Tam-Pax”’ are not issues in this case. ) 

The prefix “Med” in appellee’s trade-mark is, as stated by appellee’s witness 
Griswold, defined by the lexicographers as an abbreviation of the terms “medical” 
and “medicine.” See Funk & Wagnalls New Standard Dictionary, Webster’s New 
International Dictionary, and The Century Dictionary and Cyclopedia. Further- 
more, it was conceded by that witness, who, at the time of the taking of his testimony, 
had been engaged in the manufacture of drugs and pharmaceutical products for 
more than ten years, that he understood the prefix “Med” to be an abbreviation of 
“medical” or “medicine.” Accordingly, the prefix “Med,” as used in appellee’s 
mark, is descriptive of the character or quality of appellee’s goods, and, therefore, 
is not the dominant feature of the mark. See Younghusband v. Kurlash Company, 
Inc., 25 C. C. P. A. (Patents) 886, 94 F.2d 230 [28 T.-M. Rep. 132]; American 
Brewing Co. v. Delatour Beverage Corp., 26 C. C. P. A. (Patents) 778, 100 F.2d 
253 [29 T.-M. Rep. 40] ; Miles Laboratories, Inc. v. The Pepsodent Co., 26 C.C.P.A. 





PERS. PROD. CORP. v. ALLEN LAB. 213 


(Patents) 1272, 104 F.2d 205 [29 T.-M. Rep. 381] ; Frankfort Distilleries, Inc. v. 
Kasko Distillers Products Corporation, 27 C.C.P.A. (Patents) 1189, 111 F.2d 481 
[30 T.-M. Rep. 339] ; Miles Laboratories, Inc. v. United Drug Co., 27 C.C.P.A. 
(Patents) 1273, 112 F.2d 814. However, the term “Meds” as applied to appellant’s 
product, is not descriptive of the character or quality of appellant’s goods. 

Whether it is registrable as a trade-mark for use on appellant’s goods in view 
of the registered marks hereinbefore referred to, such, as, for example, “Medo” 
for use on sanitary bloomers and “Medix” for use on sanitary napkins, is not an 
issue before us, there having been no ex parte rejection of appellant’s application 
for the registration of its mark. 

The sole issue in the case is whether, considering the differences in the marks 
of the respective parties and the differences in the goods to which the marks are 
applied, concurrent use of the marks would be likely to cause confusion or mistake 
in the mind of the public or to deceive purchasers. 

It is unnecessary that we further analyze the marks of the parties, or that we 
again explain the differences in structure of the devices on which they are used. 

After careful consideration of the issues in the case, we are constrained to dis- 
agree with the views expressed by the tribunals of the Patent Office. 

Considering the fact that appellee’s “Medicated Vaginal Suppositories” are 
used for medical treatment and for the prevention, cure, or alleviation of disease, 
whereas appellant’s unmedicated tampons are devices used solely for catamenial 
protection, and considering the differences in the marks of the parties, we are of 
opinion that the concurrent use of the marks on the goods of the parties would not 


be likely to cause confusion or mistake in the mind of the public or to deceive pur- 
chasers. Accordingly, the decision of the Commissioner of Patents is reversed. 


BLAND, J., dissenting : 


I am not in agreement with the majority, either in the conclusion or the reasons 
assigned for arriving at the same. The goods of the respective parties are not only 
of the same descriptive properties but they are so nearly identical in many respects 
that I cannot escape the conclusion that the use of “Meds” on appellee’s goods will 
lead to the character of confusion which the trade-mark law sought to prevent. 

The mark “Meds” is suggestive that the goods upon which it is used are 
medicinal in character, whereas they are not in any respect used for medicinal 
purposes. The adoption of the mark alone would suggest to me a desire on the 
part of its user to reap where it has not sown and to profit by the confusion with 
such marks as “‘Medipax.” 

The majority, in stating the case, have emphasized the difference in the uses 
and the manner of selling the goods of the parties. Advertising practices and 
manner of sale, as we have said many times, are always subject to change and 
should ordinarily not influence us in our decision. 

I disagree with the manner in which the majority have dissected the appellee’s 
trade-mark and the conclusion that “med,” being descriptive, is not the dominant 
portion of the mark. The mark as a whole is not descriptive, and I cannot concur 


in a line of reasoning which permits the whittling away of a valid mark and thus 
promotes confusion in the purchasing public. 





214 THIRTY-FOUR TRADE-MARK REPORTER 

Some of the best and most favorably known trade-marks have syllables which, 
if considered alone, are descriptive; and the descriptive syllable may be the main 
feature of the mark, yet the mark as a whole may unquestionably be a valid and 
valuable one. If the reasoning of the majority in this case had been applied in 
numerous decisions heretofore handed down by this court, we should have arrived 
at different conclusions. For instance, in The Celotex Company v. Arthur Edward 
Millington, 18 C.C.P.A. (Patents) 1484, 49 F.2d 1053 [21 T.-M. Rep. 402], the 
marks “Celotex” and “Fir-Tex” were compared. We there held that “Fir-Tex”’ 
could not be registered over “Celotex”’ notwithstanding the claim that the term 
“tex”? was common property. ‘There was no similarity between the terms “celo” 
and “fir.” Nevertheless, we held, as we have in numerous other cases, that the 
marks should be regarded as a whole and not dissected and that the registration of 
“Fir-Tex”’ would mislead the public in view of the well-known mark “Celotex.” I 
need not cite a long list of cases to the same effect which I think are, in effect 
though not expressly, overruled by the reasoning which the majority have applied 
to the instant issue. ' 

If the conclusion of the majority is right and the appellant may register a mark 
containing the descriptive term “med” on goods that have no medicinal qualities, 
it would seem to follow that the appellee, in the natural extension of its business, 
would have an equal right to use its term “Medipax” on goods identical with those 
of appellant. The goods are substantially identical in construction and mode of 
use. When appellant’s mark is registered, appellee, according to the majority, 


could use its mark on its tampon if it dispensed with the medicinal element of the 
same. 


I think the tribunals of the Patent Office correctly decided the issue, and I 
would affirm the decision of the Commissioner of Patents. 


DECISIONS OF THE COMMISSIONER OF PATENTS 
Appeal 


Opposer’s appeal dismissed when applicant did not appeal ex parte refusal 


Frazer, F. A. C.: Dismissed the appeal taken by opposer from the action of 
the Examiner of Interferences dismissing the opposition of Plough, Inc., of Mem- 
phis, Tenn., to the application of Bonne Bell, Inc., of Cleveland, Ohio, for registra- 
tion of a trade-mark where the Examiner of Interferences had refused the registra- 
tion applied for on an ex parte ground, but applicant took no appeal therefrom and 
the ex parte refusal to register had become final.’ 


Conflicting Marks 


“Snugaroos” and “Slickeroo” 


Frazer, F. A. C.: Affirmed the action of the Examiner of Interferences sus- 
taining the opposition of Kaylon Incorporated, of New York, N. Y., based upon 


1. Plough, Inc. v. Bonne Bell, Inc., Opp’n No. 22,104, 166 M. D. 459, March 29, 1944. 
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a mark registered approximately one year prior to applicant’s filing date, compris- 
ing the notation ‘“‘Kaylon ‘Snugaroos’ styled by Harry Berger,” for men’s, women’s 
and children’s pajamas, to the application of Beldoch-Popper, Inc., also of New 
York, N. Y., for registration of a trade-mark for misses’ and women’s sweaters 
comprising the word “‘Slickeroo,” the initial letter forming the outline of a woman’s 
face and hat. 

It was held that the goods of the parties are of the same descriptive properties ; 
and resolving doubts in opposer’s favor, their marks are confusingly similar for 
although “Snugaroos” and “Slickeroo” are not identical, they have much in 
common as to appearance, sound and suggestive significance, and while the other 
words of opposer’s mark must not be disregarded in making the comparison, never- 
theless the similarity of applicant’s mark to the dominating portion of opposer’s 


mark is such as to be reasonably likely to cause confusion between the two marks 
as a whole.’ 


“Dayamin” and “Dent-A-Min” 


Frazer, F. A. C.: Affirmed the action of the Examiner of Interferences sus- 
taining the opposition of Abbott Laboratories, of Chicago, IIl., to the application of 
American Foundation for Dental Science, of San Diego, Calif., for registration of 
the notation ““Dent-A-Min” as a trade-mark for 


concentrated medicinal materials for use as food supplements in supplying deficiencies of 
vitamins and minerals, 


the mark having been in use since May 9, 1942, and the opposition being based 
upon the ownership of the trade-mark “Dayamin,” registered January 27, 1942, for 
“a vitamin preparation.” 

It was held that the goods of both parties are vitamin preparations differing only 
as to type, and in the absence of evidence to the contrary it must be presumed that 
opposer’s mark is applied to all preparations falling within the description of goods 
set forth in the registration and granting that the marks differ in significance and in 
appearance, nevertheless their similarity when spoken is very marked so that, in 
view of the close relationship between the goods of the parties, such similarity is 
at least reasonably likely to result in confusion.’ 


Goods of Different Descriptive Properties 
Agricultural fungicides and fungicidal powders for the feet 
Frazer, F. A. C.: Reversed the action of the Examiner of Interferences who 
had sustained the opposition of The Physician & Hospital Supply Company, of 


Minneapolis, Minn., to the application of Bayer-Semesan Company, Inc., of Wil- 
mington, Del., for registration of the notation ‘““Thiosan” as a trade-mark for 


agricultural and horticultural fungicides, 


- — Incorporated v. Beldoch-Popper, Inc., Opp’n. No. 22,278, 166 M. D. 450, March 


3. Abbott Laboratories v. American Foundation for Dental Science, Opp’n No. 22,190, 166 
M. D. 455, March 21, 1944. 















216 THIRTY-FOUR TRADE-MARK REPORTER 


the opposition being predicated upon opposer’s ownership of the unregistered trade- 
mark “Thio-Zin” for a product variously described on its labels as 


an inhibitive dusting powder suggested as an aid in preventing recurrent trycophyton 
infection of the feet, 


and 


a fungicidal powder recommended for prevention of recurrent trycophyton infections 
of the feet. 







After noting that the goods of the parties are noncompetitive and neither can be 
substituted in use for the other; and that both are chemical compositions, but they 
have no ingredients in common; that, broadly speaking, both are fungicides; but 
so are a pickle barrel and a cigarette case both containers; and that obviously the 
generic name of an article does not necessarily determine its descriptive properties 
in relation to those of another article, it was held that the goods here in question are 
not of the same descriptive properties and that, this being true, the similarity of 
the trade-marks under which they are sold becomes immaterial. 













Goods of Same Descriptiwe Properties 


Radio receiving sets, stoves, refrigerators and furniture 







Frazer, F. A. C.: Affirmed the action of the Examiner of Interferences sus- 
taining the opposition of Gamble Stores, Incorporated, of Minneapolis, Minn., to 
the application of Wm. J. Jaeger Furniture Company, Inc., of Los Angeles, Calif., 
for registration of the word “Coronado” in association with the representation of a 
crown, as a trade-mark for living room, dining room and bedroom furniture. Op- 
poser relied upon its prior use and registration of the same word in connection 
with radio receiving sets, heating stoves, refrigerators and washing machines. 

It was held that the Examiner of Interferences rightly sustained the opposition 
on the ground that opposer’s radio receiving sets are of the same descriptive proper- 
ties as applicant’s furniture, and their sale under marks of such near identity would 
be reasonably likely to cause confusion as to origin.® 

























Gasoline and antifreeze preparations 









Frazer, F. A. C.: Affirmed the action of the Examiner of Interferences sus- 
taining the opposition of The Atlantic Refining Company, of Philadelphia, Pa., to 
the application of Commercial Solvents Corporation, of New York, N. Y., for 


registration of the word “Plus,” claimed to have been used since June 10, 1941, as a 
trade-mark for 


alcoholic solvents, proprietary solvent having a general use in the industry, denatured 
alcohol, and radiator antifreeze compositions, 


the opposition being based upon opposer’s alleged prior use of the same word in 
connection with gasoline. 


4. The Physician & Hospital Supply Company v. Bayer-Semesan Company, Inc., Opp’n 
No. 22,164, 166 M. D. 457, March 24, 1944. 


5. Gamble Stores, Incorporated v. Wm. J. Jaeger Furniture Company, Inc., Opp’n No. 
22,077, 166 M. D. 446, March 8, 1944. 
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In view of stipulated facts, it was held that opposer had established prior use. 

Although gasoline and antifreeze preparations differ in their chemical composi- 
tion and are not used for the same purpose, it was held that they are closely associated 
in the mind of the motoring public and that many individuals finding “Plus” gasoline 
and “Plus” antifreeze for sale side by side might reasonably be expected to assume 
that they were of common origin. 

Two motions presented by applicant at the hearing on the appeal were denied. 
As to one relating to suppression of paragraphs 8 and 9 of opposer’s stipulated 
evidence, it was held that applicant’s attorney signed the stipulation, and his pro- 
fessed disagreement with opposer’s interpretation and that of the First Assistant 
Commissioner of the language used is no ground for its suppression. As to the 
other motion relating to a request to remand to the Examiner of Interferences for 
the purpose of permitting both parties to present additional evidence, it was held 
that the motion to remand stems from applicant’s desire to take testimony in an 
effort to prove abandonment by opposer of the trade-mark which is stipulated to 
have been used continuously since 1933.° 


Filters (from metal powders) and glassware (including filters) 


Frazer, F. A. C.: Affirmed the action of the Examiner of Interferences sus- 
taining the opposition of Corning Glass Works, of Corning, N. Y., to the application 
of General Motors Corporation, of Detroit, Mich., for registration of the word 
“‘Porex,” claimed to have been ‘used since April 19, 1941, as a trade-mark for 
articles made from metal powders, namely, filters, filtering media, fluid diffusers, 
fluid diffusing media, and large area catalytic reaction surfaces. Opposer is the 
owner of the trade-mark “Pyrex,” which has been used in connection with various 
articles of glassware for nearly thirty years; and as far back as 1924 was registered 
for a long list of glass laboratory equipment, including such items as beakers, con- 
densers, funnels, cascade dishes and sheet glass. More recently the mark has been 
applied to filters. 

After analyzing opposer’s proofs, it was held that opposer had sufficiently proven 
the use of the “Pyrex” mark on filters. 

It was held that opposer’s filters are of the same descriptive properties as 
applicant’s filters and that the same ruling may properly be made with respect to 
opposer’s laboratory equipment generally, and the other goods named in the applica- 
tion ; although, because of their specific differences, it may be that confusion would 
be unlikely to result from their sale under the trade-marks here involved. 

As to alleged specific differences in the filters and their use pointed out by 
applicant, it was held that the application to register contains no such restriction 
and that there is evidence in the record that opposer’s filters can be used for the 
same purpose as those produced by applicant. 

As to the filters, it was held that confusion would be reasonably likely. It was 
further held that the most that can be said to the contrary is that the question is not 
free from doubt and all doubts in that regard must be resolved in opposer’s favor, 
consideration having been given to the fact that the marks “Pyrex” and “Porex” 


6. The Atlantic Refining Company v. Cee Solvents Corporation, Opp’n No. 21,556, 
166 M. D. 451, March 18, 1944. 
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when analyzed suggest different ideas, although in appearance and sound the two 
marks are very nearly identical, which is a factor of equal importance with signifi- 
cance, and to the fact that the goods to which the marks are applied are likely to be 
purchased with a considerable degree of care and discrimination.’ 


Interference 


Agreement to dissolve not of controlling importance 


Frazer, F. A.C.: In an interference involving the registration of Spatz Bros., 
Inc., of New York, N. Y., of a trade-mark for boys’ raincoats which is dominated 
by the notation “Station Wagon,” and the applications of Renart Sportswear Corp., 
also of New York, N. Y., and The Frank H. Lee Company, of Danbury, Conn., 
for registration of substantially the same mark, for women’s and girls’ sweaters, and 
for men’s hats and caps, respectively, First Assistant Commissioner Frazer rendered 
a decision denying the petition by the party Spatz Bros., Inc., in which the party 
Renart Sportswear Corp. joins, that the interference proceeding be dissolved. 

Noting that it is not of controlling importance that all parties to the interference 
appear to be in agreement that the interference should be dissolved, since, regardless 
of such agreement, the Patent Office is bound by the statute, it was held that the 
goods involved were all of the same descriptive properties and that the marks are all 
so nearly identical as to be likely to cause confusion or mistake in the mind of the 
public or to deceive purchasers, so that it follows that only one of the marks may 
properly be registered.® 


Non-Conflicting Marks 
“Cytamin” and “Dent-A-Min” 


Frazer, F. A. C.: Reversed the action of the Examiner of Interferences who 
had sustained the opposition of McKesson & Robbins, Incorporated, of New York, 
N. Y., to the application of American Foundation for Dental Science, of San Diego, 
Calif., for registration of the notation “Dent-A-Min” as a trade-mark for 


concentrated medicinal materials for use as food supplements in supplying deficiencies of 
vitamins and minerals. . 


The opposition was based upon the ownership of the trade-mark “Cytamin,” 
registered for 


medicinal preparations for internal use, said preparations consisting of a metabolic stimu- 
lant and cell-activating agent particularly useful in the treatment of diseases due to 
deficiency in diet. 


After noting that, broadly speaking, applicant’s goods and those set forth in 
opposer’s registration are clearly of the same descriptive properties, because both 
are medicinal preparations, and further noting that if opposer’s product were a 


7. Corning Glass Works v. General Motors Corporation, Opp’n No. 21,746, 166 M. D. 460, 
March 31, 1944. 
8. The Frank H. Lee Company v. Renart Sportswear Corp. v. Spatz Bros., Inc., T.-M. 


Interference No. 3481, 166 M. D., 445, March 1, 1944. 
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vitamin or a mineral preparation, the trade-marks “Cytamin” and “Dent-A-Min” 
bear sufficient resemblance to be reasonably likely to cause confusion, it was never- 
theless held that in view of probable differences between the goods, the obvious dif- 
ferences between the marks afford adequate protection against any likelihood of 
confusion.” 


Non-Descriptive Term 


“Safe Way” for toilet seat covers 


Frazer, F. A.C.: Reversed the action of the Examiner of Trade- Marks refus- 
ing to register the words “Safe Way,” under the provisions of the Act of February 
20, 1905, as a trade-mark for toilet seat covers and held, in the absence of opposition, 
the mark to be registrable, noting that while applicant’s mark is highly suggestive 
of the intended purpose or function of its product, he was unable to agree with the 
holding of the Examiner that the mark is clearly descriptive, or, in the language of 
the statute, that it 


consists .... merely in words or devices which are descriptive of the goods with which 
they are used, or of the character or quality of such goods.’ 


Not a Surname 


“Cobbs” not commonly used as surname 


Frazer, F. A. C.: Reversed the action of the Examiner of Trade-Marks who 
had refused, on the ground that the mark is merely the name of an individual not 
distinctively displayed, to register the word “Cobbs” under the provisions of the act 
of February 20, 1905, on the application of Continental Distilling Corporation, of 
Philadelphia, Pa., as a trade-mark for whiskey, gin, rum, brandy and alcoholic 
cordials. 

It was held that “Cobbs” is not commonly used as a surname and that since in 
1935 applicant was granted a registration, under the act of 1905, of the trade-mark 
“Cobbs Creek” for the same goods as those of the instant application, the case here 
presented involves a doubt as to nonregistrability that should be resolved in ap- 
plicant’s favor and that, in the absence of opposition, the mark should be registered." 


Opposition 


Opposition may be assumed to be against application as a whole 


Van Arspace, A. C.: Accorded reconsideration of his decision of December 
23, 1943 (558 O. G. 509), and consideration of a renewed petition (the original hav- 
ing been denied, 559 O. G. 715) for dismissal of the opposition and for entry of an 
amendment, but adhered to the previous decisions. 


9. McKesson & Robbins, Incorporated vy. American Foundation for Dental Science, Opp’n 
No. 22,181, 166 M. D. 456, March 21, 1944. 

10. Ex parte Warren W. Dunnell, Ser. No. 453,099, 166 M. D. 431, February 11, 1944. 

11. Ex parte Continental Distilling Corporation, Ser. No. 428,152, 166 M. D. 448, March 
15, 1944. 
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Where applicant had of its own choice included in one application all the goods 
named therein, it was held that opposer had the right to assume that the opposition 
would be sustained or dismissed against the application as a whole and it would be 
an undue hardship and burden on an opposer to be obliged to make out a case with 
respect to each and every designation of goods named in the application opposed, in 
order successfully to prevent the issuance of a registration on that application as to 
one or more of the goods named therein and to avoid successive opposition proceed- 
ings against the one application. 

In reply to petitioner’s assertion that the refusal to register was made on ex parte 
grounds and the decision should be corrected accordingly, it was held that the facts 
judicially noticed in determining the confusing similarity of the goods concerned the 
allegation in the notice of opposition that the goods were of the same descriptive 
properties, so that the question raised is inter partes, and not ex parte.” 


12. Standard Oil Company of New Jersey v. American Tar Company, Opp’n No. 21,955, 166 
M. D. 440, February 28, 1944. 
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HORLICK’S MALTED MILK CORPORATION v. HORLICK 
United States Circuit Court of Appeals, Seventh Circuit 
June 6, 1944 


TRADE-MARKS AND TRADE-NAMES—‘“‘Horick’s”—MALTED MILK AND Doc Foon—Goops oF 
DIFFERENT DESCRIPTIVE PROPERTIES. 

Malted milk for human consumption held to be of different descriptive properties from 

malt flour and dried skim milk sold as dog food, the products not being directly competitive. 
TRADE-MARKS AND TRADE-NAMES—INFRINGEMENT—“HOorLICk’s.” 

The use by defendant of the name “Horlick” in the phrase “Charles Horlick” as a trade- 
mark for dog food held not to infringe plaintiff’s use of the name “Horlick’s” to distinguish its 
malted milk, since defendant has a right to use his family name honestly in his business. 

UnFair CoMPETITION—USE OF DISTINGUISHING FEATURES. 

Where plaintiff used the device of three cows on its label, and defendant the cut of a dog, 
together with other distinguishing features, there was no unfair competition. 

UnFrair CoMPETITION—RIGHT TO SURNAME—‘HorLick”—UseE 1n Non-CompPEetITIvVE FIELD. 

Where plaintiff failed to show that, in order to hold its present business, it must preserve 
its identity in the dog food market, it could not restrain defendant from using their common 
family name in his business of selling dog food. 

Unrair CoMPETITION—SuIts—USE OF SAME SURNAME—ForM oF DECREE. 

On appeal by plaintiff, manufacturer of malted milk under the name “Horlick’s,” the decree 
of the lower court was modified so as to require defendant to mark his dog food with his full 
name “Charles Horlick” and to substitute for the phrase “Manufactured by Horlick of Hor- 
licksville,” the words “Manufactured by Charles Horlick, Horlicksville, Racine, Wisconsin” in 

letters half size of those used in “Charles Horlick.” 























In equity. Action for trade-mark infringement and unfair competition. Appeal 
from a decision of the U. S. District Court, Eastern District of Wisconsin. From 
decree for plaintiff, plaintiff appeals. Modified. Minton, C. J., dissenting with 
opinion. For decision below, see 33 T.-M. Rep. 452. 


Edward S. Rogers, William T. Woodson, and James H. Rogers, all of Chicago, IIl., 
for appellant. 


Clarence J. Ruddy and Sam Alschuler, both of Aurora, IIl., for appellee. 


Before KERNER and MINTON, Circuit Judges, and LinbLey, District Judge 


KERNER, C, J.: 


Plaintiff, Horlick’s Malted Milk Corporation, appeals from a decree which 
found that defendant, Charles Horlick, had not infringed plaintiff’s registered 
trade-mark and which granted insufficient relief against defendant’s unfair com- 
petition. 

Plaintiff's advertising has made the name “Horlick’s” well and favorably known 
throughout the United States, and it is usually associated in the public mind with 
malted milk. In 1915 plaintiff first registered “Horlick’s,” the word appearing in 
outlined block letters printed in an arc, for “prepared milk products, food products 
containing extract of malt, barley and wheat flour and dry extract of malt,” and has 
since renewed it. In 1940, defendant registered the word “Horlick” in solid block 
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letters printed in a straight line, as a trade-mark for “dog, cat, horse, and cattle foods,” 
and also “Horlick of Horlicksville” for the same. 

Horlick is defendant’s family name, and also the family name of the founder of 
plaintiff’s business. Both defendant and his ancestors resided at Horlicksville, located 
in Racine County a short distance beyond the present city limits of Racine ; and plain- 
tiff has for many years abbreviated its name and address to “Horlick—Racine, 
Uae: 

Defendant placed on the market a product in pellet form called “Horlick Dog 
Food.” The package was about 714” high by 6” wide and had a depth of less than 
2”. The word “Horlick,” printed in a straight line in red block letters 14%” high, 
outlined in black, appeared prominently on both the front and reverse sides of the 
package. A drawing of a dog appeared thereunder, which drawing was 31%” in 
height. Underneath the dog’s head appeared the words, “Dog Food,” on separate 
lines in letters 1” high. At the very bottom appeared the line, “Manufactured by 
Horlick of Horlicksville, Racine, Wisconsin,” none of the letters of which exceed 
Y” in height. On the top and bottom flaps of the package, the word “Horlick” 
appeared in red block letters of the same size and style as on the front and reverse 
sides of the package. 

Plaintiff sells its malted milk in packages and bottles of different sizes and shapes. 
Its package most nearly the size of defendant’s package is 9” in height, each of the 
four sides of which are 6” in width. On the front and reverse sides, printed in an 
arc in white letters on a dark blue background, appear: Horlick’s (1” block letters), 
The Original (small red letters), Malted Milk (1%” block letters), and a drawing 
of three cows is immediately below. “The Great American Food Drink for All 
Ages” is printed in blue letters on the next two lines. At the bottom the words, 
“Manufactured by Horlick’s Malted Milk Corporation, Racine, Wisconsin,” are 
printed over the word “Horlick’s” appearing in red script in a slanting line. 

There was no direct competition between defendant’s business and plaintiff’s 
business, and no one purchased Horlick Dog Food believing that it was malted milk 
or food for human consumption. The only similarity between plaintiff's and de- 
fendant’s packages was the name “Horlick’s” and “Horlick,” the printing of which 
was even in a different style, size and color. In spite of this, purchasers familiar 
with Horlick’s Malted Milk, upon seeing the defendant’s package, concluded that 
defendant’s dog food was manufactured and sold by the plaintiff. Many witnesses 
testified that they thought defendant’s product was made by the plaintiff. (For a 
slightly more detailed statement of the facts, see 50 F. Supp. 417.) 

Because he found that the two things principally contributing to this reaction 
were the uncommon name “Horlick” known widely in connection with malted milk 
and the phrase “Horlick of Horlicksville, Racine, Wisconsin,” the District Court 
entered a permanent injunction restraining the defendant from: 


(a) Using the name “Horlick” on his packages or in any manner in connection with the 
manufacture and sale of dog food without using in association therewith some other word 
or words which shall distinguish his product from plaintiffs product, which word or words 
shall be printed in type of [at] least one-half the size of the type used in printing the name 
“Horlick.” 
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(b) Using the phrase, “Manufactued by Horlick of Horlicksville, Racine, Wisconsin,” 
without using in connection therewith the initials, word or words as set forth in (a) above. 


Feeling that the District Court did not grant it the full relief to which it is 
entitled, plaintiff appeals from that portion of the decree permitting defendant (1) 
to use the name “Horlick” as a brand-name or designation for his product, and (2) 
to use in connection with the name “‘Horlick” in indicating the manufacturer some 
distinguishing word or words displayed in type only half the size of the name 
“Horlick.” 

It is plaintiff’s contention that defendant should be required to label his product 
“XYZ Dog Food,” and to state thereon “Manufactured by Charles Horlick, Racine, 
Wisconsin.” 

Plaintiff contends that if the name “Charles Horlick” is used, defendant will 
infringe plaintiff’s registered trade-mark, “Horlick’s.” The trade-mark statute, 15 
U.S. C. A. § 96, prohibits another person from affixing a colorably imitative trade- 
mark to .. . merchandise of substantially the same descriptive properties...” The 
District Court concluded that malted milk powder intended for human consumption 
and pellets intended for dog food were not merchandise of the same descriptive 
properties. 

Plaintiff makes two arguments for its view that the products here in question 
are of substantially the same descriptive properties. The first argument is that the 
products are both animal foods since man is an animal, and since they are both 
species of the same genus or class, they must necessarily be within the terms of the 
statute. Thus, quoting from plaintiff's brief, “If Horlick’s suggests milk or malted 
milk, well, dogs eat or drink milk when they can get it, and puppies certainly do.” 
Plaintiff points further to the letters which it has received from the public reporting 
the satisfactory results from feeding Horlick’s Malted Milk to their dogs, cats, 
and other anirnals. Moreover, Horlick’s Malted Milk contains malt and milk and 
Horlick Dog Food contains malt flour and dried skim milk. Notwithstanding these 
points of similarity, there is a clear, rational, and obvious distinction between the two 
products which leads us to conclude that they are not different species of the same 
class, but rather two different classes. The mere fact that they contain common 
ingredients does not make them of the same class. The evidence shows that the 
products of the two parties appeal to entirely different markets. Plaintiff’s prod- 
ucts are advertised exclusively for human beings, while defendant makes a food ex- 
clusively for dogs. The Commissioner of Patents, upon hearing an appeal from the 
Examiner of Interferences, involving the opposition of the manufacturer of “Hexite” 
used on dog, poultry and other animal foods to the registration of the word “Hexies” 
for use on crackers for human consumption, concluded that they were not goods of 
the same descriptive properties. Kellogg Company v. Bremnerd Bros., 515 O. G. 
837. Based on physical properties, then, the goods are not of the same class, so as 
to be within the terms of the statute. Cf. Time, Inc. v. Viobin Corp., 40 F. Supp. 
249, 250, 251 (32 T.-M. Rep. 422), aff’d, 128 F. (2d) 860. 

Plaintiff's second argument is that there is statutory infringement because de- 
fendant’s use of “Horlick” indicates that plaintiff makes it, and the goods are, 
therefore, of the same descriptive properties. In other words, plaintiff argues that 
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the statute should be interpreted to mean that the goods are of the same descriptive 
properties whenever a common mark suggests a common origin. It would unduly 
prolong this opinion to discuss the cases adhering to this view, and would serve no 
useful purpose inasmuch as this court gave thorough consideration to substantially 
the same question in Philco Corporation v. Phillips Mfg. Co., 133 F. (2) 633. We 
concluded there that by enacting § 16 of the Trade-Mark Act, 15 U. S.C. A. § 96, 
Congress intended federal courts to enjoin the use of a similar trade-mark only on 
goods which competed fairly directly with the plaintiff’s goods. Here, plaintiff's 
malted milk for humans is not similar enough to defendant’s dog food to bring this 
case within the statute, for the products are too far from being directly competitive. 
Cf. Beech-Nut Packing Co. v. P. Lorillard Co., 7 F. (2d) 967 (16 T.-M. Rep. 158). 
The outer limit of protection was reached in California Fruit Growers Exchange v. 
Windsor Beverages, 118 F. (2d) 149, and monopoly arising from trade-mark will 
not be pushed farther into the realm of non-competing products in this circuit. 

The further and conclusive answer to this argument is that when defendant’s 
packages and labels have been amended in conformance with the District Court’s 
decree, with the modifications hereinafter suggested, the source of defendant’s 
product will be so clear that anyone who still would be confused could be careless to 
a degree that the law has no duty to protect. Quaker Oats Co. v. General Mills, 
Inc., 134 F. (2d) 429 (32 T.-M. Rep. 353). Much of the force of plaintiff’s argu- 
ment is vitiated by the fact that it argues from a false premise, i.e., it assumes that 
defendant may label his packages “‘Horlick,” when in truth and in fact the decree 
requires defendant to use words differentiating his product from plaintiff’s. True, 
the manner and mode of such differentiation is not specified as clearly as it might be, 
but as we interpret the decree, it is affirmatively required. For purposes of brevity, 
the method of distinguishing the two products will be considered at the close of a 
discussion of the unfair competition aspect of this case. 

The District Court found that, although defendant had not been guilty of actual 
fraudulent intent to pass off his goods as those made by the plaintiff, he had engaged 
in unfair competition. Hence the court entered the decree here in question. De- 
fendant has not filed a cross-appeal, and does not contend that the decree is wrong 
in restraining him to the extent that it does. Instead, defendant seeks only to up- 
hold his right to use his name in the manner found permissible by the District Court. 
Since that court expressly found that there was no confusion in products, the issue 
is narrowed to whether the decree is adequate to prevent confusion of source. Since 
this is the major issue in this case, the intermingled claims of trade-mark infringe- 
ment and unfair competition may be considered together. Plaintiff argues from 
both, and it has often been said that the former is but a branch of the latter. 

Plaintiff contends that defendant should be prohibited from making use of the 
name “Horlick” to designate his product. We cannot agree, because the Supreme 
Court has ruled that a man may use his own name reasonably and honestly for a 
legitimate purpose in his own business, Howe Scale Co. v. Wyckoff, Seamans & 
Benedict, 198 U. S. 118; Herring-Hall-Marvin Safe Company v. Hall’s Safe Com- 
pany, 208 U. S. 554, and that the first user, in choosing a family name for his busi- 
ness, assumes the risk of others of the name using such name fairly in their own 
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business, Brown Chemical Co. v. Meyer, 139 U. S. 540. Nor has L. E. Waterman 
Co. v. Modern Pen Co., 235 U. S. 88 [5 T.M. Rep. 1], abrogated the rules so laid 
down. On the contrary, it emphasizes the principle that in cases concerned with a 
person’s use of his own surname, the power of the court is properly directed towards 
the correcting of an abuse of the right to use a personal name rather than the denial 
of that right. 

Absolute restraint of the defendant from using his own name in certain ways 
may be necessary to prevent confusion in some instances where there is bad faith. 
Vick Medicine Co. v. Vick Chemical Co., 11 F. (2d) 33; De Nobili Cigar Co. v. 
Nobile Cigar Co., 56 F. (2d) 324 [22 T.-M. Rep. 136], for the reason that a man 
may not use it for the purpose of stealing the good will of another’s business. But 
defendant did not deliberately intend to steal anything in the case at bar. He made 
use of his own name in good faith, thinking the ways in which he used it were honest 
and fair. There was no deception or misrepresentaion here. 

In the cases plaintiff cites,’ the products were in direct competition, whereas here 
they are not. The secondary meaning which plaintiff’s name had achieved related 
to malted milk, not dog food. Moreover, the marks here are not identical. As 
modified by the decree of the District Court, they are different. Even as un- 
modified, plaintiff's name is in the possessive whereas defendant’s is in the nomina- 
tive, and such a small difference is not wholly without significance. Cf. Horlick’s 
Malted Milk Corporation v. Horlicks’ Inc., 59 F. (2d) 13.  Plaintiff’s name is 
printed in an arc, whereas defendant’s is printed in a straight line. In plaintiff’s 
authorities,’ there was often substantial similarity of one or more of the following 
features of the mark: style, shape, size, format, color ; whereas here there is no such 
similarity between plaintiff’s mark and defendant’s mark. Defendant uses a large 
cut of a dog on its label, whereas plaintiff uses three small cows. Such differences 
may properly be considered as bearing upon the likelihood of confusion after de- 
fendant’s mark has been amended in conformance with the decree which will be 
entered. Kellogg Company v. National Biscuit Co., 305 U. S. 111. 

Furthermore, the interest plaintiff asks us to protect is very largely speculative, 
contingent, and future, because plaintiff is not in the business of making dog food 
and there is no showing that it ever will be. Thus plaintiff is trying to preempt the 
name Horlick in many of its possible permutations and combinations in a market 
which it may never choose to exploit. It has been said that advertising is a very 
special kind of magic, but courts must beware of being bewitched into granting a 
monopoly covering all businesses upon the theory that the advertiser has “property” 
in the name per se. The underlying principle, that the first user of a surname used 
as a trade-mark or trade-name will be protected from a newcomer who diverts busi- 
ness from the first user by misleading customers who mean to deal with him, must 


1. Thaddeus Davids Co. v. Davids, Mfg. Co., 233 U. S. 461; Armstrong Paint & Varnish 
W orks v. Nu-Enamel Corp., 305 U. S. 315; L. E. Waterman Co. v. Modern Pen Co., 235 U. S. 
88; Baglin v. Cusenier Co., 221 U. S. 580; Walter Baker & Co. v. Sanders, 80 F. 889; Walter 
Baker & Co. v. Slack, 130 F. 514; Clark Thread Co. v. Armitage, 74 F. 936; Chickering v. 
Chickering & Sons, 215 F. 490; Meyer v. Dr. B. L. Bull’s Vegetable Medicine Co., 58 F. 884; 
Royal Bakin, Powder Co. v. Royal, 122 F. 337. 

2. Ibid. 
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not be obscured. Hence stricter limitation upon the use of a surname is required if 
the newcomer’s products are directly competitive than when they are not. S. C. 
. Johnson & Son v. Johnson, 116 F. (2d) 427. Plaintiff has not shown that in order 
to hold or develop its present business it must preserve its identity in the dog food 
market, and so cannot rely upon its interest in possible expansion of business into 
that market as ground for absolutely prohibiting defendant from using his own 
: name, which resembles plaintiff’s trade-mark, in the dog food market. 
i The obligation resting upon defendant in using his name is not to insure that 
every purchaser will know that he is the maker, but to use every reasonable means 
to prevent confusion. Kellogg Company v. National Biscuit Co., 305 U. S. 111, 
121. Because of all the dissimilarities noted above, and because the decree requires 
defendant to distinguish his product from plaintiff’s product, we are not persuaded 
that plaintiff should have the extremely broad decree it seeks. 

We conclude that defendant may use his name as a designation for his product. 
| But in order to carry out the District Court’s suggestion (50 F. Supp. 417, 419, that 

“If the defendant exercised the reasonable care required, he would have used his 
| own name and address, such as ‘Manufactured by Charles Horlick, Horlicksville, 

Racine, R. F. D., Wisconsin,’”’ and further to eliminate the possibility that pur- 
chasers will think defendant’s product is made by plaintiff, the decree will be modified 
by enjoining the defendant from using the name “Horlick” on his packages and 
labels except in combination with his first name, “Charles,” in type equally large and 
5 conspicuous, and from using the phrase “Manufactured by Horlick of Horlicksville, 
Racine, Wisconsin.” He shall substitute in lieu of the last phrase the words, 
“Manufactured by Charles Horlick, Horlicksville, Racine, Wisconsin.” The words, 
“Manufactured by Charles Horlick, Horlicksville, Racine, Wisconsin,” will appear 
in letters one-half the size of the printing used in the phrase “Charles Horlick” on 
the face of the package. 

When the modifications herein suggested are carried out, there will be no poach- 
ing on the commercial magnetism of plaintiffs trade-mark, Mishawaka Rubber & 
Woolen Mfg. Co. v. S. S. Kresge Co., 316 U. S. 203, 205, and defendant’s use of his 
name will be wholly honest, and hence permissible. See Annotation in 47 A. L. R. 
1190. 

The decree of the District Court will be modified in accordance with this opinion, 
and as modified it is affirmed. 


Minton, C. J., dissenting : 





I am unable to agree with the extraordinary opinion of the majority. As I read 
it and observed how completely it disposed of the plaintiff's demands, I was unpre- 
pared for the conclusion of the opinion which not only upheld the injunction granted 
by the District Court but granted relief not given by that court or requested by the 
plaintiff. 

The District Court enjoined the use of the name “Horlick” by the defendant 
unless some other word or words were associated with it and printed on the packages 
in letters one-half the size of the word “Horlick.” The plaintiff demanded below 
and argued here that the name associated with “Horlick” should be of the same size 
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type as the word “Horlick.”” This demand of the plaintiff is granted by the majority 
opinion, which also supplies the name to be used with “Horlick,”’ to wit, “Charles.” 

The majority opinion did not stop there but, going further, imposed limitations 
upon the defendant which the plaintiff had not even requested. The defendant 
recited at the bottom of his packages in small type, “MANUFACTURED BY HORLICK 
OF HORLICKSVILLE, RACINE, WISCONSIN.” In the same position on the plaintiff’s 
packages was printed, “MANUFACTURED BY HORLICK’S MALTED MILK CORPORATION, 
RACINE, WIS., U.S. A.” Across this printing was a large facsimile signature in red 
ink, “Horlick’s.” By the majority opinion the defendant is required to substitute 
on the bottom of his packages in lieu of the words above quoted the following: 
“Manufactured by Charles Horlick, Horlicksville, Racine, Wisconsin,” this to 
appear in letters one-half the size of the printing used in the words “Charles Horlick” 
on the face of the packages. These are the impositions placed by the majority upon 
the defendant, although he had committed no wrongful act. He did nothing which 
he did not have an unquestionable legal right to do. 

The plaintiff sued for infringement of its trade-mark. The majority opinion 
denies such infringement, since the products were not of the same descriptive 
properties. The plaintiff also sued for unfair competition. The majority opinion 
states that the defendant had a right to use his own family name in marketing the 
dog food which he manufactured, so long as he engaged in no deceptive or fraudulent 
practices. In treating the unfair competition phase of the case, the majority opinion 
holds that since the products were not in competition the secondary meaning attached 
to the plaintiff’s name had no application. The majority says that the “products . . . 
appeal to entirely different markets” ; that there is “no confusion in products” ; that 
“a man may use his own name reasonably and honestly for a legitimate purpose in 
his own business” ; that the ‘defendant did not deliberately intend to steal anything 
in the case at bar. He made use of his own name in good faith, thinking the ways 
in which he used it were honest and fair. There was no deception or misrepresenta- 
tion here.” Indeed, it was the plaintiff who seemed to be the performer of sharp 
practices and the pirate in the piece. As the majority says, “the interest plaintiff 
asks us to protect is very largely speculative, contingent, and future, because plaintiff 
is not in the business of making dog food and there is no showing that it ever will be. 
Thus plaintiff is trying to preempt the name Horlick in many of its possible permuta- 
tions and combinations in a market which it may never choose to exploit.” There 
was no similarity in the packages. They were no more alike than a dog is like a cow. 

Thus, the majority absolves the innocent defendant from all wrongdoing but 
nonetheless imposes certain duties upon him in order to lessen any confusion which 
might arise in the public’s mind over who manufactures dog food and who manu- 
factures malted milk. As if that made any difference. If there is any likelihood of 
such confusion, it grows out of the situation and not out of any wrongful conduct on 
the part of the defendant. The defendant is as blameless as the plaintiff. Why 
should the defendant be required to assume the entire burden of clearing up con- 
fusion which no wrongful conduct of his created? The only thing the defendant 
has done is to use his own name in marketing a non-competitive product, without 
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fraud or deception. Surely courts of equity should not undertake the task of en- 
joining mere confusion, unconnected with any wrongful act. 

In Brown Chemical Company v. Meyer, 139 U. S. 540, 544, 11 S. Ct. 625, 35 
L. Ed. 247, the court said: 
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A man’s name is his own property and he has the same right to its use and enjoyment as 
he has to that of any other species of property. If such use be a reasonable, honest and 
fair exercise of such right, he is no more liable for the incidental damage he may do a rival 
| in trade than he would be for injury to his neighbor’s property by the smoke issuing from 

his chimney, or the fall of his neighbor’s house by reason of necessary excavations upon 
his own land. These and similar instances are cases of damnum absque injuria. 


In Howe Scale Co. v. Wyckoff, Seamans & Benedict, 198 U. S. 118, 140, 25 
S. Ct. 609, 40 L. Ed. 972, speaking of the right of one to use his own name, the court 
said: 
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Having the right to that use, courts will not interfere where the only confusion, if any, 
results from a similarity of the names and not from the manner of the use. The essence 
of the wrong in unfair competition consists in the sale of goods of one manufacturer or 
vendor for those of another, and if defendant so conducts its business as not to palm off its 
goods as those of complainant, the action fails. 


In Canal Company v. Clark, 13 Wall. 311, 327, 20 L. Ed. 581, the court said: 





Purchasers may be mistaken, but they are not deceived by false representations, and 
equity will not enjoin against telling the truth. 


In the light of these clear expressions of the Supreme Court, I cannot see how 
the plaintiff was entitled to any relief, let alone the additional relief which the 
majority opinion give it. I would affirm the District Court, since the defendant filed 
no cross-appeal. 


GRIESEDIECK WESTERN BREWERY COMPANY v. PEOPLES 
BREWING COMPANY 


United States District Court, District of Minnesota 
April 29, 1944 


TRADE-MARK INFRINGEMENT—“STAG” ON BeEER—INNOCENT Use IN Non-CoMPETITIVE AREA 
Not INFRINGEMENT. 

Plaintiff, which had, since 1908, sold beer in certain states under the registered trade-mark 
“Stag” held not entitled to restrain defendant, which in 1938 in good faith adopted the name 
“Stag” and the picture of an elk’s head as a trade-mark for beer, inasmuch as defendant’s 
sales thereof were limited to the Duluth, Minn., area, and did not extend to territory preempted 
by plaintiff. 

CopyRIGHTS—TRADE LABELS—PICTORIAL FEATURE—DISTINGUISHING DIFFERENCES. 

Where the labels used by both parties bore the picture of an animal’s head, but plaintiff's 
label showed a deer’s head, that of defendant an elk’s head, held there was no infringement 
of copyright. 


In equity. Action for infringement of registered trade-mark and for copyright 
infringement. Complaint dismissed. 
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A. W. Murray, of Chicago, Ill., and Hunt, Palmer & Hood, of Duluth, Minn., for 
plaintiff. 
Thomas J. Doyle, of Duluth, Minn., for defendant. 


This is a suit for equitable relief for infringement of plaintiff’s registered trade- 
mark and copyrighted label. There was also an allegation of unfair competition, 
but on the trial this was unsupported by proof. We are concerned only with the 
first two grounds mentioned. 

Plaintiff is an Illinois corporation with its principal place of business in that state. 
It operates a brewery and since 1908 has sold beer in interstate commerce under the 
trade-mark “Stag.” It is the owner of certificate of registration No. 320,594 
registered January 1, 1935, under the Act of February 20, 1905, U. S.C. A. Title 15, 
Sec. 81 et seq. Plaintiff is also the owner of “Stag” label copyrights dated March 
10, 1908, and June 23, 1936, under U. S.C. A. Title 17. Plaintiff markets its beer 
in some thirteen states all of which are in a trade area extending south and west of 
Illinois. With the exception of Iowa, it has not sold its product in any state con- 
tiguous to Minnesota. It has never sold beer in Minnesota, solicited business, ad- 
vertised, or contracted in this state. 

Defendant is a Minnesota corporation with its principal place of business in 
Duluth. It is also a brewery and in 1938 started to market beer under the name 
“Stag” using a label with a deer or elk’s head not dissimilar to that used by plaintiff 
on its trade-mark and copyrighted label. There is no showing that defendant in- 
tentionally appropriated the mark and label of plaintiff ; in fact, the contrary appears. 

There is no competition in any state or in any trading area between plaintiff and 
defendant at the present time, nor has there been any such, nor is there any showing 
that such competition is imminent. Defendant has not gone beyond the Duluth 
trading area, and plaintiff's expansion has been entirely south and west from Illinois 
and not into the northern states at all. Plaintiff expresses what is not much more 
than a hope that it will, at some future time, extend into the trading area now 
occupied by defendant. Plaintiff’s position is that its trade-mark, registered under 
the federal act, is entitled to protection even in a market to which it has not extended 
its business or advertising and which may or may not be in the orbit of its natural 
expansion. 

1. The first question is what effect does registration have on the common law 
rights to a trade-mark ? 

The original right to the exclusive use of a trade-mark was not based upon any 
statute but upon principles of equity ; “and the right is acquired, not by discovery or 
invention or registration, but by adoption and use.” G. & C. Merriam Co. v. 
Soulfield, 198 Fed. 369 (7 T.-M. Rep. 110). Affirmed 241 U. S. 22, 36 S. Ct. 477, 
60 L. Ed. 868. 

In a recent case, Walgreen Drug Stores v. Obear-Nestor Glass Co., 113 F. (2) 
956 ; certiorari denied 311 U. S. 703, the court said: 


Mere registration under the Federal Act does not create a trade-mark and confers no 
new rights to the mark claimed, nor, indeed, any greater rights than already existed at 
common law without registration. 
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In General Baking Co. v. Gorman, 3 F. (2) 891 [14 T.-M. Rep. 267], it was 
contended that registration under the Federal Act gave plaintiff practically an un- 
limited right to expansion. The court, refusing to adopt such construction, said: 


This contention, on analysis, falls little short of making federal registration of a trade- 
mark the equivalent of a patent or copyright—a far reaching proposition we cannot adopt. 
Nothing is better settled than that rights in trade-marks are of common law origin, and are 
always “appurtenant to an established business or trade in connection with which” they are 
employed. 

Mr. Justice Holmes on two occasions has stated the effect of the registration act 
of 1905. In Prestonettes, Inc. v. Coty, 264 U.S. 359, 44 S. Ct. 350, 68 L. Ed. 731 
[18 T.-M. Rep. 135], he said: 


Then what new rights does the trade-mark confer? It does not confer a right to 
prohibit the use of the word or words. It is not a copyright. ...A trade-mark only gives 
the right to prohibit the use of it so far as to protect the owner’s good will against the sale 
of another’s product as his. 


and in U. S. Printing Co. v. Griggs & Co., 279 U. S. 156, 49 S. Ct. 267, 73 L. Ed. 
650 [19 T.-M. Rep. 187]: 


But neither authority nor the plain words of the Act allow a remedy upon it for infring- 
ing a trade-mark registered under it, within the limits of a State and not affecting the com- 
merce named. More obviously still, it does not enlarge common law rights within a state 
where the mark has not been used. 


Although the Supreme Court has not directly passed upon the interstate effect 
of federal registered trade-marks, from the language in the above cases it would 
appear that the act made no substantial change from the rights that existed at com- 
mon law. But this is not the view taken in Standard Brewery Co. of Baltimore City 
v. Interboro Brewing Co., 229 F. 543 [6 T.-M. Rep. 203], where it is said: 


Trade-marks registered under the statutes of the United States is declared upon. The 
rights which a person obtains by registration of a trade-mark under those statutes are 
coterminous with the territory of the United States. 


No authority is cited in support of this proposition and the court proceeds to dis- 
pose of the case as if the statement were axiomatic. Certiorari was granted 243 
U. S. 639, but unfortunately the case was dismissed without argument, 246 U. S. 
677. In Arrow Distilleries, Inc. v. Globe Brewing Co., 30 F. Supp. 270, this state- 
ment in the Standard Brewery case is discussed. (Apparently the only case that 
does discuss it.) The court said: 


This (the Standard Brewery case), however, is the only decision of which we are 
aware which so broadly construes the rights of the registrant. 


It is pointed out that the power of Congress to pass a registration act is derived 
from its power to regulate commerce and that the Act of February 20, 1905, does not 
give a remedy for infringement of a federally registered mark where interstate com- 
merce is not affected or where the mark has not been used. U.S. Printing & Litho- 
graph Co. v. Griggs Copper & Co., supra. A quotation from Derenberg on “Trade- 
Mark Protection and Unfair Trading” is cited as expressing the views of the court. 
It reads, in part: 
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In the author’s opinion, it is doubtful whether the court intended to rule (in the 
Standard Brewery case) that federal registration can expand the territorial extent of pro- 
tection in anticipation of actual use in interstate commerce. ... As matters stand, it is 
debatable whether this precedent establishes a rule more far reaching than that laid down 
in the “Tea Rose” (Hanover Star Milling Co. v. Metcalf), 240 U. S. 403; (36 S. Ct. 357; 
60 L. Ed. 650) decision and the “Home Brand” (279 U. S. 156; 49 S. Ct. 267; 73 L. Ed. 
650) decision. Such a supposition is even more improbable inasmuch as Mr. Justice 
Holmes expressly stated in the “Home Brand” case that Federal registration could never 
create or expand common law rights in those individual states in which the trade-mark 
had not been used (30 F. Supp. 274). 


This seems to be a careful and accurate statement of the law on this point, and, 
in effect, leaves the common law doctrines, particularly as expresed in the Hanover 
and Rectanus cases, infra, undisturbed by the registration act. The Arrow Dis- 
tilleries case, however, was reversed on other grounds (117 F. (2) 347), with 
nothing said about this phase of the case. 


2. The ultimate question, then, is the determination of the common law rights 
of the owner of a trade-mark in a territory where the mark is not known or used. 


On one thing there seems to be complete agreement: that is, that the common 
law of trade-marks is but a part of the broader law of unfair competition. Hanover 
Milling Co. v. Metcalf, 240 U. S. 403, 36 S. Ct. 357, 60 L. Ed. 713 [6 T.-M. Rep. 
149]. Rosenberg v. Elliott, 7 F. (2) 962 [15 T.-M. Rep. 479]. The ultimate 
offense always is that defendant has passed off his goods as and for those of the com- 
plainant. G. & C. Merriam Co. v. Saalfield, 198 F. 369 [7 T.-M. Rep. 110] 
(affirmed 241 U. S. 22, 36 S. Ct. 477, 60 L. Ed. 868), and relief may be granted to 
one on the ground of unfair competition who is not entitled to relief under the law 
of trade-marks. Scandinavia Belting Co. v. Asbestos & Rubber Works, 257 F. 
937 [9 T.-M. Rep. 136] ; Phillips v. The Governor & Co., etc., 79 F. (2) 971 [25 
T.-M. Rep. 635]. 


The vice consists in the sale of goods of one manufacturer or dealer as those of another 
by means of the use of such trade-mark. ... To warrant relief in equity, it must appear 
that false representation is directly or impliedly made. Walgreen Drug Stores v. Obear- 
Nestor Glass Co., 113 F. (2) 956. (Underscoring supplied.) 


In the Hanover Milling Co. v. Metcalf case, supra, there were three concerns 
all marketing flour under the seemingly uncommon name of “Tea Rose.” How- 
ever, two of the concerns were in actual competition and the decision is based upon 
the principles of unfair competition. With that phase of the case we are not con- 
cerned. The material facts are that Allen & Wheeler Company were the prior 
users of the trade-mark “Tea Rose” for flour and confined their market operations 
to territory north of the Ohio River. The Hanover Company subsequently inno- 
cently adopted the same mark and built up a large and profitable business in southern 
states, particularly in Alabama. There was no actual competition between the 
parties and the Allen & Wheeler product was not known in Alabama and adjoining 
states and was not advertised there. “Tea Rose” meant the Hanover product in 
that area. None of the trade-marks were registered but there is nothing in the 
opinion to indicate the result would have been different if they had been. Common 
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law principles were applied. After a careful examination of English-cases, the 
court held that the property right in a trade-mark is not the mark itself, but in the 
good will and trade reputation that flows from it. Priority of appropriation of the 
mark is important only when there is competition under the same mark in the same 
territory ; but when the same mark is being used, even on the same class of goods, in 
independent markets, priority of appropriation becomes “legally insignificant” unless 
the “second adopter has selected the mark with some design inimical to the interests 
of the first user, such as to take the benefit of the reputation of his goods, to forestall 
the extension of his trade, or the like” (240 U. S. 415). 

This language, although dictum, has important implications. The rule deducible 
from it would be: the prior appropriator is protected against an innocent junior 
appropriator only in territory where the mark is used in connection with business ; 
but against a wilful appropriator, he can be protected in a trade area where his mark 
is known (even if not used) and also in an area where the mark is neither used or 
known but to which the business or mark might in the future “extend.” The court 
is careful to point out that: 

We are not dealing with a case where the junior appropriator of a trade-mark is 
occupying territory that would probably be reached by the prior user in the natural 
expansion of his trade, and need pass no judgment upon such a case. 

From the previous language in the case, it seems clear that what is meant here is a 
innocent “junior appropriator.” 

United Drug Co. v. Rectanus, 248 U. S. 90, 39 S. Ct. 48, 63 L. Ed. 141 [9 T.-M. 
Rep. 1], is similar on its facts to the Hanover case, supra, with the added factor that 
the parties actually came into competition. The marks were independently adopted 
and used in different markets until the prior user invaded the state where the inno- 
cent subsequent adopter was operating and sought an injunction—without success. 
(Mr. Justice Pitney wrote the opinions in both of these cases and the Rectanus case 
in the lower court, 227 F. 545, is cited by him in the Hanover case). It is pointed 
out that plaintiff’s case depends entirely upon the fact that it was the prior user and 
that its rights should prevail over the subsequent adopter even though the latter 
acted in good faith and in a market where the prior user was not then known. The 
court says that a trade-mark is not a right in gross or at large like a copyright or 
patent with which it has “‘little or no analogy,” but is only a right appurtenant to the 
established business or trade. The owner of a mark cannot make a negative or pro- 
hibitive use of it asa monopoly. It would be a “perversion of the rule of priority” 
to apply it in this case. It is important to note that this case, like the Hanover case, 
is not decided under the present registration act and it is expressly said that the 
court will not consider whether that act gave the parties any additional rights to 
those they had at common law. The court is also careful to point out that the 
subsequent appropriator acted in good faith and cases where there was not good 
faith are distinguished. 

Subsequent cases invariably follow or distinguish the Hanover and Rectanus 
cases. After a lengthy consideration of both cases the Circuit Court of Appeals 
of the Eighth Circuit in Sweet Sixteen Co. v. Sweet “16” Shop, Inc., 15 F. (2) 920 
[17 T.-M. Rep. 71], reduces the rule thus: 
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Confessedly, then, the general rule is that, while the first appropriator and user of a 
trade-mark owns such a mark and is entitled to protection by the courts in the use thereof, 
against subsequent users on the same class of goods, such protection will not be afforded 
as against a subsequent user and appropriator, who in good faith adopts and uses the mark 
in territory into which the goods of the first appropriator have not penetrated and have not 
been used or sold. ... 


In that case there was actual competition, although of a small amount and the 
subsequent appropriator had knowledge of the prior user’s mark. This would seem 
to be enough but there is some question as to whether or not the court considered 
that the territory in question (Utah) was in the natural field of expansion for 
mail order business of the prior user (San Francisco). The opinion quotes from 
Kathreiner’s Malzkafee Fab. v. Pastor Kneipp Medicine Co., 82 F. 321, 27 C.C. A. 
351, to the effect that equity, in the interest of fairness to the owner of the trade- 
mark and to make it possible to develop his trade, should protect a trade-mark in a 
new territory (another country in that case) even though it is not widely known 
or “fully established.” But the original report discloses that the corporation that 
was the subsequent adopter was: 
“conceived in sin and brought forth in iniquity,” that wrong attended at its birth, and that 


fraud stood sponsor at its christening, imposing upon the corporate child a name to which 
it was not entitled, and which it had no right to bear (82 F. 324). 


This inimitable language leaves no doubt that the court thought there was a lack of 
good faith and so would be within the Hanover rule. 

General Baking Co. v. Goldblatt Bros., Inc., 90 F. (2) 241, is an example of the 
application of the above mentioned rule. Both concerns were selling bread under 
a “Bond” label. One operated in Chicago, the other in St. Louis and the trade 
area of each extended in a radius of fifty miles from their respective cities. They 
were not in competition. The question of prior appropriation was considered im- 
material and no relief was granted. The markets were referred to as “remote” 
and although the St. Louis company was “desirous” of entering the Chicago field, 
it had not taken any steps to do so, made no contracts, or investments. What their 
rights would be in such a case, the court said in effect, is a bridge we will cross 
when we come to it. 

On this latter point, it was said in National Grocery Co. v. National Stores Cor- 
poration, 95 N. J. Eq. 588, 123 A. 740 [14 T.-M. Rep. 331] : 


It is entirely too remote and fanciful for the complainant to object to another using a 
name in a certain locality, not because he has already established his trade there, but be- 
cause he may do so in the future. For it is equally probable he may not. 


However, this was not a trade-mark case, but involved only unfair competition. 


Other cases simply state that the protection of a trade-mark is limited to “appro- 
priate trade territory.” Louisville Taxicab & Transfer Co. v. Yellow Cab T. Co., 
53 F. Supp. 272. Hemmeter Cigar Co. v. Congress Cigar Co., 118 F. (2) 64. 

A different situation would be presented if the plaintiff company had an estab- 
lished business reputation in the defendant’s area. The Governor and Company of 
Adventures of England Trading into Hudson Bay v. Hudson Bay Fur Co., 33 F. 
(2) 801, decided in this district by Judge Cant, was sucha case. There, the plaintiff 
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company had formerly operated in Duluth and its mark had been appropriated by 
defendant. The Rectanus and Hanover cases were distinguished, it being pointed 
out that in those cases the appropriation was made in ignorance and not a deliberate 
attempt to take advantage of the plaintiff's reputation. There is no showing in the 
instant case that the plaintiff brewery had an established business reputation in the 
Duluth area. Although Nims on “The Law of Trade-Marks and Unfair Competi- 
tion” says of the Hanover and Rectanus cases: “It would be difficult to imagine two 
cases more unusual or more unlikely to be repeated,” (p. 569), it seems that the case 
at bar is such acase. There is no competition between the parties. For all intents 
and purposes plaintiff's mark and product are not known in defendant’s trade area. 
It has incurred no expenses, taken no options, made no contracts, or done any adver- 
tising there. It is therefore not entitled to equitable relief for the infringement of its 
trade-mark. 

I consider it unnecessary to discuss whether the Duluth trade area for beer 
is within the natural field of expansion of an Illinois brewery because under the 
circumstances disclosed here, even if it were, plaintiff could get no relief as long as 
defendant has, in good faith, appropriated its mark to the territory. 


3. The copyrighted label contains the words “Stag Beer” in large letters, 
“Extra Dry Pilsener” in small letters, and the name of the plaintiff company. At 
the top in the center of the label is a picture of the head of an animal of the deer 
family. This label is apparently copyrighted under the Act of June 18, 1874, 18 
Stat. 78 No. 3, 17 U.S. C. A. 63, which provides: 





Registration of prints and labels. In the construction of this title, the word “print” 
shall be applied only to pictorial illustrations or works connected with the fine arts, and no 
prints or labels designed to be used for any other article of manufacture shall be entered 
under the copyright law, but may be registered in the Patent Office. .. . 


Although the Act of March 4, 1909, 35 Stat. 1075, 17 U. S. C. A. 1-62, amended 
and consolidated the copyright law, no reference was made to the quoted section, 
and for a time, it was thought that it may have been repealed by implication. See 
Fargo Mercantile Co. v. Brechet & Richter Co., 295 F. 823. But in Hoague- 
Sprague Corporation v. Frank C. Meyer Co., 31 F. (2) 583, it was held that the 
section was not repealed by the Act of March 4, 1909. This was also the opinion 
of the Attorney General, 28 Op. A. G. 116. There cannot be little doubt that this 
interpretation was correct as Congress has since repealed the section by the Act of 
July 31, 1939, c. 396, Sec. 1, 53 Stat. 1142, and replaced it with two sections (17 
U.S.C. A. 64, 65) which, in effect, provide that after July 1, 1940, prints and labels 
shall be registered with the Register of Copyrights instead of the Patent Office. The 
statute upon which plaintiff’s rights depend (18 Stat. 78 (3), 17 U.S. C. A. 63) is 
valid and affords protection under the copyright law. Higgins v. Keuffel, 140 U.S. 
426, 11 S. Ct. 731, 35 L. Ed. 470, Hoague-Sprague Corporation v. Frank C. Meyer 
Co., supra. 

In Higgins v. Keuffel, supra, it was said that the copyright law does not apply to 
labels which describe articles and have no value separate from them. They must 
have some value as a composition and some other purpose other than advertising. 
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But in Bleistein v. Donaldson Lithographing Co., 188 U. S. 239, 23 S. Ct. 298, 47 
L. Ed. 460, a circus poster was held to be protected under the copyright law. Mr. 
Justice Holmes said in that case: 


Certainly, works are not the less connected with the fine arts because their pictorial 
quality attracts the crowd and therefore gives them a real use—if use means to increase 
trade and to help make money. A picture is none the less a picture and none the less a 
subject of copyright that it is used for an advertisement. 


Under this more liberal rule pictures of vegetables were held to be protected by 
copyright although intended for advertising and possessing little artistic merit. 
Stecher Lithographing Co. v. Dunston Lithographing Co., 233 F. 601. Tested by 
these standards, the picture of the animal’s head on plaintiff’s label is copyrightable 
and entitled to protection. But the textual part of a label is eligible for copyright 
registration, as a matter of art, only when it aids or augments the pictorial illus- 
tration. Bobrecker v. Denebein, 28 F. Supp. 383. Defendant’s label also contains 
the words “Stag Beer” in large letters and “Extra Pale Pilsener” in smaller letters, 
so that, aside from the pictorial illustration, there is some similarity in the appear- 
ance of the labels. I do not think the quoted words are of such originality and a 
contribution to the “fine arts” as to entitle them to protection under the copyright 
law. See Fargo Mercantile Co. v. Brechet & Richter, 295 F. 601. 

The only part of plaintiff’s label that is subject to copyright protection is the 
picture of the animal’s head. The head depicted on defendant’s label appears to be 
of a different animal. One is evidently an elk, the other a deer. There is no show- 
ing that defendant copied the picture on plaintiff’s copyrighted label and it does not 
appear from an examination of the pictures that it did so. There is no infringe- 
ment of the copyrighted label. 

At the conclusion of the trial on the merits I indulged in comment and gave ex- 
pression to conclusions at variance with what is above set forth. Further study of 
the evidence and the applicable authorities convinces me that the conclusions reached 
at the trial were erroneous. The same are therefore withdrawn and the considered 
judgment of the court is that judgment should be entered for the defendant and the 
prayer of plaintiff's complaint be denied. 

This memorandum is made a part of the foregoing Findings and Conclusions. 


G. F. HEUBLEIN & BRO. v. BUSHMILL WINE & PRODUCTS COMPANY 
AND BROOKSIDE DISTILLING PRODUCTS CORPORATION 


United States District Court, Middle District of Pennsylvania 
June 29, 1944 


TRADE-MARK INFRINGEMENT—“OLD RAVEN” FOR WHISKY—ABANDONMENT. 
Plaintiff, after adopting the name “Old Raven” as a trade-mark for whisky and selling 
the said brand throughout the United States, held to have abandoned the mark at the advent 
of prohibition, as it made no attempt to resume its use. 
TRADE-MARK INFRINGEMENT—SUITS—LACHES. 


Where plaintiff, with full knowledge dating from the year 1936, that defendant was selling 
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its “Old Raven” Whisky in the State of Pennsylvania, took no action in the matter till 
February, 1940, held guilty of laches. 
TRADE-MARK INFRINGEMENT—SUITS—RELIEF. 

In the case at issue, plaintiff, being denied injunctive relief, held not entitled to damages, 
but was ordered to pay the costs of the action. 
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In equity. Action for trade-mark infringement. Judgment for defendant. 


Clarence P. Goldberg and Clarence G. Campbell, of New York City, and O’Malley, 
Hill, Harris & Harris, of Scranton, Pa., for plaintiff. 

Beekman Aitken, of New York City and Thomas A. Donahue, of Scranton, Pa., 

for defendant. 
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Jounson, D. J.: 





This is a Civil Action wherein the plaintiff, C. F. Heublein and Brother, a Con- 
necticut corporation, seeks to restrain the defendants in their use of a trade-mark 
and for which use plaintiff also demands damages. The defendants are incorporated 
in the State of Delaware, having their principal place of business at Scranton, Lacka- 
wanna County, within the Middle District of Pennsylvania, so that jurisdiction rests 
upon diversity of citizenship. The amount of damages claimed by plaintiff is in 
excess of three thousand ($3,000.00) dollars, exclusive of interest and costs. The 
defendants have filed a counterclaim requesting an injunction and damages. 

i The facts found from the pleadings, the voluminous testimony produced at trial 
of the issue without a jury, the many depositions and the large number of exhibits 
received in evidence are as follows: 

| The plaintiff, a Connecticut corporation, established in 1857, has been engaged 
since that date in the manufacture and sale of food products and alcoholic beverages. 
Among its products was a brand of blended whiskey sold under the trade-name of 
“Old Raven.” This product was sold throughout the United States until the 
passage of the 18th Amendment in 1919. During prohibition plaintiff confined its 
business to the manufacture and sale of food products. Immediately after repeal 
(December 5, 1933), plaintiff resumed production and sale of alcoholic beverage 
products but did not resume production and sale of “Old Raven” whiskey. 

On January 1, 1934, the Pennsylvania Liquor Control Board was established 
and became the sole channel through which distilled spirits could be marketed in 
Pennsylvania. 

On January 3, 1934, the defendant corporation known as Bushmill Wine and 
Products Corporation, Inc., was organized under the laws of the State of Delaware. 
On June 20, 1939, the corporate title was changed to Brookside Distilling Products 
Corporation. On December 10, 1942, defendant changed its corporate title to 
Brevk_ Distilled Products Corporation and then assigned both of the trade-marks, 
here in dispute, toa new Delaware corporation entitled Brookside Distilling Products 
Corporation. The good will of the previous corporation was also assigned to the last 
named corporation and on December 18, 1942, the certificates of registration granted 
by the Commonwealth of Pennsylvania, hereinafter referred to, were duly assigned 
to the new Brookside Distilling Products Corporation. 
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On February 8, 1934, the defendant, preparing to enter the market with a new 
product, ordered from the Gamse Lithographing Company a quantity of whiskey 
labels to be imprinted with the name “Raven Run.” The testimony of the president 
of the defendant reveals that the name “Raven Run” was taken from a small town 
in Schuylkill County, Pennsylvania, named “Raven-run” near which his wife was 
born. Any knowledge of prior use of the name “Raven Run” was denied and re- 
mains uncontroverted. 

During the month of October, 1935, after listing “Raven Run” whiskey with 
the Pennsylvania Liquor Control Board on special order, the defendant commenced 
to sell small quantities thereof within the Commonwealth and in August, 1936, 
secured a general listing of that product with the board. Thereafter defendant's 
“Raven Run” whiskey was stocked in all Pennsylvania State Stores and warehouses. 

Although the plaintiff had secured a Federal Registration of the mark “Old 
Raven” in the latter part of 1939 it had made no sales thereof in Pennsylvania. In 
fact, the evidence shows that long prior to plaintiff’s registration of “Old Raven” in 
the United States Patent Office the defendant had adopted that mark in Pennsy]l- 
vania. Mr. Gentile, the president of the defendant, testified that the mark was 
adopted by the defendant in 1935. On December 17, 1936, in answer to an inquiry 
from defendant, Mida’s Trade-Mark and Patent Bureau, Incorporated, stated that 
a search had been made of the word “Raven” to determine if it had been registered. 
The search disclosed that the only similar marks registered on that date were “Red 
Raven” for wines and “Red Raven Splits,” neither of which were registered by the 
plaintiff. An additional search was made on December 29, 1938, which disclosed 
registration of the marks “Ravenwood” and “Raven Valley” but no marks using 
the word “Raven” had been registered by the plaintiff. 

From the date of the first sale of defendant’s product until February 8, 1940, the 
sales made by defendant through State Stores in the Commonwealth were large and 
the record indicates a constant growth in volume of sales during that period. 

On February 8, 1940, plaintiff learned from its patent attorneys that the defend- 
ant had applied for Federal registration of the trade-mark “Raven Run.” On 
February 14, 1940, plaintiff sent a registered letter to defendant warning it that it 
was infringing upon a trade-mark owned by plaintiff. No reply was received by 
plaintiff and on September 26, 1941, a Federal Examiner of Interference sustained 
plaintiff’s opposition proceedings and entered an order to the effect that defendant 
was not entitled to Federal registration of “Raven Run”; that it was confusingly 
similar to plaintiff's trade-mark “Old Raven,” and that plaintiff had established 
prior use. 

On August 20, 1940, plaintiff applied to the Pennsylvania Liquor Control Board 
for a special listing of “Old Raven” whiskey. ‘The Board replied that the defendant 
had a listing under the same brand name and refused plaintiff’s application. In this 
connection the testimony discloses that the defendant had applied to the Board for a 
listing of “Old Raven” as a blended rye whiskey on July 10, 1937. 

It is thus established by the testimony that the defendant had listed a whiskey 
with the Pennsylvania Liquor Control Board under the mark “Raven Run” in 
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October, 1935, and under the mark “Old Raven” on July 10, 1937, and that the 
dominating feature of these marks is the word ‘“‘Raven.”’ 

It is further established by the testimony that the plaintiff, since repeal, had 
actively engaged in the marketing of many products. It had registered in the U. S. 
Patent Office the following marks on the dates shown: American Crest Whiskey, 
American Seal Whiskey & Forest Park Gin on August 27, 1935; Heublein Whiskey 
and an alcoholic cordial on September 24, 1935; Heublein P. F. D., on November 2, 
1937. In Pennsylvania, through the Liquor Control Board it had sold various 
products as follows: Heublein’s Martini Cocktails since February 13, 1934; Heu- 
blein’s Manhattan Cocktails since April 2, 1934; The Club Cocktails, Heublein’s Dry 
Martini Cocktails, Heublein’s Old Fashioned Cocktails, and Heublein’s Side Car 
Cocktails since September 15, 1935. The first entry of the plaintiff into the whiskey 
market in Pennsylvania was Heublein’s Private Stock Rye Whiskey, listed on 
October 31, 1938. This was followed by a listing of Heublein’s Forest Park Blend 
on October 16, 1939. As heretofore stated, the application of the plaintiff for a list- 
ing of Old Raven Whiskey on August 20, 1940, was refused because of the prior 
listing of the defendant two years and three months previously. 

Knowledge of any prior use of the marks “Raven Run” and “Old Raven” was 
denied by the defendant and the evidence does not disclose that such prior use was, 
or should have been, known to its officers or employees. The plaintiff, however, 
since the first listing of its products in Pennsylvania, in January, 1934, has with 
regularity received every price list issued by the Liquor Control Board. There 
were twenty-seven regular price lists issued and there were three supplemental price 
lists issued, all of which the plaintiff received. The Liquor Control Board also 
issued weekly statistical reports and a copy thereof was sent every week to the 
plaintiff. In all these price lists and statistical reports, admittedly received by the 
plaintiff, the products of the defendant appeared. The testimony discloses that the 
plaintiff, from March, 1936, to and including February, 1940, paid to the Board the 
sums of $2,396.00 for duplicate copies of the statistical reports, considering them of 
sufficient importance to have one copy sent to its principal office at Hartford, Conn., 
and the other copy send to the office of its Pennsylvania manager at Philadelphia. 
In the reports of December 12, 1936, September 11, 1937, October 16, 1937, Novem- 
ber 13, 1937, and December 31, 1937, the products of the plaintiff and the defendant 
are listed on the same page and in the reports of August 5, 12, 19 and 26, 1939, and 
September 9 and 23, 1939, the defendant’s “Raven Run” is listed six lines above 
the plaintiff's ‘“Heublein.” In addition to the above other sources of information 
were open to the plaintiff. The defendant since January 4, 1937, continuously ad- 
vertised “Raven Run” in Tap and Tavern, the only liquor trade paper of state-wide 
circulation in Pennsylvania and of which, as an advertiser, the plaintiff received 
various copies. The defendant also advertised “Raven Run” in many newspapers 
of general circulation in Pennsylvania. The defendant also during November, 1936, 
and throughout the year of 1937, secured displays of its bottled merchandise and 
advertisements in the windows of approximately 550 of the Pennsylvania State 
Stores. During six of the weeks in which the defendant had such displays in the 
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State Stores a product of the plaintiff known as “Milshire Gin” was displayed at the 
same time and in the same windows. 

Much testimony was taken relating to the amounts of alcoholic beverages sold 
by both the parties to this action and the amount of money expended in advertising 
and promotion of their products which will not be repeated here as this Court is of 
the opinion that the right to use the mark here in dispute should not be governed by 
the quantities sold nor the cost of those sales. The small business is as much 
entitled to protection of its trade-marks as the large business which can afford higher 
sales expenditures and more costly promotional enterprises. 

The plaintiff contends: Firstly, that it is the prior adopter and user of the trade- 
mark “Old Raven” ; secondly, that the defendant deliberately adopted “Raven Run” 
and then “Old Raven,” intending thereby to secure the benefit of plaintiff’s name and 
reputation ; thirdly, that plaintiff did not abandon its mark “Old Raven” but resumed 
the use thereof as soon after repeal as it could place on the market a product under 
that mark consistent with its policy and reputation for vending high quality prod- 
ucts ; fourthly, that the plaintiff had no knowledge of use by the defendant of the 
trade-mark “Old Raven” until February 1940; fifthly, that the use by the defendant 
of the trade-mark “Raven Run,” prior to February 8, 1940, was nominal compared 
to its later use and the defendant’s use of the trade-mark “Old Raven” was at all 
times nominal prior to the commencement of this action; and sixthly, that the de- 
fendant should be enjoined from further use of either mark and should be assessed 
for the damages suffered by the plaintiff. 

The defendant contends: Firstly, that it adopted the use of the word “Raven” 
as a mark for its products without the knowledge of any prior use thereof by the 
plaintiff ; secondly, that the plaintiff has lost whatever rights it might have had to 
the mark in Pennsylvania by reason of non user and abandonment ; thirdly, that the 
plaintiff is now barred from asserting any rights it might have had in the trade- 
marks in Pennsylvania because of laches and long acquiescence in the defendant’’s 
open, extensive and innocent use of those marks; and fourthly, that the plaintiff 
should be enjoined from use of the trade-marks “Old Raven” and “Raven Run” 
within the Commonwealth of Pennsylvania and should be held responsible for the 
damages it has caused the defendant. 

The contentions of both parties will be discussed in the order in which they 
appear above. 

The contention of the plaintiff that it was the prior adopter of the trade-mark 
“Old Raven” must be sustained. The defendant asserts that no documentary evi- 
dence was produced at trial to support that contention, but the evidence reveals that 
the plaintiff did produce “Old Raven” labels and record cards of purchase of those 
labels as well as record cards of customers who made purchases of “Old Raven” 
whiskey. Mr. Bagley, the president of plaintiff, and Mr. Linge, now secretary and 
vice-president in charge of sales, testified to the extent of the sales of “Old Raven” 
whiskey by plaintiff up to the time of prohibition, and a former salesman, William T. 
Morrissey, testified to the same effect. Support of that contention was also given 
by the depositions of eleven liquor dealers, hotel wine stewards and barkeepers who 
were engaged in business in Pennsylvania during pre-prohibition days and who 
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stated that they bought and sold the plaintiff's “Old Raven” whiskey until the pro- 
hibition amendment was passed. 

The second contention of the plaintiff to the effect that the defendant deliberately 
adopted the trade-mark “Raven Run” and then “Old Raven,” intending thereby to 
secure the benefit of plaintiff's name and reputation, is not sustained by the record. 
The president of the defendant, who selected the name “Raven Run,” testified that 
the selection was innocently made without knowledge of any prior use and related 
that a small town named “Ravenrun,” near which his wife was born, suggested the 
naming of the product. The name “Old Raven’ was subsequently adopted, accord- 
ing to the testimony of the same witness, because that mark contained the word 
“Raven,” at that time identified as a whiskey product of the defendant, in Pennsyl- 
vania, and yet served to distinguish a rye blend from a corn whiskey of the same 
producer. The testimony of this same witness that he had never heard of an “Old 
Raven” whiskey produced by the plaintiff is not only credible but is supported by 
other testimony. Many witnesses who testified in behalf of the defendant said that 
they had never heard of plaintiff’s “Old Raven.” Such witnesses included sales- 
men employed at State Liquor Stores who testified that they had never been asked 
by any purchaser for plaintiff’s brand of “Old Raven” whiskey and also included 
other witnesses who had been in the liquor business prior to prohibition but who had 
never heard of plaintiff's brand of “Old Raven” whiskey. Moreover, the plaintiff's 
principal expert witness admitted that he had never heard of plaintiff's “Old Raven” 
before repeal. 

It is the third contention of the plaintiff that it did not abandon the mark “Old 
Raven” but resumed the use thereof as soon after repeal as it could place upon the 
market a product under that mark consistent with its policy and reputation. In sup- 
port of this contention the plaintiff introduced much testimony to the effect that it 
dealt only in high quality products and had established an enviable reputation in that 
respect ; that its brand of whiskey known as “Old Raven’ was a product of high 
quality prior to prohibition ; that the plaintiff refused to re-enter the market after 
repeal with any product bearing its name until it was able to secure sufficient good 
whiskeys, both as to quality and continuity of supply, to assure the production of a 
quality whiskey ; that plaintiff, at once after repeal, began a search for such whiskeys 
but was unable to secure a supply of suitable quality for blending purposes in 
sufficient amounts to start production and of sufficient uniformity to sustain quality 
production. It is upon these reasons that plaintiff bases its assertion that it had no 
intention of abandoning its “Old Raven” but, on the contrary, was engaged, since 
repeal, in a constant endeavor to recreate its old product. The difficulty with this 
contention of the plaintiff is that, in considering all the evidence adduced on this 
point, it is not credible, and it is sufficient to point out that many other producers of 
quality products were able to secure sufficient good whiskeys for blending purposes, 
both as to quality, sufficiency and continuity of supply, so as to place their products 
on the market soon after repeal. In fact, the plaintiff itself produced other blended 
whiskeys while its alleged search for blending whiskeys was proceeding, and, more- 
over, placed on the market in Pennsylvania, in 1938 and 1939, two brands of blended 
whiskey known as Heublein’s “Forest Park” and Heublein’s “Private Stock,” both 
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of which were listed at a higher price than plaintiff’s “Old Raven” sold in other 
localities. 


The fourth contention of the plaintiff that it had no knowledge of the use by the 
defendant of the trade-mark “Old Raven” until February of 1940, is likewise not 
credible. The plaintiff had at its command and its disposal all necessary means of 
knowing of the use by the defendant of the marks “Raven Run” and “Old Raven.” 
The plaintiff was selling several of its products in large quantities in Pennsylvania 
through the same medium of distribution as the defendant. The Liquor Control 
Board was the sole channel in existence in Pennsylvania for distribution and sale of 
liquor products. The price lists and statistical reports, heretofore mentioned, pub- 
lished by the Liquor Control Board, were considered of sufficient importance by the 
plaintiff for it to expend the sum of $2,396.00 for duplicate copies thereof to be sent 
to its Pennsylvania district manager, and yet this Court is asked to believe that no 
one in the employ of plaintiff, either at the main office in Hartford or at the office 
of the district manager in Pennsylvania ever examined these publications with 
sufficient attention so as to learn what its competitors were doing with respect to 
prices, quantity of sales, quality of products and brand names in use. When this 
evidence is considered in connection with testimony which discloses that the de- 
fendant not only advertised its use of the word “Raven” in many newspapers of 
general circulation in Pennsylvania but also that, as related above, the product of 
defendant known as “Raven Run” was displayed widely in the windows of approxi- 
mately 550 of the Pennsylvania State Stores during a part of 1936 and all of 1937, 
and further, that in several instances products of both plaintiff and defendant were 
displayed together at the same time, it is apparent that the testimony of the officers 
of the plaintiff to the effect that neither they nor the employees of the plaintiff knew 
of defendant’s use of the trade-marks here in dispute is beyond belief. 

As to the fifth contention of the plaintiff it is sufficient to state that the evidence 
shows that sales made by the defendant in Pennsylvania of its products, while small 
perhaps in relation to the sales of an older and a larger company, such as the plaintiff 
here, were surprisingly large when it is considered that the sales of the plaintiff were 
nationwide, exclusive of Pennsylvania, and that the sales of the defendant were 
confined to Pennsylvania. The Dependant is entitled to protection of its trade- 
marks and the extent of that protection is not governed by the amount of its sales. 

The sixth contention of the plaintiff with respect to injunction and damages will 
be disposed of hereafter. 

The first contention of the defendant, that it had innocently adopted the use of 
the word “Raven” as a mark for its products without knowledge of any prior use 
thereof by the plaintiff, has already been discussed and is sustained. 

The second contention of the defendant that the plaintiff has lost whatever rights 
it might have had in Pennsylvania to the trade-marks under discussion by reason of 
non-user and abandonment is sustained. While there can be no abandonment im- 
puted to the plaintiff during prohibition, as it was prevented from sale of whiskey by 
circumstances beyond its control, Universal Candy Company vs. A. G. Morse Com- 
pany, 298 Fed. 847, there nevertheless exists in this case, on the part of the plaintiff, 
all of the elements of non-user and abandonment. 
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On the law that trade-mark rights grow out of use, not mere adoption . . . . and on the 
principle recognized in law that there is no property in a trade-mark except as an incident 
to a business, we are inclined to the view that where, as here, one, owning a valid trade- 
mark and entitled to a given territory, fails by efforts which are reasonable in time and 
extent to project his business and the accompanying mark in that territory, he cannot by 
reason of the mere fact of ownership pre-empt that territory forever. We hold, on the 
facts, and on the law bearing on them, that trade-mark rights, like other rights that rest 
upon user, may be lost by abandonment, non-user, laches, or acquiescence. Jacobs v. 
Iodent Chemical Company, 41 Fed. (2d) 637, 640 [20 T.-M. Rep. 283]. 

The failure of a claimant during a long period to assert and enforce his rights and his 
essential disregard of the extensive use of the mark, while a large and valuable competitive 
business grew up about it, is proof of an intent to abandon. Biscaglia Bros. Corp. v. Fruit 
Industries, Ltd., 20 Fed. Supp. 564, citing McKesson & Robbins, Inc. v. Charles H. 
Phillips Chemical Co., 53 Fed. (2d) 342, and France Milling Co. v. Washburn-Crosby 
Co., 7 Fed. (2d) 304 [15 T.-M. Rep. 185]. 


The third contention of the defendant that the plaintiff is now barred from as- 
serting any rights it might have had in the trade-marks in Pennsylvania, because of 
laches and long acquiescence in the defendant’s open, extensive and innocent use of 
those marks is likewise sustained. The facts as found by this Court sitting as judge 
and jury preclude any other finding of law. This Court has found as a fact that 
the plaintiff must have known of the defendant’s use of the trade-marks and also 
that the product sold under those marks in Pennsylvania has become identified solely 
with the name of the defendant. The delay on the part of the plaintiff in taking 
any action thereon until February of 1940 constitutes laches. Because the plaintiff 
must have known of the use by the defendant of these trade-marks it must now 
be held to have acquiesced in that use. 

The apparent equities, determined by the facts and by the law as found by this 
trial court, demand that the defendant be protected in its established rights within 
the Commonwealth of Pennsylvania. 


There are cases where delay is excusable because it is necessary to obtain essential 
testimony or because a person unfamiliar with the subject-matter is ignorant of his rights, 
or where there is some situation that shows that a defendant should not be permitted to 
go on with his own wrongful conduct just because he has continued it for a long time. 

But it cannot be equitable for a well-informed merchant with knowledge of a claimed 
invasion of right, to wait to see how successful his competitor will be and then destroy 
with the aid of a court decree much that the competitor has striven for and accomplished— 
especially in a case where the most that can be said is that the trade-mark infringement is 
a genuinely debatable question. Valvoline Oil Co. v. Havoline Oil Co., 211 F. 189, 195 
[4 T.-M. Rep. 257]. 


For one to permit another to build up a reputation for one’s goods under a trade- 
name for a long period of time, and then to assert an exclusive right to that name, 
and thereby acquire the benefit of the reputation and trade which the other has built 
up, when it lay in the power of the former at any time to have arrested the use of the 
trade-name by the latter, seems to me most inequitable, because, if the right had 
been asserted before the reputation was acquired, the infringer could have adopted 
another name and built his reputation on it. It would also tend to further deception 
upon the public, one of the results which injunctive relief in trade-mark cases seeks 
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to prevent. Old Lexington Club Distillery Co. v. Kentucky Distilleries & Ware- 
house Co., 234 Fed. 464, 469 [6 T.-M. Rep. 454, 457]. 

When delay in prosecuting a claim is so unusual as to carry with it the appear- 
ance of being unreasonable, as in this case, there devolves upon a plaintiff the burden 
of disclosing the impediments to an earlier action; of showing, if ignorant of his 
rights, how he had remained in ignorance so long ; and of revealing how and when he 
first came to a knowledge of the matters on which he relies in his bill for relief. 
Badger v. Badger, 2 Wall. 87, 17 L. Ed. 836; Hardt v. Heidweyer, 152 U. S. 547, 
14 Sup. Ct. 671, 38 L. Ed. 548. In other words, the plaintiffs in this case are 
bound to excuse the delay which they themselves disclose by their bill, Lane & 
Bodley Co. v. Locke, 150 U. S. 193, 14 Sup. Ct. 78, 37 L. Ed. 1049; McLaughlin 
v. Railway Co. (C. C.), 21 Fed. 547. Window Glass Machine Co. v. Pittsburgh 
Plate Glass Co., 285 Fed. 645, 650. 

The defendant will be protected in its rights in and to the trade-marks in litiga- 
tion within the geographical limits of the Commonwealth of Pennsylvania. 

It therefore follows that the plaintiff, being denied injunctive relief for the 
reasons above set forth, is not entitled to damages. The defendant which is entitled 
to injunctive relief has not shown that it has sustained any damage beyond the costs 
in this action. 

The requests of both parties for findings of fact and conclusions of law have been 
answered and filed with this opinion. 

And now, this 29th day of June, 1944, it is Ordered and Decreed that the Plain- 
tiff, C. F. Heublein, be, and it hereby is perpetually enjoined from the use of the 
trade-marks “Raven-Run” and “Old Raven” within the geographical limits of the 
Commonwealth of Pennsylvania and it is 


Further Ordered that the costs of this action are to be assessed against the said 
Plaintiff. 





ROGERS PEET COMPANY v. THE B. F. GOODRICH COMPANY 
United States Court of Customs and Patent Appeals : 
June 19, 1944 
Opposition No. 19,902 


TRADE-MARKS—OPPOSITION—PLAIN OR PRINTED Fasrics AND MEN’s CLoTHING—Goops OF 
SAME DESCRIPTIVE PROPERTIES. 

Plain, colored or printed fabrics impregnated with a synthetic rubber-like composition held 
to have the same descriptive properties as men’s suits, coats, vests, pants and overcoats, shirts 
and hats. 

TrADE-MarKs—OpposiITION—“KoroMIst” AND “Scotch Mist,” “HIGHLAND MIstT’ AND 
“Mist’—ConFLICTING MARKS. 

The word “Koromist” held to be confusingly similar to the words “Scotch Mist,” “High- 

land Mist” and “Mist.” 


Appeal from a decision of the Commissioner of Patents dismissing a trade-mark 
opposition. Reversed. For the Commissioner’s decision, see 33 T.-M. Rep. 175. 
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Semmes, Keegin, Beale & Semmes, S. Warwick Keegin and Lee M. Robinson 
(Ezra P. Prentice, of counsel) all of Washington, D. C., for appellant. 
Willis F. Avery (Lloyd H. Sutton, of counsel) both of Akron, O., for appellee. 


Before BLAND, Acting Presiding Judge, and HATFreLp, LENROooT, and JACKSON, 
Associate Judges.* 


HATFIELD, J.: 


This is an appeal in a trade-mark oppostion proceeding from the decision of the 
Commissioner of Patents reversing the decision of the Examiner of Interferences 
holding that the marks of the parties are confusingly similar and sustaining 
appellant’s notice of opposition. 

Appellee’s trade-mark consists of the word “Koromist.” 

It appears from appellee’s application for registration, No. 427,938, filed January 
27, 1940, that appellee had used its mark on “plain, colored, and/or printed fabrics 
impregnated and/or coated with a synthetic composition having rubber-like charac- 
teristics” since December 29, 1939. 

It appears from the record that appellant is the owner of the following trade- 
mark registrations: No. 95,149, issued February 3, 1914, for the words “Scotch 
Mist proofed,” the word “proofed” being disclaimed apart from the mark as shown, 
for use on outer suits and overcoats; No. 121,006, issued March 19, 1918, for the 
words “Scotch Mist,” for use on hats and caps; No. 342,520, issued January 19, 
1937, for the words “Highland Mist,” for use on suits, coats, vests, pants, overcoats, 
and topcoats for men, which mark, according to the record, was purchased by 
appellant from S. Makransky & Sons along with the goods and good will of that 
company and No. 358,782, issued July 26, 1938, for a composite trade-mark, the 
dominant feature of whics is the word “Mist,” for use on men’s and boys’ suits, 
overcoats, hats, leather, rubber and fabric shoes, raincoats, negligee and sport 
shirts, collars, neckties, and hosiery. 

Considerable evidence was introduced by appellant which, briefly stated, estab- 
lishes that appellant and its predecessor have been in business since 1874. It 
appears from the evidence that during that entire period appellant and its prede- 
cessor have been engaged in the wholesale and retail trade ; that appellant manufac- 
tures and sells expensive and high quality ready-made wearing apparel for men, 
young men, and boys; that it is the largest manufacturer of this type of clothing in 
the United States; that long prior to any date that can be awarded to appellee, 
appellant manufactured and sold waterproof overcoats under its various trade- 
marks ; that its overcoats are frequently called for by the name “Mist” by both men 
and women ; that it has four retail stores in New York City and one in Boston; that 
it has a so-called “mail order department” ; that its overcoats and other goods are 

sold throughout the United States under its trade-marks ; that its trade-mark “Mist” 
has been used on both light- and heavy-weight overcoats ; that the first shipment of a 


* GarreTT, Presiding Judge, did not participate in the consideration or decision of this case. 
Lenroot, Judge, sat during the arguments of this case, but resigned before the opinion was 
prepared. 
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coat bearing the trade-mark “‘Mist” was on April 23, 1937; that appellant has ex- 
pended large sums of money (the exact amount does not appear of record) in adver- 
tising its goods through such mediums as window-display cards, newspapers in New 
York City, Boston, and New Jersey, suburban daily and weekly papers, the Christian 
Science Monitor, and magazines, such as Fortune, American Hebrew, Jewish 
Opinion, the National Jewish Monthly, Promenade, Town and Country, Esquire, 
New Yorker, and the Saturday Evening Post. 

It is apparent from the record that appellant’s so-called “Mist” trade-marks 
have become popularized throughout the greater portion of the United States, and 
that many purchasers refer to appellant’s overcoats merely as “Mist” overcoats. 

Appellee submitted in evidence a stipulation entered into by counsel for the 
parties on December 9, 1940, wherein it is stated that appellee’s material is “adapted 
for sale and use as waterproof material in the manufacture in general of articles for 
which waterproof material of this type is suitable; that it is the intention of the 
applicant [appellee] to sell this material to the wholesale trade to be made up into 
articles for which the purchasers may wish to employ the material, including such 
articles as shower curtains, waterproof clothing and raincoats.” (Italics ours.) 
Appellee also submitted in evidence prior registrations issued to third persons all of 
which, although prior to appellant’s registration of the trade-mark “Mist,” were 
subsequent to the other of appellant’s registrations hereinbefore referred to. 

In his decision, sustaining appellant’s notice of oppostion and holding that 
appellee was not entitled to the registration of its mark, the Examiner of Interfer- 
ences stated, among other things, that the goods of the parties possess the same 
descriptive properties, and that appellant’s mark “Mist” and appellee’s mark 
“Koromist” are confusingly similar. 

The Examiner held that the prior registrations to which attention had been 
called by appellee would not warrant a conclusion that there would be no likelihood 
of confusion in the trade by the concurrent use of the marks of the parties. In so 
holding, the Examiner cited the case of The Pepsodent Co. v. Comfort Manufactur- 
ing Co.,23 C. C. P. A. (Patents) 1224, 83 F. (2) 906 [26 T.-M. Rep. 481], where 
it was contended by the appellee that prior registrations to third persons of marks 
of which the word ‘‘dent” was a part was some indication that no confusion in trade 
would result if it was permitted to register its mark “Pearledent” for use on denti- 
frices, although The Pepsodent Company was the owner of the registered trade- 
mark “Pepsodent”’ for use on dentifrices and antiseptics. 

In our decision in that case, holding that the applicant (Comfort Manufacturing 
Co.) was not entitled to register its mark, we said, inter alia: 


We have frequently said that an applicant for the registration of a trade-mark does not 
strengthen his own case by pointing out a confusing similarity between trade-marks 
registered in the Patent Office which are not involved in applicant’s proceeding. It has 
always been the view of this court that an applicant’s right to the registration of a mark, 
which implies the exclusive right to use the same, is not enlarged or changed by a con- 
sideration of confusingly similar trade-marks which have been registered in the Patent 
Office. Appellee’s argument, in effect, amounts to a contention that since there is already 
confusion by reason of Patent Office registrations and extensive use of the term “dent” in 
many marks, it should have the right to further add to the existing confusion. We do 
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not think the registration statute was intended to promote such a condition as appellee, 
in effect, argues for. 


Cases were cited in support of that statement. 

In reversing the decision of the Examiner of Interferences, the Commissioner, 
as we understand his decision, held that the goods of the parties possess the same 
descriptive properties, but that, in view of the differences in the marks and the 
differences in the goods, confusion in trade would not be likely to result by 
appellant’s use of its mark ‘“‘Mist” on its goods and appellee’s use of the mark 
‘“‘Koromist” on its goods. 

In support of his holding, the Commissioner cited the case of Puerto Rico Dis- 
tilling Co. v. Coca-Cola Co., 28 C. C. P. A. (Patents) 1143, 120 F. (2d) 370 [31 
T.-M. Rep. 330], where it was held by a majority of the court that the trade-mark 
“Ronricola,” for use on rum, alcoholic cocktails, and beverages containing sub- 
stantial portions of rum, and the trade-mark “Coca-Cola,” for use on a non-alcoholic 
beverage, were not confusingly similar in view of the differences in the marks and 
the differences in the goods of the parties. 

We are of opinion that the decision in that case is not applicable to the issues 
here presented. 

It is clear we think, that the goods of appellant and those of appellee possess the 
same descriptive properties. See Kushner & Gillman, Inc. v. Mayflower Worsted 
Co., 56 App. D. C. 165, 11 F. (2d) 462 [16 T.-M. Rep. 228] ; American Woolen 
Company v. H. Freeman & Son, Inc., 30 U. S. P. Q. 88; In re Defender Mfg. Co., 
Inc., 58 App. D. C. 234, 26 F. (2d) 1012 [18 T.-M. Rep. 370]. 

In the Kushner & Gillman case, supra, the tribunals of the Patent Office held 
that worsted goods in the piece (a material to be used in making men’s clothing, 
such as coats and suits), and men’s clothing were goods of the same descriptive 
properties. The court affirmed the Commissioner’s holding, and, in so doing, said: 


Where a manufacturer of worsted piece goods, which are designed to be used almost 
exclusively as material for men’s coats and suits, adopts a trade-mark and advertises it at 
great expense, it is not permissible afterwards for a manufacturer of such coats and suits 
to adopt and use the same mark, since the identity of marks in such case would naturally 
lead the purchasing public to believe that the two classes of articles came from the same 
source, and that the coats and suits were manufactured from the goods bearing the same 
trade-mark. The likelihood of damage to the manufacturer of the worsteds in such a 
case is too obvious to require discussion. 


The distinction between the facts in that case and those in the case at bar is that 
in the instant case, according to the stipulation, appellee’s waterproof material is 
intended to be sold to the wholesale trade to be made up into such articles as the 
trade might desire, including “shower curtains, waterproof clothing and raincoats.” 
That distinction we think, is not of importance. 

In the American Woolen Company case, supra, the Commissioner held that, 
although the appellant’s woolen piece goods had uses other than as material to be 
used in the making of “men’s and young men’s topcoats, overcoats, and suits,” 
nevertheless, woolen piece goods, on the one hand, and topcoats, overcoats, and suits, 
on the other, possessed the same descriptive properties. 
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In the case of In re Defender Mfg. Co., Inc., supra, it was held that “sheets, 
pillowcases, towels, handkerchiefs, made in part at least of cotton textile fabric” 
were goods of the same descriptive properties as “cotton cloth piece goods.” (Italics 
not quoted. ) 

It may be said at this point that it is not uncommon in the trade and commerce 
of the United States for the owner of a trade-mark for use on piece goods to per- 
mit such goods to be made up into articles of clothing and to use its trade-mark on 
such articles. Such was the situatian in the cases of Sexton Manufacturing Co. v. 
Goodall Worsted Co., 17 C. C. P. A. (Patents) 1196, 40 F. (2d) 1017 [20 T.-M. 
Rep. 328], and B. B.& R. Knight v. W. L. Milner & Co., 283 Fed. 816 [13 T.-M. 
Rep. 8]. See also the case of Crown Fabrics Corporation v. American Viscose 
Corporation (decided concurrently herewith), 31 C. C. P. A. (Patents) 
F. (2d) —, 

It will be observed that it is recited in the quoted excerpt from the stipulation 
that it is the intention of appellee to sell its material to the wholesale trade to be 
used in making waterproof clothing and raincoats, and, although there is nothing in 
the evidence to indicate that appellee intends to permit the use of its trade-mark on 
such clothing, there is nothing to prevent it from doing so if it is the exclusive 
owner of such mark. Nor is there anything of record to indicate that appellee, if it 
desired to do so, could not, in the natural extension of its business, manufacture its 
waterproof material into waterproof clothing and raincoats and sell the same under 
its trade-mark. Furthermore, appellee has appropriated appellant’s entire mark 
“Mist.” 

We are of opinion that the marks of the parties are confusingly similar. See 
Lever Brothers Co. v. The Sitroux Co., 27 C.C. P. A. (Patents) 858, 109 F. (2d) 
445, 44 U. S. P. Q. 357, where it was held that the goods of the parties possessed 
the same descriptive properties, and that as appellee had appropriated the entire 
mark, “Lux,” of appellant, appellee’s mark “Sit-Ru-Lux,” for use on toilet paper, 
was confusingly similar with the mark “Lux,” for use on toilet soap. 

We hold, therefore, that the concurrent use of the marks of the parties on their 
goods would be likely to cause confusion in the trade and deceive purchasers. 

For the reasons stated, the decision of the Commissioner is reversed. 





, 


GarreETT, Presiding Judge, did not participate in the consideration or decision 
of this case. 

Lenroor, Judge, sat during the arguments of this case, but resigned before the 
opinion was prepared. 





CAMPBELL PRODUCTS, INC. v. JOHN WYETH & BRO., INC. 
United States Court of Customs and Patent Appeals 
June 26, 1944 


Trape-M AarKS—OpposITION—“ALUTROPIN” AND “ALULOTION”—CONFLICTING MARKS. 
The word “Alutropin” held to be confusingly similar to “Alulotion,” both marks being 
used on chemical, medicinal and pharmaceutical preparations. 
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Appeal from a decision of the Commissioner of Patents sustaining a trade-mark 
opposition. Affirmed. For the Commissioner’s decision, see 33 T.-M. Rep. 220. 


BLAND, J.: 


This is a United States Patent Office trade-mark opposition appeal. The ap- 
pellant-applicant applied in the Patent Office for registration of the trade-mark 
“Alutropin.” Appellee-opposer filed notice of opposition to the registration of said 
mark, basing its opposition upon the prior use and registration of its trade-mark 
“Alulotion.” Priority of use by appelee is not disputed. Concerning appellant’s 
mark, we quote the following from appellant’s brief: 


Beginning in March, 1941, the Appellant-Applicant, Campbell Products, Inc., after ex- 
tended investigations as to its merits by the Department of Therapeutics, New York Uni- 
versity, College of Medicine and in the wards of Belleview Hospital, New York City .... 
first marketed its trade-marked products “Alutropin,” in accordance with its invariable 
custom, as an ethical preparation solely through the medical profession. . . 

Such medicinal product is a mouth-administered, non-poisonous, collodial aluminum- 
hydroxide fortified with another of the applicant’s trade-marked products “Novatropine” 
(homatropinemethylbromide) for the treatment of peptic-ulcer and gastric hyperchlor- 
hydria (hyperacidity), and it has been supplied in tall, 12-ounce, clear-glass, rectangular 
bottles bearing gray-and-blue labels describing the product and displaying in addition the 
following: “Warning: Use cautiously if dryness of the throat occurs: discontinue if rapid 


pulse or blurring of vision appears.” “Caution: To be used only on the prescription of a 
physician.” “Shake Well.” ... 
Such long, narrow, substantially- rectangular labels ... . state no dosage or frequency 


of use because it is essential, for safety and for the preservation of the established good 
reputation of the applicant’s product, that these be determined by the physician, depending 
upon the condition of the patient, and specified in his required prescription. 


Opposer’s registered mark is the word “Alulotion.” It is pointed out by appel- 
lant that appellee’s trade-marked product is a “poisonous( externally-applied lotion 
for the treatment of that repulsive, highly-contagious, skin-disease Impetigo Con- 
tagiosa ...,” and appellant states (the record is silent on the point) that in order 
to comply with the requirements of the Federal Food, Drug and Cosmetic Act, 
since the main ingredient of the product is poisonous mercury, appellee is required 
to state also, in connection with its mark, the following (which appears in the same 
size letters as the mark) : “Ammoniated Mercury with Kaolin.” Appellee’s goods 
are sold upon physicians’ prescriptions in a short, small, 3-ounce blue bottle, which 
does not disclose the exact color of its contents but makes the contents have the 
appearance of being milky and slightly darker than the product of appellant. The 
label on appellee’s bottle is oval-shaped. Near the top the word “‘Wyeth’s” appears 
in script. Below that is the word “Alulotion,” with the notation “Reg. U. S. Pat. 
Off.” in very small type. The latter notation is followed by the words “Ammoniated 
Mercury with Kaolin” in the same size type as the trade-mark. The label then 
points out the ingredients—ammoniated mercury 5%, kaolin 15%, and aluminum 
hydroxide 2.3%. Then appears the statement, ‘“Poison—External Use.” There 
are other instructions as to use, and the injunction to shake well and to be used 
only on the prescription of a physician. Appellant states that appellee’s lotion is 
used on the skin after removal of the scabs resulting from the disease. 
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The Examiner of Trade-Mark Interferences held that there was no reasonable 
likelihood of confusion, dismissed the notice of opposition, and further adjudged 
that the appellant was entitled to register its mark. He had the following to say: 


These goods of the parties, while they are believed to possess the same descriptive 
properties, are thus specifically different medicinal preparations, and, other than that they 
contain an aluminum compound as a common ingredient, the differences therebetween in 
composition correspond to the wide differences in the respective essential properties and 
uses. 

The marks “Alutropin” and “Alulotion” here involved contain obvious resemblances. 
The terminal portions “Tropin” and “Lotion” constituting the major portions thereof, 
however, are quite different in significance and serve also to emphasize the differences in 
the properties and uses of the goods. When these differences in marks are viewed to- 
gether with those present in the goods to which they are affixed, the Examiner is persuaded 
that the marks may be concurrently used in trade without reasonable likelihood of con- 
fusion. Particularly so, since it is to be expected that products of this type will be sold 
under conditions which will greatly minimize any possibility of confusion or mistake. . . . 


Upon appeal, the First Assistant Commissioner of Patents (acting for the Com- 
missioner) reversed the decision of the Examiner of Trade-Mark Interferences, 
held that the goods of the parties were of the same descriptive properties and that 
the trade-marks were confusingly similar, and sustained the opposition. From the 
decision of the Commissioner appellant has here appealed. 

Appellant argues that, by reason of the differences between the packages, labels, 
and use of the merchandise, as well as for other considerations presently stated, 
there is no likelihood of confusion flowing from the concurrent use of the two 
marks on the respective goods, and that the decision of the Commissioner should be 
reversed. Appellant further argues that, since the goods of both parties are used 
only on physicians’ prescriptions (thus assuring less likelihood of confusion than 
otherwise) ; that since appellee must put on its label in large letters the phrase 
“Ammoniated Mercury with Kaolin” ; that, since the medicines are used for wholly 
different purposes, one internal and the other external; that, since the goods are 
packaged differently (as before stated) ; that, since there is no competition between 
the two medicines ; that, since one could not be used for the treatment of the diseases 
for which the other is recommended ; that, since the meanings of the words “Alulo- 
tion” and “Alutropin” are wholly different ; and that, since appellee has no monopoly 
on the term “lotion” and was not the originator of the syllable “Alu” (which is sup- 
posed to signify alumina) in connection with a trade-mark, there is no probability 
of any confusion resulting. 

We are in agreement with the holding of the Commissioner. It is too obvious 
to require discussion here that the marks “Alulotion” and “Alutropin” are quite 
similar in sound and appearance, and that the goods are of the same descriptive 
properties within the meaning of the Trade-Mark Act. The profix “Alu” in both 
marks evidently refers to an ingredient common to both products. While they are 
both sold on physicians’ prescriptions, and while appellee’s product (according to 
appellant’s statement) is required, under the Federal Food, Drug and Cosmetic Act, 
to be sold with certain printed matter on the label, it does not necessarily follow that 
these conditions may continue to prevail. See The William S. Merrell Co. v. The 
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Anacin Co., 27 C. C. P. A. (Patents) 847, 109 F. (2d) 339 [30 T.-M. Rep. 90]. 
Moreover, it seems to us that, where ethical goods are sold and careless use is 
dangerous, greater care should be taken in the use and registration of trade-marks 
to assure that no harmful confusion results. The shape of the bottles in which the 
preparations are sold and the color, shape, and other features of the labels, etc., are 
subject to change. Since they are both sold from the same shelves in the drug stores, 
it is our view that the Commissioner was correct in concluding that the goods of 
the parties are of the same descriptive properties and that the trade-marks are con- 
fusingly similar. 

Appellant relies largely upon a case decided by the Sixth Circuit Court of 
Appeals, Solventol Chemical Products, Inc. v. Langfield, 134 F. (2d) 899, 57 U.S. 
P. Q. 210, where “Solventol’” was allowed registration over “Solvite,” the court 
holding that both marks being highly suggestive, other persons likewise had the 
right to use suggestive marks for similar goods. It stated that the marks “look 
unlike, are spelled differently and are phonetically dissimilar.” Attention was called 
to the fact that neither of the marks in question was arbitrary or fanciful. It was 
also pointed out that there was some difference in the descriptive properties of the 
goods. The merchandise of one party was a cleaning preparation which, when 
mixed with gasoline, was used for cleaning garments, draperies, etc., while the 
merchandise of the other party was used for cleaning floors and walls. 

It is obvious that considerations which there influenced the court are not present 
here, and the case is not authority supporting the contentions of appellant here. 
Moreover, this court in Langfield v. Brady, 26 C. C. P. A. (Patents) 908, 101 F. 
(2d) 530, 40 U. S. P. Q. 477, which involved the marks “Solvoline” and “Solvite,” 
held that the marks were confusingly similar and that the goods of the respective 
parties (a dry-cleaning fluid and a dry-cleaning soap) were of the same descriptive 
properties and denied registration of the mark “Solvoline.”” And in Langfield v. 
Solvit-All Corporation, 18 C. C. P. A. (Patents) 1313, 49 F. (2d) 480, 9 U. S. 
P. Q. 216, where the marks were “Solvit-All” and “Solvite” and the goods, re- 
spectively, were sanitary solvents for cleaning toilet bowls and similar articles, and 
a cleaning preparation for garments, draperies, etc., our holding was substantially 
the same as in Langfield v. Brady, supra. 

For reasons which are obvious and need not be discussed here, the cases relied 
upon in the decision of the Examiner 0. Trade-Mark Interferences are not con- 
trolling. 

We think the case to which appellee has called our attention—Guggenheim v. 
Cantrell & Cochrane, Ltd., 56 App. D. C. 100, 10 F. (2d) 895 [16 T.-M. Rep. 81]— 
is quite pertinent. In that case Mr. Justice Robb, speaking for the court, said: 


In this court it has been repeatedly declared that there is neither legal nor moral excuse 
for even an approximate simulation of a well-known mark applied to goods of the same 
descriptive properties, and that, when an attempt to effect such simulation becomes 
apparent, the two marks should not be examined with a microscope to detect minute differ- 
ences, but, on the contrary, should be viewed as a whole, as the general public would view 
them; in other words, that the points of similarity are of greater importance than the 
points of difference. .. . 
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It seems to us that the following cases are in point, although it has many times 
been said that the decision in cases like that at bar is rarely controlled by decisions 
in other cases, since the facts almost invariably differ, and each case must rest on its 
own bottom: Parke, Davis & Co. v. G. F. Harvey Co., 31 C. C. P. A. (Patents) 
——,, 141 F. (2d) 132,60 U.S. P.Q. 572; McKesson & Robbins, Inc., etc. v. Leonard 
James Co., 29 C. C. P. A. (Patents) 1137, 129 F. (2d) 563 [32 T.-M. Rep. 368] ; 
Lever Brothers Co. v. The Sitroux Co., 27 C. C. P. A. (Patents) 858, 109 F. (2d) 
445 [30 T.-M. Rep. 84]; The William S. Merrell Co. v. The Anacin Co., supra; 
Kotex Co. v. McArthur, 18 C. C. P. A. (Patents) 787, 45 F (2d) 256 [21 T.-M. 
Rep. 47] ; and Malone v. Horowitz, 17 C. C. P. A. (Patents) 1252, 41 F. (2d) 414 
[20 T.-M. Rep. 462]. 

We think that the Commissioner arrived at the right conclusion, and his 
decision is affirmed. 





NEHI CORPORATION v. HOUSE-HOLD-PAC CORPORATION 
United States Court of Customs and Patent Appeals 
April 27, 1944 
Opposition No. 21,014 


TRADE-M ARKS—OPPpoOSITION—EFFECT OF DISCLAIMERS ON CONFUSABILITY. 
So far as a trade-mark feature has trade-mark significance, the fact that it is disclaimed 
is of no importance, as the disclaimer does not prevent the likelihood of confusion. 
TRADE-M aRKS—OpposITION—“HousE-HoLp-Pak” AND “Par-T-PAK”—CONFLICTING MARKS. 
A trade-mark, having as its salient feature the notation “House-Hold-Pak” held to be con- 
fusingly similar to “Par-T-Pak,” both marks being used on soft drinks. 


Appeal from a decision of the Commissioner of Patents, dismissing a trade- 
mark opposition. Reversed. For the Commissioner’s decision see 33 T.-M. Rep. 
259. 


C. L. Parker, of Washington, D. C., for appellant. 
A. W. Murray, of Chicago, IIl., for appellee. 


Before GarrETT, Presiding Judge, and BLAND, HATFIELD, LENROoT and JACK- 
son, Associate Judges. 


GarrETT, P. J.: 


This is an appeal from the decision of the Commissioner of Patents (rendered by 
an Assistant Commissioner), reversing the decision of the Examiner of Trade- 
Mark Interferences in a trade-mark opposition proceeding. 

House-Hold-Pac Corporation, appellee here, filed an application for the regis- 
tration, under the Trade-Mark Registration Act of February 20, 1905, of a mark 
which is described in the decision of the Commissioner as follows: 


The mark of the application is a composite mark quite elaborate and distinctive in 
design and includes a circular display of the words “The Insured Drink” on a wide circular 
band surrounding a large letter “H” on a circular black background, and below this display 


NEHI CORP. v. HOUSE-HOLD-PAC CORP. 253 


are the words “House-Hold-Pac” on a shaded background on which the words “Nationally 
Advertised” also appear, this background being oval in shape and embracing the lower 
half of the upper circular display. The word “Drink” and the expressions “Nationally 
advertised,” and “House-Hold-Pac” are disclaimed. 


Nehi Corporation, appellant here, opposed appellee’s application, basing its op- 
position upon its prior use and registration under the 1905 act of the notation 
“Par-T-Pak.” 

The goods of the respective parties are identical in character, being nonalcoholic 
beverages sold as soft drinks, and syrups and extracts for making same. 

Appellant’s mark was registered November 24, 1936, and there is no question 
of it having used the mark prior to any date of use claimed by appellee for its mark. 

So, in the final analysis, the question for determination is whether or not the 
mark of appellee so closely resembles the mark of appellant that its use on identical 
goods would be likely to cause confusion or mistakes in the mind of the public or to 
deceive purchasers. 

The difference in the conclusions of the tribunals of the Patent Office seems 
to have been predicated largely upon their respective ideas as to how the goods 
would normally be known and ordered by purchasers. 

Both the Examiner of Interferences and the Commissioner apparently agreed 
that the terms “Par-T-Pak’’ and “House-Hold-Pac” are similar in significance, the 
former (after expressing the view that “House-Hold-Pac,” although disclaimed as 
descriptive, “is not of such nature as to be without trade-mark significance and that 
this term constitutes the dominant portion of the mark”) saying: 

Likewise the Examiner is of the opinion that these terms are very similar in significance. 

Both terms would seem to indicate that the goods are put up in such type of containers and 


in such quantities that there is enough for a group of persons; in the case of the opposer, 
a party, and in the case of the applicant, a household. 


Upon this matter the Commissioner said : 


I join in the consensus of opinion that the expression “House-Hold-Pac” in applicant’s 
mark indicates to purchasers and the public the quantity of soft drink in the container to 
which the mark is applied... . 


It was the opinion of the Examiner of Interferences that very few purchasers 
would call for the goods by the name of “H” drink but “rather would purchase the 
goods under the name of ‘House-Hold-Pac.’”” The Commissioner expressed the 
opinion that “purchasers desiring to obtain the goods of applicant [appellee here] 
in particular by referring to applicant’s trade-mark verbally would ask for the drink 
with the trade-mark which has a big ‘H’ in a circle,’ and he regarded that feature as 
having “considerably more trade-mark significance in applicant’s mark than the ex- 
pression ‘House-Hold-Pac.’ ” 

We are not disposed to speculate at any great length upon the question of how 
appellee’s goods may be called for by purchasers, but we may say that we doubt 
whether customers wanting a soft drink would order it by the long and somewhat 
involved designation stated by the Commissioner. Our surmise is that most prob- 
ably the customers would call for either a House-Hold-Pac or a big H. In view 
of the general knowledge (of which we may take judicial notice) as to how soft 
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drinks are called for, it seems a fair surmise that the purchasers of goods such as 
are here involved would be disposed to shorten the terms as much as possible. It 
would not surprise us to learn that a large number of customers would merely say 
to the soft drink dispenser, “Give me a pac,” and would not distinguish “pac” from 
“pak’’ by spelling the word. Those thirsty for soft drinks very frequently take the 
“shortest cut” possible in ordering the drink they want. 
The Commissioner correctly stated: 

The goods are inexpensive, are consumed in use and frequently are purchased by 
verbal order and without great discrimination and care as to their precise source or origin 
or as to the precise composition of the trade-mark that is applied thereto. There is more 
likelihood of confusion with goods of this kind than with goods that are purchased with 
more discrimination and care. 


Appellee’s arrangement of ‘‘House-Hold-Pac” in the mark it seeks to register is 
hyphenated in the same manner as appellant’s mark and both are three syllable nota- 
tions having, in our opinion (as was held below), much the same significance. The 
last words in each have the same sound when pronounced. 

We are unable to escape the conclusion reached by the Examiner of Interfer- 
ences that the notation “House-Hold-Pac,” although disclaimed, has, and was in- 
tended by appellee to have, a trade-mark significance. It will be observed that the 
Commissioner did not hold to the contrary, but merely expressed the view that the 
feature of the big “H”’ in a circle has considerably more significance than the con- 
troverted notation. It seems to us that if the notation has any trade-mark signifi- 
cance that fact must be taken into consideration in determining the controversy. 

It appears that in 1940 appellee obtained registration of the notation standing 
alone and somewhat fancifully arranged, under the Act of March 19, 1920, for use 
on the same kind of goods here named, and this fact was regarded by the Examiner 
of Interferences as an indication that appellee itself regarded it as having trade-mark 
significance. The Commissioner made no reference to that registration in his 
decision but in its brief before us appellee has cited it, for just what purpose we are 
unable to determine. It certainly does not aid its case in any way. 

Appellee’s application states that its mark is “applied or affixed to the goods, or 
to the packages containing the same.” In our opinion, when affixed to packages 
containing a number of bottles of soft drinks, the notation, “House-Hold-Pac” 
would be descriptive, but when applied to the individual bottles it would not be 
descriptive of the contents of same but would have a distinctive trade-mark signifi- 
cance in that it would indicate origin, and, by reason of its resemblance to “Par-T- 
Pak,” purchasers would be likely to attribute such origin to appellant. So far as 
the notation has trade-mark significance, the fact that it is disclaimed is of no 
importance, because the disclaimer does not prevent the likelihood of confusion. 

See Walgreen Co. v. Godefroy Manufacturing Co., 19 C. C. P. A. (Patents) 1150, 
58 F. (2d) 457 [25 T.-M. Rep. 23]. 

In view of the similarity in the meaning attaching to the terms, and the re- 
semblances which have been pointed out, it is our conclusion that confusion in trade 
would probably result from appellee’s use of the mark on the goods described, and 
that the notice of opposition should have been sustained and the registration denied. 



















WECO PRODUCTS CO. v. MILTON RAY CO. 


As a newcomer in the field any doubt should be resolved against appellee. 
The decision of the Commissioner is, therefore, reversed. 


WECO PRODUCTS COMPANY v. MILTON RAY COMPANY 
United States Court of Customs and Patent Appeals 
June 26, 1944 
Opposition No. 20,484 


TRADE- MARKS—OpposITION—“VRAI” AND “Dr. Ray”—CONFLICTING MARKS. 
A mark consisting of the word “Vrai” held to be confusingly similar to the name 
“Dr. Ray” superimposed on a target, both marks being used on dentrifrices. 
TRADE-M ARKS—OPPOSITION—EFFECT OF USE OF ANCILLARY MARK. 
In the case at issue, held that the optional use of the name “Dr. West” in connection with 


appellant’s mark did not affect the question of confusing similarity, as such use would be 
subject to change. 














Appeal from a decision of the Commissioner of Patents sustaining a trade-mark 
opposition. Affirmed. For the Commissioner’s decision, see 33 T.-M. Rep. 167. 


Edward S. Rogers, William T. Woodson, and James H. Rogers, of Chicago, IIl., 
and Thomas L. Mead, Jr., of Washington, D. C., for appellant 
A.W. Murray, of Chicago, Ill., for appellee. 


Before GarrETT, Presiding Judge, and BLAND, HATFIELD, and JAcKson, Asso- 
ciate Judges. 


BLAND, J.: 


Appellant-applicant applied in the United States Patent Office for registration 
of its trade-mark “Vray” for dentifrices. Appellee opposed the registration, show- 
ing prior use of the term “Dr. Ray,” written in slanting script across the representa- 
tion of a black and white target, for goods some of which were identical—dentifrices. 

The Examiner of Trade-Mark Interferences sustained the opposition and ad- 
judged that the appellant was not entitled to registration of its mark; and upon 
appeal to the Commissioner of Patents, the Examiner’s decision was affirmed. 56 
U.S. P. Q. 236. Appellant has here appealed from the decision of the Commis- 
sioner. 

It appears from the record that in 1929 V. Vivaudou, Inc., registered the trade- 
mark “Vrai” (French for “true”) for goods similar to those involved here, which 
mark was assigned to appellant on July 11, 1940. In August, 1940, appellant began 
use, in interstate commerce, of its mark “Vray” upon dentifrices. 

With reference to the mark “Vrai” the Examiner had the following to say: 



















It is noted that applicant produced evidence relating to a purported [sic] assignment of 
the mark “Vrai” by V. Vivaudou, Inc. While applicant filed notice under Patent Rule 
154(e) that it would rely on the registration of the mark purportedly assigned, a copy of 
such registration has not been introduced. Further, such assignment was not alleged 
in the answer and applicant has made no contentions as to prior use on the strength thereof 
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in its brief or argument. Aside from this lack of reliance on these proofs, the testimony 
indicates that V. Vivaudou, Inc., did not sell or transfer any tangible property, any lists of 
customers, formulas, or business at the time of the purported assignment. Accordingly, 
the assignment is considered to constitute an abandonment of the mark, and any use thereof 
by the V. Vivaudou company is deemed not to inure to applicant’s benefit. The Penetrine 
Corp. v. Plough, Inc., 532 O. G. 512; 121 F. (2d) 539; 28 C. C. P. A. 1307 [32 T.-M. Rep. 
375). 


In appellant’s reasons of appeal the subject-matter of the above-quoted portion 
of the Examiner’s decision is not mentioned, and the Commissioner gave no consid- 
eration to it. Therefore, we shall not consider it. 

Appellant also here attempts to raise the question of unclean hands on the part 
of appellee, contending in substance that the term “Dr. Ray” is a misrepresentation, 
since no doctor is connected with appellee’s business. This question, according to 
the record, was not presented to the Commissioner and is not referred to in the 
reasons of appeal in this court. We accordingly give it no consideration. 

The issues seem to be confined to the questions of similarity of the marks and 
questions ancillary thereto, and the character of the goods upon which they are used. 
Some of the goods of the respective parties are identical. While there is a differ- 
ence in appearance between the mark “Vray” and the “Dr. Ray” mark—the term 
“Dr. Ray” being superimposed on a target, the word “Ray” in appellee’s mark is 
also found in its entirety in the mark of appellant, although the “r” is not there 
capitalized. The two marks are quite similar in sound. It is our view that they 
are so similar, in a trade-mark sense, as to give rise to a reasonable probability of 
confusion resulting from the concurrent use of the marks upon the goods of the 
respective parties. 

Appellant has strongly emphasized, in its main contention relating to the simi- 
larity of the marks, the well-known rule that marks should be considered in their 
entireties and not dissected. Appellant points out that the “Dr. Ray” mark consists 
of the term “Dr. Ray” in script superimposed upon a black and white target at an 
oblique angle, whereas the “Vray” mark, although mostly in script, is written 
horizontally, without being accompanied with or superimposed upon any other 
indicia. From these facts it is argued that there is little similarity in appearance 
between the marks, which makes the likelihood of confusion improbable. It is 
sufficient to say, in answer to this contention, that in calling for the articles when 
purchased, and in advertising the same, the term “Dr. Ray” is the outstanding 
feature which would indicate the particular goods wanted. When appellant adopts 
a mark confusingly similar to that feature of appellee’s mark which, more than any 
other feature, is calculated to indicate the origin of the goods upon which it is used, 
it promotes the probability of confusion to the purchasing public. 

While, in determining the similarity or lack of similarity between marks, courts 
should view the marks as a whole, it is well-settled that this principle of trade-mark 
law does not bar a separate consideration of the different features of a mark in 
determining the importance to be attached thereto. See Franco-Italian Packing 
Corp. v. Van Camp Sea Food Co., Inc., 31 C. C. P. A. (Patents) ,— F. (2d) 
—, 61 U.S. P. Q. 369, and cases therein cited. 
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This court and other courts, in cases somewhat similar to the one at bar, in 
respects with which we are just now concerned, have frequently pointed out that 
there is no such poverty in the English language or paucity of signs, symbols, 
numerals, etc., as to justify one who really wishes to distinguish his product from 
those of all others in entering the twilight zone of a field already appropriated by 
another. Van Camp Sea Food Co. (Inc.) v. The Alexander B. Stewart Organi- 
zations, 18 C. C. P. A. (Patents) 1415, 50 F. (2d) 976 [21 T.-M. Rep. 414] ; Cf. 
Steinreich v. The Coca-Cola Co., 21 C. C. P. A. (Patents) 722, 67 F. (2d) 498 [24 
T.-M. Rep. 11]; Elgin American Manufacturing Co. v. Elizabeth Arden, Inc., 23 
C.C. P. A. (Patents) 1153, 83 F. (2d) 681 [26 T.-M. Rep. 422]. 

Appellant urges one other point, to the effect that its mark ““Vray” is associated 
with, and used in connection with, the name “Dr. West’s,” and that this should have 
been given consideration in connection with the determination of the likelihood of 
confusion. It is too obvious to require extended discussion that this argument is 
without merit. Appellant’s practice in this regard would be subject to change. 
Parke, Davis & Co. v. G. F. Harvey Co., 31 C. C. P. A. (Patents) , 141 F. 
(2d) 132, 60 U.S. P. Q. 572; The William S. Merrell Co. v. The Anacin Co., 27 
C. C. P. A. (Patents) 847, 109 F. (2d) 339, 44 U. S. P. Q. 366; Malone v. 
Horowitz, 17 C. C. P. A. (Patents) 1252, 41 F. (2d) 414 [20 T.-M. Rep. 462]. 

We conclude that the tribunals below arrived at the right conclusion, and the 
decision of the Commissioner is affirmed. 


THE VITAB CORPORATION v. THE KNOX COMPANY AND ENDO 
PRODUCTS, INC. . 


United States Court of Customs and Patent Appeals 
June 19, 1944 
Interference No. 3170 


TRADE- MARKS—INTERFERENCE—EXTRACT OF RIcE BRAN, WHEAT GERM AND MILK WHEY, 
Breap, WHEAT AND Soy BEAN FLourR AND A MEDICINE FOR INVIGORATING AND RESTOR- 
ING VITALITY—Goops OF SAME DESCRIPTIVE PROPERTIES. 

In an interference proceeding, held that liquid and powdered extracts of rice bran, rice 
polishings, wheat germ and milk germ containing vitamin B Complex, dry powders com- 
prising an absorbate of the liquid extracts of Fuller’s earth or similar clays, and bread, brown, 
rice, soy bean flour and rice polishings, and a medicine for invigorating, stimulating, maintain- 
ing and restoring the vitality of the genital system and for the treatment of sexual weakness, 
nervousness, loss of virility and to build blood, strengthen the bones and restore lost energy 
are goods of the same descriptive properties. 

TRADE-MARKS—“VETAB,” “ViITAB” AND “VITABEES” CONFLICTING MARKS. 
The words “Vetab,” “Vitab” and “Vitabees” held to be confusingly similar. 


Appeal from a decision of the Commissioner of Patents, dismissing a trade-mark 
interference proceeding. Reversed and remanded. 
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Harold A. Swanson, of Harrison, N. J., for appellant. 

A. Viault, of New York City, for the Knox Co. 

Asher Blum, Hugo Mock, David L. Klein (Charles R. Allen and Alex Friedman, of 
counsel ), all of New York City, for Endo Products, Inc. 


Before BLanp, Acting Presiding Judge, and HATFIELD, LENROOT, and JACKSON, 
Associate Judges. 


HATFIELD, J.: 


This is an appeal in a trade-mark interference proceeding from the decision of 
the Commissioner of Patents holding that there was no interference in fact between 
the applications of appellant (The Vitab Corporation) and those of the appellees, 
and dissolving the interference for reasons hereinafter set forth. 

Appellant’s application, No. 422,882, filed August 23, 1939, is for the registration 
of the term “Vetab” for use on “liquid and powdered extracts of rice bran, rice 
polishings, wheat germ and milk whey containing the vitamin B complex, dry 
powders comprising an adsorbate of the liquid extracts of Fullers earth or similar 
clays in Class 6 chemicals, medicines, and pharmaceutical preparations.” 

It is stated in that application that appellant is the owner by assignment of 
registration No. 303,022, issued May 9, 1933, and registration No. 316,015, issued 
August 14, 1934. 

On July 6, 1939, appellant filed an application, No. 421,330, for the registration 
of the term “Vitab” for use, as stated in an amendment dated August 29, 1939, on 
“liquid and powdered extracts of rice bran, rice polishings, wheat germ and milk 
whey containing a vitamin B complex, dry powders comprising an adsorbate of the 
liquid extracts on Fullers earth or similar clays in class 6, chemicals, medicine and 
pharmaceutical preparations,” and called attention therein to its ownership of the 
registrations referred to in its application No. 422,882. 

Appellant’s registration No. 303,022 is for the trade-mark “Vitab” for use on 
“Bread, Brown Rice, Crisp Bread, Soya Bean Flour and Rice Polishings, in Class 
46, Foods and ingredients of foods.” Its registration No. 316,015 is for the trade- 
mark “Vitab” for use on a “Cereal Concentrate, that is, a Flour-like Preparation of 
Wheat Germ and Rice Polishings, in Class 46, Foods and ingredients of foods.” 

Appellee Knox Company’s application here involved, No. 423,541, was filed 
September 1, 1939, and is for the registration of a trade-mark, the dominant feature 
of which is the term “Vi-Tabs,” for use on “Medicine for Invigorating, Stimulating, 
Maintaining and Restoring the Vitality of the Genital System of the Human Body, 
and for the Treatment of Sexual Weakness, Nervousness, Loss of Virility and 
Impotence, and to Build Blood, Strengthen the Bones, and Restore Lost Energy, in 
Class 6, Chemicals, Medicines and Pharmaceutical Preparations.” 

The application of Endo Products, Inc., No. 407,585, was filed June 17, 1938, 
and is for the registration of the term “Vitabee” for use as a trade-mark on “a 
preparation used to supply vitamin B:1 through injections, in Class 6, Chemicals, 
Medicines, and Pharmaceutical Preparations.” 


In holding that there was no interference in fact between appellant’s applications 
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and those of the appellees, the Commissioner stated, in substance, that appellant’s 
products were foods, whereas the product of each of the appellees was a medicinal 
preparation, and that, therefore, appellant’s products were not goods of the same 
descriptive properties as those of the appellees. The Commissioner further stated 
that the goods of the Knox Company and those of Endo Products, Inc., were goods 
of the same descriptive properties, but that they differed widely in many of their 
essential characteristics and were not competitive ; that the marks of those parties, 
although similar, were by no means identical ; and that: 


The Knox Company and Endo Products, Inc., appear to be in agreement that the con- 
current use of their marks is not likely to result in confusion; and each is willing that the 
other’s mark be registered. Upon the record before me, I am constrained to accept the 
judgment of the parties in that regard. 


The Commissioner then reversed the decision of the Examiner of Interferences and 
dissolved the interference. 

The first issue to be decided is whether, in view of the fact that the Commissioner 
dissolved the interference, this court has jurisdiction of the appeal. That issue was 
raised at the time of the oral arguments by a member of the court, and briefs were 
submitted by counsel for the parties relative thereto. 

An interlocutory order dissolving a trade-mark interference proceeding in the 
Patent Office is not appealable to this court. See Union Distilling Company v. 
Schneider, 29 App. D. C. 1, wherein it was held that the dissolution of a trade-mark 
interference in the Patent Office because of the existence of a prior registration was 
not a final decision from which an appeal would lie to the court. 

Counsel for appellant in that case argued that the prior registration referred to 
was not valid and was not prima facie evidence of ownership because the act of 1870 
under which it issued had been held to be unconstitutional. 

In its opinion, the court called attention to the fact that in the case of Ex parte 
Star Distillery Co., 119 O. G. 964, it was held that registrations under the act of 
1870 were to be regarded as proper references until overcome in some way by an 
applicant, and stated that “appellant’s remedy would seem to be not an interference, 
but a showing in the form of affidavits tending to overcome the presumption that the 
registrant under the act of 1870 is still the owner of the mark. If such affidavits are 
filed, a continuance of the present interference will necessarily follow.” The court 
then held that, as the appeal before it was not from a final order refusing registra- 
tion, but from an interlocutory order, the appeal did not lie. 

In the case of In re Herbst, 32 App. D. C. 269 [6 T.-M. Rep. 137], it appears 
that there had been an interference in the Patent Office involving the party Herbst 
and other parties who were attempting to register the words “Old Judge” for use as 
a trade-mark. During the taking of testimony, it was found that the mark had been 
adopted and used by a stranger to the interference proceeding long prior to its 
adoption and use by any of the parties to the interference. When that fact was 
called to the attention of the Examiner of Interferences, he held that none of the 
parties to the interference was entitled to the registration of the mark. On appeal, 
the Commissioner of Patents affirmed the decision of the Examiner of Interferences. 
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After the Commissioner’s decision had become final, the party Herbst made appli- 
cation to the Examiner of Trade-marks, requesting that his original application be 
allowed. The Examiner denied the application on the ground that the decision of 
the Commissioner in the interference proceeding had become final. On appeal, the 
Commissioner affirmed the decision of the Examiner. The court held that, as the 
appellant did not file an appeal from the Commissioner’s decision, the decision be- 
came final and the issue was res adjudicata. The court also called attention to sec- 
tion 7 of the Trade-Mark Act of February 20, 1905, which provides, in part, that 
the Commissioner may declare that an interference exists between applications for 
trade-mark registrations, “and in every case of interference or opposition to regis- 
tration he shall direct the examiner in charge of interferences to determine the ques- 
tion of the right of registration to such trade-mark, and of the sufficiency of objec- 
tions to registration, in such manner and upon such notice to those interested as the 
Commissioner may by rules prescribe.” The section further provides that the 
Commissioner may refuse to register both of two interfering marks. 

A petition for rehearing was filed in the Herbst case, supra, and was denied in a 
written opinion (32 App. D. C. 565), wherein the court called attention to the fact 
that under section 7, supra, the Commissioner had the power to refuse to register 
“ “both of two interfering marks,’ or to ‘register the mark, as a trade-mark, for the 
person first to adopt and use the mark, if othewise entitled to register the same,’ ”’ 
and stated that in a trade-mark interference proceeding the issue is not merely one 
of priority, as in a patent interference proceeding, but involves any issue that might 
be raised in an ex parte case. The court also stated that the provision in section 9 
of the Trade-Mark Act of February 20, 1905, that “the same rules of practice and 
procedure shall govern in trade-mark cases as in patent cases ‘as far as the same 
may be applicable,’ ’’ was not in conflict with the statement of the court that in a 
trade-mark interference proceeding the issue is not merely one of priority. 

In the instant case, the Commissioner in dissolving the interference not only held 
that the goods of appellant were essentially foods and that those of the appellees 
were medicinal, preparations, but also held that the trade-marks of each of the 
appellees could be registered for use on their respective goods. Obviously, the hold- 
ing of the Commissioner prevents appellant from securing registration of its marks 
for use on its goods as medicinal preparations, and, under the Commissioner’s 
decision, appellant would be estopped, unless an appeal would lie therefrom, from 
prosecuting its present applications for the registration of its trade-marks. 

We are of opinion that the decision of the Commissioner was a final decision, 
and that this court has jurisdiction of appellant’s appeal. Accordingly, we will 
proceed to consider the case on its merits. 

The witness Aaron Arnold, testifying for appellant, stated that he was associate 
head of the Vitamin Chemical Laboratory of the National Oil Products Company 
(the owner of the appellant company) ; that he received his Bachelor’s Degree in 
Science from the University of Wisconsin in 1933, and the Degree of Doctor of 
Philosophy in July, 1937, from the same University; that he majored in organic 
chemistry ; that in his graduate work he majored in biochemistry ; that from 1937 to 
1939 he had post-graduate work at the University; that during that period and to 
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the time of the taking of his testimony he specialized in animal nutrition, “with 
particular reference to vitamins” ; and that at the time his testimony was taken he 
was engaged primarily in research. The witness further testified that vitamins 
might be classified in two groups, the fat soluble group and the water soluble group ; 
that vitamins A, D, E, and K are in the fat soluble group and vitamin B complex 
and vitamin C are in the water soluble group; that the vitamin B complex contains 
thiamin, nicotinic acid, riboflavin, pyridoxin, pantothenic acid, and biotin; and that 
literature on the subject indicated that several of the vitamins, if given in excessive 
amounts, are seriously toxic. As authority for the latter statement, the witness 
referred to a publication prepared by Dr. Robert R. Williams and Tom D. Spies, 
entitled “Vitamin Bl and its Use in Medicine.” The witness also stated that 
vitamin Bl extracted from “natural sources” and synthetic vitamin Bl have the 
same physiological effect ; that they are the same chemically ; that they have the same 
structural formula ; that vitamin B1 is not'a food ; that, although vitamins are termed 
accessory food factors, the recognized vitamins “yield no caloric energy, to permit 
sustenance of life” ; that an individual suffering from want of proper vitamins should 
secure a competent diagnosis (which would, of course, be by a physician) in order 
to ascertain what vitamins should be administered; that the vitamins administered 
might be either natural or synthetic ; and that night blindness, pellagra, and beriberi 
are symptomatic manifestations of certain vitamin deficiencies. 

Appellant’s witness Eric John Simons stated that he was employed by the 
National Oil Products Company as head of the biochemical department; that his 
duties were limited to research in fat soluble vitamins, particularly vitamin D. The 
witness was then asked without objection by counsel for either of the appellees 
whether he had listened to the testimony of appellant’s witness Dr. Arnold and, if 
so, whether he agreed with that testimony. He replied that he had listened to Dr. 
Arnold’s testimony, and that he was in agreement with it in all respects. On cross- 
examination he was asked whether his degrees were in medicine or chemistry, and 
he said that they were in chemistry. 

Appellant’s witness Harry Herschel Weinstock, Jr., testified that he received 
the Degree of Bachelor of Chemistry from Cornell University in 1933; that he re- 
ceived his Master’s Degree in 1934 from the University of Oregon ; that he received 
his Degree of Doctor of Philosophy from the latter University in 1937, although he 
completed his work therefor in 1936; that from 1936 to 1939 he was employed by 
the Oregon State College and was doing research on the chemistry of pantothenic 
acid ; that from 1939 to the time of the taking of his testimony he had been employed 
by the National Oil Products Company ; that pantothenic acid is a vitamin ; and that 
at Oregon State College he worked with Dr. Robert R. Williams, who, together 
with the witness and other co-workers, “published the synthesis and structural 
formula of pantothenic acid.” He was also permitted to testify without objection 
that he had been present during the taking of Dr. Arnold’s testimony, and that he 
was in agreement with that testimony. The witness stated that he had in his 
possession certain literature dealing with the physiological activity of synthetic 
vitamin B1 and vitamin B1 obtained from natural sources. The literature to which 
the witness referred, introduced in evidence as appellant’s Exhibit No. 61, was a 
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paper entitled “Studies of Crystalline Vitamin Bl XVII Synthesis of Vitamin B1,” 
prepared by Joseph K. Cline, Robert R. Williams, and Jacob Finkelstein and pub- 
lished in the Journal of the American Chemical Society, Vol. 59, page 1052, 1937. 
The witness quoted therefrom as follows: “Furthermore, numerous physiological! 
tests including both curative and prophylactic experiments have likewise indicated 
as yet no significant deviations among the two forms of synthetic and the natural 
chloride.” The witness further testified that the accepted chemical terms for 
vitamin Bl are aneurin and thiamin, and that thiamin is the most accepted term; 
that vitamin B1 is also called thiamin chloride ; and that the chloride referred to in 
the quoted excerpt from appellant’s Exhibit No. 61 was thiamin chloride. On cross- 
examination, the witness testified that he was not a doctor of medicine, and that he 
had never made any actual tests of appellant’s product and, therefore, could not 
state whether it contained vitamins. 

It is clearly established by the evidence that appellant’s products are rich in 
vitamin B1 and other vitamins. 

Dr. Roland A. Bosee, testifying for Endo Products, Inc., stated that he was in 
the employ of that company as director of laboratories ; that his company purchased 
some of appellant’s products; that they were used “experimentally to produce a 
vitamin complex preparation” to be administered “intravenously or intramuscularly 
or subcutaneously” ; that the product was satisfactory after specific alterations by his 
concern. The alterations, the witness stated, were as follows: Appellant’s product 
was taken up in a quantity of distilled water to which was added a sufficient quantity 
of synthetic vitamin factors to bring it up to a concentration which his company 
desired, the solution was permitted to stand in the “cold” for a predetermined period 
of time, it was then subjected to a centrifuging process to remove any substances 
that might have been precipitated while it was standing in the “cold” and was 
finally made up into the required volume with triple distilled water, filtered, and 
poured into ampoules or vials, it was then subjected to a sterilizing process and 
tested for sterility. The product thus made was labeled and packaged and sold 
under the trade-mark “Manibee” directly to physicians, medical institutions, and 
pharmacies. The witness stated that he did not consider himself an expert in the 
vitamin field, but that he considered the product of Endo Products, Inc., involved in 
its application, a medicinal preparation. He also testified that there was no dis- 
tinction in chemical structure between the natural vitamin B1 and that produced 
synthetically. 

It may be said at this point that the product of Endo Products, Inc., on which it 
uses the trade-mark “Vitabee,” is a synthetic preparation, and was not produced 
from appellant’s product. 

Albert Viault, who acted a portion of the time as attorney for both of the appel- 
lees, testified at length on their behalf. He stated that as a layman it was his opinion 
that “all vitamins are foods” as distinguished from drugs, although, as we under- 
stand his testimony, he was of opinion that an ethical vitamin product which is sold 
only to physicians, medical institutions, and pharmacies to be administered hypo- 
dermically by physicians is a medicine. (Italics ours.) However, it is clear from 
the record that there is not much, if any, difference in the nutritional value of appel- 
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lant’s liquid product, so far as vitamin Bl is concerned, and that of Endo Products, 
Inc. 

The witness Dr. R. A. Goodall, testifying for The Knox Company, stated that 
he was a doctor of medicine and a doctor of chemistry ; that he was medical director 
for The Knox Company ; that his duties were to conduct assays on drugs purchased 
by his company to determine their potency and purity according to the United States 
Pharmacopoeia, and also to conduct assays on merchandise manufactured for his 
company, before it was released to drug stores for retail sales; and that outside of 
his routine work he also conducted researches in vitamins, or, as he put it, “vitamin 
containing substances.” He further stated that the function of the vitamin B com- 
plex is the same as the function of any other vitamin, that is, to prevent symptoms 
of nutritional deficiency ; that vitamins are used to cure nutritional diseases ; that he 
knew of no other use for vitamins alone or in combination ; that the natural source 
of vitamin B complex are bran, rice polishings, and cereals in general ; that vitamin B 
complex is also produced synthetically ; that he would not classify an adsorbate of 
the vitamin B complex on Fullers earth as a drug per se; and that, although some 
people might disagree with him, he considered both the synthetic vitamin and the 
extract of the natural vitamin as accessory food factors; and that his views were 
reflected by those who “are engaged as deeply in research of medicine as I am.” 
When asked whether it had ever come to his attention professionally or otherwise 
that the vitamin B complex was scientifically and accurately described as a drug 
per se, he said: “No, no. Vitamins, in my opinion, natural, concentrated or syn- 
thetic, could never be tabulated as drugs, for this reason: Jn no form do they apply 
stimulation or sedation to any part of the human anatomy, which of course is the 
office of drugs. Drugs, pure drugs, or impure drugs for that matter, supply stima- 
lation or sedation to a part.” (Italics ours.) 

There is considerable other evidence, tending to establish that vitamins, whether 
administered hypodermically or orally, are medicinal in character. There is also other 
evidence to the effect that they are foods or accessory food factors. However, we 
deem it unnecessary to detail all of that evidence here. 

According to the evidence submitted by The Knox Company, its product, which 
it sells under the trade-mark “Vi-Tabs,” is medicinal in character and does not 
contain any of the vitamins. 

It is clear from the evidence that vitamins are used for the prevention of bodily 
disorders and to cure certain ailments, such as night blindness, pellagra, and beriberi, 
and that vitamin B1 “is generally referred to as the antineuritic vitamin. 

Medicine is defined in Webster’s New International Dictionary as “The science 
and art dealing with the prevention, cure, or alleviation of disease; in a narrower 
sense, that part of the science and art of restoring and preserving health which is the 
province of the physician as distinguished from the surgeon and obstetrician.” 

Medicinal is defined by the same authority as a “Curative or alleviative; used 
for the cure or alleviation of bodily disorders.” 

Medicinal preparations may be put in various forms, such as liquids, tablets, 
capsules, or powders, and a medicinal preparation is none the less a medicinal 
preparation because it is sold over the counter to the public generally rather than 
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to druggists, physicians, and medical institutions to be administered hypodermi- 
cally by physicians. 

By these observations, we do not attempt to technically define the terms 
“medicinal” and “medicine.” We are here concerned only with the question: 
Would the purchasing public, in view of appellant’s use of the trade-marks “‘Vetab” 
and “Vitab” and the use by The Knox Company of the mark “Vi-Tabs” and the use 
by Endo Products, Inc., of the mark ‘“‘Vitabee” on the respective goods of the 
parties, be likely to be confused or deceived into believing that the goods of the 
parties emanate from the same source? 

We are of opinion that the use by the respective parties of their trade-marks 
would be likely to cause confusion in the trade and deceive purchasers, and that the 
goods of the parties possess the same descriptive properties. 

In so holding, we have considered all of the arguments presented here by counsel 
for appellant as well as those presented by counsel for Endo Products, Inc. No 
brief was filed in this court on behalf of The Knox Company, one of the appellees. 

We do not here determine the question of priority of use. The Commissioner 
did not pass upon that question, and, owing to the views he held, it was unnecessary 
for him to do so. 

However, in view of our holding that there is an interference in fact between the 
applications of the parties here involved and as this is an interference proceeding, we 
think the Commissioner should pass upon the question of priority of use and such 
other questions as might properly be before him. 

Counsel for appellant contend in their brief that the Commissioner erred in not 
considering the statements contained in the notice of opposition of each of the 
appellees that the goods of the parties to the interference possess the same descrip- 
tive properties, and that the marks are confusingly similar. However, that issue 
was not raised in appellant’s reasons of appeal, and, therefore, we do not consider it. 

For the reasons stated, the decision of the Commissioner is reversed and the 
cause remanded for proceedings consistent with the views herein expressed. 


GarkrETT, Presiding Judge, did not participate in the consideration or decision of 
this case. 

LENROOT, Judge, sat during the arguments of this case, but resigned before the 
opinion was prepared. 





ADAMS HAT STORES, INC. v. MONROE SHIRT CO. 
United States Court of Customs and Patent Appeals 
June 26, 1944 
Opposition No. 20,090 


TRADE-M ARKS—OPPOSITION—V ALIDITY OF ASSIGNMENT. 
An assignment of a trade-mark registration conveying title to a business formerly carried 
on by the assignor, but lacking evidence of use at the time of the purported assignment held 
invalid. 
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TrADE-MARKS—“ADAMS” AND “JOHN ADAMS”—REGISTRABILITY TO BE DECIDED IN OPPOSITION 
PROCEEDINGS. 

In an opposition involving the marks “Adams” and “John Adams” on men’s clothing, it 

was the duty of the Patent Office tribunals to determine the registrability of the respective 

marks, failing which the case was remanded. 





































Appeal from a decision of the Commissioner of Patents sustaining a trade-mark 
opposition. Reversed and remanded. For the Commissioner’s decision see 33 
T.-M. Rep. 213. 


Briesen & Schrenk (Karl Pohl of counsel), all of New York City, for appellant. 
Herbert J. Jacobi, of Washington, D. C., for appellee. 


Before GarreTT, Presiding Judge, and BLAND, HATFIELD, and JACKSON, Asso- 
ciate Judges. 


Jackson, J.: 


Appellant herein filed its application, Serial No. 426,592, December 15, 1939, 
under the Act of February 20, 1905, as amended, for the registration of the trade- 
mark ‘‘Adam” as applied to men’s hats, shirts, men’s and boys’ clothes, neckties, 
and shoes made of leather, fabric, rubber, and combinations thereof. Use of the 
mark was claimed since June 13, 1924. 

Upon publication of the mark appellee filed a notice of opposition alleging use in 
its business of manufacturing and selling shirts of the trade-mark “John Adams,” 
by itself and its predecessors from long prior to June 13, 1924. It claimed use of 
its mark by itself since 1923, and also priority by reason of its ownership of regis- 
tration No. 174,498, October 16, 1923, of the mark “John Adams” by one Sidney 
James Koblenzer. The registration alleges use of that mark since August 15, 1921, 
on shirts and similar goods. It further alleged that Koblenzer on February 27, 
1936, sold, transferred and assigned his trade-mark and certificate of registration 
to appellee, as evidenced by an assignment recorded in the United States Patent 
Office February 28, 1936. Damage was alleged by reason of likelihood of confusion, 
the goods of the respective parties being claimed to be of the same descriptive 
properties, and the marks confusingly similar. 

Appellant in its answer admitted that the registration of Koblenzer issued and 
that the goods of the parties are of the same descriptive properties. All other 
allegations were traversed. 

Both parties took testimony. 

The Examiner of Interferences based his decision upon the question of owner- 
ship and use of the marks as between the parties. 

He summarized the record of appellant and held the evidence was satisfactory 
to prove that it had used the mark “Adam” for hats continuously since the inception 
of its business in 1924, and the dates upon which use of the mark had been extended 
to shirts and other items set out in its application were not of importance. 

Answering the contention of appellant that the claim of use by appellee and its 
claim of priority by derivation were inconsistent, the Examiner stated that he be- 
lieved such allegations were sufficient to raise the issue of ownership on both claims, 
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citing by analogy Federal Equity Rule 30, which provides that a defendant may 
plead “as many defenses, in the alternative, regardless of consistency, as the de- 
fendant deems essential to his defense.” He believed that a plaintiff possessed a 
corresponding right, and considered all of the testimony given with respect to both 
claims of appellee. 

The Examiner analyzed in considerable detail the testimony of five of the many 
witnesses for appellee for the reason that they were the only ones who testified to 
any dates of the use of its mark by appellee prior to 1924, the date established by 
appellant. That testimony was given many years after the events concerned, and 
with prior notice that the appellant claimed a date of use in the middle of 1924. It 
was pointed out by the Examiner that their testimony was not supported by any 
competent documentary evidence nor were any dates fixed by events or matters 
which would support their testimony as to what they recalled, citing the case of 
Brewster-Ideal Chocolate Co. v. Dairy Maid Confectionery Co., 20 C. C. P. A. 
(Patents) 848, 62 F. (2d) 844 [23 T.-M. Rep. 86]. Accordingly, the Examiner 
held that any use of the mark by appellee was insufficient to establish a date as early 
as that awarded to appellant. 

With respect to the ownership by appellee of the Koblenzer registration, the 
Examiner stated that appellant did not deny appellee to be the assignee of record 
and agreed with appellant’s contention that the execution of the assignment was 
not accompanied by the transfer of any business associated with the mark and there- 
fore passed no title to the mark. 

He accordingly dismissed the notice of opposition and adjudged that appellant 
was entitled to the registration for which it made application. 

Upon appeal to the Commissioner of Patents one of the errors alleged was the 
failure of the Examiner to adjudge that appellant was not entitled to the registration 
for which it made application. 

The Commissioner in his decision made no reference to the alleged error of the 
Examiner above set out, held the assignment to be valid and therefore concluded 
that the notice of opposition should have been sustained, and reversed the decision 
appealed from. From that decision this appeal was taken. 

In our opinion the testimony on behalf of appellee with respect to its own use 
of the mark ‘‘John Adams” is of such an uncertain and contradictory nature, with- 
out any kind of competent evidence in support thereof, that it is clearly insufficient 
to establish a use by appellee of its mark prior to the beginning of 1933, as was held 
by the tribunals below. Therefore the decision here must be based on the validity 
of said assignment. 

There can be no valid assignment of a trade-mark apart from an existing business 
and the good-will attached thereto. Corr, etc. v. Oldetyme Distillers, Inc., 28 C. C. 
P. A. (Patents) 1057, 118 F. (2d) 919 [31 T.-M. Rep. 197], and the cases therein 
cited. 

Appellant contends that on February 27, 1936, the date of the assignment, Sidney 
James Koblenzer had been out of the shirt business for many years and that the 
trade-mark “John Adams” had then been long abandoned. Appellee relies upon the 
testimony of Koblenzer together with the assignment of February 27, 1936, and a 
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bill of sale of the same date. The assignment was signed by Sidney James Koblenzer 
and the bill of sale by M. Koblenzer & Son, John Adams Shirt Co., and John Adams 
Shirt Co., Inc., all by Sidney James Koblenzer. 

It appears that that mark had been used originally on shirts sold by Koblenzer 
in the business he conducted under the name of M. Koblenzer & Son. On February 
20, 1923, Koblenzer and others formed the John Adams Corporation, which name 
was changed to John Adams Shirt Co., Inc., on October 30 of that year. 

The witness Koblenzer did not remember the incorporation of that company and 
could not recall whether shirts were sold by it under the trade-mark “John Adams.” 
That that corporation must have sometime used the trade-mark ‘“‘John Adams” 
seems to us to be likely by reason of a recitation in the bill of sale that the vendors 
stated that such trade-mark was used in their business, and certainly it seems reason- 
able to conclude that the trade-mark which was the distinctive portion of the cor- 
porate name would have been used upon the articles dealt in by that corporation. 
The corporation ceased doing business in October, 1925, and was dissolved by 
proclamation of the Secretary of State of the State of New York on December 15, 
1931, and such dissolution has not been annulled. 

We think it is clear that when the assignment of February 27, 1936 and the bill 
of sale of that date were made, none of the parties purporting to sell the alleged busi- 
ness and the good-will thereunto attached were in the shirt business. 

Koblenzer had been in the insurance business since 1929, and testified that he 
took time for the shirt business “in between.” He could not remember the name 
of a single customer to whom he had sold “John Adams” shirts ; did not know what 
became of the records of M. Koblenzer & Son; did not remember what became of 
the minute books of the John Adams Shirt Co., Inc. ; did not know how many cus- 
tomers he had sold; when asked where he last had a store for the sale of shirts, he 
answered “I do not think it necessary to have a store”; he did not remember who 
made the shirts; and he did not know how many shirts he sold, stating it made no 
difference whether he sold 2 dozen or 20 dozen. 

With respect to the sale of the trade-mark Koblenzer testified that he turned 
over a box of labels and hangers. Nothing else was turned over. 

The bill of sale covers 


all their right, title and interest in and to the business for the manufacture and sale of 
shirts, etc., formerly owned and operated by the said parties of the first part at No. 359 
Broadway, in the Borough of Manhattan, City of New York, or other place, including 
therewith the good-will of said business and a trade-mark, designated and described as 
“John Adams,” used therein and controlled by said parties of the first part, more particu- 
larly known as Trade-Mark 174,498 and registered in the United States Patent Office on 
or about the 16th day of October, 1923, and issued originally to the above-named Sidney 
James Koblenzer (doing business under the assumed name of M. Koblenzer & Son) and 
used in connection with work, negligee and dress shirts, pyjamas, men’s, women’s and 
children’s textile underwear, women’s, men’s and boys’s hats, hose, shoes of leather, fabric 
or combinations thereof, collars, cravats, etc., in Class 39, Clothing. (Italics added.) 


It is significant to note in the above quotation that the document purports to 
transfer the righ,t title and interest in and to the business for the manufacture and 
sale of shirts formerly owned and operated by the said parties of the first part. 
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Under no construction can it be said that such language purported to show a present 
ownership in the vendors. It may be further stated that the consideration for the 
bill of sale and assignment was the sum of only $150 and it was testified to by one 
of the partners of appellee that it endeavored to buy the name “John Adams” to 
avoid litigation. 

If we were to agree with the Commissioner of Patents in his holding that there 
was a business in existence in connection with which the trade-mark was used on 
February 27, 1936, we would be compelled to ignore the disclosure in the bill of sale 
that the vendors had formerly owned the business, and base our conclusion upon a 
record which to our way of thinking, is utterly incredible. There was no shirt busi- 
ness in existence on that date operated by Koblenzer, or M. Koblenzer & Son, or 
John Adams Corporation, or John Adams Shirt Co., Inc. Therefore it follows that 
the sale and assignment herein was merely of a naked title to the mark, and hence 
invalid. See Corr, etc. v. Oldetyme Distillers, Inc., supra. 

Appellee contends that the mark ““Adam” should have been rejected on the prior 
registration of the mark “John Adams” by Koblenzer. That contention may or may 
not be sound. It was before the Commissioner of Patents but no ruling was made 
thereon. This court has held many times that in opposition proceedings it is the 
duty of the Patent Office tribunals to decide the registrability of a mark. Sparklets 
Corporation v. Walter Kidde Sales Company, 26 C. C. P. A. (Patents) 1342, 104 
F. (2d) 396, 42 U. S. P. Q. 73. Clearly, the Patent Office must have considered 
appellant’s mark registrable, otherwise it would not have been passed for publication. 
The Examiner of Interferences specifically held in his decision that the mark was 
registrable and the Commissioner, although the matter was presented to him, did not 
act thereon. Therefore we do not deem it proper for this court to decide that ques- 
tion in the absence of a decision by the Commissioner. 

For the reasons hereinbefore stated the decision of the Commissioner of Patents 
is reversed and the case remanded for the purpose of considering the registrability 
of appellant’s mark. 
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Abandonment 


Slight use after abandoning registered marks insufficient to prove ownership 


Frazer, F. A. C.: Affirmed the action of the Examiner of Interferences, who 
sustained four petitions filed by Westgate Sea Products Company, of San Diego, 
Calif., to cancel four trade-mark registrations issued to Van Camp Sea Food Co., 
Inc., of Terminal Island, Calif. 

The trade-marks involved are “Chickadee” and “Chickey,” both registered 
October 1, 1929; “Sea Chicken,” registered March 3, 1931; and “Chic-I-Nuna,” 
registered February 12, 1935, all for canned fish. 

After noting that the only question for determination is whether these marks 
have been abandoned and that the decision to be made is whether the dealer may 
adopt marks and obtain registrations thereon as bastions of defense for the mark 
which it uses, then shelve such marks except as the registrations therefor may be 
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used as statutory evidence in oppositions and cancellations, and then when cancella- 
tion thereof is threatened by reason of such misuse . . . . make a single slight use 
thereof and .. . . contend that such slight use after a long period of years prohibits 
the inference of abandonment, it was held that such proposition refutes itself, and 
that upon the record presented, the Examiner of Interferences rightly ruled that 
these marks have been abandoned.” 






Conflicting Marks 
“Lorodo” and “Yodora” 

















Frazer, F. A. C.: Affirmed the action of the Examiner of Interferences sus- 
taining the opposition of McKesson & Robbins, Incorported, of New York, N. Y., 
to the application of Parfum L’Orle, Inc., also of New York, N. Y., for registration 
of the word “Lorodo” as a trade-mark for “a deodorant in solid form,” applicant 
claiming to have used this mark since June 22, 1942. 

Opposer relied upon its ownership of the trade-mark “Yodora,” registered 
August 28, 1928, for “deodorant.” 

Notwithstanding applicant’s argument to the contrary, it was held that the 
Examiner of Interferences rightly ruled that the marks of the parties are too nearly 
alike to be used on substantially identical merchandise of the character here involved 
without reasonable likelihood of confusion.’ 


“V”" and “V” with word “Volunteer” 





























Frazer, F. A. C.: Affirmed the action of the Examiner of Interferences sus- 
taining the opposition of Volunteer Portland Cement Company, of Knoxville, Tenn., 
to the application of The Celotex Corporation, of Chicago, Ill., for registration of 
the letter ““V”’ as a trade-mark for a long line of building construction materials, in- 
cluding plasters, Keen cement, and various asphalt-treated products. The mark has 
been in use for approximately two years. 

The opposition was based upon a trade-mark registered to opposer for Portland 
cement on September 24, 1929, consisting of two concentric circles with a capital 
“V” inscribed therein, superimposed upon which appears the word “Volunteer.” 

It was held that the goods of the parties possess the same descriptive properties. 
After noting that the letter “V” is the most prominent part of opposer’s mark, or at 
least that it is a very conspicuous feature of the mark and that it is the sole feature 
: of applicant’s mark, it was further held that confusion between the two, applied as 
. they are to closely related merchandise, is not so unlikely as to be free from doubt ; 
and any doubt upon the question must be resolved in opposer’s favor.’ 


“California argentina” and “California” 


i Frazer, F. A. C.: Affirmed the action of the Examiner of Trade-Marks refus- 


1. Westgate Sea Products Company v. Van Camp Sea Food Co., Inc., Canc. Nos. 4112, 4113, 
4114, and 4115, 166 M. D. 473, April 22, 1944. 

2. McKesson & Robbins, Incorporated v. Parfum L’Orle, Inc., Opp’n No. 22,194, 166 M. D. 
495, May 16, 1944. 

. Volunteer Portland Cement Company v. The Celotex Corporation, Opp’n No. 22,162, 166 
M. D. 484, May 1, 1944. 
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ing to register to Victorio Y Esteban de Lorenzi, Ltda., of Buenos Aires, Argentina, 
a mark under the provisions of the Act of March 19, 1920. 

Applicant’s mark is the word “California,” with the word “argentina,” in much 
smaller letters, centered beneath, and appropriated to cheese. The Examiner re- 
fused registration on the ground that this mark is confusingly similar to a mark 
previously registered for butter, which is likewise dominated by the word 
“California.” 

It was held that butter and cheese are closely related merchandise of the same 
descriptive properties, and that their concurrent sale under trade-marks so similar 
as those here involved would inevitably lead to confusion.‘ 


“Solvo” and “Solvite” 


Frazer, F. A. C.: Affirmed the action of the Examiner of Interferences sus- 
taining the opposition of C. E. Langfield, of Northville, Mich., to the application of 
Great Stuff Products Company, Inc., of West New York, N. J., for registration of 
the word “Solvo” as a trade-mark for merchandise described in the application as 
“hand cleaner.” Opposer relied upon his trade-mark “‘Solvite,” previously regis- 
tered for a dry-cleaning soap. 

Notwithstanding applicant’s argument that the goods are not of the same descrip- 
tive properties, and that the marks are sufficiently different to warrant registration, 
it was held that the goods are of the same descriptive properties, and that the marks 
are confusingly similar ; at least, there is considerable doubt as to applicant’s right to 
the proposed registration ; and such doubt must be resolved in opposer’s favor.° 


“Clarifoil” and “Clar-apel” 


Frazer, F. A. C.: Affirmed the action of the Examiner of Interferences sus- 
taining the opposition of E. I. du Pont de Nemours & Company, of Wilmington, 
Del., to the application of Celanese Corporation of America, of New York, N. Y., 
for registration of the word “Clarifoil’” as a trade-mark for transparent or trans- 
lucent wrapping and packing material. 

Opposer relied upon its ownership of a trade-mark which was registered some 
eleven years before applicant’s mark was first used, which is appropriated to a variety 
of merchandise, part of which is substantially identical with that described in the 
opposed application. The registered mark consists in the name “du Pont” printed 
in capital letters and inclosed in an oval border, above the notation “Clar-apel.” 

Notwithstanding applicant’s argument that because of the inclusion in opposer’s 
mark of the name “du Pont,” the marks are not confusingly similar, it was held that 
the addition of a surname to one of two otherwise confusingly similar marks is not 
in itself, sufficient to avoid the likelihood of confusion. Although the surname 
lends distinctiveness in appearance, and the two marks under consideration differ 
somewhat in their suggestive significance, nevertheless it was held that obviously 
the spoken expressions “Clar-apel” and “Clarifoil” sound very nearly alike; and 


4. Ex parte Victorio Y Esteban de Lorenzi, Ltda., Ser. No. 462,220, 166 M. D. 486, May 2, 
1944. 


5. C.E. Langfield v. Great Stuff Products Company, Inc., Opp’n No. 22,152, 166 M. D. 506, 
May 31, 1944. 
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similarity in sound alone is sufficient to constitute confusing similarity between 
marks.° 


“Bewon” and “B11” 










































Frazer, F. A. C.: Affirmed the action of the Examiner of Interferences sus- 

; taining the petition of Nutrition Research Laboratories, of Philadelphia, Pa., to 

cancel trade-mark registration No. 358,654, issued July 19, 1938, under the pro- 
visions of the Act of February 20, 1905, to John Wyeth and Brother, Incorporated 
(by change of name, Wyeth Incorporated), of Chicago, IIl. 

Respondent’s mark is the word ‘““Bewon,” and the goods to which it is appro- 
priated are described in the registration as “a medicinal preparation containing 
vitamin B: for use as a tonic and an appetite stimulator.” The petition to cancel is 
predicated upon the alleged descriptiveness of the mark as applied to respondent’s 
goods. 

It was held that “B*”’ and “Bewon” are identical in sound, so that it is impossible 
to pronounce respondent’s mark without naming the essential component of its goods, 
and that the mark is thus descriptive. 

Although respondent insisted that petitioner had failed to prove itself injured by 
the registration, it was held that petitioner, like respondent, is a manufacturer of 
vitamin preparations, and has the right in common with others to the unrestricted 
use of all words or symbols that properly describe its merchandise, that “B2” is such 
a symbol ; and because of its identity in sound with the respondent’s mark, the regis- 
tration of the latter is a potential threat to petitioner’s security in the use of that 
symbol. 

After noting that petitioner applied for registration of the word “Bewon” as a 
trade-mark for a “natural vitamin B complex concentrate,” and its application was 
opposed by respondent on the ground that the mark sought to be registered was con- 
fusingly similar to respondent’s registered mark here in issue, the opposition having 
been sustained by the Examiner of Interferences, these facts having been pleaded in 
the petition to cancel, it was held that these facts are established by the record and 

no further proof of injury was necessary.’ 


“Stardom” and “Stardust” 





Frazer, F. A. C.: Affirmed the action of the Examiner of Interferences sus- 

taining the opposition of Industrial Undergarment Corporation, of New York, 

N. Y., to the application of Rice-Stix Dry Goods Company, of St. Louis, Mo., for 

/ registration of the word “Stardom,” claimed to have been used since March 30, 
: 1942, as a trade-mark for “printed cotton percales.” 

Opposer relied upon its prior use of the word “Stardust,” and its registration on 

: October 28, 1941, of that word in association with a design, as a trade-mark for 

“slips.” 





6. E.I. du Pont de Nemours & Company v. Celanese Corporation of America, Opp’n No. 
22,260, 166 M. D. 472, April 17, 1944. 

7. Nutrition Research Laboratories v. John Wyeth and Brother, Incorporated (By Change of 
Name, W yeth Incorporated), Canc. No. 3,991, 166 M. D. 504, May 30, 1944. 
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In response to applicant’s contention that piece goods and finished garments do 
not possess the same descriptive properties, it was held that a housewife may rea- 
sonably be expected to assume that the material she purchases to make a wash dress 
has the same origin as her ready-made slip, if both bear the same or confusingly 
similar trade-marks. 

It was further held that, although the marks used by the parties contain differ- 
ences, notably in appearance and meaning, nevertheless the notations “Stardom” and 
“Stardust” are so nearly alike that the concurrent use of the marks upon goods of 
the same descriptive properties would be reasonably likely to cause confusion in the 
trade and to deceive purchasers; at least the question of probable confusion is not 
free from doubt, and any doubt in that regard must be resolved in opposer’s favor.® 


“Lay-Tite” and “Latite” 


Frazer, F. A. C.: Affirmed the action of the Examiner of Interferences sus- 
taining the petition of Barber Asphalt Corporation, of Perth Amboy, N. J., to cancel 
trade-mark registration No. 396,739, issued July 28, 1942, under the provisions of 
the Act of March 19, 1920, to Steelcote Manufacturing Company, of St. Louis, Mo., 
respondent’s mark being appropriated to ready-mixed paints and enamels and being 
a composite mark comprising the representation of a brush and brush stroke, the 
brush stroke bearing the notation ‘“Lay-Tite”’ below which appears in small letters 
the notation “Rubber Base Coating.” 

Petitioner relied upon two registrations, both granted under the provisions of the 
Act of February 20, 1905, but it was held that only one need be considered. That 
one was issued May 25, 1920, and has been renewed. The mark of this registration 
is essentially the word “Latite,’ and the goods to which it is appropriated are 
shingles. It was originally issued to a third party, but respondent has stipulated 
that it is owned by and was renewed to petitioner, and ownership implies use. 

It was held that the goods of the parties are goods of the same descriptive 
properties. 

It was further held that respondent’s mark is dominated by the notation ““Lay- 
Tite,” which is phonetically indistinguishable from petitioner’s word, “Latite,” so 
that it requires no argument to demonstrate that the marks are thus confusingly 
similar.° 


8. Industrial Undergarment Corporation v. Rice-Stix Dry Goods Company, Opp’n No. 
22,026, 166 M. D. 492, May 15, 1944. 

9. Barber Asphalt Corporation v. Steelcote Manufacturing Company, Canc. No. 4139, 166 
M. D. 481, April 29, 1944. 
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PART II 


SKINNER MANUFACTURING COMPANY v. KELLOGG SALES 
COMPANY ; 
SAME v. GENERAL FOODS SALES COMPANY 


United States Circuit Court of Appeals, Eighth Circuit 
August 4, 1944 


TRADE- MARKS—“RAISIN-BRAN” FOR CEREAL BLEND OF BRAN AND RAISINS—DESCRIPTIVE TERM. 

The name “Raisin-Bran” held descriptive of a breakfast food composed of bran and 
raisins and therefore not capable of appropriation as a trade-mark. 

TRADE-MARKS—REGISTRATION UNperR Act or 1920—ErFFeEct. 

That the name “Raisin-Bran” was registered as a trade-mark under the Act of 1920 
did not affect the question of its validity as a trade-mark. 

TRADE-M ARKS—INFRINGEMENT—“RAISIN-BRAN”—RIGHT OF COMPETITOR TO USE. 

The use of a similar name by another (in this case the name “Raisin-Bran’”’) to truth- 
fully describe his product does not constitute a legal or moral wrong, even if its effect 
be to cause the public to mistake the origin or ownership of the product. 

TRADE- MARKS—SECONDARY MEANING—DECISION BY TRIAL Court BINDING. 

The question of whether a name has acquired a secondary meaning is one of fact to 

be determined by the trial court, and its determination is binding on the appellate court. 
UnrFrair CoMPETITION—DreEss OF Goops—DETERMINATION BY TRIAL Court. 

Whether defendants used adequate means to distinguish their products from plaintiff’s 
and whether similarities between the respective containers are likely to cause confusion 
held questions of fact for the trial court. 


In equity. Action for unfair competition. From decisions of the District 
Court, District of Nebraska, for defendants, plaintiff appeals. Affirmed. For 
decision below, see 33 T.-M. Rep. 494. 


William Ritchie, Omaha, Neb. (C. Earl Hovey, Kansas City, Mo., and W. Ross 
King, Edward F. Fogarty, Russell W. Bartels, and Ritchie & Swenson, all 
of Omaha, Neb., on the briefs) for appellant. 

George L. De Lacy, Omaha, Neb. (Matthias Concannon and Lee J. Gary, both of 
Chicago, Ill., and Edwin L. Harding, Battle Creek, Mich., on the brief) for 
appellee Kellogg Sales Company. 

Edgar M. Morsman, 3rd, Omaha, Neb. (Morsman & Maxwell, Omaha, Neb., and 
Lester E. Waterbury, New York, N. Y., on the brief) for appellee General 
Foods Sales Company, Inc. 


Before SANBORN, WooprouGH and Tuomas, Circuit Judges. 
SANBORN, C. J.: 


The appellant since 1925 has sold a breakfast food under the name “Raisin- 
Bran.” In 1942 each of the appellees commenced to market a similar breakfast 
food under a name which included the words “Raisin Bran.” In each of these 
actions the appellant, claiming the exclusive right to use the name “Raisin-Bran,” 
charged trade-mark infringement and unfair competition. The appellees each denied 
the charges made. The cases were tried separately. The District Court, at the 
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conclusion of the trials, determined that the appellant was not entitled to the 
injunctive relief which it sought, and entered a decree in each case dismissing the 
complaint. The court made findings of fact and conclusions of law in each case, but 
dealt with both cases in one opinion. 52 F. Supp. 432. These appeals were briefed 
and argued separately. The controlling questions in each case are, however, sub- 
stantially the same and the cases appropriately can be considered together. 

In its opinion the trial court has, with admirable thoroughness and care, stated 
the facts in detail, discussed each issue presented at the trials, considered the ap- 
plicable rules of law, and explained its reasons for deciding that the appellant was 
not entitled to a decree enjoining either appellee from marketing its competing 
product as “Raisin Bran.” In view of the complete analysis of the facts and the 
law of these cases by the trial court in its published opinion, it is unnecessary for 
this Court to do more than state briefly and generally the factual situation out of 
which the cases arose, and to express its conclusions relative to the questions pre- 
sented on appeal and the basis for those conclusions." 

The appellant makes and sells food for human consumption. In 1925 it originated 
and caused to be manufactured a prepared dry breakfast food in which raisins were 
mixed with whole wheat flakes containing added bran and salt. The appellant named 
this product “Raisin-Bran” and sold it in packages bearing that name. There was 
no similar product on the market at that time or until 1942. The appellant has 
done all that could be done to appropriate “Raisin-Bran” as the trade-mark of its 
product. In 1926 it registered the name as a trade-mark under the Trade-Mark 
Act of March 19, 1920 (c. 104, 41 Stat. 533). In its advertising and on the pack- 
ages in which the products was sold, appellant claimed the name as its trade- 
mark for the product. For seventeen years it marketed the product as “Raisin- 
Bran” without competition. It spent large sums of money in advertising and creat- 
ing a demand for the product and built up a large and profitable business in it. 

The appellees are engaged in selling food products, including prepared packaged 
breakfast foods. The appellee General Foods Sales Company is the selling agency 
for its parent company, The General Foods Corporation. The appellee Kellogg 
Sales Company is owned by the Kellogg Company and is the selling organization 
for the products of that corporation. Each of the appellees for many years had 
marketed prepared breakfast foods consisting of wheat flakes with bran added and 
known as “bran flakes” or “bran.” In 1942 the General Foods Sales Company 
placed upon the market a breakfast food containing bran flakes and raisins. It was 
manufactured by the General Foods Corporation, and was labelled and advertised 
as “Post’s Raisin Bran.” In the same year the Kellogg Sales Company placed upon 
the market a similar breakfast food, made by the Kellogg Company, called “Kellogg’s 
Raisin 40% Bran Flakes.” After the appellee’s products containing bran and raisins 
came into the market, they and the appellant’s product were generally referred to in 
the trade as “raisin bran.” Prior to the advent of appellees’ products, an order for 
“raisin bran” was regarded by the trade as an order for appellant’s product “Raisin- 
Bran,” which was then the only breakfast food on the market consisting of bran 


1. The main questions presented involve the common law and come within the scope of 
Erie Railroad Co. v. Tompkins, 304 U. S. 64. It is not contended that the applicable local law 
differs substantially from the general law, and the parties rely upon federal precedents, as in 
Kellogg Co. v. National Biscuit Co., 305 U. S. 111, 113. 
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flakes with raisins. After the advent of the appellees’ competing products, an order 
for “raisin bran,” without designating the name of the producer, was no longer 
treated as calling exclusively for appellant’s “Raisin-Bran.” If a prospective pur- 
chaser failed to state whether he wanted “‘Post’s,” ““Kellogg’s,” or “Skinner’s” raisin 
bran, the dealer usually made the election for him. 

The main contention of the appellant is concisely stated in the written demands 
which it made upon the appellees to cease and desist from using the words “Raisin 
Bran” in describing their products. In appellant’s letter of June 29, 1942, to the 


Kellogg Company and the Kellogg Sales Company, it said: 


It has recently come to our attenton that you are manufacturing and distributing in 
parts of the United States a product which you have labelled “Kellogg’s Raisin 40% Bran 
Flakes.” 

As you know, “Raisin-Bran” was coined by us as the name of a product which we 
originated and were the first to place on the market, and we have enjoyed the exclusive 
use of the trade-mark “Raisin-Bran” and the sale of that particular product to which we 
have applied it, for nearly twenty years. 

By placing a breakfast food similar to ours on the market and using “Raisin Bran” 
on the principal label as though it were descriptive of the product, we have been advised by 
our attorneys you are infringing our rights to the exclusive use of the trade-mark “Raisin- 
Bran” for the designation of a food product. 

We, therefore, demand that you immediately cease and desist from using “Raisin Bran” 
as part of your description of the product and from using said trade-mark in the selling 
and distribution of said product. 

In order to avoid the expense of litigation, you will please advise us promptly that you 
will comply with this demand. 


The name “Raisin-Bran” is descriptive of ingredients of appellant’s breakfast 
food. Without the raisins the product would appropriately have been called “bran 
flakes” or “bra.” With the raisins it was “raisin bran” in the same sense that pie 
containing raisins is raisin pie, that bread containing raisins is “raisin bread,” and 
that muffins containing raisins are “raisin muffins.” At the time the appellant 
originated its product anyone was free to mix raisins with bran flakes and to call the 
combination “raisin bran.” The name “Raisin-Bran” could not be appropriated as a 
trade-mark, because: ‘““A name which is merely descriptive of the ingredients, quali- 
ties or characteristics of an article of trade can not be appropriated as a trade- 
mark and the exclusive use of it afforded legal protection. The use of a similar 
name by another to truthfully describe his own product does not constitute a legal 
or moral wrong, even if its effect be to cause the public to mistake the origin or 
ownership of the product.” Canal Co. v. Clark, 13 Wall. 311, 323, 327; Standard 
Paint Co. v. Trinidad Asphalt Co., 220 U. S. 446, 453 [1 T.-M. Rep. 10]; Howe 
Scale Co. v. Wyckoff, Seamans & Benedict, 198 U. S. 118, 140; William R. Warner 
& Company v. Eli Lilly & Co., 265 U. S. 526, 528 [14 T.-M. Rep. 247]. See also 
Elgin National Watch Co. v. Illinois Watch Case Co., 179 U. S. 665, 673; Kellogg 
Co. v. National Biscuit Co., 305 U. S. 111, 116-117 [28 T.-M. Rep. 569], Armstrong 
Paint & Varnish Works v. Nu-Enamel Corp., 305 U. S. 315, 334-335 [29 T.-M 
Rep. 3]. That the name “Raisin-Bran” was registrable and registered as a trade- 
mark under the Act of 1920, did not affect the question of its validity as a trade-mark, 
Armstrong Paint & Varnish Works v. Nu-Enamel Corp., supra, pages 322, 324, 333. 
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Concededly, the appellees had the right to market their products in competition 
with the appellant. Having that right, they also had the right to call their products 
“Raisin Bran,” that being an appropriate, if not the most appropriate, description 
of them. Kellogg Co. v. National Biscuit Co., supra. 

The appellant contends that the evidence conclusively shows that the name 
“Raisin-Bran” had been so long used and so exclusively appropriated by it as the 
name of its product that the name had come to mean to the trade the particular 
product of appellant, and that the name had therefore acquired a secondary meaning, 
the effect of which was to give to the appellant the exclusive right to use it and its 
equivalents. Most of the voluminous evidence in the records in these cases is directed 
to this issue of “‘secondary significance” of the name “Raisin-Bran.” The evidence 
of the appellant tended to show that the name had acquired a secondary meaning, 
while the evidence of the appellees tended to show that the name, which was 
originally descriptive of the ingredients of the product, had retained its primary 
generic meaning. The trial court resolved this issue in favor of the appellees. Under 
the evidence, the issue was one of fact to be tried and determined by the trial court, 
and its determination is binding upon this Court. Cleo Syrup Corporation v. Coca- 
Cola Co., 8 Cir., 139 F. 2d 416, 417-418 [60 U. S. P. Q. 98, 100-101], and cases 
cited. 

A contention that a descriptive trade-name had acquired a secondary meaning, 
under a comparable state of facts, was rejected by this Court and by the Supreme 
Court in Trinidad Asphalt Mfg. Co. v. Standard Paint Co., 8 Cir., 163 F. 977, 
affirmed in Standard Paint Co. v. Trinidad Asphalt Mfg. Co., supra. In that case 
the trial court had sustained the charge of unfair competition but was reversed. 
See also Kellogg Co. v. National Biscuit Co., supra. 

It seems to us, as it did to the trial court, that the name “Raisin-Bran” was not 
shown to have acquired such secondary significance as would justify denying to the 
appellees the right to use the words “Raisin Bran” in describing their products. 
To preclude the appellees from using those words would be to give to the name 
“Raisin-Bran” the full effect of a trade-mark while denying its validity as such.” 
Standard Paint Co. v. Trinidad Asphalt Mfg. Co., supra (p. 461 of 220 U. S.). 

There are cases, as appellant points out, in which a trade-name which was origi- 
nally merely descriptive of a product became so strongly identified in the public 
understanding with the source of the product that to permit a competitor to use the 
name or its equivalent was virtually to license him to palm off his goods as those 
of another and thus to engage in unfair competition. See Coca-Cola Co. v. Koke 
Co. of America, 254 U. S. 143 [10 T.-M. Rep. 441] and Armstrong Paint & Varnish 
Works v. Nu-Enamel Corp., 305 U. S. 315, 335-336. “ . . . the imitator of another’s 
goods must sell them as his own production. He can not lawfully palm them off 
on the public as the goods of his competitor. The manufacturer or vendor is entitled 
to the reputation which his goods have acquired and the public to the means of 
distinguishing between them and other goods ; and protection is accorded against un- 
fair dealing whether there be a technical trade-mark or not. The wrong is in the sale of 
the goods of one manufacturer or vendor as those of another. Elgin National Watch 
Co. v. Illinois Watch Case Co., 179 U. S. 665, 674.” William R. Warner & Com- 
pany v. Eli Lilly & Co., supra. In the instant cases one reasonably can believe that 
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to permit the appellees to use the words “Raisin Bran” as descriptive of their re- 
spective products will not result in their products being sold as the product of 
appellant, provided the appellees furnish to the public adequate means of identifying 
the source of their raisin brans. Whatever the trade-name “Raisin-Bran” may 
have meant prior to the advent of the appellees’ competing products, it is a rea- 
sonable conclusion that the words “raisin bran” have at all times meant bran with 
raisins in it. 

Under the evidence, the questions whether the appellees had furnished ade- 
quate means to identify their products and to distinguish them from the appellant’s 
product, and whether the similarities which exist between the packages used by 
the appellees and the package used by the appellant have caused or are likely to 
cause deception and confusion in the trade, were, we think, questions of fact for the 
trial court to determine. Cleo Syrup Corporation v. Coca-Cola Co., 8 Cir., supra 
(pages 417-418 of 139 F. 2d). The records show that the name “Kellogg’s” appear 
prominently before the name of the product upon the packages containing the raisin 
bran sold by the Kellogg Sales Company, and that the name “Post’s” appears with 
equal prominence upon the packages of raisin bran sold by the General Foods Sales 
Company. The evidence indicates the names ‘“‘Kellogg’s” and “Post’s” are com- 
monly known to the trade to represent products made by the Kellogg Company 
and the General Foods Corporation, respectively. It would seem that any purchaser 
of raisin bran who was at all interested in its origin should have no difficulty in 
identifying the raisin bran marketed by either of the appellees and in distinguishing 
it from the product of the appellant. 

The appellant contends that the trial court erred in denying it leave to reopen 
the case against the appellee General Foods Sales Company to enable the appellant 
to allege and prove that the Sales Company, after the case was submitted, had 
advertised its product as the “Genuine Post’s Raisin Bran,’”’ with emphasis on the 
word “Genuine.” The application for leave to reopen the case was addressed to the 
discretion of the trial court. No abuse of its discretion is apparent to us. 

The decrees appealed from are affirmed. 





BEST FOODS, INCORPORATED et at. v. GENERAL MILLS, INC. 


United States District Court, District of Delaware 
May 9, 1944 


UNFAIR COMPETITION—PLEADING AND PRACTICE—DEFENSES. 
Defenses that are not germane to the issue before the court must be stricken. 
Unrair CoMPETITION—“CHEERIOATS ’—MOTION TO STRIKE ANSWER. 

In an action to restrain defendant from describing its breakfast cereal as “Cheerioats,” 
and possessing the nutritive qualities of oats, when it did not possess such qualities, and thus 
attempting to trade upon the established businesses of producers of oats and oatmeal, plaintiffs 
held not estopped by reason of their soliciting defendant to purchase plaintiff’s rolled oats, 
knowing that the former would use them in making “Cheerioats.” 

UnFrair CoMPETITION—SUITS—DEFENSES—“UNCLEAN HAnps.” 

Modifying the doctrine of the “Syrup of Figs” case, wherein defendant successfully pleaded 

defense of “unclean hands,” courts now are more concerned with question of whether the pub- 
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lic has become accustomed to associating a well-known product with definite taste, smell, 
appearance or effect, regardless of whether it contains the ingredients it is advertised to con- 
tain. Courts will also refuse to apply the doctrine of “unclean hands” where plaintiff’s product 
has acquired a secondary meaning. 
































In equity. Action for unfair competition. On plaintiff's motion to strike por- 
tions of answer. Motion granted in part and denied in part. 


George I. Haight, Haight, Goldstein & Haight, William T. Woodson, Rogers, 
) Woodson & Rogers, and James M. Best, all of Chicago, IIll., and C. A. Souther- 
land and Southerland, Bert & Potter, both of Wilmington, Del., for plaintiffs. 

H.D. Nims, Nims & Verdi, Vermont Hatch, J. Adam Murphy, White & Case, and 

Percy E. Williamson, Jr., all of New York, N. Y., Frank J. Morley, Minneapolis, 
Minn., and Robert H. Richards, Sr., Aaron Finger, and Richards, Layton & 
Finger, all of Wilmington, Del., for defendant. 


Leany, D. J.: 





Plaintiff’s move under Rule 12(f), Federal Rules of Civil Procedure, to strike 
that portion of defendant’s answer contained in the Fourth to Ninth Defenses, 
inclusive. A brief statement of the nature of the case and the state of the plead- 
ings will facilitate an understanding of the contentions of the parties. 

Plaintiffs commercially manufacture and produce rolled oats under various 
trade-names for human consumption. The complaint charges that defendant, Gen- 
eral Mills, Inc., is guilty of actionable unfair competition by making misrepre- 
sentations in relation to its product, a ready-to-eat breakfast food, which defendant 
sells under the name “Cheerioats.” Plaintiffs claim that defendant misrepresents 
the nature of its product by naming it “Oats,” though it is not “oats”; and that 
defendant misrepresents the qualities of its product, by falsely ascribing to it the 
nutritive values of “oats” and “oatmeal,”’ though the product does not possess these 
qualities. In other words, defendant is charged with attempt to trade upon the 
established businesses of producers of oats and oatmeal by misnaming its product 
Cheerioats, by misrepresenting that product’s nutritive values, and further, by use 
of catch-words and slogans, with attempts to lead the public to believe that Cheerioats 
has the qualities of oats and oatmeal. 

Defendant’s First, Second and Third Defenses are conceded to be relevant 
defenses. In addition to these three defenses, defendant has added Defenses Four 
to Nine, and it is to those that the motion to strike is directed. These defenses assert: 
Fourth Defense. Plaintiffs have no right or property in the words “oat,” “oats,” 

and “oatmeal,” as these words are in the public domain and plaintiffs have in fact 
expressly disclaimed any exclusive right in or to those words; so, plaintiffs have no 
right in the “good will associated with those words and with the products which 
they describe.” 

Fifth Defense. Plaintiffs are estopped to claim unfair competition upon the 
part of defendant because some of the plaintiffs (as rolled oats manufacturers) 
solicited defendant to purchase rolled oats or oat flour—and some actually sold 
rolled oats and oat flour to defendant—with knowledge of the purpose to which 

defendant would put the purchased goods. 
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Sixth, Seventh and Eighth Defenses. Plaintiffs are estopped to claim unfair 
competition on defendant’s part because plaintiffs, or some of them, have (a) selected 
names for several of their other products and (b) advertised those and other prod- 
ucts in such a fashion that the names given to those products and the methods of 
advertising utilized are subject to the same criticism as is directed at defendant’s 
naming of its product “Cheerioats” and defendant’s advertising and sales methods 
relating to its product. In the Seventh Defense, defendant asserts that plaintiffs, 
or some of them, produce and sell rolled oats prepared for use as a breakfast cereal, 
but in the sale of said cereal represent that it is a natural whole grain product, 
though said rolled oats are made by a process by which some of the natural nutritive 
values of the oat grain are lost. 

Ninth Defense. Plaintiffs are not entitled to relief because they come into court 
with unclean hands, since they have falsely claimed that their products, or some of 
them, are equal to meat in protein value, and the richest source of Vitamin B, etc. 

Plaintiffs argue that these particular defenses, with the exception of the Ninth 
Defense and that part of the Seventh Defense dealing with rolled oats, should be 
stricken because they are not confined to such conduct of the plaintiffs as im- 
mediately concerns the litigation before the court. In short, they are not confined to 
conduct dealing with rolled oats. With respect to plaintiff’s conduct called in issue 
by the Ninth Defense, and for that part of the Seventh Defense dealing with rolled 
oats products, plaintiffs concede that these matters are germane to the issues. Plain- 
tiffs, nevertheless, contend that such defenses should likewise be stricken because 
these defenses are intended to raise the defense of “unclean hands” which is not a 
valid defense in unfair competition causes. 

1. The first group of defenses must be stricken under Rule 12(f), Federal Rules 
of Civil Procedure, on the ground that they are not germane to the subject matter 
of this suit. Rule 12(f) provides as follows: “Upon motion made by a party 
before responding to a pleading or, if no responsive pleading is permitted by these 
rules, upon motion made by a party within 20 days after the service of the pleading 
upon him or upon the court’s own initiative at any time, the court may order any 
redundant, immaterial, impertinent, or scandalous matter stricken from any plead- 
ing.” This rule has been interpreted in such a way that any pleading not germane 
to the issues should be stricken on motion by the adverse party. In Schenley Dis- 
tillers Corporation v. Renken, 34 F. Supp. 678, 684, for example, the Court said: 
“If a special defense states matter which in law constitutes no defense, having ref- 
erence to the issues in controversy, it is irrelevant, immaterial and not responsive to 
the issues of the controversy and should be stricken on proper motion.” The opinion 
in the Schenley case contains a definition of “impertinence” as given by the Supreme 
Court in Harrison v. Perea, 168 U. S. 311, and contains this statement of a leading 
text-writer (Moore) : “ ‘Impertinence’ . . . . ‘consists of any allegation not responsive 
nor relevant to the issues involved in the action.’”” This is a sound rule, for other- 
wise an adverse party would have it in his power to transform one lawsuit into many 
little unrelated lawsuits’ and would defeat the purposes of the Rules of Civil Pro- 


1. The rule has been applied in analogous fields. For example, in General Excavator Co. v. 
Keystone Driller Co., 62 F. 2d 48, evidence of “unclean hands” respecting the patent involved in 
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cedure, which provides that “These rules . . . . shall be construed to secure the just, 
speedy, and inexpensive determination of every action.” Rule 1, Federal Rules 
of Civil Procedure. 

It is clear that these particular defenses are not germane to the issues before 
the court. These defenses, in effect, claim that the plaintiffs are estopped because of 
various actions on their part to claim that defendant is guilty of unfair competition. 
That this defense, even assuming that there is a true estoppel, is not germane to the 
issues will become clear by a consideration of a few specific examples. In the Sixth 
Defense,’ defendant calls into question the use by one of the plaintiffs of the name 
“Oaties” or “Quaker Oaties’’ in connection with the sale of one of its products. 
Defendant claims that “Quaker Oaties” is not “a food made entirely of whole 
grain oats by the rolling process, which when cooked is known as ‘oatmeal,’ ” where- 
fore the plaintiff should be estopped from complaining of defendant’s acts with rela- 
tion to its methods of marketing Cheerioats. If this defense were allowed to stand, 
the court must try a second and wholly unrelated lawsuit involving such questions 
as the contents, nature and quantities of “Quaker Oaties” ; and the propriety of the 
name “Quaker Oaties” ; and this in a lawsuit which, when filed, was designed to de- 
termine the fairness of defendant’s competition with relation to the exploitation of 
one of its products. 

The obvious objection to these defenses is made more apparent by a considera- 
tion of the Seventh Defense in which defendant alleges that there are objections 
(a) to Quaker’s advertising relating to ‘“Puffed Wheat Sparkies,” and (b) with 
relation to “Puffed Rice Sparkies,” and (c)to National Oats Company’s advertising 
of “National Oats,” and (d) to The Best Foods, Inc.’s advertising relating to “H-O 
Oats.” If this defense is not stricken the court will be trying five unrelated lawsuits 
in which questions clearly foreign to the primary issues in controversy must be 
determined. 

The Eighth Defense is even more clearly defective. In that defense, defendant 
states that “Plaintiff The Quaker Oats Company has produced and sold a ready-to- 
eat breakfast cereal under the name ‘Quaker Wheat Crackels,’ sometimes called 
‘Quaker Crackels,’ and in its sale has represented that it is made ‘by blending to- 


the litigation was recognized as germane. But in Van Kannel Revolving Door Co. v. General 
Bronze Corporation, 6 F. Supp. 518, evidence relating to patents not in suit was considered not 
germane. In Jergens Co. v. Bonded Products Corp., 21 Fed. F. 2d 419, evidence of “unclean 
hands” as to shaving cream and cold cream products was held not germane to an action relating to 
“Woodbury’s facial soap.” 

2. The Fourth Defense alleges affirmatively that the words “oats” and “oatmeal” are in the 
public domain. However, plaintiffs do not claim an exclusive right to the use of these words. 
Plaintiffs seek freedom from unfair competition. They assert no right of monopoly. Plaintiffs 
claim to be free from defendant’s misuse of “oats” and “oatmeal” upon the theory that if their 
competitors use the words they must do so truthfully, and not attempt to trade upon the reputa- 
tion of plaintiff’s products. In any event, it would appear that the Fourth Defense is substantially 
repetitious of the averments contained in the First and Second Defenses. 

The substance of the Fifth Defense is that some of plaintiffs solicited defendant to purchase 
their products, knowing that defendant would use them in making Cheerioats. Thus, defendant 
claims plaintiffs should be estopped. There is no real estoppel here. Defendant’s purchases gave 
no right to misname its product “Cheerioats”’—if at trial plaintiffs can successfully prove such 
a misnomer exists—nor does the mere fact of such purchases constitute a consent in advance by 
plaintiffs for defendant to mislead by advertising or to acquire “a free ride” on the efforts of plain- 
tiffs and other rolled oats manufacturers. At most, the estoppel defense is based on the concept of 
“You made me do it; I didn’t want to do it.” 
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gether the choicest energy parts of Nature’s finest grain foods’ and so gives ‘the 
wonderful nourishment of these different grains combined into one supreme cereal.’ 
On information and belief, the product sold by said plaintiff under such name is a 
multiple ingredient ready-to-eat food and is not made wholly of wheat, but contains 
also oat flour.” That this defense is not germane to the issues is obvious. “On 
infomation and belief” the defendant avers that “Crackels” is a “multiple ingredient” 
product “and is not made wholly of wheat.” Of course, that is true; and plaintiffs’ 
advertising so states. Moreover, this defense states: “Plaintiff The Quaker Oats 
Company has produced and sold [Crackels].” It will be observed that no time is 
specified in connection with these acts of the plaintiff The Quaker Oats Company. 
If this defense is not stricken, is the court to consider the entire business history 
of all the plaintiffs? 

These defenses must be stricken as not being germane to the issues before the 
court. 

2. Sufficiency of “unclean hands” as a defense to this action. As stated, plain- 
tiffs conceded at the argument that the Ninth Defense and part of the Seventh 
Defense are germane to the issues before the court. The question, then, with re- 
spect to these defenses is whether the defense of “unclean hands” is sufficient in 
law to require a dismissal of the action, for if the defense is legally insufficient it must 
be stricken. Schenley Distillers Corporation v. Renken, supra. The maxim that 
“He who comes into a court of equity must come with ‘clean hands’ ”’ is as old as 
equity itself. In the early cases of unfair competition if it was proved that plain- 
tiff himself was guilty of a misrepresentation in connection with the trading of his 
goods, the complaint was dismissed because of plaintiff's unclean hands, regardless 
of whether defendant was plainly guilty of unfair competition. In the leading 
“Syrup of Figs” case® the plaintiff there spent over a million dollars to advertise 
a medicine under that name, employing a distinctive get-up. The defendant started 
to manufacture the same product under the same name, closely imitating the plain- 
tiff’s product. In reply to the charge of unfair competition, the defense was raised 
that plaintiff’s trade-mark was misleading since the medicine had neither at that 
time nor at any previous time actually contained syrup of figs. It was clear from 
the evidence that when the plaintiff first sold his medicine to the public in special 
bottles labeled “Syrup of Figs,” it had actually contained certain fruit essences, 
among them figs. But these fruit ingredients were later eliminated although the 
name of the article remained unchanged. The evidence showed the preparation 
was quite effective, soon became very popular, and that the manufacturer was 
never aware he was deceiving the public by continuing to use that name. Since 
the plaintiff was guilty of misrepresentation, the court refused to enjoin the defend- 
ant. But, there has been a departure from the doctrine of the “Syrup of Figs” 
case. The courts now seem more concerned with whether, in the case of a par- 
ticularly well-known product, the public has become accustomed to associating a 
product with a definite taste, appearance, smell, or effect, without in the least being 
deceived by a product which does not contain exactly what it professes to contain, 
but which is the identical article which had previously satisfied them. Derenberg, 


3. Worden & Co. v. California Fig Syrup Co., 187 U. S. 516. 
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Trade-Mark Protection and Unfair Trading, p. 663. The current theory is 
accepted in two cases decided subsequent to the Syrup of Figs case.* In Coca-Cola 
Co. v. Koke Co., 254 U. S. 143, the defendant raised the defense that the names of the 
well-known drink “Coca-Cola” falsely indicated a percentage of cocaine. By this, 
it is alleged, the public would be deceived. Holding the defense inapplicable, Mr. 
Justice Holmes said: “The argument does not satisfy us. We are dealing here with 
a popular drink not with a medicine, and although what has been said might sug- 
gest that its attraction lay in producing the expectation of a toxic effect the facts 
point to a different conclusion .... The name now characterizes a beverage to be had 
at almost any soda fountain. It means a single thing coming from a single source, 
and well known to the community. It hardly would be too much to say that the 
drink characterizes the name as much as the name the drink. In other words 
‘Coca-Cola’ probably means to most persons the plaintiff's familiar product to be had 
everywhere rather than a compound of particular substances.” In the L’Origan 
case, the defendant stated in defense that the famous Coty perfume “L’Origan” 
did not, in fact, contain the oil of the flower “origan.”” The defendant, on the other 
hand, claimed his perfume contained the genuine “origan” oil, and that he, there- 
fore, was entitled to manufacture and sell his “origan” perfume. The court held, 
however, that no person buying Coty’s perfume would ever feel deceived because 


4. In the early development of the law of unfair competition, “unclean hands” was applied 
with classical strictness. The Leather Cloth Co., Ltd. v. The American Leather Cloth Co., 
Ltd., 11 H. L. C. 523; Manhattan Medicine Co. v. Wood, 108 U. S. 218; Edward Thompson Co. v. 
American Law Book Co., 122 F. 922; Fetridge v. Wells, 4 Abb. Prac..N. Y., 144. But the under- 
lying danger to the public in applying the doctrine was recognized in Hilson Co. v. Foster, 80 F. 
896, 901, where the court said: “The rule of law applicable to such circumstances is perfectly clear. 
Equity will refuse to aid a complainant in cases of this character, who is himself guilty of making 
material false statements in connection with the property he seeks to protect. Medicine Co. v. 
Wood, 108 U. S. 218; Cigar Co. v. Pozo, 16 Colo. 388; Fetridge v. Wells, 4 Abb. Prac. 144; 
Krauss v. Peebles’ Sons, 58 F. 585; Seabury v. Grosvenor, Fed. Cas. No. 12,576; Prince 
Manuf’g Co. v. Prince’s Metallic Paint Co., 135 N. Y. 24; Connell v. Reed, 128 Mass. 477. It 
would seem that this rule might be modified so as to permit the court, for the protection of the 
general public, to enjoin both parties, but so long as it remains the rule of the supreme court 
it is the duty of the inferior tribunals to follow it.” Nims, Unfair Competition and Trade-Marks 
(3d Ed.) p. 33, in pointing out that the courts should act for the protection off the consuming 
public as well as of the plaintiff, says, “There is yet much progress to be made, for we still 
apply the doctrine of laches and unclean hands in these cases. To continue a status in which 
great numbers of the public are hoodwinked into accepting goods they do not ask for or want, 
merely because the plaintiff has been lazy about defending his trade-mark or himself has been 
guilty of fraud is to admit a most discouraging lack of capacity in the court for administering 
practical justice.” And Derenberg, Trade-Mark Protection and Unfair Trading, pp. 662, 663, 
after crediting Nims as the first to clearly recognize the underlying danger to the public in 
these cases, takes the position that in some cases both parties should be enjoined. “In case of gross 
misrepresentation, it would appear to be sounder policy for the courts to enjoin both parties from 
continuing their unfair practices ; in a case like that of ‘Syrup of Figs,’ it would have been adequate 
to enjoin the defendant from any further use or imitation of plaintiff's mark or get-up and at the 
same time to have required the plaintiff to clearly make known the real ingredients of his product.” 
To date courts have not, however, adopted the expedient of enjoining both parties—this result is 
partly due, no doubt, to our adversary system of litigation. Where plaintiff’s product has acquired 
secondary meaning, it does not seem that, in the absence of gross misrepresentation, he should like- 
wise be enjoined in any event. Coca-Cola Company v. Koke Co., 254 U. S. 143. Quaere; in the un- 
usual situation where both the plaintiff and defendant's products have acquired secondary meaning, 
should either party be enjoined? The case for the consuming public in some instances is not a 
strong one, especially where the administrative agency has concluded not to enforce applicable 
statutes, Federal Food, Drug, and Cosmetic Act of 1938, and the Federal Trade Commission Act, 
15 U. S. C. § 41 et seq., for the protection of the public. 

5. Le Blume Import Co. v. Coty, 293 F. 344. 
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the “origan” flower was not an ingredient of it. The plaintiff's product was so well 
known that it had acquired a secondary meaning which would be protected against 
unfair competition on the part of the defendant. These later cases do not, of course, 
completely reject the defense of “unclean hands.” They merely refuse its appli- 
cation in cases where the plaintiff's product has acquired a “secondary meaning.” 
In both of the cases discussed the court was protecting a trade-mark or name, 
but it would seem that the same protection should be afforded against all methods 
of unfair competition. 

In the recent “Raisin Bran” case,° the court admitted the “unclean hands” defense 
but found from the evidence that the defense had not been established. This case 
could be interpreted to mean that the plaintiff’s product had not acquired a sec- 
ondary meaning, or that the court preferred to follow the earlier Supreme Court 
cases (such as the Syrup of Figs case, 187 U. S. 516) rather than the later cases 
(such as the Coca-Cola case, 254 U. S. 143). But, however, it be interpreted, I am 
of the opinion that the doctrine illustrated by the Coca-Cola case is sound and I 
prefer to follow it in this matter. I shall not, however, order the relevant portion 
of the Seventh or the Ninth Defense stricken, for the plaintiffs will have to show 
by evidence that their products have acquired “secondary meaning.” I can not 
take judicial notice of such matters; but, as suggested, if plaintiffs show secondary 
meaning at trial, I shall then rule that defendant may not adduce evidence support- 
ing the defense of “unclean hands.” 





FRED BENIOFF CO. v. BENIOFF et at. 
United States District Court, Northern District of California 


March 6, 1944, as amended May 8, 1944 


TRADE-MARK INFRINGEMENT—PLEADING AND PRACTICE—AMENDMENT NUNC PRO TuNnc Nor 
ALLOWED. 

Where the complaint did not allege infringement in commerce among the several states, 
an amendment to the complaint could not be allowed nunc pro tunc since evidence failed to 
show such infringement. 

TRADE-MARK INFRINGEMENT—Act oF 1920—INFRINGEMENT IN INTERSTATE COMMERCE 
REQUIRED. 

In action for infringement of a mark registered under the Act of 1920, plaintiff can not 
succeed where evidence fails to show infringement in interstate commerce; and a retail 
store does not engage in such commerce merely because its advertising is read in other states. 

UNFAIR CoMPETITION—SURNAMES—"BENIOFF.” 

Where the court found no infringement of registration of the words “Benioff’s Furs” made 
under the Act of 1920, it dismissed the unfair competition count charging unfair use of name 
“Benioff” by defendants for lack of jurisdiction, since latter does not stem from same circum- 
stances. 

UNFAIR COMPETITION—J URISDICTION—STATE VERSUS FEDERAL Court. 

A court can not assume jurisdiction if it is wanting, even though case has been tried and 

retrial will be necessary in state court. 


6. Skinner Manufacturing Co. v. General Foods Sales Company, Inc., 52 F. Supp. 432. 
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In equity. Action for trade-mark infringement and unfair competition. Com- 
plaint dismissed. 


Hackley & Hursh, Roy C. Hackley, Jr., Jack E. Mursh, Jaffa & Sumski, Edward 

M. Jaffa, and Barnett Sumski, all of San Francisco, Calif., for plaintiff. 
Livingston & Livingston and David Livingston (Chas. E. Townsend and Stephen 
E. Townsend of counsel), all of San Francisco, Calif., for defendants. 


GoopMaAN, D. J.: 






































Fred Benioff Co., a California corporation, engaged in the business of retail- 
ing ladies’ furs, fur garments and other types of women’s apparel in San Francisco 
and elsewhere, commenced this action for injunction and damages against defendant 
Fred Benioff claiming: (1) Infringement of United States registered trade-mark 
No. 236829 (Trade-Mark Act of 1920; 41 Stat. 533, Ch: 104), being a label for use 
in connection with garments offered for sale and having inscribed thereon the 
words “Benioff’s Furs,” and (2) in a second cause of action, “unfair competition” 
on the part of defendant Fred Benioff. 

Upon the complaint and supplemental complaint and answers thereto, the cause, 
together with defendant’s motion to dismiss for lack of jurisdiction, was tried and 
submitted. 

There is no diversity of citizenship (28 U. S. C. A. Sec. 41) (1), both plain- 
tiff and defendant Fred Benioff being citizens of the State of California. Other 
defendants named in the complaint were not real parties in interest and only the 
issues between plaintiff and defendant Fred Benioff were litigated. 

This litigation is the offspring of the marital difficulties of the defendant Beni- 
off and his wife Helen, now head and controlling owner of plaintiff corporation. 
Defendant Fred Benioff, after World War I, came to California and engaged in the 
business of selling furs, that being the business and occupation followed by him 
prior to the war. He married one Helen Harris and she participated in the fur busi- 
ness with him. The business was for some time conducted in the name of Fred 
Benioff, although some other names were used, until finally in 1933, the plaintiff 
corporation was formed. Fred Benioff held the controlling interest, but his wife 
and her mother and brother participated as employees. As a result of marital diffi- 
culties, the husband and wife separated in 1941 and thereafter the wife secured 
control of the affairs of the corporation and caused the defendant to be ousted from 
active participation in the enterprise. Thereupon defendant undertook to engage in 
business for himself, and after some unsuccessful ventures, opened a large establish- 
ment on Stockton Street, in San Francisco, around the corner from the plaintiff’s 
: establishment, and has conducted that business under the name of “Fred Benioff.” 

Plaintiff contends this “unfair competition” on defendant’s part; that his name 
belongs to the corporation ; that its customers are confused and many find their way 
to defendant’s store; that the defendant has pirated the good will of the plaintiff 
corporation and that he should be enjoined from so doing and should pay the 
damages caused by his improper acts, such relief being provided under California 
i law. If this were all that were involved, plaintiff would have been long since 
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sent on its way to the county court house, just a few blocks away, because of the 
purely non-federal character of the issue raised. 

But plaintiff, in its first cause of action, has invoked this jurisdiction, and 
seeks to remain herein, upon the theory that its owns a federally registered trade- 
mark, to wit: “Benioff’s Furs” and that defendant has infringed thereon; and fail- 
ing to establish trade-mark validity, plaintiff urges that jurisdiction carried over 
to the second cause of action for unfair competition at common law. 

In several technical respects, the right of plaintiff to maintain the trade-mark 
infringement cause of action and the jurisdiction of this court thereof, are open to 
serious question : 

First—It is not alleged in the complaint that the defendant used the trade-mark 
“in commerce among the several states.” (Trade-Mark Act of 1920, 41 Stat. 534, 
Sec. 4.) The allegation that the defendant infringed “within this district and else- 
where in the United States,’ under respectable authority, appears insufficient. 
Youngs Rubber Corp. v. C. I. Lee & Co., 2 Cir., 45 F. 2d 103 [20 T.-M. Rep., 559] ; 
Bergdoll v. Bergdoll, D. C., 218 F. 131 [5 T.-M. Rep., p. 33]. True, the plain- 
tiff sought to cure this defect by proffering an amendment, after submission of the 
cause, praying that it be allowed nunc pro tunc. However, the amendment can not be 
allowed, inasmuch as the evidence completely fails to show any infringement in 
interstate commerce. To permit an amendment nunc pro tunc, after trial, in the 
face of wholly insufficient evidence, is clearly a useless gesture. Youngs Rubber 
Corp. v. C. I. Lee & Co., supra. 

Second—The legal effectiveness of the purported registration of the mark 
“Benioft’s Furs” is doubtful for the reason that the evidence does not clearly show 
use and ownership, in fact, of the mark by plaintiff and its predecessors in such man- 
ner as is recognized and protected at common law. Hanover Milling Co. v. Metcalf, 
240 U. S. 403 [6 T.-M. Rep. 49]. 

Third—The evidence as to the validity of the claimed title of plaintiff in the trade- 
mark lacks probative weight. The trade-mark “Benioff’s Furs” was registered on 
September 18, 1926, by one Shim Benioff (a brother of the defendant) acting for 
a partnership consisting of himself, Abe Benioff, a brother, and Helen Benioff. It is 
claimed by the plaintiff that said partnership business and assets were transferred 
via predecessors of plaintiff and finally reached plaintiff corporation. No specific 
mention of the trade-mark is made in the documents of transfer. On November 
22, 1941—some six months after the defendant had been expelled from plaintiff 
corporation and some two months after the defendant had commenced an action in 
the Superior Court of the State of California against the plaintiff corporation for a 
declaratory judgment protecting him in his alleged right to use his own name in 
business, and about two weeks prior to the commencement of the instant cause—a 
purported assignment of the registered trade-mark from the old partnership of Shim 
Benioff, et al. to the plaintiff corporation was filed in the Patent Office. The instru- 
ment of assignment, which counsel for defendant have designated as a “post-litem- 
motam” assignment, was signed by Helen Benioff purporting to act for the long 
extinct Shim Benioff partnership. 

Fourth—The evidence failed to show at all any actual or exclusive use of the 
mark by the plaintiff and the only assertion of ownership by plaintiff was its com- 
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plaint that some third person had on some occasion, used or attempted to use the 
mark. 

It is unnecessary, however, for the Court to pass upon these infirmities, inasmuch 
as its conclusion that plaintiff can not prevail upon the claim of trade-mark infringe- 
ment rests upon broader grounds. 

The evidence fails to show any infringement of the trade-mark whatsoever 
in interstate commerce by the defendant. The Court finds that the defendant has not, 
since his ouster from the plaintiff corporation, used the label or mark: “‘Benioff’s 
Furs” or any mark simulative thereof, in “commerce among the several states.” 
Without such proof, plaintiff can not succeed. Trade-Mark Act of 1920, Sec. 4; 
United States Printing Co. v. Griggs & Co., 279 U. S. 156 [19 T.-M. Rep. 187] ; 
Youngs Rubber Corp. v. C. I. Lee & Co. supra; Horlicks Malted Milk Corp. v. 
Horluck’s Inc., 9 Cir., 59 F. 2d [22 T.-M. Rep. 319]. 

It is contended by plaintiff that the defendant was guilty of infringement in 
interstate commerce because of the use of slogans and statements, in which the words 
“Benioff’s Furs’ were a part, in newspaper and radio advertising. Defendant's 
place of business in San Francisco is a retail store. By no stretch of the imagination 
nor by any reasonable inference from the evidence can it be said that he was 
engaged in interstate commerce because of advertisements of his merchandise in a 
newspaper which might have been read by someone outside the state, or because 
over the radio, forsooth, some listener in Reno, Nev., or Tucson, Ariz., heard the 
merits of defendant’s stock in trade proclaimed. No authority cited, or which 
we have found, supports any such contention. 

Plaintiff’s cause of action for trade-mark infringement fails on the merits. 

This brings us to a consideration of the question: Is there federal jurisdiction of 
plaintiff's second cause of action for “unfair competition?’ The answer is given 
by the Supreme Court. In Hurn v. Oursler, 289 U.S. 238 [23 T.-M. Rep. 267], 
wherein claim was made, in the District Court, for copyright infringement (a fed- 
eral question) and also for relief for unfair competition (a local issue) arising out 
of the same acts, the court (Mr. Justice Sutherland speaking, p. 246) said: “The 
distinction to be observed is between a case where two distinct grounds in support 
of a single cause of action are alleged, one only of which presents a federal ques- 
tion, and a case where two separate and distinct causes of action are alleged, one 
only of which is federal in character. In the former, where the federal question 
averred is not plainly wanting in substance, the federal court, even though the 
federal ground be not established, may nevertheless retain and dispose of the case 
upon the non-federal ground: im the latter, it may not do so upon the non-federal 
cause of action.” (Emphasis in part supplied. ) 

Only upon the theory that the claim for relief in plaintiff's second cause of action 
is a part of the first cause of action and bottoms upon the same cause, or set of 
facts and circumstances, may plaintiff remain in court upon the second cause of 
action. 

The Supreme Court amplified the doctrine of Hurn v. Oursler, supra, in Arm- 
strong Co. v. Nu-Enamel Corp., 305 U. S. 315 [29 T.-M. Rep. 3]. In the Oursler 
case, where the copyright was held valid and not infringed, the non-federal claim 
of unfair competition was dismissed because it was a different cause of action from 
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the federal copyright infringement cause of action. In the Nu-Enamel case, where 
there was one cause of action for infringement and for unfair competition with the 
trade-marked commodity itself, the trade-mark was held invalid, but the court al- 
lowed recovery for non-federal unfair competition, because the unfair competition 
was the same cause of action, arose out of the same acts and involved a wrong result- 
ing from the unfair use of the trade-mark. (Nu-Enamel case, pp. 324, 325.) 

The rule announced by the Supreme Court has been consistently followed by 
other federal courts. See Musher Foundation v. Alba Trading Co., 2 Cir., 127 
F. 2d 9 [32 T.-M. Rep. 266], where a cause of action for unfair competition was 
dismissed for want of jurisdiction because of lack of substantial identity of proof 
supporting such cause of action and the cause for trade-mark infringement (infringe- 
ment not being proved). Id. Lewis v. Vendome Bags Inc., 2 Cir., 108 F. 2d 16. 
See Warner Publications, Inc. v. Popular Publications, Inc., 2 Cir., 87 F. 2d 913, 
where identity of proof was deemed sufficient to retain jurisdiction of an “unfair 
competition” count. Id. L. E. Waterman Co. v. Gordon, 2 Cir., 72 F. 2d 272 [24 
T.-M. 343]. 

With half an eye, it can be clearly seen that the real controversy between the 
Beniofts is local, t.e., between citizens of California—formerly man and wife—with 
respect to competition between their respective retail establishments, one around the 
corner from the other. The wife, controlling plaintiff corporation, in the aftermath 
of bitterness of the marital quarrel, seeks to prevent the defendant from conducting 
a similar business under his own name. Defendant with equal vigor contests the 
claim. No element of trade-mark right or trade-mark infringement, either 
statutory or at common law, enters into the controversy at all. What the plaintiff 
seeks to prevent is the conduct of a business selling furs and fur garments under 
the name of Fred Benioff. It is a crystal-clear issue of unfair competition to be 
determined under California law. Days of trial were devoted to testimony and the 
consideration of voluminous exhibits as to the manner of conduct of business by the 
defendant, the appearance of his store, his methods of advertising both on the radio 
and by newspaper and as to confusion both with respect to customers and creditors 
of both concerns. All of this spells out but one issue—a local controversy bottom- 
ing upon “unfair competition.” 

Plaintiff claims that the “unfair competition” cause of action stems from the same 
circumstances making up the first cause of action (trade-mark infringement cause 
of action) in that defendant, if he did not infringe the statutory trade-mark, was 
guilty of unfair use of the trade-mark at common law. This contention is unsub- 
stantial and without merit. The evidence conclusively shows that neither directly 
nor indirectly did the defendant make use of any such mark as “Benioff’s Furs” or 
any mark simulative thereof. The mere fact that the word “Benioff” was used by the 
defendant as a mark upon the garment which he sold is not sufficient to sustain the 
claim of common law infringement inasmuch as it appears in the evidence that a 
number of other persons, all relatives, are also engaged in the fur business in San 
Francisco using the family name of “Benioff” both in the conduct of their several 
businesses and as identifying marks on garments sold by them. 

The “unfair competition” alleged in the second cause of action does not rest in 











BAUSCH & LOMB v. INTERN. INDUSTRIES 289 
the slightest upon the infringement of the “Benioff’s Furs,” either statutorily or at 
common law. 

Plaintiff urges the inequity of dismissing the second cause of action for lack of 
jurisdiction. Plaintiff’s counsel contend that defendant’s counsel, at the beginning 
of the trial, admitted the court had jurisdiction. Be that as it may, the Court sua 
sponte raised the question. Moreover, the Court can not assume jurisdiction if in fact 
it is wanting. McNutt v. General Motors Corp., 298 U. S. 178, 189. Not without 
appeal is the argument that all of the parties have spent a long day in court, 
exhaustively litigating their controversy at much expense and with extensive labors. 
It is unfair, plaintiff's counsel say, now that the court has heard the whole con- 
troversy, to compel retrial in the state court, thus ignoring the doctrine that equity 
aims to avoid a multiplicity of actions. Nevertheless, federal courts may not assume 
jurisdiction upon any such basis. “The duties of this court, to exercise jurisdiction 
where it is conferred, and not to usurp it, where it is not conferred, are of equal 
applicability.” Chief Justice Marshall in Bank of U. S. v. Devaux, 5 Cr. 61, at page 
85 (emphasis supplied). Furthermore, there is a reasonable basis for inferring that 
plaintiff attempted to create federal jurisdiction by the belated endeavor to register 
the so-called trade-mark, some two weeks prior to the commencement of this action, 
well knowing at the time that the trade-mark had not thereto been used, during 
the corporate existence of plaintiff by either plaintiff or defendant. Hence it is 
that, while plaintiff’s ingenious effort to gain admission to this forum implies a flat- 
tering obeisance to the administration of justice in federal courts, nevertheless “the 
old donkey of a question of law”... . prevents us from resolving the difficulties of 
the former Mr. and Mrs. Benioff. 

Judgment on the merits in favor of the defendant on the first cause of action. The 
second cause of action is dismissed for want of federal jurisdiction. Defendant will 
recover costs. Findings may be prepared pursuant to the rules. 




































BAUSCH & LOMB OPTICAL COMPANY v. INTERNATIONAL INDUS- 
TRIES, INC. 


United States Court of Customs and Patent Appeal 


April 27, 1944 





TRADE- MARKS—OPPOSITION—CONFUSING SIMILIARITY—PROOF OF CONFUSION NOT REQUIRED. 
Where, in an opposition proceeding involving the right to register a mark for photographic 
and optical devices, the issue was one of probable confusion between the respective marks, 
held that “a showing of actual confusion, if made, is—an important consideration—but in 
order to raise the issue it is not necessary that such actual confusion be shown, since it will 
be presumed if the similarity of marks and identity or similarity of the goods raises a rea- 
sonable inference as to likelihood of confusion.” 
TRADE- MARKS—CONFLICTING MARKS. 
A mark consisting of a complete triangle, with a small omission in the middle of the top 
: line held confusingly similar to certain marks having as their essential features a triangular 
device with truncated corners, the triangle being shown with the base up and the apex down. 
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TRADE-MaARKS—Marks Pus ict Juris—RIGHT TO APPROPRIATE. 

It is well settled that, “if an applicant appropriates the essential feature of another’s 
registered trade-mark, regardless of whether it is a triangle or any other figure or symbol 
in common use, it must not be the essential feature of his mark, and he must use it in 
such a way as to avoid the likelihood of confusion.” 


Appeal from a decision of the Commissioner of Patents dismissing an opposition. 
Reversed. 


G. A. Ellestad (G. F. Smith of counsel) for Bausch & Lomb Optical Company. 

Strauch & Hoffman and William A. Strauch (James A. Hoffman of counsel) for 
International Industries, Inc. 

BLAND, J.: 


This is an appeal from the decision of the Commissioner of Patents reversing 
that of the Examiner of Interferences in a trade-mark opposition proceeding. It 
was argued together with appeal No. 4,886, which is decided concurrently here- 
with. 

The appellee, International Industries, Inc., hereinafter referred to as applicant, 
applied for the registration of a trade-mark comprising a triangular figure oriented 
with base up and apex down and an outline representation of a lens superim- 
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posed and extending across the triangular figure. The appellant, Bausch & Lomb 
Optical Co., hereinafter referred to as opposer, filed notice of opposition to the 
said registration, basing its opposition upon prior use of its several registered trade- 
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marks Nos. 79,031, 148,789, 230,592, 310,108, and 385,649, representations of which 
are hereinafter reproduced together with a reproduction of the drawing of applicant’s 
trade-mark here involved. The marks of both parties are used in connection with 
various photographic and optical devices. 


Neither party took testimony. 
The tribunals below regarded opposer’s registration No. 230,592 as the most 
pertinent, and the Examiner of Interferences stated that the marks of both parties 


consist of geometrical designs dissociated from any literal notations and in such cases 
the Examiner is of the opinion that consumers are not likely to carry details and minor 


differences in their minds, but rather are more likely to rely on the general appearance 
thereof. 


He held that there was a reasonable doubt as to confusion resulting from the 
concurrent use of the two marks, resolved the doubt against the latecomer (priority 
of use by opposer being admitted), sustained the opposition, and adjudged that 
applicant was not entitled to the registration for which it had made application. 
Upon appeal, the Commissioner pointed out that the goods of both parties in some 
instances are identical and in each instance are of the same descriptive properties 
(this is not disputed). He then stated: 


No confusion has been shown and it seems to me the marks are such that it is largely 
a matter of personal opinion whether there is or is not reasonable doubt of confusing 
similarity between the marks. 

The goods are not such as are purchased casually but rather appear to be such as ordi- 
narily would be purchased with discrimination and care. Further, in my view the fore- 
ground representation of the lens doublet in applicant’s mark is much more prominent 
than the background of disjointed lines in the arrangement suggestive of a discontinuous 
triangle. Opposer’s mark has nothing approaching in appearance applicant’s lens doublet 
representation. The fact that opposer’s mark approaches quite closely the form of a 
triangle and a suggestion of a triangle is incorporated in applicant’s mark does not neces- 
sarily render the marks confusingly similar. Lucien Lelong, Inc. v. Elgin American Manu- 
facturing Co., 23 C. C. P. A. 1139, 83 Fed. (2d) 690, 471 O. G. 705. In that case the two 
marks were held not confusingly similar although both were of square configuration. 


Opposer’s reasons of appeal are as follows: 


1. Error in not holding that the trade-marks involved are confusingly similar. 

2. Error in not holding that applicant has appropriated substantially, opposer’s entire 
mark. 

3. Error in not resolving doubts in favor of opposer. 

4. Error in basing decision upon failure to show confusion in trade. 

5. Error in assuming that goods involved are ordinarily purchased with discrimination 
and care. 


The issue that is here controlling of decision relates to the probability (or doubt 
existing concerning the same) of confusion resulting from the concurrent use of the 
respective marks on the goods of the respective parties. 

A showing of actual confusion, if made, is of course an important consideration 
in deciding an issue like the one at bar, but in order to raise the issue it is not 
necessary that such actual confusion be shown. The Procter & Gamble Co. v. J. L. 
Prescott Co., 22 C. C. P. A. (Patents) 1173, 1178, 77 F. (2d) 98, 102, 459 O. G. 
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673 [21 T.-M. Rep. 314], since a resulting confusion will be presumed if the 
similarity of the marks and identity or similarity of the goods raise a reasonable 
inference as to likelihood of confusion. 

In Kroger Grocery & Baking Co. v. Blue Earth Canning Co., 24 C. C. P. A. 
(Patents) 1098, 88 F. (2d) 725, 484 O. G. 745 [27 T.-M. Rep. 250], we stated: 


We have little sympathy with those who adopt marks having a close resemblance to the 
trade-marks of others, with which they are familiar, used upon goods of the same descriptive 
properties, even though they be of the opinion that they are not confusingly similar. One 
who adopts a valid mark and establishes a large business in which the mark is used should 
have all doubts resolved in his favor as against newcomers in an opposition proceeding. 


The Procter & Gamble Co. v. J. L. Prescott Co., 18 C. C. P. A. (Patents) 1433, 49 F. 
(2d) 959. 


The Commissioner stated that the fact that appellant had produced no evidence of actual 
confusion between the marks of the parties was persuasive evidence that no confusion 
exists and that none is likely to occur. It is so well established as to require no citation 
of authority that an opposer, in order to succeed, is not required to produce evidence of 
actual confusion. Likelihood of confusion may be determined by consideration of the goods 
to which the marks are applied and a comparison of the marks involved. Apex Electrical 
Mfg. Co. v. Landers, Frary & Clark, 17 C. C. P. A. (Patents) 1184, 41 F. (2d) 99. 


It is our view that if the marks of the respective parties are used upon goods 
either identical or of the same descriptive properties, such use will probably lead to 
confusion. All the marks relied upon by opposer have as their essential feature a 
triangular representation with truncated corners, the triangle being oriented with 
the base up and the apex down. Applicant’s mark has as its essential feature a com- 
plete triangle with the exception of a small omission in the middle of the top or hori- 
zontal line. Neither in the application of applicant nor in the registrations of opposer 
is color relied upon in any particular. So, as a first consideration, we have applicant 
substantially appropriating the most essential feature of opposer’s marks. It is true 
that the corners of the triangular figure in opposer’s marks are truncated, but in our 
view this is immaterial. It is well settled that a newcomer may not appropriate 
as an essential feature of its mark, the essential feature of the mark of another. This 
would seem to be particularly true in a case like that at bar where it is not disputed 


that the triangular figure is suggestive of prismatic action, which is characteristic 
of goods sold by both parties. 


Applicant stresses the point that 


figures and symbols, in common use as descriptive characters, or otherwise, are no 
more capable of exclusive appropriation than are descriptive words, 


and cites in support of this statement the case of Mishawaka Rubber and Woolen 
Manufacturing Company v. S. S. Kresge Company, 119 F. (2d) 316, (reversed 
on the question of damages, 316 U. S. 203, O. G. 957 [32 T.-M. Rep. 42]). In other 
words, applicant argues that triangles, diamonds, stars, representations of the sun, 
and like figures in common use are publici juris and may not be exclusively appro- 
priated by any one person. With limitations, this is the well-settled law. See 
Patton Paint Company v. Sunset Paint Co., 53 App. D. C. 348, 290 Fed. 323, 313 
O. G. 668 [13 T.-M. Rep. 345]. 


Waving aside the fact that opposer’s marks with truncated corners are not exact 
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triangles, although essentially so, these marks come to us with the presumption of 
validity, and we must regard them as proper and valid trade-marks. Certainly, the 
law is well settled that if an applicant appropriates the essential feature of another’s 
registered mark, regardless of whether it is a triangle or any other figure or symbol 
in common use, it must not be the essential feature of his mark, and he must use 
such figure or symbol in such a way in connection with other matter as to avoid 
the likelihood of confusion. This is essentially the holding in the Mishawaka Rubber 
case, supra, and the Patton Paint Company case, supra. This, we think, the appli- 
cant here has not done. Applicant has taken the essential feature of opposer’s marks, 
at least of two of them, and placed across the same the representation of a lens. If 
a truncated triangle suggests prismatic action, the suggestion has been emphasized 
in applicant’s mark by the addition of the representation of a lens. So, applicant 
has not sought to so distinguish its triangle, which it claims is publici juris, as to 
eliminate the probability of confusion. The adoption of two symbols which are 
allegedly publici juris could hardly, under the circumstances at bar, be said to be 
an attempt to avoid confusion. 

It is probable that some of the goods of the parties are of that character which are 
bought by discriminating purchasers who make close examination of them before 
purchasing, but it is a matter of common knowledge that this is not true of all such 
wares. Some, although not toys, are of cheap price and construction and are pur- 
chased with little care as to their particular qualities and characteristics. Even if this 
were not true, there is no reason to believe that opposer should not have the right, 
in the natural extension of its business, to use its marks upon goods of the latter 
kind. 

Admittedly, the marks of the parties have elements of dissimilarity, but we con- 
clude that the elements of similarity in the essential feature of the marks are so great 
that it is probable that confusion, within the prohibition of the trade-mark statute, 
will result from the concurrent use of the marks. 

The decision of the Commissioner of Patents is reversed. 


GarrETT, P. J., did not participate in the consideration or decision of this case. 


NEIRING, INC. v. GLORIA JEAN SCHOONOVER 


United States Court of Customs and Patent Appeals 
April 27, 1944 






TRADE-MARKS—CANCELLATION—“GLORIA JEAN”—USE OF PERSONAL NAME 

Where appellee, Gloria Jean Schoonover, known professionally as “Gloria Jean,” conveyed 
i to her employer, Universal Pictures Company, the right to use her name, and to authorize 
others to use it in advertising and otherwise, during the term of the contract, on the expiration 
of which the said company could use her name only in connection with the services per- 
formed by appellee, the latter held to have the legal right to make contracts with others on 
the termination of said contract, and she would therefore be damaged by applicant’s registra- 
tration of the name “Gloria Jean” as a trade-mark. 


e@ 
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TRADE-MARKS—PERSONAL NAME—“GLOoRIA JEAN JUNIORS” FOR WOMEN’s APPAREL. 

The notation “Gloria Jean Juniors” held unregistrable as a trade-mark for women’s, 
misses’ and children’s wearing apparel, as the words “Gloria Jean” are the name of an 
individual, not distinctively displayed, and the disclaimer of the word “Juniors” is im- 
material. 


Appeal from a decision of the Commissioner of Patents, sustaining a petition 
for cancellation. Affirmed. 


A. W. Murray of Chicago, Ill., for Neiring, Inc. 
Fulton Brylawski and Herbert J. Jacobi of Washington, D. C., for Gloria Jean 
Schoonover. 


Garrett, P. J.: 


This is an appeal from the decision of the Commissioner of Patents (speaking 
through an Assistant Commissioner), affirming the decision of the Examiner of 
Trade-Mark Interferences sustaining the petition of appellee for the cancellation 
of trade-mark registration No. 376,089, issued to appellant March 12, 1940, under 
the Trade-Mark Registration Act of 1905, upon an application (Serial No. 424,014) 
filed September 28, 1939. 

The mark consists of the notation “Gloria Jean Juniors,” and the registration 
certificate recited that it was for use on women’s, misses’, and children’s dresses, 
coats, skirts, blouses, and ski suits. The word “Junors” was disclaimed “apart from 
the mark as shown in the drawing.” 

It is conceded that “Gloria Jean” is the “given” or Christian name of a young 
girl (surname Schoonover ) who became a juvenile ““movie’’ picture actress employed 
by Universial Pictures Company, Inc., a concern engaged in the manufacture, sale 
and distribution of motion pictures, in which business it employs numerous 
actors and actresses, young and old. 

As hereinafter will more distinctly appear, the determination of the contro- 
versy turns upon the so-called name clause of section 5 of the Trade-Mark Registra- 
tion Act, the particular language involved reading : 


’ 


Provided, That no mark which consists merely in the name of an individual, firm, 
corporation, or association not written, printed, impressed, or woven in some particular 
or distinctive manner . .. . shall be registered under the terms of this act. 


The contract (which is in writing) whereby Miss Schoonover was employed 
as an actress by Universal Pictures Company, Inc., was executed December 8, 1938, 
it apparently being in consummation of an “option” agreement executed on November 
5, 1938, when she was between ten and eleven years of age. The option agreement 
of November 5, 1938, as was the later contract of December 8, 1938, was signed 
by F. H. Schoonover and Eleanor Schoonover, father and mother of Gloria Jean, 
and by Gloria Jean herself. The latter’s signature to the option agreement reads 
“Agreed to: Gloria Jean Schoonover (Gloria Jean) known as Gloria Jean.’ The 
option agreement of November 5, 1938, appears to have been executed in Scranton, 
Pa., where the family resided, and after its execution the mother and daughter went 
to California and the contract of December 8, 1938, was executed there. There 
was an extension of the ‘‘screen test” feature of the contract which need not be recited 
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here, since it has no bearing on the decision of the case. It may be said that the con- 
tract (with certain exceptions apparently not requiring court approval) was approved 
by the Superior Court of the State of California, under the laws of that state. 

The mother testified that the daughter was “known theatrically as Gloria Jean 
at the time of the signing of this November 8th, 1938” option, and elsewhere she 
stated, in substance, that the daughter had been appearing publicly in theatrical work 
‘Since she was [sic] three and a half years old.” It was not testified, however, that 
such early theatrical work was of a professional character. 

It is clear from the record that the name “Gloria Jean” by which she had been 
christened was adopted as her stage or screen name, the surname, Schoonover, 
being dropped or discarded so far as professional use was concerned at the time the 
option agreement was executed, or very shortly thereafter. It also appears that she 
was publicized by that name as a prospective juvenile performer in different publica- 
tions available to her employer for publicity purposes in the moving picture profes- 
sion prior to any claimed use of the notation by appellant as a trade-mark and sev- 
eral months before the filing of appellant’s application for registration, which was 
after she had appeared as a participant in making a picture and very shortly after 
the picture had been shown in the city of Chicago, IIl., the situs of appellant’s place 
of business. 

It is not deemed material to set forth in detail the terms of the contract of em- 
ployment between appellee and Universal Pictures Company, Inc., but, in view 
of certain contentions made before us on behalf of appellant, it is proper to recite that 
in paragraph 4 of the contract it is provided (1): 


The artist .... gives and grants to the producer solely and exclusively . . . . the 
perpetual right to use the name of the artist and pictures or other reproductions of the 
artist’s physical likeness . . . . in connection with the advertising and exploitation 
thereof, as well as in connection with the advertising and/or exploitation of any other 
services which may be required of the artist hereunder .. . . [Italics ours.] 


(2): 


The artist does also hereby grant to the producer, during the term hereof, the sole and 
exclusive right to make use of, and to allow others to make use of, his [her] name for 
advertising, commercial and/or publicity purposes (other than in connection with the 
acts, poses, plays and appearances of the artist hereunder), as well as the sole and exclusive 
right to make use of and distribute, and to allow others to make use of and distribute his 
[her] pictures, photographs or other reproductions of his [her] physical likeness and of his 
[her] voice for like purposes. The artist shall at no time during said term grant the right 
to, authorize or willingly permit any person, firm or corporation other than the producer to 
make use of his [her] name or to make use of or distribute his [her] pictures, photographs 
or other reproductions of his [her] physical likeness or of his [her] voice, authorizes the 
producer, in the name of the artist or otherwise, to institute any proper legal proceedings 
to prevent such acts or any of them. [Italics ours.] 


It appears that under the authority of the last quoted paragraph Universal 
Pictures Company, Inc., from time to time licensed various business concerns (fif- 
teen in all) “to use the likeness of Gloria Jean Schoonover and the name Gloria 
Jean” in connection with the advertising and exploitation of a great variety of articles 
of manufacture, the licensees paying what are designated in the contract as “royalties” 
for such licenses, and it was testified by one of the witnesses connected with the 






em me ii ance ngage 


@ 


296 THIRTY-FOUR TRADE-MARK REPORTER 





company that a portion of such royalties were paid to the artist although it was 
and is conceded that the contract does not obligate such payments. 

It may be stated at this point that the petition for cancellation was filed in the 
Patent Office jointly by Universal Pictures Company, Inc., and the appellee here, 
but the Examiner of Trade-Mark Interferences held that the former could not 
qualify “under the name clause” and, in effect, eliminated it from the case. The 
company did not appeal from that decision. So, the question of the rights of the 
company was not before the commissioner and, of course, is not before us for 
adjudication. 

Throughout its brief appellant refers to “Gloria Jean” (putting the name be- 
tween quotation marks) as 


fictitous, assumed, professional or stage name 


of appellee, and makes the contention that she can not qualify under the name clause 
of section 5, because of the conveyance of the right to use of the name to her employer. 
The brief goes so far as to assert that 


she had by written contract conveyed and granted “perpetually” to her employer . 
“solely and exclusively” all rights of use and ownership she may have had in that “fictitous, 
assumed, professional or stage name” “Gloria Jean.” 


This contention is based upon the appearance of the word “perpetual” in the first 
part of paragraph 4 above quoted from the contract, and the fact that in the second 
quoted part (granting the employer the right to make use of and authorize others to 
make use of her name for advertising merchandise) the use is limited to the dura- 
tion (the language is “during the term hereof”) of the contract was overlooked or 
disregarded. The distinction and the purpose of it are obvious. 

Appellant also contends that appellee has not alleged or shown any facts from 
which it could be determined that she was damaged by appellant’s registration. 

Assuming, without deciding, that if appellee had perpetually granted to the 
Universal Pictures Company the sole and exclusive right to use her professional 
name, “Gloria Jean,” she could not be damaged by appellant’s registration, the facts 
in this case conclusively show that such right was not granted. The right to use 
her name was granted only for the term of her contract, and upon its expiration 
the name could be used only by the company in connection with services performed 
by appellee while the contract was in existence. It follows that when appellee’s 
petition for cancellation was filed she had the legal right to make contracts with 
others for the use of her name, ‘“‘Gloria Jean,” after the termination of her contract 
with the Universal Pictures Company. This was a valuable right, and she would 
be damaged in its exercise by the existence of appellant’s registration. 

Appellant argues before us, in effect, that the appellee has no right to maintain 
an action for cancellation, and that only Universal Pictures Company, Inc., has that 
right. The position so taken, in our opinion, is untenable. As has been stated, the 
right of the latter to maintain such action is not before us, but we think there is no 
question of the right of appellee herself to maintain it. The fact that her surname, 
Schoonover, is not involved does not affect her right. Gloria Jean is as much a 
part of her name as is Schoonover. It was, of course, made distinctive as a widely 
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publicized stage name but it remained an actual Christian name while it became also 
a stage or screen name. 


The gist of the Commissioner’s decision is embraced in the following : 


It seems to me that, prior to September 28, 1939, the name “Gloria Jean” had been so 
well established as the screen name of petitioner that by that time petitioner had two 
names; one, her true or private name, Gloria Jean Schoonover, and the other her pro- 
fessional or screen name, Gloria Jean, and that each one was then the name of petitioner 
as an individual, and the mark “Gloria Jean Juniors” of appellant’s registration consists 
merely of the name of “an individual.” I consider the disclaimed word “Juniors” of the 
mark of the registration to be immaterial, and it is apparent that the name is not distinctively 
displayed in the registration. 


We fail to find error in the holding so made. 
The decision of the Commissioner is affirmed. 


BAUSCH & LOMB OPTICAL COMPANY v. INTERNATIONAL 
INDUSTRIES, INC. 


United States Court of Customs and Patent Appeals 
April 27, 1944 


TraDE-Marks—Opposition—Worp “Arcus” AND Desicn Versus Design ALone—Non- 
CONFLICTING MARKS. 

A mark consisting of the device of a doublet lens shown across a triangle, together with 
the word “Argus,” held not to be confusingly similar to marks having as their essential fea- 
tures a triangular representation with truncated corners, inasmuch as the goods distinguished 
by the first mark would be known as the “Argus” products. 


Appeal from a decision of the Commissioner of Patents dismissing a trade- 
mark opposition. Affirmed. For the Commissioner’s decision, see 33 T.-M. Rep. 
260. 


G. A. Ellestad (G. F. Smyth of counsel) for Bauch & Lomb Optical Company. 
Strauch & Hoffman and William A. Strauch (James A. Hoffman of counsel) for 
International Industries, Inc. 


BLanp, J.: 


This is an appeal from the decision of the Commissioner of Patents, 56 U. S. Q. 
235, affirming that of the Examiner of Interferences in a trade-mark opposition pro- 
ceeding, in dismissing a notice of opposition filed by Bausch & Lomb Optical Com- 
pany, hereinafter referred to as opposer, against the registration of a trade-mark 
of International Industries, Inc., hereinafter referred to as applicant. It is a com- 
panion appeal to No. 4,887, decided concurrently herewith. (See p. 289 ante.) 

The opposition is based upon the same marks of opposer described and repro- 
duced in the companion appeal. The mark of applicant here is identical with that 
in said companion appeal except that the word “Argus,” printed in somewhat fanciful 
type, is superposed immediately above the horizontal portion of the triangle, with 
the lower part of the letter “g” occupying the space omitted in the top line of the 
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triangle. The mark of applicant, therefore, consists of the word “Argus,” the tri- 
angle, and the representation of a doublet lens superimposed across the triangle. 

Many of the same arguments made by both parties in the companion appeal have 
been repeated here, but essentially the same issue is presented, to wit: Is the mark 
of applicant, the newcomer, so confusingly similar to those, or any of them, of 
opposer as to be likely to promote confusion within the sense of the Trade-Mark Act 
of February 20, 1905? Most of the points stressed by both parties have been fully 
discussed in the companion case and will not be repeated here. 

It is our opinion that, notwithstanding the goods of the parties are identical or of 
the same descriptive properties, the mark of applicant is so dissimilar in its entirety 
that there is no reasonable probability of resulting confusion. It is true that applicant 
has substantially taken the essential feature of opposer’s mark in making its composite 
mark, but it is our view that that feature is not the essential feature of applicant’s 
instant mark, and that applicant has avoided the likelihood of confusion by adding 
as the most outstanding feature of its mark the word “Argus.” With this mark 
upon applicant’s goods, it would seem most likely that the goods would be referred 
to as “Argus” products, and the labels and specimens of the advertisements of appli- 
cant would indicate that this is true. 

Agreeable to the decision of the Commissioner, we are of the opinion that there is 
no reasonable likelihood of confusion, or any doubt on the subject, and that the 
tribunals below properly ruled that the opposition should be dismissed and that 
applicant is entitled to register the mark for which it has made application. The 
decision of the Commissioner of Patents is accordingly affirmed. 

Affirmed. 


GarreETT, P. J., did not participate in the consideration or decision of this case. 





DECISIONS OF THE COMMISSIONER OF PATENTS 


Conflicting Marks 
“Diviron” and “Glyco-Viron” and “All-Vi-Ron” 


Frazer, F. A. C.: Affirmed the action of the Examiner of Trade-Marks, refus- 
ing to register the notation “Diviron” as a trade-mark for tablets composed of 
dicalcium phosphate, ironate and vitamin D (viosterol) for use as a supplementary 
treatment in cases of pregnancy and as an adjunct in secondary anemia resulting 
from pregnancy, on the application of Karl Mallard, of Detroit, Mich., on the 
ground that applicant’s mark is confusingly similar to trade-marks “Glyco-Viron” 
and “All-Viron,” both registered for merchandise of the same descriptive proper- 
ties.” 

“Rol-Lock” and “Garlock” 


Frazer, F. A. C.: Affirmed the action of the Examiner of Interferences sus- 
taining the petition of The Garlock Packing Company, of Palmyra, N. Y., to cancel 





1. Ex parte Karl Mollard, Ser. No. 448,477, 166 M. D., 508, June 6, 1944. 
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trade-mark registration No. 386,873, issued April 22, 1941, under the provisions of 
the act of February 20, 1905, to United States Gasket Company, of Camden, N. J. 
Respondent’s mark is the notation “Rol-Lock,” registered for gaskets. It has been 
in use since November 12, 1940. Petitioner relies upon its ownership of the trade- 
mark “Garlock,” used by petitioner since 1890, and numerously registered, alone 
and in combination with other features, for various articles of merchandise of the 
same descriptive properties as respondent’s merchandise. It was first registered 
for gaskets on April 19, 1938. The parties have stipulated 


that the sole issue involved in this proceeding is whether the terms involved, namely, 
“Garlock” and “Rol-Lock,” are confusingly similar. 


It was held that for the purposes of this proceeding the goods of the parties must 
be regarded as identical. It was held that, as applied to gaskets, the word “lock,” 
though highly suggestive, is not merely descriptive. 

It was held that “Garlock” and “Rol-Lock” differ in significance, and to a lesser 
extent in appearance ; but in sound they are too nearly alike to be used concurrently 
on identical merchandise without likelihood of confusion; at least the question is 
not free from doubt, and in view of its long priority in the field, any doubt that may 
exist should be liberally resolved in petitioner’s favor.* 


“Protexray” and “Protecto-Ray” 


Frazer, F. A. C.: Affirmed the action of the Examiner of Trade-Marks declin- 
ing registration of the notation “Protecto-Ray” on the application of The New 
Yorker Hotel Corporation, of New York, N. Y., as a trade-mark for ultraviolet 
ray sanitizing machines in Class 44, dental, medical, and surgical appliances. The 
application was rejected by the Examiner of Trade-Marks in view of a prior regis- 
tration of the trade-mark “Protexray” for “X-ray tubes for surgical or curative 
purposes.” To overcome the reference applicant now seeks by amendment to shift 
its application to Class 21, electrical apparatus, machines, and supplies. 

It was held that the requested shift to class 21 would not change the character 
of applicant’s goods, nor alter the pertinency of the reference, so that the proposed 
amendment was disapproved. 

It was held that both articles are of a type that may reasonably be assumed 
to be manufactured by the same concern; and if sold under trade-marks so nearly 
identical as ““Protexray” and “Protecto-Ray,” there is at least a reasonable likelihood 
that confusion as to origin would result.* 


“Motor Vitamin” and “The Oil Vitamin” 


Frazer, F. A. C.: Affirmed the action of the Examiner of Interferences sustain- 
ing the opposition of The A. S. Boyle Company, of Jersey City, N. J., to the appli- 
cation of Marion Francis Kelly, of Richmond, Ind., for registration of a mark in the 


2. The Garlock Packing Company v. United States Gasket Company, Canc. No. 4048, 166 
M. D. 515, June 13, 1944. 


3. Ex parte The New Yorker Hotel Corporation, Ser. No. 441,682, 166 M. D. 517, June 13, 
1944. 
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form of a large monogram composed of the letters “M”’ and “V,” beneath which 
appear the words “Motor Vitamin” in separate lines, followed by the notation: 
“The A B C of Motor Performance.” The words “Motor” and “Motor Per- 
formance” are disclaimed. The goods to which the mark is appropriated are 
described in the application as 


a liquid solvent particularly adapted for increasing motor performance. 


Use is claimed since December 1, 1941. Opposer relies upon its ownership of 


a trade-mark registered May 12, 1942, but proved to have been used since April 
1941, for 


a chemical solvent for increasing and improving the efficiency of lubricating oils by 
dissolving gum and sludge residues. 


This mark comprises the word “Peptane,” above the legend “The Oil Vitamin,” 
printed in smaller letters and in a single line, and disclaimed “separately from the 
mark as shown.” 

It was held that for the purposes of this proceeding the goods described in the 
application are identical with the goods covered by opposer’s registration. 

It was held that, without deletion of the words “Motor Vitamin” from appli- 
cant’s drawing, the letters “MV” in applicant’s mark as now presented, mean 
“Motor Vitamin,” which expression is confusingly similar to the expression “The 
Oil Vitamin,” which constitutes a prominent feature of opposer’s mark, so that 
viewed in their entireties the two marks bear such resemblance as to be likely to 
confuse the public, when applied to identical merchandise of the character here 
involved.‘ 


“Onco” and “O N C” 


Frazer, F. A. C.: Affirmed the action of the Examiner of Interferences sustain- 
ing the opposition of Wilson-Imperial Company, of Newark, N. J., to the applica- 
tion of G. W. Onthank Company, of Des Moines, la., for registration of the word 
“Onco” as a trade-mark for 


cleaner, wax, and polish which are capable of cleaning, waxing, and polishing furniture, 
woodwork, and automobiles in one operation. 


The mark is claimed to have been used since March 10, 1942. The opposition is 
predicated upon opposer’s ownership of the trade-mark “O N C,” registered Jan- 
uary 18, 1921, and renewed, for 


a preparation for cleaning and removing all dirt, acid, and stains from varnished surfaces, 
such as the exterior or interior finish of railway coaches, streetcars, and like surfaces coated 
with varnish, paint, or enamel. 


It was held that the goods of the parties are closely related merchandise of 
the same descriptive properties. 

It was held that, although the applicant’s mark is printed in outline script, 
while opposer’s mark as registered is printed in block letters, so that the two 


4. The A. S. Boyle Company v. Marion Francis Kelly, Opp’n No. 21,933, 166 M. D. 520, 
June 15, 1944. 
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differ in appearance, nevertheless, when spoken they sound very much alike; 
and even if applicant is correct in its assertion that the letters of opposer’s mark are 
separately pronounced, they still spell the major portion of applicant’s mark, so 
that it seems that the likelihood of confusion is too apparent to merit extended dis- 
cussion.” 


“Sani-Glas” and “Sanitop” 


Frazer, F. A. C.: Affirmed the action of the Examiner of Trade-Marks refusing 
to register to Brockway Glass Company, Inc., of Brockway, Pa., the notation 
‘‘Sani-Glas” as a trade-mark for glass bottles, in view of a prior registration of the 
trade-mark “Sanitop” for the same goods. 

Although applicant argued that the marks were not confusingly similar, because 
the words “glas” and “top” are obviously different, and that the use of the letter 
“sani” is within the public domain, neverthelss, it was held that since the word “glas” 
in applicant’s mark is purely descriptive, and has been disclaimed for that reason, 
the mark as a whole is nonregistrable under the Act of 1905, unless the prefix 
“sani” be regarded as arbitrary. It was held that the two marks are so similar as to 
be likely to cause confusion; and abandonment of the registered mark not having 
been proven, and the registered mark remaining uncancelled, it stands as a statutory 
bar to the registration of confusingly similar marks for goods of the same descriptive 
properties.° 


“Zero Locker” and “Dry Zero,” and “Zero Body” 


Frazer, F. A. C.: Affirmed the action of the Examiner of Trade-Marks refusing 
to register on the application of Gibson Electric Refrigerator Corporation (Gibson 
Refrigerator Company, Assignee, Substitute), of Greenville, Mich., the notation 
“Zero Locker,” under the provisions of the act of February 20, 1905, as a trade- 
mark for mechanical refrigerators and cooling units for mechanical refrigerators, in 
view of four trade-marks previously registered for merchandise of the same descrip- 
tive properties, to each of which the Examiner deemed applicant’s mark confusingly 
similar. 

As to two of the marks relied upon by the Examiner, “Dry-Zero” and “Zero 
Body,” it was held that in each of these marks the word “Zero” is no more capable 
of trade-mark significance than is the other word, and that neither word may properly 

be said to dominate. 

As to the marks “Zero Tube” and “Zero-Plate’” relied upon by the Examiner, 
in which the words “Tube” and “Plate” were disclaimed, it was held that the dis- 
claimed words, like the disclaimed word “Locker” in applicant’s mark, could indi- 
cate origin only in a very minor degree; that all three marks are thus necessarily 
dominated by the word “Zero”; and that registration of applicant’s mark would 
result in confusion, or at least would add to such confusion as may already exist. 

As to applicant’s request for a ruling as to registrability of the mark under 





5. Wilson-Imperial Company v. G. W. Onthank Company, Opp’n No. 22,175, 166 M. D. 519, 
June 13, 1944. 
6. Ex parte Brockway Glass Company, Inc., Ser. No. 442,687, 166 M. D. 524, June 19, 1944. 
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the Act of 1920, it was held that since all of the registrations cited by the Examiner 
were issued under the Act of 1905, those that constitute a bar to the application as 
now presented manifestly would prevent registration under the Act of 1920.’ 


“Alutabs” and “Alutone” 


Frazer, F. A. C.: Affirmed the action of the Examiner of Trade-Marks refusing 
to register on the application of The Reserve Research Company, of Cleveland, 
Ohio, the word “‘Alutabs” as a mark for goods described in the application as 


A medicinal preparation in tablet form comprising a chemical mixture that, upon its 
addition to water, provides a finely dispersed colloid of aluminum hydroxide having the 
medicinal and the therapeutic properties of neutralizing hydrochloric acid in the digestive 
tract in the treatment of peptic ulcer and gastric hyperacidity. 


The registered mark is the word “Alutone” for “a compound for the treatment 
of gastro-intestinal disturbances.” 

It was held that applicant’s goods and the goods to which the registered mark 
is applied may well be identical goods, and by adding the word “tone,” applicant 
has made the mark as a whole alternatively descriptive, or misdescriptive, as to 
color. 

It was held that “Alutabs” and “Alutone” are confusingly similar. While it may 
be true that the prefix “Alu,” which is common to both marks, is an ordinary dic- 
tionary prefix of the word “aluminum,” obviously the syllable “tabs” in applicant’s 
mark, and the syllable “tone” in the mark of the registration, would be purely 
descriptive standing alone, and would be incapable of trade-mark significance. It 
is clear that the words “Alutabs” and “Alutone” bear a marked resemblance to 
each other in sound, appearance and meaning. The first syllable of each is identical, 
and the last syllables certainly suggest a characteristic of the goods.® 


“Fuzzy Cubby” and “Fuzzy Wuzzy” 


Frazer, F. A. C.: Affirmed the action of the Examiner of Interferences sus- 
taining the opposition of Sears, Roebuck and Co., of Chicago, Ill., to the application 
of Artcraft Sportwear Company, of New York, N. Y., for registration of a trade- 
mark for jackets, caps, mittens, infants’ booties and bedroom slippers, both made of 
cloth, and mufflers for men, women, and children. 

The mark sought to be registered consists in the words “Fuzzy Cubby,” above 
which is the representation of a bear cub’s head, and below which, in much smaller 
letters, is the notation “by Artcraft.”” Opposer relies upon its trade-mark “Fuzzy 
Wuzzy,” which is registered for “house slippers formed of leather, fabric, and com- 
binations thereof,” and has been used on such articles since a time prior to appli- 
cant’s alleged date of first use. In both marks the descriptive word “Fuzzy” is 
disclaimed. 

Although the marks considered as a whole differ somewhat in appearance, it 


7. Ex parte Gibson Electric Refrigerator Corporation (Gibson Refrigerator Company, 
Assigne, Substituted), Ser. No. 450,852, 166 M. D. 526, June 22, 1944. 
8. Ex parte The Reserve Research Company, Ser. No. 456,901, 166 M. D. 532, June 28, 1944. 
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was held that applicant’s mark is dominated by the expression “Fuzzy Cubby,” 
and while this expression may not have the same significance as “Fuzzy Wuzzy,” 
nevertheless, the marks are too nearly alike in both appearance and sound to be used 
concurrently on merchandise which is in part identical, without some likelihood of 
confusion.® 


“Celdura” and “Cordura” 


Frazer, F. A. C.: Affirmed the action of the Examiner of Interferences sustain- 
ing the opposition of E. I. du Pont de Nemours & Company, of Wilmington, Del., 
to the application of Celanese Corporation of America, of New York, N. Y., for reg- 
istration of the word “Celdura” as a trade-mark for “piece goods made wholly or 
partially of cellulose derivatives.” Applicant claims to have used this mark since 
July 8, 1942. Opposer relied upon its ownership and use of the trade-mark 
“Cordura,” which was registered July 23, 1935, for “viscose yarns, threads, and fila- 
ments.” Applicant conceded that the goods of the parties, though specifically dif- 
ferent, have the same descriptive properties within the meaning of the statute. 

It was held that both marks would be regarded by many as purely arbitrary; 
and that, viewed in their entirety, any significance they may suggest to others 
would be substantially the same; and that while the marks are not identical, they 
are too nearly alike to be used concurrently on merchandise of the same descriptive 
properties without some likelihood of confusion. At least the question is not free 
from doubt, and doubts must be resolved against the applicant.” 


“Fabrisec” and “Fabritex” 


Frazer, F. A. C.: Affirmed the action of the Examiner of Interferences sus- 
taining the opposition of Royce Chemical Company, of Carlton Hill, N. J., to the 
application of Socony-Vacuum Oil Company, Incorporated, of New York, N. Y., 
for registration of the word “Fabrisec” as a trade-mark for “water-proofing com- 
position for textile fabrics.” Applicant claims to have used this mark since Sep- 
tember 19, 1941. Opposer relied upon its ownership of the trade-mark “‘Fabritex,” 
registered August 2, 1932, for “hydrosulphite for textile purposes,” and May 19, 
1936, for “gums suitable for the printing of textile fabrics.” 

It was held in the absence of any evidence on the subject, that it is quite natural 
to assume that preparations employed in the bleaching, printing, and waterproofing 
of textile fabrics are not entirely unrelated in use, and that they are all of the same 
general class of merchandise; but the question not being free from doubt, that 
doubt must be resolved in opposer’s favor. 

It was held that the similarity of the marks is too obvious to require discussion. 
“Fabrisec” and “Fabritex” may suggest slightly different ideas, but they look alike, 
and in sound they are practically indistinguishable, so that their concurrent use on 


9. Sears, Roebuck and Co. v. Artcraft Sportwear Company, Oppn’ No. 22,281, 166 M. D. 529, 
June 22, 1944. 

10. E. I. du Pont de Nemours & Company v. Celanese Corporation of America, Opp’n No. 
22,288, 166 M. D. 534, June 29, 1944. 
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merchandise of the same descriptive properties would be quite likely to cause con- 
fusion.” 


“Huntsman” and “Sportsman” 


Frazer, F. A. C.: Affirmed the action of the Examiner of Interferences sustain- 
ing the opposition of John Hudson Moore, Inc., of New York, N. Y., to the applica- 
tion of Magitex Company, Incorporated, of Saco, Me., for registration of the word 
“Huntsman” as a trade-mark for “after shaving lotion.” The opposition was based 
upon opposer’s ownership of the trade-mark “Sportsman,” registered for the same 
goods prior to applicant’s claimed date of first use. 

While the words “huntsman” and “sportsman’’ differ somewhat in appearance 
and in sound, and they do not always have the same meaning, it was held that in 
one sense the expressions are of identical significance, and the merchandise of the 
parties being identical, the opposition was properly sustained, especially since it is 
well established that there is greater likelihood of confusion between contesting trade- 
marks where the goods to which they are applied are relatively inexpensive, and are 
consumed in use; and after shaving lotions are goods of that character.” 


“White Heath” and “White Heather” 


Frazer, F. A. C.: Affirmed the action of the Examiner of Trade-Marks refusing 
to register to Charleston Milling Company, of Charleston, W. Va., a mark compris- 
ing a representation of a double spray of heath or heather, tied in the center with a 
large bow of ribbon, in view of a prior registered mark comprising the notation 
“White Heath,” partially encircled by a wreath-like cluster of nondescript foliage. 
Both marks are appropriated to wheat flour. 

It was held that applicant’s design is the pictorial equivalent of the registered 
words, although probably it would not always be so recognized by purchasers were 
it not for the fact that in actual use it is associated with the words “White Heather,” 
and while it may be conceded that these words form no part of applicant’s trade- 
mark, nevertheless they do serve unmistakably to identify the design.” 


“Photo-Genic” and “Photo-Finish” 


Frazer, F. A. C.: Affirmed the action of the Examiner of Interferences sustain- 
ing the opposition of Elmo Sales Corporation, of Philadelphia, Pa., to the applica- 
tion of Elizabeth Kent, Inc., of New York, N. Y., for registration of the notation 
“Photo-Genic” as a trade-mark for face powder. Opposer relied upon its owner- 
ship of the trade-mark “Photo-Finish,” registered for make-up powder. Applicant 
conceded that these goods and its own possess the same descriptive properties, and 
that opposer had established prior use of its trade-mark. 

It was held that ‘“‘Photo-Genic” so nearly resembles the mark “Photo-Finish” as 
to be likely to confuse the public or to deceive purchasers, since in each of these 





11. Royce Chemical Company v. Socony-Vacuum Oil Company, Incorporated, Opp’n No. 
22,347, 166 M. D. 536, July 4, 1944. 

12. John Hudson Moore, Inc. v. Magitex Company, Incorporated, Opp’n No. 22,393, 166 
M. D. 537, July 5, 1944. 

13. Ex parte Charleston Milling Company, Ser. No. 442,650, 166 M. D. 555, July 24, 1944. 
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notations the word “Photo” is very prominent, if not actually dominant, so that it is 
more likely to be retained in the mind of the purchasers than either the word “Genic”’ 
or “Finish.” The most that can be said in applicant’s favor is that the likelihood of 
confusion is probably a matter of doubt, and it is well established that all doubts in 
that regard must be resolved against the newcomer in the field. 


“Silv-All” and “Silvo” 





Frazer, F. A. C.: Affirmed the action of the Examiner of Interferences sustaining 
the opposition of The R. T. French Company, of Rochester, N. Y., to the applica- 
tion of John C. Stalfort & Sons, Inc., of Baltimore, Md., for registration of the 
notation “Silv-All” as a trade-mark for silver polish, and further adjudging appli- 
cant not entitled to the registration applied for. Opposer relied upon its alleged 
prior use and ownership of the mark “Silvo” for the same goods. 

It was held that opposer proved such use beginning in December, 1935, and 
that the evidence submitted by applicant fails to establish any earlier use by applicant 
of the mark sought to be registered. 

It was held that although “Silv-All” and “Silvo” differ somewhat in appearance, 
and to a lesser degree in suggestive significance, nevertheless, in sound they are 
very nearly alike, while the goods to which they are appropriated are inex- 
pensive, are directly competitive, and are sold in the same stores to the same class 
of purchasers, so that their concurrent use may well lead to confusion. 

As to two registrations issued prior to applicant’s earliest date of claimed use, 
of the word “Silvo,”’ ownership of which was pleaded, but not proven, by opposer, 
it was held that, until canceled, each registration is a bar to the registration of a con- 
fusingly similar mark more recently adopted for merchandise of the same descriptive 
properties. 

As to applicant’s argument that “Silvo” is descriptive of opposer’s goods, it was 
noted that, if so, “Silv-All” is equally descriptive of applicant’s goods, but it was 
held that it was unnecessary to pass upon the point, because the registrations to 
which reference has been made must be presumed to be valid.” 


“Ro-Tray” and “Rotary” 














Frazer, F. A. C.: Reversed the action of the Examiner of Interferences, who had 
dismissed the opposition of Rotary International, of Chicago, IIl., to the application 
of Henry E. Frederick, also of Chicago, Ill., for registration of the notation “Ro- 
Tray,” with the disclaimer of the word “Tray,” as a trade-mark for a “combination 
cigarette dispenser and ash tray,” the application having been filed under the 
provisions of the act of February 20, 1905. 

The opposition was predicated upon the alleged fact that applicant’s mark is 
merely an appropriation of opposer’s name, and is thus forbidden registration 
by the express terms of the statute. 





14. Elmo Sales Corporation v. Elizabeth Kent, Inc., Opp’n No. 22,383, 166 M. D. 556, July 
26, 1944. 

15. The R. T. French Company v. John C. Stalfort & Sons, Inc., Opp’n No. 21,725, 166 M.D. 
557, July 26, 1944. 
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Citing a case, it was held that it is clear from the instant record that “Rotary” 
is merely the name of opposer. 

After noting that applicant’s mark and opposer’s name are not so nearly alike in 
appearance as were the words under consideration in a cited case, it was held that 
clearly they are, when pronounced “practically identical in sound.” 

It was held that the opposition should be sustained.” 


“Juice-Master” and ‘Mixmaster” 


Frazer, F. A. C.: Affirmed the action of the Examiner of Trade-Marks, refusing 
to register to Foster L. Talge (doing business as Rival Manufacturing Company), 
of Kansas City, Mo., the notation “Juice-Master” as a trade-mark for “fruit 
juice extractors,” the descriptive word “Juice” being disclaimed and use being 
claimed of the mark since December 30, 1940. Registration was refused in view of 
the trade-mark “Mixmaster,” registered to another for the same goods on August 
20, 1935. 

Agreeing with applicant’s contention that the marks as a whole must be con- 
sidered, including those portions which may be descriptive or have been disclaimed, 
it was held that the word “master” is the dominant feature of each mark, that in 
applicant’s mark the word “Juice,” standing alone is obviously devoid of trade- 
mark significance with respect to applicant’s goods; so that purchasers are neces- 
sarily more likely to remember the word “Master” as indicating origin, and that 
the goods of the application and those of the reference being identical, it thus seems 
reasonably probable that the concurrent use of the two marks would lead to con- 
fusion. 

In response to applicant’s argument that there is a large number of registered 
trade-marks in which the word “master” appears in combination with other words, 
so that this word “has long since become public property,” it was held that, assum- 
ing that to be true, the addition of applicant’s mark to the list would not remedy the 
situation ; rather it would further add to the existing confusion.” 


Descriptive Terms 


“Dome Pin” for curtain stretchers 


Frazer, F. A. C.: Affirmed the action of the Examiner of Interferences sustain- 
ing the opposition of Quaker Stretcher Company, of Kenosha, Wis., to the applica- 
tion of Chicago Curtain Stretcher Company, of Chicago, Ill., for registration of an 
alleged trade-mark, and further adjudging applicant not entitled to the registration 
applied for, both on the ground that the mark is descriptive of the goods to which 
it is appropriated. The mark sought to be registered is the notation “Dome Pin,” 
the word “Pin” being disclaimed “except as shown”; and the goods named in the 


16. Rotary International v. Henry E. Fredericks, Opp’n No. 21,435, 166 M. D. 496, May 16, 
1944. 


17. Ex parter Foster L. Talge (Doing Business as Rival Manufacturing Company), Ser. No. 
439,734, 166 M. D. 497, May 18, 1944. 
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application are ‘curtain stretchers.” Applicant and opposer are competitors in the 
manufacture and sale of such devices. 

It was held that opposer’s exhibit as to applicant’s advertising sufficiently 
demonstrates the fact that applicant has used the word “Dome” not to indicate 
origin of its merchandise, but to describe the blunted point of its new stretcher 
pin. 

The parties being competitors and the notation sought to be registered being 
descriptive of the goods of both, it was held that manifestly its registration to appli- 
cant under the Act of 1905 would thus damage opposer.** 
































“Suede-Tone” for woolen piece goods 


Frazer, F. A. C.: Affirmed the action of the Examiner of Trade-Marks declin- 
ing to register to American Woolen Company, of Boston, Mass., and New York, 
N. Y., the notation “Suede-Tone,” under the provisions of the act of February 
20, 1905, as a trade-mark for woolen piece goods. The Examiner had held that 
“suede” is defined as a particular color, and “tone” as meaning color. 

After pointing out that “suede” has another meaning, namely, “‘a closely knitted 
or woven fabric, napped and shorn to simulate the surface of suede leather,” it 
was held that in this latter sense the word “suede” is obviously descriptive, or mis- 
descriptive, of the character or quality of applicant’s goods.” 


“Hi-Pep” for coffee-like beverage 





Frazer, F. A. C.: Reversed the action of the Examiner of Interferences who 
had dismissed the opposition filed by Kellogg Company, of Battle Creek, Mich., to 
the application of Alfred Price (doing business as Fountain Service Company), of 
New York, N. Y., for registration of the notation “Hi-Pep” as a trade-mark for 
“nonalcoholic maltless beverages,” the Examiner of Interferences having further 
adjudged that the applicant is entitled to the registration for which he has made 
application. 

The opposition was based upon the ownership of twelve registrations of the word 
“Pep,” alone, or in combination with other features, and prior use of the word 
“Pep” on unfermented grape juice. 

As to the use on grape juice, it was held that opposer has forfeited any right to 
relief under the statute because of lack of satisfactory explanation of the deceptive 
practice of falsely and persistently indicating on opposer’s labels that the mark is 
registered for such goods. 

As to the twelve registrations, it was held that eleven were properly disregarded 
by the Examiner of Interferences. 

It was held that the registration of the word “Pep” for “a coffee-like beverage,” 
granted under the Act of February 20, 1905, on an application filed some two years’ 
prior to applicant’s first use of the “Hi-Pep” mark, may be regarded as a statutory 





18. Quaker Stretcher Company v. Chicago Curtain Stretcher Company, Opp’n No. 21,551, 
166 M. D. 547, July 14, 1944. 


19. Ex parte American Woolen Company, Ser. No. 461,836, 166 M. D. 523, June 17, 1944. 


ee 
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bar to the opposed application, resolving doubts somewhat liberally in opposer’s 
favor, since broadly speaking, a coffee-like beverage, is, of course, a nonalcoholic 
maltless beverage, although this conclusion would have been reached with con- 
siderable reluctance were it not for the further conclusion that the application must 
be rejected in any event. 

The word “Pep” in applicant’s mark was held by the Examiner of Trade-Marks 
to be descriptive of the goods, and was promptly disclaimed by applicant. It was 
held that if the word “‘Pep” is descriptive of applicant’s goods, it seems clear beyond 
question that the expression “Hi-Pep”’ is at least equally so, and that the mark as a 
whole is merely descriptive of the character or quality of such goods, and is for- 
bidden registration by the express terms of the statute.” 


“Naval Uniform Service” for men’s outer garments 


Frazer, F. A, C.: Affirmed the action of the Examiner of Trade-Marks de- 
clining to register to The Naval Uniform Service, Inc., of New York, N. Y., the 
notation “Naval Uniform Service,” displayed in association with a design, as a 
trade-mark for men’s outer garments, consisting of coats, pants, trousers, overcoats 
and topcoats. The Examiner refused registration on the ground that the mark 
presents words which are descriptive of the goods and inherently incapable of func- 
tioning as a trade-mark. 

It was held that the words are purely descriptive of the character of applicant’s 
goods and since the words dominate the mark, the mark as a whole is nonregistrable 
under the Act of 1905, since it seems clear beyond argument that any dealer engaged 
in the manufacture of uniforms and overcoats for naval men may so inform its cus- 
tomers in the words of applicant’s mark, and that the use of these words would fail 
to indicate origin in any particular concern.” 


Non-Descriptive Term 


“Age-proof” for drawing paper 


Frazer, F. A. C.: Reversed the action of the Examiner of Trade-Marks refus- 
ing to register to Eugene Dietzgen Co., of Chicago, Ill., the word ‘“‘Ageproof” as a 
trade-mark for drawing and tracing paper, and prepared fabric for tracing and 
drafting purposes. 

The Examiner had held that the mark is descriptive of the goods in that the mark 
affirms that the goods are proof against deterioration with age, but it was held that 
while unquestionably the mark suggests that idea, the suggestion is too fantastic to 
be taken seriously by purchasers; in other words, the mark suggests a desirable 
characteristic of the goods through emphasis by exaggeration; if given its literal 
meaning, it is so palpably untrue as to be incongruous, so that, under the doctrine of 
the cited cases, the mark thus falls short of being merely descriptive.” 


20. Kellogg Company v. Alfred Price (Doing business as Fountain Service Company), Opp’n 
No. 22,276, 166 M. D. 500, May 26, 1944. 


21. Ex parte The Naval Uniform Service, Inc., Ser. No. 457,794, 166 M. D. 485, May 2, 
1944. 


22. Ex parte Eugene Dietzgen Co., Ser. No. 444,964, 166 M. D. 470, April 12, 1944. 
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PART II 


REMICK MUSIC CORP. v. AMERICAN TOBACCO CO. Et At. 
United States District Court, S. D. New York 
September 12, 1944 


UNFAIR COMPETITION—NOVELTY OF COMPLAINT—RIGHT TO REDRESS. 


That the theories supporting plaintiff’s case are unusual and have elements of novelty 
does not mean that the wrong, however indirect in its impact upon the business of an honest 
trader, cannot be rectified. 


UnrFrair CoMPETITION—“TIME WAITS FoR No ONE” ANp “It Hap To BE You”—UNFAIR GRADING 
oF SonGc PopuLarity IN “Your Hit PARADE.” 

Defendant, American Tobacco Company, in its radio program, “Your Hit Parade,” 
featured ten songs, allegedly the most popular of the week, as ascertained from a weekly 
survey, such songs being graded on the radio program according to their popularity. Plaintiff, 
a publisher of sheet music, including songs, complained that said defendant omitted from its 
list of popular songs two published by plaintiff, namely, “It Had to be You” and “Time Waits 
for No One,” alleged by plaintiff to be among the first five of the most popular songs in the 


country, resulting in loss of prestige and sales by plaintiff. Complaint dismissed in accord- 
ance with doctrine of Erie R. R. v. Tompkins. 


In equity. Action for unfair competition. On defendants’ motion to dismiss 
the complaint. Motion granted. 


Spring & Eastman (Leopold V. Eastman, Samuel Spring, and Sidney J. Brown of 
counsel), all of New York, N. Y., for plaintiff. 

Chadbourne, Wallace, Parke & Whiteside, New York, N. Y., for defendant Ameri- 
can Tobacco Co. 

Hartman, Craven & Fuld (George W. Whiteside, Alex Craven, and Dwight R. 
Collin of counsel), all of New York, N. Y., for defendant Foote, Cone & Belding. 


Knox, D. J.: 


Four motions, in the above entitled suit, and now before the court, were argued 
together and similarly, will be decided. The first to be considered will be that of 
defendant which asks for a dismissal of the complaint. 

Plaintiff (a subsidiary of Warner Brothers), and one of the country’s largest 
publishers of sheet music, specializes in songs and musical compositions that have 
mass appeal, and two of its currently popular songs are entitled, respectively, “It Had 
To Be You,” and “Time Waits for No One.” Owing to the evanescent nature of 
what are known as popular song hits, such numbers, if they are to be remunerative, 
must be exploited widely, and realization upon them must be had before public fickle- 
ness consigns them to oblivion. Plaintiff’s success in business, it avers, is due to 
the following factors: (1) ability to secure the works of outstanding song writers ; 
(2) the creation of a demand for their publication on the part of the populace; (3) 
persuasion of radio performers, orchestra leaders, and entertainers generally, to play 
plaintiff’s musical compositions, and the willingness of manufacturers to reproduce 
them phonographically and electrically. 
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American Tobacco Company, one of the nation’s largest industrial enterprises, 
engages in wide advertising campaigns that are designed to maintain and extend its 
markets for nicotine products. One of the mediums by which this is accomplished 
is the presentation of a weekly radio program entitled “Your Hit Parade.” In 
furnishing this entertainment, the Tobacco Company has the aid of the firm of Foote, 
Cone & Belding, an advertising agency. “Your Hit Parade” program has been on 
the air for about eight years, and having met with public favor, is said to have a 
weekly audience of fifteen million persons. 

Defendants’ program consists of the rendition of what are claimed to be the 
ten most popular songs of the week in which the broadcast takes place, and these 
songs are sung in the order of their respective appeals to the public. The rating thus 
given to the particular numbers is determined, according to defendants’ assertions, 
by an extended and scientific weekly survey, which accurately ascertains the varying 
musical fancies of the public. 

Plaintiff, on the other hand, avers that the decisions as to the order in which de- 
fendants present songs that are broadcast weekly upon their programs, are arbitrarily 
and capriciously made, and that this constitutes unfair competition with plaintiff’s 
popular selections. It further charges that the selection of numbers with which 
defendants regale the public are chosen with the purpose of enabling their vocal 
artists to sing songs readily adaptable to their abilities and capacities, and thus give 
them acceptable renditions. 

Specifically, the complaint alleges that, currently, plaintiff’s songs ““Time Waits 
For No One” and “It Had to Be You,” are among the first five most popular 
songs throughout the nation, and that by any reasonable standards of measurement, 
they should have been so recognized by defendants. Instead of according them the 
rating to which they are rightly entitled, and which were indicated by defendants’ 
sampling, the songs are said to have been sung in an improper order of their popu- 
larity, or to have been entirely omitted from defendants’ programs. 

Asa result of defendants’ discrimination, plaintiff’s trade with the public, musical 
houses, radio entertainers and phonograph companies is said to be seriously and 
adversely affected. In other words, defendants’ selections, which are widely listed 
by defendants, are publicly regarded as such an accurate index of the popularity of 
current songs that selections appearing thereon, if not properly rated, or if not 
selected for production at all, are looked upon as being no longer in public favor, and 
soon will be ignored or forgotten. Hence, plaintiff seeks appropriate relief against 
defendants for these alleged wrongs. 

The complaint contains three causes of action. The first sounds in equity, and 
the court is asked to restrain defendants from advertising that “Your Hit Parade” 
program is made up of the first nine or ten most popular songs of the week; that 
they are performed in the order of their popularity, and that their selection is the 
result of an extensive and accurate nation-wide analytical survey, and of the popu- 
larity of each of them. 

The second and third alleged causes of action sound in tort and seek damages 
for the wrongs charged against defendants. Neither of them, however, contains an 
allegation of special damage. 
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In passing, it should be remarked that defendants’ right to present the composi- 
tions owned by plaintiff is derived from a blanket license to reproduce portions of 
plaintiff's portfolio, heretofore granted by the American Society of Composers, 
Authors and Publishers, of which organization plaintiff is a member. 

Defendants’ motion to dismiss the complaint is based upon the following grounds: 
(1) that equity will not enjoin the publication of a trade slander; and (2) that 
technically, the complaint is without adequate averments to support the relief sought. 

That the theories on which plaintiff comes into court are unusual and have about 
them elements of novelty, cannot be gainsaid; but these characteristics, in and of 
themselves, are far from meaning that wrong, however, indirect and devious in its 
impact upon the business of an honest trader, cannot be rectified. 

While, so far as products are concerned, there is a wide difference between the 
lines of merchandise that plaintiff and defendants afford the public, and direct com- 
petition between them, the activities of American Tobacco Company can and 
allegedly do affect the trade of plaintiffs. 

Were it not for the fact that defendants represent themselves as competent to 
rate and assume to rate the relative popularity of current songs—and then give 
widespread publicity to those ratings, they could, as their fancy dictates, perform 
such numbers as.they were licensed to perform, and do so without let or hindrance 
on the part of plaintiff. Defendants’ radio program, however, is built on defendants’ 
recognition of variations in the popularity of songs, and on this they capitalize. 
They assume, as it were, the role and function of a disinterested and impartial 
observer of such popular variations as occur, and pretend accurately to report the 
results of their observations. As a result, plaintiff’s potential customers place re- 
liance upon defendants’ ratings. Song-writers, for instance, are influenced with 
respect to the houses they will select for publication of their compositions. Motion 
picture companies determine if, from the stanpoint of popularity, particular songs 
are worth the effect of reproductions, and if they accept a song for transcription, 
defendants’ rating affect the royalty to be paid therefor. Band leaders in night clubs 
and restaurants, seeking to please their patrons, arrange their programs in accord- 
ance with the ratings supplied by defendants ; soloists and other similar entertainers, 
likewise depend on such ratings in deciding how they may best satisfy their audi- 
ences; while recording establishments and juke box proprietors also choose their 
offerings by the defendants’ index. 

But this is not all. Sheet music sales constitute one of plaintiff’s largest sources 
of income. Such music is distributed to dealers upon consignment. If, in rating 
a song, the defendants act capriciously and unfairly, and give a particular song a low 
listing, or wholly ignore it, and if dealers are stocked with songs against which de- 
fendants discriminate, they return their sheet music to the concern that published it. 
Lists of defendants’ selections are distributed by defendants, or on their behalf, to 
the retail music stores for display. The songs on these sheets are given prominence, 
and the public is induced to buy them. If songs are not on such lists, when they 
rightfully belong there, plaintiff loses many retail sales. 

It thus can be seen that what defendants are doing can immediately and directly 
affect plaintiff’s business, and to such an extent that if they act unfairly and with 
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partiality, they can and will impair its standing as a publisher, and deprive it of 
large revenues, which, in ordinary course, it would rightfully receive. If defendants 
deliberately and wilfully indulge in such unfairness, and give it widespread publicity, 
thus injuring a legitimate business house, it matters little, as I see the case, if there 
be no direct competition between tobacco products and the manufacture and distri- 
bution of sheet-music. If a man is to be throttled, it is of no consequence to him 
whether the assassin’s medium be a silken cord or a pair of powerfully muscular 
hands. In either case, the result will be one and the same. 

What has just been said is not intended to suggest that defendants cannot, with- 
out legal jeopardy, undertake to rate the popularity of current songs. Ratings 
of one kind or another, whether of candidates for public office, the relative abilities 
and accomplishments of army commanders, the attainments of statemen, and the 
worth of political doctrines, to say nothing of ball players and race horses, are an 
order of the day. And, as every one must recognize, such estimates of popularity 
have an effect that is more or less dependent upon the public’s belief in the fairness 
of the persons who, in particular instances, assume to appraise the worth and popu- 
larity of persons whose standings they purport to record. But, in the examples 
just mentioned, the commercial element is largely, if not wholly absent. For this 
reason, the unfair rating that may be given to an individual or to a race horse is not 
to be compared to the power that defendants, if wrongly used, can exercise over 
plaintiff’s business. And such power, if honestly, fairly and truthfully exercised, is 
something of which plaintiff cannot complain, however detrimental it may be. It 
must take its chances with fickleness, ignorance and lack of public taste, no matter 
how unjust the result. It is, nevertheless, in the light of defendants’ advertisements 
and proclamations entitled to an unbiased and full report of the results of such 
investigations of popularity as defendants may make. 

In a world where trade and commerce now make use of modern scientific de- 
velopments and have become possessed of instrumentalities of almost unlimited in- 
fluence the court must insist that fair dealing and ethical conduct be observed within 
the market place. To accomplish this, the blades of equitable remedies must be 
kept sharp, keen and flexible. 

This was exemplified in /nternational News Service v. Associated Press, 248 
U. S. 215, wherein it was held that “palming off,” once a necessary element in unfair 
competition cases, is so no longer ; nor is it now an absolute essential that parties be 
competitors in the same endeavor. Paramount Pictures v. Leader Press, 106 F. 
(2d) 229; Associated Press v. K. V.O. S., 80 F. (2d) 575. And as was said in the 
Leader Press case, supra, “one without privilege so to do, has no right to issue and 
publish an untrue and deceptive statement of fact which has a disparaging effect 
upon the quality of another’s property, under circumstances which would lead a 
reasonable person to foresee that it will have such effect. And if the statement is 
understood as one of disparagement, and the understanding is a reasonable construc- 
tion of the language used, it is immaterial that the person making it did not intend 
to be understood in that statement.” 

Defendants here uttered no word of direct disparagement of plaintiff’s songs. 
Nevertheless, if the songs presented on “Your Hit Parade” program were properly, 
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according to defendants’ survey, entitled to a place thereon, defendants were without 
right to substitute numbers not so entitled, in their place. In the public eye, a dis- 
paragement of this character thus brought about is quite as damaging as an express 
statement of the unpopularity of the two songs in question. If defendants are 
really guilty of such a course of conduct, it is so unfair and deceptive as to entitle 
plaintiff to relief. 

The foregoing opinion was in the course of preparation, and substantially com- 
pleted when Mr. Justice Hecht, of the New York Supreme Court, in a similar suit 
between a subsidiary of the present plaintiff and the defendants here, ruled that 
the complaint before him failed to state good causes of action. The pleading with 
which he dealt, and that here present substantially the same questions of law— 
although the one before me is more definitive with respect to the type of injury being 
inflicted on plaintiff. It also contains more specific allegations concerning the dis- 
semination by defendants of their rating lists of popular songs. In deference to the 
opinion of Mr. Justice Hecht, and in accordance with the doctrine of Erie R. R. v. 
Tompkins, 304 U. S. 64, I feel that I should dismiss the plaintiff's complaint. 
Furthermore, law questions presented are both novel and important, and the theory 
involved, if too broadly applied, could conceivably impinge on the right of free 
speech. Without an authoritative ruling upon its validity, money, time and effort 
might be wasted if the case were now permitted to proceed to trial. 

In conformity with this decision, plaintiff's motions to examine the presidents 
of the defendants and for a preliminary injunction must be denied. Defendants’ 


motion for a stay pending the outcome of the case in the Supreme Court of New 
York is now moot. 


Settle order on notice. 





RELIANCE STEEL CORPORATION v. RELIANCE TRADING 
CORPORATION 


United States District Court, Eastern District Pennsylvania 


August 18, 1944 


Unrair CoMPETITION—ANALOGY TO TRADE-MARK CASES. 

Cases arising out of unfair competition are analogous to those that arise out of trade-marks 
and are subject to the same rules. 

UnFair CoMPETITION—USE OF SIMILAR TRADE-NAMES—DIFFERENCES IN Goons. 

The use by defendant, a jobber and dealer in various ferrous and non-ferrous metal goods 
and machinery, of the name “Reliance Trading Corporation” did not constitute unfair com- 
petition with the plaintiff, Reliance Steel Corporation, a processor and distributor of various 
rolled steel products, inasmuch as the respective goods were different and purchased by a 


discriminating class of buyers. Moreover, only two instances of confusion in the names were 
put in evidence. 


In equity. Action for alleged unfair competition. Complaint dismissed. 


Bertram Bennett and Jenkins, Bennet & Libby, both of Philadelphia, Pa., for plain- 
tiff. 
John Patrick Walsh, Philadelphia, Pa., for defendant. 
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KaLopne_r, D. J.: 





The issue having come to trial on Complaint and Answer, and having heard the 
testimony of witnesses and arguments of counsel, I make the following 


Findings of Fact 











































1. The plaintiff, Reliance Steel Corporation, was organized and is existing under 
and by virtue of the laws of the State of Ohio, having been created May 24, 1937, 
and has its principal office and place of business at No. 1170 Ivanhoe Road, in the 
City of Cleveland, State of Ohio. 

2. The defendant, Reliance Trading Corporation, was organized September 5, 
1941, and is existing under and by virtue of the laws of Commonwealth of Pennsyl- 
vania and presently has its principal office and place of business at No. 2405-09 North 
Second Street, in the City of Philadelphia, Commonwealth of Pennsylvania. 

3. This Court has jurisdiction of the cause of action by reason of a diversity 
of citizenship of the parties ; because it charges acts of unfair competition with the 
plaintiff involving an amount in excess of three thousand ($3,000.00) dollars ex- 
clusive of interest and costs. 

4. Since its organization and incorporation on May 24, 1937, the plaintiff’s busi- 
ness has been that of a processor and warehouse distributor of flat rolled steel 
products, including the purchasing, processing and selling of hot rolled and cold 
rolled steel strip and sheets in cut lengths, hot rolled, pickle strip in sheets, in cut 
lengths and coils, galvanized sheets, long ternes, steel plates and steel bars ; the proc- 
essing consisting principally of grading, shearing, flattening, cutting to width and 
length, slitting edging and similar operations to meet customers’ specifications. 

5. The plaintiff maintains plants and offices at No. 1170 Ivanhoe Road, Cleve- 
land, in the State of Ohio; 1601 S. Wolcott Street, Chicago, in the State of Illinois ; 
13770 Joy Road, Detroit, in the State of Michigan; Newark and Page Avenues, 
Lyndhurst, in the State of New Jersey, and at No. 62 Lincoln Street, Worcester, 
in the State of Massachusetts, and offices at No. 613 Ohio Building, Toledo, in the 
State of Ohio, 1408 Fletcher Trust Building, Indianapolis, in the State of Indiana, 
and at No. 627 Beury Building, 3701 North Broad Street, Philadelphia, in the 
Commonwealth of Pennsylvania. 

6. On July 29, 1937, the plaintiff duly registered to do business in Pennsylvania 
as a foreign corporation in conformity with the laws of the Commonwealth of Penn- 
sylvania in such cases made and provided. 

7. On or about November 15, 1938, the plaintiff established a plant and office 
on the premises situate N.W. corner 22nd and Westmoreland Streets in the City of 
Philadelphia, Commonwealth of Pennsylvania, where it engaged in business until 
on or about the 30th day of April, 1941, at which time the said premises were 
vacated and the plaintiff's office was moved to and is presently located in the Beury 
Building, 3701 North Broad Street in the City of Philadelphia, as aforesaid. 

8. The defendant secured a charter under the laws of the Commonwealth of 
Pennsylvania on September 5, 1941, under the name “Reliance Trading Corpora- 
tion” the purpose of which, as appears by its application, is to: 
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1. To carry on as principal, agent, commission merchant, etc., the business of buying, 
selling, extracting, exchanging, converting, separating, grading, grinding, cutting, milling, 
drilling, concentrating treating manufacturing, fabricating, preparing for market, and 
otherwise producing and dealing in ferrous and non-ferrous metals, ore and minerals and 
in the products or by-products thereof and generally to do all things incidental to or con- 
venient for or growing out of the aforesaid purposes. 


9. Defendant also deals in used machinery such as lathes, milling machines, 
presses, power presses, and stamping machines. 

10. On or about September 5, 1941, defendant established its plant and office 
at the N.W. corner of 22nd and Westmoreland Streets, Philadelphia, which premises 
had previously been occupied by plaintiff, but removed therefrom in September, 1942, 
to 2405-09 North Second Street, Philadelphia, where it now maintains its plant and 
office for the transaction of its business. 

11. On September 8, 1941, and December 6, 1941, two letters addressed to de- 
fendant were inadvertently delivered to plaintiff at its Philadelphia office in the 
Beury Building. The letter of September 8, 1941, contained some printer’s proofs 
belonging to defendant, and the letter of December 6, 1941, was mailed to defendant 
by Presto Lock Company, an old customer of defendant for many years. 

12. Plaintiff’s business sign remained on premises occupied by the defendant 
from September 5, 1941, to sometime in October, 1941, at which latter date de- 
fendant removed the sign in compliance with plaintiff's request. 

13. Defendant caused its name to be inserted in the classified section of the 
Philadelphia Telephone Directory for 1943 under the headings “Steel-Stainless” ; 
“Steel-Strip-Cold Rolled” ; and “Steel.” 


Discussion 


This matter was first heard by me on plaintiff’s motion for a preliminary in- 
junction which I denied [60 U. S. P. Q. 367]. By agreement the testimony offered 
at the preliminary hearing was made part of the evidence. However, no additional 
testimony was produced of consequence to change my findings or the result. In my 
opinion in Alexander Young Distilling Company v. National Distillers Products 


Corp., 40 F. Supp. 748 (affirmed and adopted in 127 F. (2d) 727), I said, at page 
753: 


... Similarity per se in sound or appearance of the trade-mark is not the true critérion. It 
is only a step taken in the process of analyzing or judging the true criterion. The test 
actually is: “Will the similarity cause confusion?” 


I have therein cited and discussed numerous cases at length and I deem it unneces- 
sary to repeat them here. (The cases arising out of unfair competition are analogous 
to those which arise out of trade-marks, and are subject to the same rules. Matzger 
v. Vinikow, 17 F. (2d) 581, Hanover Star Milling Co. v. Metcalf, 240 U. S. 403 
[6 T.-M. Rep. 149]. 

Plaintiff uses the name “Reliance Steel Corporation” and defendant “Reliance 
Trading Corporation.” To me the distinction in the name is perfectly obvious. 
Without stating a general principle, the word “Reliance” is a common abstract term 
of which no one can have a monopoly (Vide “Civil Service,” Civil Service Supply 
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Association v. Dean, L. R. 13 Ch. Div. 512; “Antiquarian” Choynski v. Cohen, 39 
Cal. 501). 

While it is true that the business of plaintiff and defendant overlap, defendant’s 
though smaller, covers a wider field and includes “trading” in machinery, while the 
plaintiff's business is confined to rolled steel. Plaintiff is a processor and distributor, 
while defendant is essentially a jobber. The wares which the parties sell are of a 
character which would be purchased by more specialized and discriminating pur- 
chasers. ‘The method of selling the goods, and the ordinary circumstances attend- 
ing the sale must be kept in mind. While the court is not bound to interfere, where 
ordinary attention will enable purchasers to discriminate between the trade-marks 
used on the goods manufactured by different parties, nevertheless, the character of 
the article, as well as the use to which it is put, the kind of people who are likely to 
ask for it, and the manner in which it is probable it will be bought, must not be lost 
sight of.” (Nims on Unfair Competition and Trade-Marks, p. 838.) ‘The rule 
which applies to expensive chinaware, or to goods sold only to railroad purchasing 
agents, differs from that governing cases involving tobacco, gum and other low- 
priced products.” (Jd. p. 841 and cases cited.) Cf. also Eastern Engineering Corp. 
v. The Eastern Construction Co., Inc., 246 N. Y. 459 [18 T.-M. Rep. 122] ; Diamond 
Drill Contracting Co. v. International Diamond Drill Contracting Co., 179 Pac. 
120 [9 T.-M. Rep. 205] ; Lawyers Title Insurance Co. v. Lawyers Title Insurance 
Corporations, 109 F. (2d) 35. 

In the two years in which defendant has been in business there were two occa- 
sions where mail directed to defendant was erroneously delivered to plaintiff. I do 
not consider this sufficient evidence to warrant an injunction. Emerson Electric 
Manufacturing Co. v. Emerson Radio and Phonograph Corporation, 24 F. Supp. 
481 [28 T.-M. Rep. 525] (affirmed 105 F. (2d) 908, cert. denied 308 U. S. 616 [29 
T.-M. Rep. 514]). Nor do I consider the fact that the defendant had for a time 
occupied the premises vacated by plaintiff to be material at the present time. De- 


fendant no longer occupies the premises and the possible confusion resulting there- 
from has now been elminated. 


I therefore state the following 


Conclusions of Law 


1. For the reasons stated, the relief sought by the plaintiff cannot be granted 
and the plaintiff's complaint must be dismissed. 


An order may be submitted in accordance with this opinion. 


THE COCA-COLA COMPANY v. CLEO SYRUP CORPORATION 
United States District Court, E. D. Missouri 
June 24, 1944 


TRADE-MARK INFRINGEMENT—MOTION FOR DECLARATORY DECREE—PRIOR ADJUDICATION. 
Where plaintiff had obtained judgment in a case of trade-mark infringement, in a subse- 
quent motion by defendant for a declaratory decree, the court was bound by its decree in the 
same case which had been affirmed on appeal. 





*% 
4 


318 THIRTY-FOUR TRADE-MARK REPORTER 





TRADE-MARK INFRINGEMENT—SUITS—PLEADING AND PRACTICE. 
On defendant’s motion to modify a decree affirmed on appeal, the court did not rule 
whether there was infringement by use of labels discontinued prior to the trial. 
TRADE-MARK INFRINGEMENT—“CLEO-CoLa” AND “Coca-CoLta”—SvuIts—ForM oF DECREE. 
Where it appeared that defendant by the continued use of certain labels on its “Cleo-Cola” 
product was promoting the passing off of its beverage as and for plaintiff’s product, the 
decree enjoined all use by defendant of the name “Cleo-Cola” in connection with the manu- 
facture, offering for sale of any soft drink or a syrup for the preparation thereof or any other 
merchandise of the same or substantially the same descriptive properties as that now 
designated . . . . as “Cleo-Cola.” 


In equity. Action for trade-mark infringement. On defendant’s motion for a 
declaratory decree. Motiondenied. For decision below, see 33 T.-M. Rep. 72. 


Fordyce, White, Mayne, Williams & Hartman, St. Louis, Mo., and Spalding, Sibley, 
Troutman & Brock, Atlanta, Ga., for plaintiff. 
Paul L. Hale, St. Louis, Mo., for defendant. 


Plaintiff successfully prosecuted an action against the defendant for infringe- 
ment of its trade-mark resulting in a decree, by the District Court, entered on the 
15th day of December, 1942. Judgment of the District Court was affirmed by the 
Court of Appeals on the 28th day of December, 1943. 

The defendant, in the above entitled cause, has filed a “Motion for Declaratory 
Decree.” In oral argument defendant described his pleading as a “contempt pro- 
ceeding in reverse.” Plaintiff counters with “Answer to Defendant’s Motion for 
Declaratory Decree.” Each motion seeks affirmative relief. We shall construe 
both pleadings as motion to modify, amend and settle the decree in this cause on the 
additional questions now presented.* 

We consider this Court now bound by the ruling of the Court in the first instance. 
See Armstrong v. DeForest Radio Telephone & Telegraph Co., 10 F. (2d) 727, 1. c¢. 
728: 


As between the parties, whatever was there found is final. The facts as between the 
parties are not open to further examination, and it is improper to turn either a contempt 
proceeding or an application for supplemental injunction into an inquiry whether the court 
was wrong, or whether some hole or omission can be discovered in its opinion. That the 
matter has been judged is the fundamental fact, but exactly what was adjudged is matter 
for investigation, not requiring further evidence, but only the record of the opinions. 
Otherwise there is no end to the suit, and the well-known dictum of Judge Coxe, that 
“even patent litigation must come to an end sometime,” would be even harder to believe 
than it now is. 

It is not true that the object of a supplemental injunction is to amplify the original one; 
the objects is not to amplify, but to specify, and apply the original injunction to actions and 
objects nonexistent when the case was decided. The inquiry is whether acts and things 
that have come into existence since decree would have been enjoined by that decree, had 
they then existed. 


Defendant, by its motion, now seeks a decree holding, that the use by it “in con- 
nection with the sale of its product ‘Cleo-Cola,’ of the labels designated as #1, #2 


1. United States v. Swift & Co., et al., 286 U. S. 106; Armstrong v. DeForest Radio Tele- 
phone & Telegraph Co. (C. C. A2.), 10 F. (2d) 727; Coca-Cola Co. v. Gay-ola Co., 211 F. 942 
{4 T.-M. Rep. 297]. 
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and #3 is not prohibited by the decree in this cause,” and further that “the use by 
defendant of its trade-name ‘Cleo-Cola’ in the design used in its label #5 does not 
infringe plaintiff’s trade-name “Coca-Cola.” 

Paragraph 15 of the Findings of Fact in this case reads as follows: 


The design and appearance of defendant’s successive trade-marks warrants the con- 
clusion that the defendant intentionally by progressive steps altered its original trade-mark 
for the purpose of simulating and imitating the plaintiff’s trade-mark. 


Four different trade-marks used at various times by the defendant encompass 
the “progressive steps” designated in Paragraph 15 of Findings of Fact. Trade- 
marks #1, #2 and #3, which the defendant now seeks approval of, as not infring- 
ing on plaintiff’s trade-mark represents three of the four trade-marks referred to in 
the Findings of Fact. 

Trade-marks now referred to in defendant’s motion, as #1, #2 and #3 are 
Exhibits 47, 48 and 49 respectively, offered in the trial of this cause. The defendant 
interprets the record made in the trial of this cause as showing—‘that prior to the 
trial of this cause, defendant had discontinued the use of the labels designated de- 
fendant’s labels #1, #2 and #3. Testimony offered at the hearing on the motion 
has not changed that record, except as to label #3, of which defendant now says it 
is making some use. There are some outstanding containers of the defendant’s 
product bearing labels #1 and #2 resulting from time required to retire containers 
of defendant’s product through the channels of trade. Since the defendant has dis- 
continued the use of labels #1 and #2, and had done so prior to the trial of this 
cause, there appears no reason for a specific ruling on the particular labels, and de- 
fendant in that particular presents merely a moot question. 

Labels #3 and #5 are in :..1 respects the same labels that were before the 
Court in the trial of this cause, with the exception that the flourishes or paraphs have 
been removed in label #5, and label #3 is the same as label #5 except the letters 
are of an “oriental” design. Label #3 was the last step used by defendant before 
adopting the label with flourishes in use at time of trial of this cause. The de- 
fendant presented in the trial of this cause and requested of the Court Finding of 
Fact No. 37, which reads as follows: 


37. That defendant, in its use and manner of display of the phrase “Cleo-Cola” upon 
or in connection with a syrup and beverages made therefrom, at no time has infringed or 
trespassed any trade-mark or other right whatsoever of plaintiff, except in using and dis- 
playing the phrase “Cleo-Cola” in the specific form with flourishes or paraphs, as in 
defendant’s present label now forming part of Finding of Fact No. 13 (r. p. 2183). 


This Finding of Fact was refused by the Court and we consider this a direct 
ruling on the trade-marks of defendant presented as labels #3 and #5 and that the 
use by defendant of said trade-marks would be and are infringements on plaintiff’s 
trade-mark. 

The decree in this cause is a plain mandate that the defendant is enjoined from 
use by it of the word “Cleo-Cola” as now used by the defendant or any like word 
or words or any colorable imitation of either of them, which by reason of the appear- 
ance thereof or otherwise, induces or is likely to induce the belief that defendant’s 
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soft drink emanated from plaintiff, or by its authority, or which enables or is likely 
to enable the passing off of defendant’s goods as and for the goods of plaintiff. 

The Court cannot escape the conclusion that the defendant has not wholly recon- 
ciled itself to the position in which the judgment in this case places it. Defendant’s 
position is aptly described by the following quotation from the case of Broderick & 
Bascom Rope Co. v. Manoff, 41 F. (2d) 353, 1. c. 354 [21 T.-M. Rep. 351]: 


The defendant there, and Manoff here, had organized and built up a business based 
upon a fraudulent appropriation of what belonged to the plaintiff. To permit them to 
continue without interruption, and to the full scope of identity permitted to an honest 
competitor, would be to preserve for them a good will acquired through fraud. The due 
protection of trade-mark and similar rights requires that a competitive business, once 
convicted of unfair competition in a given particular, should thereafter be required to 
keep a safe distance away from the margin line—even if that requirement involves a 


handicap as compared with those who have not disqualified themselves. (Emphasis 
added. ) 


As to label #3, and label #5 (the last adopted label of defendant since the trial 
of this cause), and viewed most favorably to the defendant, it can be said they bear 
at least slight resemblance to the trade-mark of plaintiff. 

Testimony offered at the hearing on these motions shows that defendant’s 
product is still being passed off as the product of plaintiff by use of labels #3 and 
#5. See Mishawaka Rubber & Woolen Mfg. Co. v. S. S. Kresge Co., 119 F. (2d) 
316, 1. c. 324 [32 T.-M. Rep. 42], where the Court said: 


Where a person uses the business symbol or label of another with the fraudulent 
purpose of obtaining business which belongs to the other there will be no injustice if the 
court assumes the label or symbol so chosen accomplishes the purpose although the re- 
semblance is slight. 


Plaintiff seeks a holding that defendant is now infringing its trade-mark and 
seeks an injunction against any use by defendant of the name ‘“‘Cleo-Cola.” 

To the evidence offered by the plaintiff at the hearing on its motion, that de- 
fendant’s product, under the name and labels now used, is still being passed off as 
the product of plaintiff, defendant in each instance answered that representatives of 
the plaintiff were not deceived. Such was not the purpose of the testimony. See 
Kresge Co., et al. v. Winget Kickernick Co., et al. (8 C. C.), 96 F. (2) 978, 1. c. 987 
[28 T.-M. Rep. 342]: 


While there is no evidence here of deception of any customer (the purchases here being 
by agents of the Winget) yet it is certain that if clerks who sell a product are confused 
to the point of selling one article for another (as here) such is evidence of the probability 
of confusion by customers. 


From the record made at hearing on motions now before the Court it appears 
that either the defendant is not in good faith endeavoring to comply with the decree 
in this cause or that use of the words “Cleo-Cola” by it has become so involved with 
plaintiff's trade-mark as a result of defendant’s conduct in intentionally and by 
progressive steps altering its original trade-mark for the purpose of simulating and 
imitating the plaintiff’s trade-mark as to make the continued use by the defendant 
of the name “Cleo-Cola” impossible and still comply with the decree rendered in 
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this case. In either case plaintiff and the public are entitled to the protection ac- 
corded by the decree in this case. 

The intention of the decree of December, 1942, is to put an end to the unfair 
competition of defendant with plaintiff and to prohibit the use by defendant of any 
word, name or device which may assist defendant in making its unfair competition 
effective. 


Findings of Fact 


The Court finds on the record presented at the hearing on motions of defendant 
and plaintiff : 

(1) That the passing off of defendant’s product as and for plaintiff’s product 
is now widespread and persistent in the soft drink markets in which defendant com- 
petes with plaintiff. 

(2) That defendant by its use of labels #5 and #3 promotes the passing off of 
defendant’s product as and for the product of plaintiff. 


Conclusions of Law 


That the present use by the defendant of the name “Cleo-Cola” is a colorable 
imitation of and infringement of the mark “Coca-Cola” and that all such uses by the 
defendant were by the decree in this case enjoined. 

That it is necessary to enjoin all use by defendant of the name “Cleo-Cola” i 
connection with the manufacture, offering for sale of any soft drink or a syrup for 


the preparation thereof or any other merchandise, of the same or substantially the 


same descriptive properties, as that now designated and held out to the public as 
“Cleo-Cola.” 


Decree in accordance herewith will be presented. 


HI-LAND DAIRYMAN’S ASSOCIATION v. CLOVERLEAF DAIRY 
Utah Supreme Court 
September 2, 1944 


Unrair CoMPETITION—DrEss OF Goops—CRITERION. 

Where a competitor in packing, labeling, dressing, use of colors and arrangement of type 
so closely simulates the goods of another, although using a different name, as to enable per- 
sons handling such goods to palm them off on customers as the goods of such rival, it is unfair 
competition and will be restrained. 

UnFarir COMPETITION—COLOR AND APPEARANCE OF Goops—RESTRICTIONS. 

The general right of defendants to use any shape or color of carton, style or color of print 
that they choose does not give them the right to adopt such a combination thereof as will 
mislead the public to plaintiff's detriment and their own advantage. 

UnFArrR COMPETITION—LABELS AND CONTAINERS ON MILK BottLES—MISLEADING ENSEMBLE. 

Where after plaintiff began to supply stores in Salt Lake City with bottled milk in “Pure- 
Pak” cartons, bearing a definite color scheme, type and style of lettering, defendant, supplying 
bottle milk to the same stores, changed its container to the “Pure Pak” type and adopted 
a color scheme and dress similar to those used by plaintiff, confusion between the respective 
products held probable and defendant was enjoined from the use of said labels. 
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UNFAIR COMPETITION—CONTAINERS AND Dress oF Goops—CRITERION. 
It is not necessary that defendant’s carton be an exact replica of those used by plaintiff 


before their use may be enjoined. There need be only such resemblance between them as 
might deceive the ordinary purchaser. 


In equity. Action for unfair competition. From decree for defendant, plain- 
tiff appeals. Reversed and remanded. 


Warwick C. Lamoreaux, Salt Lake City, Utah, for appellant. 
Thatcher & Young, Ogden, Utah, and Rawlings, Wallace & Black, Salt Lake City, 
Utah, for respondent. 


Before Wo FE, Chief Justice, and Larson, McDonoucH, WADE and TuRNER, 
Justices. 


Larson, J.: 


Defendant has been in the dairy business in Salt Lake City and vicinity for 
more than twenty years, supplying its products to customers by house delivery and 
also through grocery stores and other retailers. Prior to 1939 defendant, and all 
other local dealers in milk, buttermilk and cream, supplied such products in standard 
glass bottles. Sometimes such bottles had the name of the dairy printed on, or 
blown in the bottles ; sometimes the bottles were plain glass. Often the dairies used 
one another’s bottles. Cloverleaf Dairy v. Van Gerven, 72 Utah 290, 267 P. 1020. 
The cap, however, was always stamped with the name of the dairy producing the 
contents of the bottle. 

Plaintiff, an association of men operating dairy herds on the higher lands in 
Summit and Wasatch Counties entered the Salt Lake or local dairy market in 
1939, supplying its products to and dealing exclusively with stores. At that time 
it brought onto the local market the paper carton for dairy products, using what is 
known as the “Pure-Pak” carton. Shortly after the entry of plaintiff into the local 
market, defendant also came out with a paper container for its dairy products, using 
what is known as the “American Can” carton. These were both made of a fibre 
board or paper compound and coated with paraffin. The carton first used by de- 
fendant was different in design, construction, color and dress from that used by 
plaintiff. About two years later defendant changed from the “American Can” to 
the ‘“‘Pure-Pak” carton used by plaintiff, and at the same time changed the design or 
dress of its cartons. It is this change of which plaintiff complains. 

When plaintiff introduced the use of the paper carton or container for dairy 
products, it introduced for the first time a definite color scheme for its products to 
aid in identifying them to the purchaser, and especially in the self-service stores. 
This color scheme called for white containers with red printing for milk, green 
printing for buttermilk, and blue printing for cream. All lettering was in Gothic 
type and the general design was the same on all containers except for the color varia- 
tion noted and the use of the word “Milk,” “Buttermilk” or “Cream.” The con- 
tainers used by defendant from 1939 to 1941 were a light tan background with red 
printing and dressing and the featured part of the printing, the word “Cloverleaf,” 
occurring twice, and “Tastes Better’ were in script type. This container had a flat 
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top and solid red band 114 inches wide around the container near the top and the 
bottom. In 1941 when defendant changed to the “Pure-Pak” carton, the same 
white carton used by plaintiff, it changed the dress, designing and printing from what 
it had theretofore used. It also adopted a color scheme of red printing for milk, 
green printing for buttermilk, and blue printing for cream. The green and the blue 
were of a distinctly different shade from that used by plaintiff. Later, and before 
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the trial of this action, defendant changed to orchid color on its cream containers. 
No complaint is now made as to the cream containers, and no insistence placed upon 
the objection to the use of the buttermilk containers. Plaintiff's efforts are directed 
to enjoining the use of the milk containers with their present color scheme, design 
and dress. We shall not attempt a description of the two cartons. The accompany- 
ing cut will illustrate the likenesses and differences better than any verbal description. 

The products of plaintiff and defendant are necessarily displayed for sale in 
more or less proximity to each other, since both must be kept and displayed in the 
limited space of a refrigerator. The evidence shows that in most stores the arrange- 
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ment of bottles in the refrigerators is left to the deliverymen of the respective con- 
cerns, though the store owner usually indicates the space to be allotted to each com- 
pany’s products. 

All of the evidence goes to the business done in self-service stores, where the 
customer selects the goods to be purchased without the assistance of a clerk. In that 
regard the case differs from any cases cited by the parties or any that we have been 
able to find. Other cases deal almost entirely with instances of clerks handing a 
customer one product when he asked for another, the deception being made possible 
by the similarity in the dress or wrappings of the two products. In the instant case 
there is a better opportunity for personal observation by the customer, as he makes 
his own selection from the shelves. Nevertheless, there is evidence of confusion— 
several of plaintiff's witnesses testifying that they purchased one brand of milk when 
they intended to get another, and some store managers testifying that they had seen 
such occurrences a number of times. Defendant’s evidence, on the other hand, was 
to the effect that there had never been any substantial confusion, and that what con- 
fusion there had been was just onto the market; and that this confusion after the 
new “Cloverleaf” carton came had long since ended. Plaintiff offered the testi- 
mony of ten additional witnesses of actual cases of confusion, and the trial court 
refused to hear such witnesses, holding that their testimony was merely cumulative. 
After refusing to listen to such evidence, the court then found that “a few purchasers 
of milk have bought the defendant’s milk when they intended to buy that of the 
plaintiff,” and, going on, “all of them [mistaken purchases] resulted solely from the 
indifference or carelessness of the customer.” It is true, as the trial court said, 
that it is not necessary to show actual confusion in a case of this kind. Grocers 
Baking Co. v. Sigler, 132 F. (2d) 498; G. W. Reardon Labs v. B. & B. Extermina- 
tors, 3 F. Supp. 467 [23 T.-M. Rep. 375] ; Yellow Cab Co. v. Knox (N.J.), 144A. 
11; Taendsticksfabriks Aktiebolaget Vulcan v. Myers, 139 N. Y. 364, 34 N. E. 904; 
Town Taxi Serv. Co. v. Green Cab & Brok. Co., 38 N. Y. S. (2d) 529; American 
Fork & Hoe Co.v. Stampit Corp., 125 F. (2d) 473; Brown v. Seidel, 153 Pa. 60, 25 
A. 1064. But where actual confusion is shown a stronger case is made, as there is 
not then the necessity of relying on probabilities. Plaintiff admits, and it is apparent 
from an inspection of the exhibits, that in the instant case, a person looking carefully 
at the two cartons can readily distinguish between them, but that is not the test to 
be applied in these cases. O’Sullivan Rubber Co. v. Genuine Rubber Co., 279 F. 
972. Nor is the fact that defendant puts its name on the carton of itself sufficient to 
prevent confusion. W.G. Reardon Labs v. B. & B. Exterminators, supra. See 
also Town Taxi Serv. v. Green Cab & Brokerage Co., supra. It is not necessary 
that defendant’s carton be an exact replica of those used by plaintiff before their use 
may be enjoined. There need only be such a resemblance between the dress of the 
competing goods as would or might deceive the ordinary purchaser. Chesebrough 
Mfg. Co. v. Old Gold Chem. Co., 70 F. (2d) 383 [24 T.-M. Rep. 149] ; Helmet Co. 
v. Wm. Wrigley Co., 245 F. 824 [8 T.-M. Rep. 1]; Wm. Wrigley Jr. Co. v. Colker, 
245 F. 907 [8 T.-M. Rep. 55] (see illustration therein) ; N. K. Fairbanks v. R. W. 
Bell Mfg. Co., 77 F. 869; Pac. Coast Condensed Milk Co. v. Frye Co., 85 Wash. 
133, 147 P. 865 [5 T.-M. Rep. 236]. With this test in mind, it is easy to see the 
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relevancy of evidence going to show confusion. While the case might be complete 
by showing merely that there was a reasonable probability the design might deceive 
such probability is strengthened when it is shown that numerous individuals— 
ordinary purchasers—have been deceived in making their purchases. 

The cases recognize that there are varying degrees of care given to the purchase 
of different articles by the ordinary purchasers. One ordinarily does not give the 
same degree of attention to the purchase of small inexpensive articles as to larger 
and more expensive articles, or ones which are purchased less frequently. Helmet 
Co.v. Wm. Wrigley Jr. Co., supra; J. N. Collins Co. v. F. M. Paist Co., 14 F. (2d) 
614 [16 T.-M. Rep. 512] ; N. K. Fairbanks Co. v. R. W. Bell Mfg. Co., supra. Evi- 
dence herein shows that in the purchase of milk, which is an inexpensive item, fre- 
quently purchased, the degree of care exercised by the ordinary purchaser in mak- 
ing his selection is not great. Selections are often made hurriedly and upon general 
impressions as to size, color and location of the desired product. For, as one cus- 
tomer put it, “I don’t go to a grocery store to read.” ‘The fact that the ordinary 
customer in buying his milk purchases by the general impression and uses very little 
care in selection must be considered in determining whether the new “Cloverleaf” 
carton was likely to deceive. In other words, the purchaser should be considered as 
the ordinary buyer, rather than as an expert. 

Plaintiff does not complain of the use by defendant of the “Pure-Pak” carton, 
since it is a patented article, and the right to use it is sold by the owner of the patent 
in such manner as he sees fit. Nor does he complain of defendant’s use of the same 
shade of red color, as all cases recognize the rule that color alone is not subject to 
appropriation by any one manufacturer. Diamond Match Co. v. Saginaw Match 
Co., 142 F. 727; Green v. Ludford Fruit Prod., 39 F. Supp. 985; So. Cal. Fish Co. 
v. White Star Canning Co., 45 Cal. App. 426, 187 P. 981; A. G. Morse Co. v. Walter 
M. Lowney Co., 256 F. 935 [9 T.-M. Rep. 341]. It is the combinations of color 
and design that are protected. Lalance & Grosjean Mfg. Co. v. Nat'l Enameling & 
Stamping Co., 109 F. 317. For the same reason plaintiff does not complain of de- 
fendant’s use of the bold Gothic type on its cartons. What plaintiff does complain 
of is the combination of all of these features, and of a design or massing of color and 
print on defendant’s cartons so similar to plaintiff's use of color, design and type 
that the buying public, giving only the attention ordinarily given to the purchase of 
milk, will or might be received. Since the evidence shows that most customers make 
their selection by an overall impression of the cartons in a mass display, the dis- 
tribution of color mass on the cartons is particularly important. Both cartons have 
the same heavy color mass at the top, lighter mass, or thin effect in the center, and 
heavier mass at the bottom. The full effect of such similarity upon the purchaser 
can best be noted by seeing a number of cartons of each brand displayed together as 
they are when offered for sale in the self-service stores. Such display was arranged 
for the benefit of the trial court, and the exhibits used are before us. The massing 
of the cartons in this manner makes them appear much more similar than they are 
when viewed singly side by side. 

It appears from the record that at the time defendant changed to the “Pure-Pak” 
carton and the new design, print and dress, the plaintiff’s milk sales at self-service 
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stores were considerably larger than those of defendant ; and that at the time of trial 
plaintiff did not have this lead in number of sales. Plaintiff contends that defendant 
changed its containers and dress to simulate the plaintiff’s for the purpose of creating 
a situation whereby the patrons of plaintiff would mistakenly pick up “Cloverleaf” 
carton instead of a ““Hi-Land” and, thus enable defendant to raid plaintiff’s business. 
As proof of this, plaintiff notes the following points: A change by defendant from 
the “American Can” flat top container theretofore used by it to the roof top “Pure- 
Pak” container used by plaintiff ; a change in basic color of the container from light 
tan to the white base used by plaintiff ; the abandonment of the script type theretofore 
used by defendant for the bold Gothic type used by plaintiff ; the elimination of the 
two red bands about the container, which had prior to that time been the distinguish- 
ing feature of the dress on the “Cloverleaf” carton ; the adoption of a new design or 
dress for the container showing a heavy massing of red consisting of Gothic type 
and a picture or design near the top of the container; a short space of small print 
below this around the middle of the carton; a heavier massing of red near the 
bottom, but not as heavy as that near the top, giving the general overall picture of 
red print on white background so arranged as to set the general groupings of color 
areas of approximately the same size and in the same relative positions on the 
cartons as plaintiff was using. This it is argued makes a general picture impression 
on the mind of the purchaser that the cartons are all the same, and since plaintiff 
( Hi-Land) had established its trade and good will by that general picture impression 
(mental image), defendant was raiding plaintiff’s established business and good will 
by deceiving and misleading the public—an unfair method of competition. 
Defendant answers that the change from the “American Can” to the “Pure-Pak”’ 
container was made for purely economic reasons; the former was made up ready 
for use by the manufacturer, and therefore required much space in transportation 
and storage at the dairy. The “Pure-Pak” container came from the factory 
“knocked down” and through a machine was, at the dairy, folded, waxed, filled and 
sealed, thus affording a considerable saving to the dairy in storage cost and space 
required. The base color of the containers is a matter of the manufacture, though 
defendant admits it preferred the change to a white base because red on white is 
the most eye catching, attention-attracting color combination, and therefore best for 
display purposes. Sample cartons of various color uses and combinations were be- 
fore the court, from which plaintiff argues that defendant could have used a different 
color scheme ; and defendant argues that such color schemes are far inferior to red 
on white for display purposes. Defendant explains its abandonment of the script 
type for Gothic by showing that Gothic being bolder and contrastic, attracted the 
attention of the shopper more readily than the softer inclined “lazy” lettering of the 
script type. As to the abandonment of the two red strips around the old cartons, 
defendant says such action was against its wishes, but was done at the urging of 
the manufacturer who explained that a color band of that width interferred with 
successful waxing and might cause trouble in the handling of milk. The record 
shows that the manufacturer suggested in lieu of the solid red bands, the use of 
alternating narrow lines of red and white which would preserve a red band effect 
and still allow the wax to penetrate the material of the carton so as to hold the 
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wax on the carton and effectively seal it. There is no doubt that defendant at first 
requested that its new cartons have the red bands, and that the manufacturers ad- 
vised against the solid bands. No explanation is offered as to why the suggestion 
of the manufacturer to preserve the effect of the bands by the use of alternating 
red and white lines was not adopted ; although it must be conceded that, while such 
pattern would preserve the general effect of a red band, it would show a much 
lighter shade of red upon which white print would not stand in such bold contrast. 
As to the general similarity of the color pattern on the carton, defendant argues 
that it did not seek to simulate plaintiff's pattern to deceive or mislead plaintiff’s 
customers but that it adopted the same general color pattern on the carton for the 
same reason plaintiff presumably had adopted it—because advertising experts said 
that red on white, massed in this way, was the most attractive and effective pattern 
arrangement for display purposes. 

Defendant thus offers an answer to, or explanation of each of the matters of 
which plaintiff complains. Taken singly such explanations may suffice, but when 
all the facts are considered together, do they show an intent, an effort, an act so 
closely simulating the design and dress of plaintiff’s cartons as to cause confusion 
or mislead the buying public into taking “Cloverleaf” milk when they intended to 
take and purchase “Hi-Land” milk? The foundation of plaintiff’s claim is the fact 
that the combination of white roof-top carton, Gothic type, red printing, arrange- 
ment of color massing, and general design, producing a particular visual appearance 
were all adopted by plaintiff when not in use by any one else, and are such a combina- 
tion as no one needs to use. The general right of defendant to use any shape or 
color of carton, style or color of print that they choose does not give them the right 
to adopt a combination of these which will mislead the public to the plaintiff's 
detriment and to their own advantage. New Eng. Awl & Needle v. Marlboro Awl 
& Needle, 168 Mass. 154, 60 Am. St. Rep. 377, 46 N. E. 386; Saxlehner v. Appol- 
linaris Co., 1 Ch. (1897) 893; Globe-Wernicke Co. v. Brown, 57 C. C. A. 344, 121 
F.90. There can be no doubt that defendant’s legitimate business can be properly 
conducted without giving its carton this very similar and misleading appearance. It 
is enough to require an injunction if it knowingly places in the hands of a retailer 
an instrument which may deceive the public. N. K. Fairbanks Co. v. R. W. Bell 
Mfg. Co., supra; Geo. G. Fox Co. v. Glynn, 191 Mass. 344, 78 N. E. 9,9 L. R. A. 
(N. S.) 1096; Hostetter Co. v. Becker, 73 F. 297 ; Fairbank Co. v. Luckel Soap Co., 
42 C.C. A. 376, 102 F. 327. And where a competitor in packing, labeling, dressing, 
use of colors, and arrangement of type so closely simulates the goods of another, al- 
though using a different name, as to enable persons handling such goods to palm 
them off on customers, as the goods of such rival, it is unfair competition, and such 
simulation will be restrained. Holeproof Hosiery Co. v. Wallach Bro., 167 F. 373 
[2 T.-M. Rep. 153]; R. J. Reynolds Tobacco Co. v. Allen Bros., Tobacco, 151 F. 
819; Geo. Fox Co. v. Hathaway, 199 Mass. 394, 85 N. E. 417, 24 L. R. A. (N. S.) 
900. In the last case the court said: 


The plaintiff had no exclusive right in any one of the features of the combination and 
if the defendants had required the use of this combination for the successful prosecution of 
their business, they would have had the right to use it, by taking such precautions as would 
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prevent deception of the public and interference with the plaintiff’s good will. But the 
evidence shows that the defendants had no occasion to use this combination, and therefore 
they were not justified in producing an imitation of the plaintiff’s loaves, the natural 
effect of which would be to deprive it of a part of its trade through deception of the 
public. There are numberless shapes and sizes in which loaves of bread may be produced, 
and various peculiarities of appearance in color and condition of surface. These that the 
defendants adopted had been combined to distinguish the plaintiff’s “Creamalt” bread, and 
it was the duty of other manufacturers to recognize this fact. Not, indeed, to the abandon- 
ment of their right to do what was reasonably necessary to success in the management of 
their own business; but to the extent of so conducting their business as not unreasonably 
and unnecessarily to interfere with the plaintiff’s business through deception of the public. 


However, an intent to simulate plaintiff's carton and get his business is not alone 
sufficient. Fairbanks v. Bell, supra. But defendant must adopt the similar carton 
to accomplish that act, and it must result in a deception or probable deception of the 
public. W.G. Reardon Labs v. B. & B. Exterminators, supra; Fairbanks v. Bell, 
supra; Chr. Bjelland Co. v. Victor M. Calderon Co.,9 N. Y. S. (2d) 720; Sun-Maid 
Raisin Growers v. Mosesian, 84 Cal. App. 485, 258 P. 630. 

In the comment on Clause a, paragraph 729, Restatement of Torts, we read: 


Similarity of appearance is determined on the basis of the total effect of the designation, 
rather than on a comparison of individual features. 


The Restatement paragraph above cited refers to trade-mark infringement, but 
seems particularly apt as a concise statement of the questions properly considered in 
unfair competition cases. In fact, as the court said in the Fox case, supra: 


Trade-name or trade-mark infringement is a narrower term than unfair competition, 
but it is a species of it... . Any unfair conduct, the. natural and probable result of which 
is to permit the goods of one person, of the same kind, to be passed off for those of another 
is usually unfair competition in some form, and in a proper case will be enjoined. .. . 


Or as said in Kawneer Co. v. McHugh, 51 F. (2d) 560: 


The test of unfair competition is whether the maker or seller of the goods is, by his 
conduct, passing off his goods as the complainant’s goods, and not whether the public is 
likely to be deceived as to who is the maker or seller of the goods (citing cases). 


Here we have the similar container, and evidence from which it must be found that 
the public was deceived and confused by such similarity. Under these circum- 
stances, it is not necessary to show the intent of defendant. We quote from Helmet 
Co. v. William Wrigley Jr. Co.: 


The defendant is therefore chargeable with knowledge of the inevitable consequences 
of such conduct, and so is open to the inference that it intends its products to be confused 
with and mistaken for complainant’s product. Elgin Nat. Watch Co. v. Ill. Watch Co., 
179 U. S. 665, 674, 21 Sup. Ct. 270, 45 L. Ed. 365; Samson Cordage Works v. Puritan 
Cordage Mills, supra; 211 F. 608 (C. C. A. 6); Fuller v. Huff, 104 F. 141, 145, 43 C. C. A. 
453,51 L. R. A. 332 (C. C. A. 2) ; Collinsplatt v Finlayson (C. C.), 88 F. 693; Meccano v. 
Wagner (D. C.) 234 F. 912, 918; Wm. Wrigley Jr. Co. v. Larson Jr. Co. (C. C.), 
195 F. 568, 570; Von Mumm vy. Frash (C. C.), 56 F. 830, 837; Braham v. Beachim, 7 
Ch. D. 848, 856; Wirts v. Eagle Bottling Co., 50 N. J. Eq. 164, 168, 24 Atl. 658; North- 
western Knitting Co. v. Garon, 112 Minn. 321, 326, 128 N. W. 288. 
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See also My-T-Fine Corp. v. Samuels, 69 F. (2d) 76 [24 T.-M. Rep. 141] ; Hol- 
land Furnace Co. v. New Holland Mach. Co., 24 F. (2d) 751. 

There was some evidence that plaintiff has suffered from a shortage of milk so 
that he could not at all times supply the entire demand for his products. The de- 
fendant argues that because of this fact, plaintiff can show no damage because he 
already has all the business he can handle, and the fact that defendant has been sell- 
ing its products to plaintiff's customers does not damage plaintiff. As we view the 
matter, however, it is not necesary to show actual pecuniary loss. As shown by 
the authorities above cited, it is unnecessary to show an actual deception of the public, 
or actual confusion. This being the case, a showing of monetary or business loss 
could not be required, since it is only through deception and confusion that such 
loss results. It is enough if it be shown that there is the probability of confusion or 
deception. Equity will then enjoin acts making this possible, and prevent any 
future business damage. In the instant case, were the practices complained of 
allowed to continue, they might well result in damage to plaintiff. His shortages of 
milk may have now been remedied or might be remedied in the future. But whether 
they are or not, plaintiff has the right to sell its products without having defendant 
infringe upon its market or good will. 

The case is reversed and remanded to the District Court of Salt Lake County 
with directions to enter findings of fact and conclusions of law to the effect that 
defendant in adopting its present milk carton knowingly imitated and simulated 
plaintiff’s container so closely as to cause confusion and secure for itself some of 


plaintiff's trade ; that the pattern and design adopted had the effect of creating con- 
fusion, misleading the public, and securing some of plaintiff’s business ; its use con- 
stitutes unfair competition on defendant’s part and should therefore be enjoined. 
Let injunction issue accordingly. Costs to appellant. 


OVERSEAS NEWS AGENCY, INC. v. OVERSEAS PRESS, INC., et At. 
New York Supreme Court, Special Term, N. Y. County 
September 4, 1944 


UnrFair COMPETITION—SIMILAR TRADE-NAME—“QOVERSEAS” FOR NEWS SERVICE. 

Where after plaintiff had adopted the name Overseas News Agency in its business of 
gathering and disseminating news, defendants, organized three years later, did not by adopting 
the name Overseas Press, compete unfairly with plaintiffs, inasmuch as such adoption was 
not made plainly with intent to deceive the public and, moreover, prospective customers would 
be influenced by the merits of the articles offered by the parties rather than by the name of 
the agency. 


Action under Section 964 of the New York Penal Law. On petitioner’s motion 
for injunction. Motion denied. 


PECK, J.: 


Petitioner, Overseas News Agency, Inc., brings this proceeding under section 
964 of the Penal Law to enjoin the respondents Overseas Press, Inc., and its owner 
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from using the name “Overseas” in connection with their press agency. The 
statute permits the issuance of an injunction in a summary proceeding upon a show- 
ing that a person, with intent to deceive, has assumed a name which may deceive 
the public as to the identity of such person. Julius Restaurant v. Lombardi, 282 
N. Y. 126 [30 T.-M. Rep. 441]. The present motion is for the relief prayed for in 
the petition. 

Petitioner, employing the name ‘‘Overseas News Agency,” has been doing busi- 
ness in New York for the past four years, gathering and disseminating news and 
feature articles. The respondents, employing the name ‘Overseas Press,” have 
for the past year been doing business in New York, gathering and disseminating 
feature articles, but not news. The parties are thus in a like business only in respect 
to feature articles, obtaining such articles from correspondents and selling them to 
newspapers and magazines. 

Petitioner has, of course, priority in the use of the name “Overseas” and claims 
for that name a secondary meaning in its use in petitioner’s news agency. Petitioner 
also furnishes some evidence of confusion due to the similarity of names, consisting 
principally of petitioner’s receiving correspondence intended for the respondents. 
The respondents contend that “Overseas” is a commonly and widely used descriptive 
and geographic term, and that the word was incorporated into respondents’ name be- 
cause the description fits respondents’ business. The crucial issue in the proceeding 
is that raised by petitioner’s allegation and respondents’ denial that respondents 
adopted their name with full knowledge of petitioner’s name and the nature of its 
business, for the purpose of capitalizing upon petitioner’s good will and with the 
intent, required by the statute, of deceiving the public into the belief that in doing 
business with respondents they are dealing with petitioner. 

This motion must be determined with a view to the nature of the particular 
statute under which the proceeding is brought, the effect of the contemplated relief, 
and the standard which should be adopted for judging the quality of the acts com- 
plained of. This is not the ordinary action for an injunction or the ordinary motion 
for a temporary injunction. This is a summary proceeding under a criminal statute, 
by which a permanent injunction is sought on the basis of pleadings and affidavits, 
without any opportunity for a trial. 

An injunction may be granted in the ordinary action for an injunction, to protect 
priority of use of a name or other private business interests, without regard to the 
defendant’s intent or state of mind in the alleged infringement. Nevertheless, 
courts are cautious, in advance of trial to grant temporary injunctions, and require a 
quite clear showing that plaintiff will probably succeed upon the trial before granting 
a temporary injunction. In the present proceeding under the Penal Law section 
there will be no trial, so the question is not whether a temporary injunction should 
issue pending trial, but whether a final and permanent injunction should issue with- 
out atrial. That difference in the nature and scope of the proceedings should make 
the courts more cautious in granting the reliet requested, and insistent upon an even 
stronger showing, in a proceeding under the Penal Law than on a motion for a 
temporary injunction in an action. And the statute itself introduces an essential 
quality into the proceeding which is absent from an action for an injunction. The 
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assumption of a name, to be a violation of the statute and to entitle petitioner to the 
summary relief provided by the statute, must be “with intent to deceive or mislead 
the public.” The court is called upon, therefore, to inquire into the respondents’ 
state of mind quite as much as into the probable effect of their action. 

There is a division in the decisions of this court as to whether a violation of 
this statute must be proved “beyond a reasonable doubt,” because the statute is a 
provision of the criminal law. Schenne v. Benson, 178 Misc. 301 ; Julius Restaurant, 
Inc. v. Lombardi, 174 Misc. 875; Fainblatt v. Leo Sportswear Co., 178 Misc. 760 
[32 T.-M. Rep. 490] ; Bill’s Gay Nineties, Inc. v. Fisher, 180 Misc. 721. This pro- 
ceeding is, however, a civil proceeding, and the court here prefers to take the view 
that proof beyond a reasonable doubt is not required. Nevertheless, the nature of 
the statute and proceeding and the effect of the summary relief contemplated indicate 
the salutary need of some higher degree of proof than that required for a temporary 
injunction, and explicitly a showing of that intent upon the part of the respondents 
which is an essential ingredient of the offense. 

The court is not satisfied here that respondents adopted the name “Overseas” 
with the intent of deceiving or misleading the public, or that such is the likely effect 
of respondents’ use of the name “Overseas.” The parties are not really engaged in 
dealing with the public ; at least not in the usual way in which a deception may occur, 
where competitors in a wholesale or retail business are selling goods or services to 
the public. These parties deal in individual feature articles for placement with pub- 
lications which, in the nature of the business, would be highly selective and dis- 
criminating. Persons either contributing articles to or buying articles from the 
parties would be influenced by personal contacts and arrangements and by the merits 
of the articles rather than by the name of the agency. Eastern Const. Co. v. Eastern 
Engineering Corp., 246 N. Y. 459. 

The petitioner may well be entitled to an injunction in an action and to a tem- 
porary injunction on a motion made in such action. This opinion should not be 
taken as any anticipation or indication of the decision which should be made in such 
action or motion. The court simply is not satisfied on these papers alone to de- 
termine the respondents’ state of mind and to grant summary and final relief. 
Motion denied. 


LACTONA, INCORPORATED v. LEVER BROTHERS COMPANY 
United States Court of Customs and Patent Appeals 
June 19, 1944 
Opposition No. 20,365 


TRADE-M AaRKS—OpposITION—“LIFEGUARD” AND “LIFEBUOY”—CONFLICTING MARKS. 
The word “Lifeguard” held to be confusingly similar to the word “Lifebuoy.” 
TRADE-MarKS—DEVIcES FoR ORAL HYGIENE AND Soaps AND MoutH WasHES—Goops oF SAME 
DESCRIPTIVE PROPERTIES. 
Devices for oral hygiene, particularly tooth brushes held to be of the same descriptive 
properties as fancy and perfumed soaps, shaving soaps, mouth washes, tooth washes, tooth 
pastes, tooth powders, toilet powers, hair pomades and oils and greases for toilet use. 






332 THIRTY-FOUR TRADE-MARK REPORTER 


TRADE-M ARKS—OPPOSITION—V ALIDITY OF REGISTERED TRADE-MARKS. 


It is well settled that the validity of a registered trade-mark cannot be challenged in an 
opposition proceeding. 


On appeal from a decision of the Commissioner Patents refusing to register a 
trade-mark. Affirmed. 


Edmund H. Parry, Jr. (Parry & Miller of counsel), of Washington, D. C., for 
appellant. 


Spencer A. Studwell, of New York City, for appellee. 


Before BLanp, Acting Presiding Judge, and HaTFiELp, LENROoT, and JACKSON, 
Associates Judges. 


HATFIELD, J., delivered the opinion of the court. 


This is an appeal in a trade-mark opposition proceeding from the decision of the 
Commissioner of Patents reversing the decision of the Examiner of Interferences 
holding that appellant was entitled to register the trade-mark “Lifeguard,” for use 
on “Devices for Oral Hygiene, Particularly Tooth Brushes, Massage Elements and 
Combined Tooth Brushes and Massage Elements.” 

Appellant states in its application that it has used the trade-mark “Lifeguard” on 
its goods since July 15, 1940. 

In its notice of opposition, appellee alleged that it is the owner of the trade-mark 
“Lifebuoy,” for use on “products for cleaning” ; that it is the owner of trade-mark 
registration No. 25,871, issued January 15, 1895, of the term “Lifebuoy,” for use on 
“fancy and perfumed soaps, shaving soaps, perfumery, mouth washes, tooth washes, 
tooth pastes, tooth powders, toilet powders, hair pomades, and oils and greases for 
toilet use”; and that it is also the owner of trade-mark registration No. 25,905, 
issued January 22, 1895, of the trade-mark “Lifebuoy,” for use on a variety of 
soaps and other articles which need not be mentioned here, both of which registra- 
tions have been renewed. 

Appellee also alleged that it is the owner of registration No. 284,089, issued 
June 16, 1931, of the trade-mark “Lifebuoy” and other descriptive matter in the 
Spanish language, for use on soap; that it has expended millions of dollars in adver- 
tising its trade-mark on “products for cleaning”; that the “trade and the public 
have long been familiar” with its trade-mark “Lifebuoy” and have associated it only 
with appellee as indicating that the cleaning products on which it appears are the 
products of appellee ; that the goods of the parties possess the same descriptive prop- 
erties; and that appellant’s trade-mark “Lifeguard” is confusingly similar to 
appellee’s trade-mark “Lifebuoy.” Other allegations made in the notice of opposi- 
tion will hereinafter be referred to in the statement of the evidence introduced by 
appellee. 

On November 28, 1940, appellant filed its answer to the notice of opposition, 
stating therein, among other things, that appellee is not using the term “Lifebuoy” 
as a trade-mark on any goods other than common soap and shaving cream, and 
particularly that appellee is not using the term “Lifebuoy” as a trade-mark for 
mouth washes, tooth washes, tooth pastes, tooth powders or any other products re- 
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lating to oral hygiene. Appellant also denied in its answer that the marks of the 
parties are confusingly similar. 

It is obvious from appellant’s answer to appellee’s notice of opposition that 
appellant intended to raise the question of the validity of appellee’s registration No. 
25,871. 

Appellant submitted no evidence. 

Appellee submitted evidence for the purpose of establishing that it had sold well 
over $100,000,000 worth of “Lifebuoy” products from 1895 to the time of the 
submission of testimony (January 28, 1941) ; that it advertises its “Lifebuoy” soap 
and “Lifebuoy” shaving cream in newspapers in every city and town in the United 
States, and through other advertising mediums, such as magazines and the radio; 
that it has expended well over $20,000,000 in advertising its ‘““Lifebuoy” soap and 
over $1,000,000 in advertising its “Lifebuoy” shaving cream; and that it has sold 
over 25,000,000 tubes of “Lifebuoy” shaving cream throughout the United States. 

The witness, Homer M. Clark, advertising executive in the employ of the appellee 
company, testified that he knew of no other concern which used the term “Lifebuoy” 
in connection with soaps, dentifrices, tooth brushes, or other similar articles used 
for cleansing the human body. He stated that he knew of at least two concerns that 
sold tooth brushes and dentifrices under the same trade-mark. (The witness men- 
tioned Dr. West and The Pepsodent Company.) On cross-examination, he stated 
that appellee does not now make or sell, and never has made or sold, any tooth paste, 
tooth powder, or mouth wash under the trade-mark “Lifebuoy.” He further stated 


that his company had considered making and selling such products, but had not done 
sO. 


It is stipulated in the record that appellee’s registration No. 25,871 had been 
duly renewed under date of January 20, 1925. 

This court has repeatedly held that the validity of a registered trade-mark can- 
not be challenged in an opposition proceeding, and that testimony relative to the 
validity of a registered mark is wholly irrelevant to the issues in an opposition pro- 
ceeding. See Englander, etc. v. Continental Distilling Co., 25 C. C. P. A. ( Patents) 
1022, 95 F. (2d) 320, and cases therein cited and reviewed. 

In the case of Ely & Walker Dry Goods v. Sears, Roebuck & Co., 24 C. C. P. A. 
(Patents) 1244, 90 F. (2d) 257, one of the cases cited and reviewed in the 
Englander case, supra, it was held that the validity of a registered trade-mark 
could not be attacked in an opposition proceeding where it was claimed that the 
owner of the registered mark was not using it as a trade-mark. 

In the Englander case, supra, we pointed out that it had been repeatedly held 
that the Congress had specially provided in section 13 of the Trade-Mark Act of 
February 20, 1905, for proceedings for the cancellation of a trade-mark registration 
by one who deemed himself injured by such registration ; that, if one desired to ques- 
tion the validity of such a registration, he should proceed in accordance with the 
provision of that section ; and that there was no authority for attacking the validity 
of a trade-mark registration in an opposition proceeding. 

That appellant had some information with regard to appellee’s use of the trade- 
mark “Lifebuoy” on the goods listed in registration No. 25,871 several months prior 
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to the taking of the testimony in this case is clear from its answer to the notice of 
opposition, and, had appellant desired to do so, it could then have filed cancellation 
proceedings in accordance with the statute. Accordingly, we are of opinion that 
the evidence relating to the use by appellee of its trade-mark “Lifebuoy” on the 
goods named in its registration No. 25,871 was wholly irrelevant to the issues here 
involved and should be given no consideration whatsoever in determining the issues 
in this case. 

If appellee is not using its trade-mark on the goods listed in registration No. 
25,871, the mark, obviously, should be cancelled. 

Weare of opinion that the goods listed in registration No. 25,871 (shaving soap, 
mouth washes, tooth washes, and tooth paste) are goods of the same descriptive 
properties as tooth brushes and massage elements for the teeth and combined tooth 
brushes and massage elements on which appellant uses its trade-mark “Lifeguard,” 
and that the marks of the parties are confusingly similar. 

It was conceded by counsel for appellant at the time of the oral arguments in this 
court, and properly so we think, that the goods on which appellant uses its trade- 
mark and the soap and shaving cream on which appellee uses its trade-mark possess 
the same descriptive properties. 

It appears from the record that the products of each of the parties are put up in 
small packages ; that they are inexpensive, and are sold in drug stores, grocery stores, 
and general stores to all classes of purchasers ; and that appellee has expended mil- 
lions of dollars in advertising its goods, throughout the United States in practically 
all forms of advertising, including newspapers, magazines, and radio. 

The Examiner of Interferences was of opinion that the marks in question were 
not confusingly similar, and, accordingly, dismissed appellee’s notice of opposition. 

In his decision reversing the decision of the Examiner of Interferences, the Com- 
missioner called attention to appellee’s earlier registration No. 25,871, issued January 
15, 1895, for use on various toilet preparations, including toilet soap and shaving 
soap, and stated that the registered mark was now used only in connection with soap 
and shaving soap. The Commissioner held that the goods of the parties possess the 
same descriptive properties and that the marks are confusingly similar. 

In denying a petition for reconsideration of his decision, the Commissioner called 
attention to several decisions of this court which need not be referred to here. Prior 
decisions, except as to statements of law, have but little bearing on the issues 
presented in trade-mark opposition cases, because of differences in facts. 

It is argued by counsel for appellant that when the marks in question are com- 
pared, one can easily distinguish one mark from the other, and that, therefore, there 
would not be confusion in the trade by their concurrent use by the parties. 

It is true that by side-by-side comparison one can easily distinguish between the 
marks in question. However, such comparison is not the test for determining con- 
fusing similarity of trade-marks. 

Considering all of the facts of record, we are of opinion that the purchasing public 
would likely be deceived into believing that appellant’s goods and those of appellee 
were made by appellee, and that the marks of the parties are confusingly similar. 

For the reasons stated, the decision of the Commissioner is affirmed. 
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GARRETT, Presiding Judge, did not participate in the consideration or decision 
of this case. 

LENROOT, Judge, sat during the arguments of this case, but resigned before the 
opinion was prepared. 


MILES LABORATORIES, INC. v. FOLEY & COMPANY 
United States Court of Customs and Patent Appeals 
June 26, 1944 
Cancellation No. 3944 


TrADE-MARKS—CANCELLATION—“VITAMILES” AND “VITABUILD”—NON-CONFLICTING MARKS. 
The prefix “Vita” being a commonly used term, held that the word “Vitamiles” does not 
conflict with “Vitabuild,” both marks being used on vitamin tablets. 
TRADE-M ARKS—CRITERION FOR DETERMINING CONFUSABILITY. 
While it is true that marks must be considered as a whole, nevertheless, in order to 
arrive at an intelligible understanding of them, in certain cases, it is necessary to look to the 
meaning or significance of parts of them in order to determine the dominant part. 


On appeal from a decision of the Commissioner of Patents ordering the cancella- 
tion of a trade-mark registration. Reversed. 


Edward S. Rogers, William T. Woodson, James H. Rogers, all of Chicago, Ill., and 
Thomas L. Mead, Jr., of Washington, D. C., for appellant. 
James R. McKnight, of Chicago, IIl., for appellee. 


Before GARRETT, Presiding Judge, and BLAND, HaTFIELp, and Jackson, Asso- 
ciate Judges. 


GarrETT, P. J., delivered the opinion of the court : 


This is an appeal from the decision of the Commissioner of Patents in a trade- 
mark cancellation proceeding. 

On September 9, 1941, appellant secured registration (No. 390,138) under the 
Act of February 20, 1905, of the notation “Vitamiles” as a trade-mark for “vitamin 
tablets,” the application therefor having been filed April 21, 1941, with use claimed 
“since April 11, 1941.” 

Six days after the registration—that is, on September 15, 1941—appellee filed a 
petition for cancellation of the mark so registered in which it was alleged, in sub- 
stance, that appellee was the owner of trade-mark registration No. 355,905, com- 
prising the word “Vitabuild,” registered April 5, 1938, under the Act of February 
20, 1905, for “Vitamin Compound of Vitamins A. B, D and G for General Tonic 
Use” ; that it had begun use of the mark long prior to the date of first use claimed by 
appellant of its mark ; that the goods of the respective parties are identical, or are of 
the same descriptive properties, and that the concurrent use of the marks will cause 
confusion in the minds of purchasers and deceive them as to the origin of the goods 
with resultant “damage and loss” to petitioner. 

Appellant’s answer admitted the issuance of appellee’s pleaded registration, and 
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that the goods of the respective parties possess the same descriptive properties, al- 
though claiming that they are not identical. Certain of the allegations of the petition 
were denied and reference to them, so far as deemed pertinent, is hereinafter made. 
As a part of its answer appellant included an extensive list of marks containing the 
word “Vita,” alleged to have been registered, and claimed that many of them were 
for use on goods of the same descriptive properties as the goods of the parties to the 
instant controversy. Appellant does not rely on those marks here, so far as its 
reasons of appeal disclose, but it may be stated that the Commissioner correctly held 
that they could not be considered. 

Neither party took testimony, but briefs were filed below and, apparently, oral 
arguments were also presented at least before the Examiner of Trade-Mark Inter- 
ferences. He denied the petition for cancellation and recommended that registration 
No. 390,138 “‘be not cancelled.” 

Petitioner (appellee here) thereupon appealed to the Commissioner who (speak- 
ing through an assistant commissioner) reversed the decision of the Examiner of 
Trade-Mark Interferences, and the instant appeal followed. 

Appellant alleges errors on the part of the Commissioner, stated in eleven reasons 
of appeal. In its brief before us, under the heading of “Points of Law and Fact to 
be Discussed,” appellant set forth two general contentions as follows: 


(1) “Vitamiles” is not confusingly similar to “Vitabuild” when used on specifically 
different vitamin preparations. 


(2) Petitioner has not shown injury within the meaning of Section 13 of the statute. 


With respect to the first contention so stated, we point out that both the Examiner 
of Trade-Mark Interferences and the Commissioner found the goods to be “sub- 
stantially identical.’”” The former based his finding in that regard upon the state- 
ments embraced in the certificates of registration themselves. The latter stated: 


. it appears from an exhibit attached to the petition, and seems to be conceded by 
respondent, that petitioner’s product, like respondent’s, is sold in tablet form. The goods 
of the parties are thus substantially identical in kind, and judicial notice may be taken of 
the fact that they are directly competitive. 


No one of appellant’s reasons of appeal even hints that the findings of fact so 
made were erroneous, and, as has been stated, appellant admitted in its answer that 
the goods are, at least, of the same descriptive properties. So appellant’s contention 
in that regard need not be further considered. 

With respect to the second contention to the effect that the petitioner has not 
shown injury within the meaning of section 13, it appears to be appellant’s theory 
that it was necessary, as a matter of law, for petitioner to take testimony which would 
prove ownership and use of its mark as alleged in its petition, such, it is claimed, 
being placed in issue by denials in appellant’s answer. 

The theory was presented before the Commissioner who disposed of it as follows: 

. . respondent admits the issuance of the registration pleaded, but denies petitioner’s 
ownership and use of the registered mark. As pointed out by the Court of Customs and 


Patent Appeals in Ely & Walker Dry Goods Co. v. Sears, Roebuck & Co., 24 C. C. P. A. 
1244, 90 Fed. (2d) 257 [27 T.-M. Rep. 462], registration of a mark under the Act of 1905 
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is prima facie evidence of ownership, and ownership implies use. And while that was an 
opposition proceeding, “similar rules, insofar as the same may be applicable, having in 
mind the nature of such proceedings, are applicable in opposition and cancellation pro- 
ceedings.” Derby Oil Co. v. White Star Refining Co., 20 C. C. P. A. 816, 62 Fed. (2d) 
984 [23 T.-M. Rep. 97]; American Cyanamid Co. v. Synthetic Nitrogen Products Corp., 
19 C. C. P. A. 1235, 58 Fed. (2d) 984 [22 T.-M. Rep. 275]. There being no evidence to 
the contrary, the fact that petitioner was using its mark at or about the time of filing its 
petition to cancel is thus sufficiently established by the record. 


Appellant’s reasons of appeal Nos. 6, 9, and 10 read: 


(6) Error in holding in effect that petitioner for cancellation has proven damage by 
alleging ownership of a mark not confusingly similar to appellant’s mark; 

(9) Error in holding damage to be established solely by a registration of a mark not 
considered similar by either the Examiner of Trade-Marks, or the Examiner of Inter- 
ferences for Trade-Marks; 


(10) Error in failing to find that petitioner has proved no such facts as show it has 
suffered injury at the time of filing its petition to cancel. 


While the foregoing allegations of error do not specifically challenge the correct- 
ness of the Commissioner’s holding above quoted, they, taken with allegations in 
others of the reasons of appeal, are deemed sufficient to raise the general issue of 
whether the marks are confusingly similar, which, upon the record before us, is the 
really vital issue in the case. If they are confusingly similar we think it clear that 
injury to appellee resulted from the registration, and that it should be cancelled, but 
if not confusingly similar appellee was not injured, and the action of the Examiner of 


Trade-Mark Interferences in dismissing the petition for cancellation should be 
sustained. 


There is presented here, as is presented in many cases, a situation where a well 
known and commonly used term (in this case “Vita’), having a well understood 
significance, is combined with another term to constitute a trade-mark. It is a fair 
presumption that the second part—‘“miles’”—of appellant’s notation is taken from 
its corporate name, and is intended to indicate to purchasers that the vitamins 
marked “Vitamiles” originated with appellant. It is also fair to assume that the 
term “build” in appellee’s mark is intended to suggest that the vitamins bearing the 
mark “Vitabuild” have the effect of “building up” or strengthening the physical 
organism. 

While it is true that marks must be considered as a whole, nevertheless, in order 
to arrive at any intelligible understanding of them in cases such as this, it is neces- 
sary to look to the meaning or significance of parts of them in order to determine 
the dominant part. 

We do not think that either party to this controversy could successfully contend 
that it is entitled to preempt the field with respect to marks having “Vita” as a 
portion thereof, and thus exclude all others from the use of any mark composed in 
part of that term, and it seems to us that “miles” and “build,” in fact, constitute the 
dominant features of the marks before us. It further seems to us that the complete 
marks, when the significance of each is properly considered, are distinctive in char- 


acter and that confusion is not likely to result from their concurrent use on similar 
goods. 
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The principle followed by this court in the case of Yeasties Products, Inc. v. 
General Mills, Inc., 22 C. C. P. A. (Patents) 1215, 77 F. (2d) 523 [25 T.-M. Rep. 
396], is deemed pertinent here. 

For the reasons indicated, we disagree with the conclusion of the Commissioner 
and his decision is reversed. 





IN THE MATTER OF THE APPLICATION OF SAWYER ELECTRICAL 
MANUFACTURING CO. 


United States Court of Customs and Patent Appeals 
June 26, 1944 
Serial No. 452,407 


TRADE- MARKS—REGISTRATION—NAME OF INDIVIDUAL—“SAWYER” IN BLocK Letrers Not 
REGISTRABLE. 
A mark consisting of the name “Sawyer” shown in block letters held unregistrable as being 
merely the name of the individual not presented in a distinctive manner. 


Appeal from a decision of the Commissioner of Patents refusing to register a 
trade-mark. Affirmed. For the Commissioner’s decision, see 33 T.M. Rep. 364. 


Elwin A. Andrus of Milwaukee, Wis. (Merl E. Sceales and Lee B. Kemon of coun- 
sel, both of Washington, D. C., for appellant. 
W.W. Cochran (R. F. Whitehead of counsel), for the Commissioner of Patents. 


Before GarreETT, Presiding Judge, and BLAND, HaTFIELD, and JAcKson, Asso- 
ciate Judges. 


Jackson, J., delivered the opinion of the court. 


Appellant appealed from a decision of the Commissioner of Patents affirming 
that of the Examiner of Trade-Marks in refusing to register the word “Sawyer” 
in block capital letters as a trade-mark for electric motors. 

The Examiner held the mark to be the name of an individual not distinctively 
displayed and therefore forbidden by that part of the Trade-Mark Act of 1905, as 
amended, reading as follows: 


Sec. 5. ... Provided, That no mark which consists merely in the name of an indi- 
vidual, firm, corporation, or association not written, printed, impressed, or woven in some 
particular or distinctive manner, or in association with a portrait of the individual, .. . 
shall be registered under the terms of this Act: ... 


The Commissioner of Patents affirmed the decision of the Examiner for the same 
reason, and stated that a review of the cases of Schlesinger v. Oppenheim Cigar Co., 
11 F. (2d) 773 [16 T.-M. Rep. 375], Tinker v. M. F. Patterson Supply Co., 53 
App. D. C. 37, 287 Fed. 1014 [13 T.-M. Rep. 140], The American Tobacco Co. v. 
Wix, 20 C. C. P. A. (Patents) 835, 62 F. (2d) 835 [23 T.-M. Rep. 104], Jn re 
Canada Dry Ginger Ale, Inc., 24 C. C. P. A. (Patents) 804, 86 F. (2d) 830 [27 
T.-M. Rep. 83] Barber-Colman Co. v. Overhead Door Corporation, 20 C. C. P. A. 
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(Patents) 1118, 65 F. (2d) 147 [23 T.-M. Rep. 251], and Jn re American Cyanamid 
& Chemical Corporation, 26 C. C. P. A. (Patents) 712, 99 F. (2d) 964, strengthened 
his conviction “that no words should be registered, except under the conditions 
prescribed by the statute, if it is likely to be regarded by the public as merely the 
name of an individual, even though it may have one or more other meanings. That 
the word ‘Sawyer’ is likely to be so regarded I think there can be no doubt.” 

The question involved here is whether the contention of appellant is correct that 
the prohibition of the statute applies to a word that is only the name of an individual, 
but when it has other meanings it is error to refuse its registration. 

It has long been settled that every person has a right to do business under his 
own name as a trade-mark, even though such right might be restricted so as not to 
confuse the goods of his business with those of another of the same name who had 
long been in the same business. 

The trade-mark registration act adds nothing to or takes nothing from the com- 
mon law rights relating to trade-mark ownership and use. It merely provides that 
owners of such marks may have them registered and made public, and for remedies 
in the enforcement of such rights. This doctrine is so elementary that no citation 
of authorities is deemed necessary. 

It is further well-established that a mark consisting of an ordinary surname is 
not the subject of exclusive appropriation as a common law trade-mark. The 
American Tobacco Co. v. Wix, supra; Thaddeus Davids Company v. Davids Manu- 
facturing Company, 233 U. S. 461 [4 T.-M. Rep. 175] ; Brown Chemical Company 
v. Meyer, 139 U. S. 540; Howe Scale Company v. Wyckoff, Seamans & Benedict, 
198 U. S. 118. 

Appellant has set out at great length the various meanings that properly may be 
attached to the word sought to be registered. The same might be done in respect 
of a very large number of surnames. Appellant contends in effect that if the name 
of an individual may be the name of other things, it is not “merely” the individual’s 
name and therefore is registrable. We cannot agree with that conclusion. The 
word “merely” is an adverb modifying the verb “consists.” The dictionary defini- 
tion of “consists” when followed by the word “in” is “To have as its foundation, 
substance, or nature; me;”’. Therefore any of its synonyms may be substituted in 
the statute for the word “consists.”” Applying that reasoning, the statute must be 
read to mean that any mark which has as its foundation, substance or nature or is 
merely the name of an individual may not be registered. 

“Merely” is defined as “Without including any thing else ; purely ; only ; solely.” 
A mark which has as its foundation only the name of an individual may not be 
registered under the statute unless it be “written, printed, impressed, or woven in 
some particular or distinctive manner, or in association with a portrait of the in- 
dividual, ....” 

Appellant has called our attention to dicta in the decision of this court in The 
American Tobacco Co. case, supra, in which it was stated that ‘“We do not wish to 
be understood in this opinion as holding that under no circumstances is a surname 
registrable. Many names have a significance other than as names, and are not re- 
garded by the public as merely names.” It was further stated that it was not neces- 
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sary there to determine in such cases whether a name is subject to the involved 
proviso. 

It is not to be inferred from the opinion in that case that all surnames which are 
also nouns, adjectives or adverbs in other connections are registrable. It is clear 
from the decision in the Thaddeus Davids Company case, supra, that ordinary sur- 
names are not the subject of exclusive appropriation. The mark here sought to be 
registered is an ordinary surname regardless of how it is used, it is not “written, 
printed, impressed, or woven in some particular distinctive manner, or in association 
with a portrait of the individual,” and therefore may not be registered. See also 
The American Tobacco Co., the Brown Chemical Company, and the Howe Scale 
Company cases, all supra. 

The decision of the Commissioner of Patents is affirmed. 
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Abandonment 


Registration granted on showing of abandonment of conflicting registration 


VAN ArRSDALE, A. C.: On remand of the case from the U. S. Court of Customs 
and Patent Appeals for the purpose of considering ex parte registrability of the 
mark of Adam Hat Stores, Inc., of New York, N. Y., in view of the prior regis- 
tration of the mark “John Adams” by Koblenzer, No. 174,498, October 16, 1923, 
and purported to be assigned to Monroe Shirt Co., also of New York, N. Y., together 
with the good will of the business to which the mark is applied by assignment of 
February 27, 1936, held that the record, interpreted in the light of the decision of 
the court, clearly establishes that prior to the filing by Adam Hat Stores, Inc., of its 
application here involved said registration No. 174,498 became abandoned, so that 
said registration is not a bar to granting applicant the registration for which it has 
applied.” 


Conflicting Marks 


“Phenoplex” and “Pentaplex” 


Van ArspaLe, A. C.: Affirmed the action of the Examiner of Interferences 
sustaining the opposition filed by Smith, Kline & French Laboratories, of Philadel- 
phia, Pa., against granting to J. H. Stoddart Co., of Redlands, Calif., a registration 
of the mark “‘Phenoplex”’ for a phenobarbital and B complex preparation. The op- 
position was based on the prior use and registration by opposer of the mark “Penta- 
plex” for a general tonic. 

Although the parts “Pheno” and “Penta,” respectively, of the marks are some- 
what different, it was held that the marks when considered as a whole have such 
similarity in sound and in appearance that, although they are applied to goods which 
are specifically different but of the same general class, concurrent use of the marks 


1. Monroe Shirt Co. v. Adam Hat Stores, Inc., Opp’n No. 20,090, 166 M. D. 567, August 11, 
1944. 
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on the goods to which they are applied would be likely to cause confusion and mis- 
take in the mind of the public and to deceive purchasers.” 


“Aqua-Sec” and “Fabrisec” 


Frazer, F. A. C.: Affirmed the action of the Examiner of Interferences sus- 
taining the opposition of Aqua-Sec Corporation, of New York, N. Y., to the appli- 
cation of Socony-Vacuum Oil Company, Incorporated, also of New York, N. Y., 
for registration of the word “Fabrisec,” claimed to have been used since September 
19, 1941, as a trade-mark for “waterproofing composition for textile fabrics.” 

It was held that applicant’s marks is confusingly similar to opposer’s trade-mark 
“Aqua-Sec,” registered November 19, 1935, for substantially identical goods since, if 
for no other reason than their similarity in sound, “Fabrisec” and ‘““Aqua-Sec” are 
too nearly alike to be used concurrently on the same kind of merchandise without 
some degree of probable confusion, and the case is clearly one for the application of 
that well-established rule which requires that all doubts be resolved against the new- 
comer in the field. 


“Lucky Heart” and “Lucky Sweethearts” 


Frazer, F.A.C.: Affirmed the action of the Examiner of Interferences in each 
of two trade-mark opposition proceedings sustaining the opposition of Morton G. 
Neumann, of Chicago, IIl., to the application of Lucky Heart Laboratories, Inc., of 
Memphis, Tenn., for the registration of a trade-mark for certain cosmetic prepara- 
tions. One of the marks sought to be registered is the notation “Lucky Heart,” 


displayed against a heart-shaped background. The other is the same notation and 
background, plus the picture of a male and a female of the human species locked in 
osculatory embrace, and the representation of a horseshoe suspended in mid-air over 
their subconscious heads. 

Opposer relied upon his use, on goods of the same descriptive properties, of 
several marks and labels in which the heart motif predominates. Of these the most 
pertinent is a label used with sachet powders disclosing, with other matter, the picture 
of a man and a woman who appear to be on the verge of kissing, inclosed within the 
representation of a heart, under which is the notation “Lucky Sweethearts.” 

Although in some respects this label has been changed from time to time, it was 
held that the words “Lucky Sweethearts” and the picture, together with a heart 
background, has been used by opposer since a date prior to that claimed by applicant 
for either of the marks shown in the opposed applications. 

It was held that both of the marks sought to be registered are confusingly similar 
to the ensemble of opposer’s label. 


On Reconsideration 


In a decision rendered August 29, 1944 (166 M. D. 594), a petition for recon- 
sideration by the party Lucky Heart Laboratories, Inc., was denied. 


2. Smith, Kline & French Laboratories v. J. H. Stoddart Co., Opp’n No. 22,167, 166 M. D. 
565, August 11, 1944. 
3 


. Aqua-Sec Corporation v. Socony-Vacuum Oil Company, Opp’n No. 22,346, 166 M. D. 
562, August 3, 1944. 
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Although the party Neumann opposed the petition on the ground that it was not 
filed within the time required under rule 59, Federal Rules of Civil Procedure, 
paragraph (b), it was held that this is not a motion for a new trial and the rule 
referred to is inapplicable ; rather, the procedure here is governed by patent rule 149. 

After noting that the decision affirmed the Examiner of Interferences in both 
opposition proceedings, and a signed copy was placed in the file of each case, it was 
held that petitioner had no cause to complain because both cases were disposed of 
in a single decision since the two cases were consolidated upon the stipulation of the 
parties ; they were submitted upon the same record, and argued together ; and peti- 
tioner’s counsel filed but one brief on appeal.* 


“Vitaday” and “One a Day” 


Frazer, F. A. C.: Affirmed the action of the Examiner of Interferences sus- 
taining the opposition of Miles Laboratories, Inc., of Elkhart, Ind., to the applica- 
tion of Purepac Corporation, of New York, N. Y., for registration of the word 
“Vitaday” as a trade-mark for a vitamin preparation, which appears to be sold in 
capsules. The mark is claimed to have been used since September 29, 1942. Op- 
poser relied upon its admittedly prior use of the notation “One a Day,” which, in 
association with the Arabic numeral “1,” was registered under the act of March 19, 
1920, on September 28, 1942, for vitamin tablets. 

It was held that it is clearly established by the evidence that the registered mark 
serves to indicate origin in opposer of the goods with which it is used, so that opposer 
would be damaged were a confusingly similar mark registered to a competitor under 
the act of 1905. 

Granting that “Vitaday” and “One a Day” are distinctively different in appearance 
and in meaning, it was held nevertheless that their resemblance in sound renders the 
two marks confusingly similar.® 


“Brewery Age” and “Liquor Age” 


Frazer, F. A. C.: Reversed the action of the Examiner of Interferences who 
had dismissed the opposition of Joseph Dubin, of Chicago, Ill., to the application of 
Schenley Distillers Corporation, of New York, N. Y., for registration of the nota- 
tion “Liquor Age” as a trade-mark for a periodical publication. In the application 
the word “Liquor” was disclaimed, and use of the mark was alleged since September 
30, 1936. In the notice of opposition, opposer pleaded his ownership of a registra- 
tion issued January 2, 1934, of the trade-mark “Brewery Age” for a publication 
published monthly or from time to time. The Examiner of Interferences dismissed 
the opposition because opposer had admitted in the notice that he discontinued use 
of his mark as registered prior to the institution of this proceeding. 

In response to applicant’s argument that the prima facie evidence of ownership 
and use implied in a registered mark is merely a rebuttable presumption which can 


4. Morton G. Neumann v. Lucky Heart Laboratory, Inc., Opp’ns No. 20,584 and No. 20,585, 
166 M. D. 560, August 1, 1944. 


5. Miles Laboratories, Inc. v. Purepac Corporation, Opp’n No. 22,340, 166 M. D. 570, August 
14, 1944. 
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be overcome by competent evidence, it was held that the argument was untenable 
because it constituted an attack upon the validity of the registration and such attack 
is permissible only in a cancellation proceeding. 

It was held that the publications to which the respective marks are applied are 
closely related in subject matter, and are goods of substantially identical descriptive 
properties. 

It was further held that the words “Liquor” and “Brewery” as used in the marks 
are merely descriptive and that both marks are thus necessarily dominated by the 
word “Age” and are confusingly similar, so that the opposition should be sustained.° 


“Aeromold” and “Duramold” 








Frazer, F. A. C.: Affirmed the action of the Examiner of Interferences dis- 
missing the opposition of Duramold Aircraft Corporation, of New York, N. Y., to 
the application of Timm Aircraft Corporation, of Van Nuys, Calif., for registration 
of the word “‘Aeromold,” in association with a design, as a trade-mark for aeroplanes 
and aeroplane structural parts. The opposition was predicated upon opposer’s 
alleged prior use of the word ““Duramold” in connection with similar merchandise, 
and upon the alleged similarity of applicant’s mark to opposer’s corporate name. 

After noting that opposer appears to have abandoned its contention that “Aero- 
mold” impinges upon its corporate name as obviously it does not, it was held that 
opposer and its predecessors in interest have consistently used the word “Duramold” 
for publicity purposes and have acquired the right, so far as applicant is concerned, 
to use it as a trade-mark ; and certainly upon the evidence submitted opposer could 
prevent its registration to a competitor of later adoption. 

It was held that applicant’s mark does not so nearly resemble opposer’s mark as 
to be likely to confuse the public or to deceive purchasers. The airplanes and struc- 
tural parts thereof are usually purchased by experts or upon the advice of experts, 
and it must be presumed that great care and discrimination are exercised in their 
selection. Moreover, the marks are both made up of more or less suggestive words, 
and their only common syllable “mold,” is in fact merely descriptive of the goods of 
both parties, so that it follows opposer is not entitled to the exclusive use of that 
syllable in a trade-mark for such goods; and unless the remaining portions of the 
marks are so similar as to make the marks as a whole confusingly so, applicant is 
entitled to the proposed registration.’ 


“Kids Togs” and “Young-Togs” 


Frazer, F. A. C.: Affirmed the action of the Examiner of Trade- Marks reject- 
ing the application of E. & C. Benisch, of New York, N. Y., to register a trade-mark 
under the provisions of the Act of March 19, 1920, in view of a prior registration 
under the same act. Applicant’s mark consists of the words “Kids Togs,” indi- 
vidual letters of which are displayed upon the representations of rectangular paral- 


6. Joseph Dubin v. Schenley Distillers Corporation, Opp’n No. 22,047, 166 M. D. 579, August 
1944 


17, 


7. Duramold Aircraft Corporation v. Timm Aircraft Corporation, Opp’n No. 21,968, 166 
M. D. 576, August 16, 1944. 
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lelopiped arranged irregularly in two lines. The registered mark consists of the 
words “Young-Togs,” individual letters of which are displayed upon the repre- 
sentations of cubes arranged irregularly in two lines. Both marks are appropriated 
to various articles of children’s clothing, which are in part identical. 

It was held that, as applied to such goods, applicant’s mark and the mark of the 
reference have precisely the same significance ; and the peculiar manner in which the 
two marks are displayed is so nearly the same that they are also confusingly similar 
in appearance.® 


Descriptive Terms 


“Air Cargo” for publication devoted to aviation 


Frazer, F. A.C.: Affirmed the action of the Examiner of Trade-Marks declin- 
ing to register to Distribution and Warehousing Publications, Inc., of New York, 
N. Y., a mark under the provisions of the Act of February 20, 1905, for goods 
described in the application as “‘a section of a periodical and a periodical publication.” 
The mark sought to be registered is the notation “Air Cargo,” displayed in associa- 
tion with a design in which is incorporated the nose portion of an airplane, the nota- 
tion being used as a title in each instance. The Examiner held the notation to be 
descriptive of the subject matter of applicant’s publications. 

After noting the former practice for many years, both in the Patent Office and 
in the courts, to permit the registration of titles of printed publications as trade- 
marks, even though more or less descriptive, it was held that in the Patent Office 
such practice has been discontinued and now the same test as to mere descriptive- 
ness has been applied to this class of marks as to those used on other kinds of 
merchandise because, since the registration of purely descriptive trade-marks is 
clearly a violation of the law, it is better for the Patent Office to comply with the 
law rather than to follow the precedents that have been followed throughout the 
years.” 


“Sanitaire” for vacuum cleaners 


Frazer, F. A. C.: Affirmed the action of the Examiner of Trade-Marks who 
had refused to register on the application of Eureka Vacuum Cleaner Company, of 
Detroit, Mich., the notation “Sanitaire,” under the provisions of the Act of February 
20, 1905, as a trade-mark for electric vacuum cleaners, on the ground that applicant’s 
mark, which is the French equivalent of the English word “sanitary” is descriptive 
of the goods in that it conveys information as to the result of their use. 

It was held that the Examiner properly refused registration on the ground stated 
by him. 

It was further held that the word “sanitary” is also directly descriptive of the 
character or quality of vacuum cleaners themselves, and that it would be so under- 
stood by purchasers.”° 


8. Ex parte E. & C. Benisch, Ser. No. 454,572, 166 M. D. 573, August 15, 1944. 
9. Ex parte Distribution and Warehousing Publications, Inc., Ser. No. 457,116, 166 M. D. 
479, April 28, 1944. 


10. Ex parte Eureka Vacuum Cleaner Company, Ser. No. 438,760, 166 M. D. 572, August 
15, 1944. 
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“Warm-Ever” for water heaters 


Frazer, F. A. C.: Affirmed the action of the Examiner of Trade-Marks refus- 
ing to register on the application of Locke Stove Company, of Kansas City, Mo., the 
notation ““Warm-Ever,” under the provisions of the Act of February 20, 1905, as a 
trade-mark for water heaters. 

It was held that the mark is merely descriptive of the goods since “Ever” means 
“always” or “at all times,” so that the mark thus conveys the direct information that 
by using applicant’s device the purchasers will always be supplied with warm 
water.” 


Goods of Different Descriptive Properties 


Lipsticks and cleansing cream, and liniment, tonic and insecticide 


Frazer, F. A. C.: Affirmed the action of the Examiner of Interferences dis- 
missing the opposition of McKesson & Robbins, Incorporated, of New York, N. Y., 
to the application of The Vad Corporation, also of New York, N. Y., for registra- 
tion of a trade-mark for lipsticks and cleansing creams, comprising the fanciful word 
“Vad,” the use of which on the goods mentioned is claimed since October 15, 1942. 
Opposer relied upon its alleged ownership and registration of the term “Vadco,” as 
a trade-mark for liniment, tonic, insecticides, etc. Presumably, the registration ex- 
pired some five years prior to the filing of the notice of opposition, and there was no 
certificate of renewal in the record. 

It was held that because opposer failed to prove its alleged ownership of the 
registration, or of the registered mark, the Examiner of Interferences properly ruled 
that the opposer lacks the right to herein contest the question of likelihood of con- 
fusion in trade, and so dismissed the opposition and adjudged that the applicant is 
entitled to the registration for which it has made application. 

It was further held that, assuming the registration has been renewed, it would 
not necessarily constitute a bar to the registration of applicant’s mark, since the goods 
listed in the “Vadco” registration are all medicinal or pharmaceutical preparations ; 
and in the absence of evidence on the subject it would be the opinion of the First 
Assistant Commissioner that none of them are of the same descriptive properties as 
applicant’s cosmetics.” 


Rayon piece goods and hosiery 


Frazer, F. A. C.: Affirmed the action of the Examiner of Interferences dis- 
missing the opposition of Jacob N. Pearlman, of Pittsburgh, Pa., to the application 
of Eastman Kodak Company, of Rochester, N. Y., for registration of the word 
“Perlteca” as a collective mark for rayon piece goods, but reversed the adjudication 
of the Examiner of Interferences that applicant is entitled to the registration applied 
for. Applicant’s mark is claimed to have been in use since May 9, 1941. Opposer 


11. Ex parte Locke Stove Company, Ser. No. 452,451, 166 M. D. 559, August 1, 1944. 
12. McKesson & Robbins, Incorporated v. The Vad Corporation, Opp’n No. 22,489, 166 
M. D. 574, August 15, 1944. 
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relied upon his ownership of the trade-mark “Perltex,” registered May 29, 1934, 
for hosiery. 

It was held that the Examiner of Interferences rightly ruled that the goods of 
the parties are of different descriptive properties.” 


Interference 


Non-use of assigned mark 


Frazer, F. A. C.: Affirmed the action of the Examiner of Interferences in an 
interference proceeding involving the application of Nancy Ann Dressed Dolls, Inc. 
(Nancy Ann Dressed Dolls, Assignee, Substituted), of San Francisco, Calif., for 
registration of the notation “Mother Goose” as a trade-mark for dolls and doll 
clothes, and the application of Domenick Ippolito, of Glendale, Calif., for registra- 
tion of the notation “Mother Goose Story Dolls,” with a disclaimer of the word 
“Dolls,” as a trade-mark for dolls, awarding priority of use and the right of regis- 
tration to Nancy Ann Dressed Dolls, Inc. The earliest date of use claimed by 
appellant, Domenick Ippolito, is August, 1942, and the record clearly establishes use 
by appellee commencing in February, 1942. But appellant seeks the benefit of an 
assignment, taken subsequently to the filing of his application, of an old registration 
of the trade-mark ‘‘Mother Goose” for dolls, which had expired prior to the assign- 
ment, which, however, purports to include the entire right, title and interest in and 
to the said trade-mark and the said registration thereof, together with the good will 
of the business in connection with which the said trade-mark is used. 

It was held that the evidence in the record of the nonuse of the mark covered by 
the assignment for a period of ten years rendered the assignment invalid regardless 
of whether the trade-mark was abandoned, so that appellant took nothing by the 
assignment ; and since his own use of the mark he seeks to register did not begin 
until after appellee’s first use of its mark, his appeal must fail.” 


Non-Conflicting Marks 


“Looplock” and “Seam Loc” 


Frazer, F. A. C.: Affirmed the action of the Examiner of Interferences dis- 
missing the opposition of Sanford Mills, of Sanford, Me., to the application of Mil- 
ton Newman, of Philadelphia, Pa., for registration of a trade-mark for “toilet lid 
covers, bath mats and rugs,” the mark comprising the representation of a loop of 
cord or yarn with a padlock suspended from the loop. Opposer relied upon the 
notation “Seam Loc,” registered for “woven pile carpet.” 

Although opposer argued that the proposed registration should be refused be- 
cause of the final judgment in a prior opposition proceeding between the same parties 
where applicant was seeking registration of the word “Looplock,” in association with 


13. Jacob N. Pearlman v. Eastman Kodak Company, Opp’n No. 22,297, 166 M. D. 582, 
August 22, 1944. 

14. Nancy Ann Dressed Dolls, Inc. (Nancy Ann Dressed Dolls, Assignee, Substituted) v. 
Domenick Ippolito, Inter. No. 3,439, 166 M. D. 584, August 23, 1944. 
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the same picture of a loop and a lock as the one involved in the instant case, and the 
opposition was sustained on the ground that this word was confusingly similar to 
opposer’s mark, ‘Seam Loc,” it was held that, while it may be that applicant’s mark 
is a rebus of the word previously held confusingly similar to opposer’s mark, never- 
theless, it does not necessarily follow that the rebus would suggest opposer’s mark ; 
and in the absence of evidence on the subject, the First Assistant Commissioner 
was unable to believe that any such occurrence is likely, or that opposer will be 
damaged by the proposed registration.” 


Non-Descriptive Terms 
“Fiberset” for piece goods 


Frazer, F. A. C.: Reversed the action of the Examiner of Trade-Marks who 
had refused to register on the application of Bianchini Ferier, Inc., of New York, 
N. Y., the word “Fiberset,” under the provisions of the Act of February 20, 1905, 
as a trade-mark for “piece goods composed wholly or in part of rayon, silk, cotton, 
wool, or mixtures thereof.” 

It was held that the mark has no apparent relation to the dyeing process; and 
while it may suggest any number of desirable qualities in the goods, it conveys no 
direct information in that regard, and it is likely to have different meanings to differ- 
ent observers, being a mark that stimulates speculation as to its intended meaning 
and leaves the mind in doubt, so that in the absence of opposition the mark is clearly 
registrable.”*® 


“Nancy Ann” for dressed dolls 


Frazer, F. A.C.: Denied a petition for rehearing of his decision of August 23, 
1944 (566 O. G. 520), filed by the party Ippolito. 

It was held that the failure to rule upon the question of the descriptiveness of 
the mark involved, as applied to the goods of Nancy Ann Dressed Dolls, Inc., was 
intentional and gives petitioner no ground for complaint. This question was not 
referred to in the decision of the Examiner of Interferences nor in petitioner’s rea- 
sons of appeal from that decision. Moreover, as the goods of the parties are sub- 
stantially identical, a ruling that the mark is descriptive would be equally applicable 
to both ; and petitioner will not be heard to say that the mark he seeks to register is 
non-registrable. 

However, to avoid any doubt as to his position in the matter, the First Assistant 
Commissioner stated that in his opinion the mark as used by Nancy Ann Dressed 
Dolls, Inc., and by its assignee, Nancy Ann Dressed Dolls, is not descriptive but is 
a valid, registrable trade-mark.” 


15. Sanford Mills vy. Milton Newman, Opp’n No. 22,429, 166 M. D. 564, August 4, 1944. 

16. Ex parte Bianchini Ferier, Inc., Ser. No. 454,283, 166 M. D. 563, August 4, 1944. 

17. Nancy Ann Dressed Dolls, Inc. (Nancy Ann Dressed Dolls, Assignee, Substituted) v. 
Domenick Ippolito, Inter. No. 3439, 166 M. D. 601, September 8, 1944. 
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Not a Trade-Mark 


“Chartalog” for advertising print 


Frazer, F. A. C.: Affirmed the action of the Examiner of Trade-Marks re- 
fusing to register to Lorentzen Hardware Mfg. Corp., of New York, N. Y., the 
word “Chartalog” as a trade-mark for “published prints showing items offered to 
the trade.” 

An amendment proposing to change the description of the goods to read “pub- 
lished prints showing items of hardware and nomenclature applicable thereto” was 
disapproved because it is misdescriptive. 

It was held that the statute provides for the registration of trade-marks appro- 
priated to merchandise but that advertising is not merchandise in any sense of the 
word, and applicant’s print is nothing more or less than an advertisement of appli- 
cant’s hardware.** 


18. Ex parte Lorentzen Hardware Mfg. Corp., Ser. No. 426,030, 166 M. D. 606, September 
20, 1944. 
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PART II 


SIMMONS COMPANY v. MAX CANTOR anp MAX YAHR,poING BUSINESS 
as ROYAL BEDDING COMPANY, anp JEAN YAHR anp 
SIMON CANTOR 


United States District Court, Western District of Pennsylvania 


November 20, 1944 


TRADE-MARK INFRINGEMENT—“WHITE KNIGHT” ON BEDDING—PRIoRITY OF ADOPTION. 

After plaintiff and its business predecessors had, since the year 1915, manufactured and 
sold throughout the United States beds, springs, mattresses and box springs bearing the trade- 
mark “White Knight,” which mark it registered in the Patent Office on November 17, 1942, 
the adoption by defendants in March, 1938 of a label bearing the mark “White Knight” for 
use on competing goods held infringement, as plaintiff’s mark is valid as used on such goods 
in Pennsylvania, adjoining states and generally throughout the United States. 

TRADE-MARKS—REGISTRATION—V ALIDITY. 

Although plaintiff in its application for registration gave the date of first use of its mark 
as 1914 instead of 1915, its common law rights thereto were not affected, nor were defendants 
injured by the misstatement. Injunctive relief held not precluded thereby. 

TRADE-M ARKS—I NFRINGEMENT—SUITS—"“W HITE KNIGHT’—ABANDONMENT. 

There being no evidence in the case at issue that plaintiff had any intention to abandon its 
mark “White Knight,” and defendants having, moreover, failed to prove such claim, the de- 
fense was without merit. 


In equity. Action for trade-mark infringement. Injunction granted. 


Edward A. Lawrence, of Pittsburgh, Pa., and Cyril A. Soans and Edwin Phelps, of 
Chicago, Ill., for plaintiff. 
Edgar W. McCallister, of Green & McCallister, of Pittsburgh, Pa., for defendants. 


McVicak, J.: 


This is an action for relief against alleged infringement of a trade-mark. After 
hearing, the Court makes the following findings of fact and conclusions of law: 


Findings of Fact 


1. Plaintiff is a Delaware corporation and has a nation-wide business in the 
making and selling of beds, springs, box springs, cots, hospital beds, rollaways, steel 
furniture, lounges, day beds and mattresses. It has factories located at Atlanta, Ga., 
and Kenosha, Wis. 

2. Max Cantor and Max Yahr, the original defendants, with Jean Yahr and 
Simon Cantor, intervening defendants, are partners under the name of the Royal 
Bedding Company, and are engaged in the manufacture and sale of mattresses and 
bed springs, principally in Pennsylvania and adjoining states. They, or some of the 
defendants, have been engaged in this business for more than twenty years. They 
have two factories, one at Pittsburgh, Pa. ; the other at Buffalo, N. Y. 

3. Plaintiff's business in the year 1901 was carried on under the name of The 
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Simmons Manufacturing Company. It included the manufacture of beds, springs, 
cots, etc., which extended throughout the United States. 

4. The plaintiff, since 1919, in the carrying on of its business, has divided the 
territory of the United States into three divisions, one of which is the Central Di- 
vision which includes the states of Wisconsin, Michigan, Illinois, Indiana, Ohio, 
Missouri, Oklahoma, Texas, Kansas, Louisiana, Tennessee, Minnesota, North and 
South Dakota, West Virginia, a part of Colorado and about one-third of the western 
portion of Pennsylvania. 

5. Plaintiff manufactured mattresses in 1918 or 1919. The mattresses were 
first manufactured at Atlanta, Ga. Since 1919 the Company has distributed beds, 
springs, mattresses, box springs, etc. 

6. In the year 1915, the Hirsch & Spitz Manufacturing Company at Atlanta, 
Ga., manufactured bed springs, beds, mattresses, etc., including an all-felt mattress 
to which was applied a label bearing the trade-mark “White Knight.” The busi- 
ness of the Hirsch & Spitz Manufacturing Company extended throughout the 
United States. “‘White Knight” mattresses were shipped as far north as Virginia, 
Pennsylvania, New Jersey and New York. From the year 1915 until the year 1919, 
mattresses bearing the “White Knight” label were manufactured by the Hirsch & 
Spitz Manufacturing Company. 

7. In 1919, Hirsch & Spitz sold its business to the plaintiff, which succeeded to 
the business of the Hirsch & Spitz Company. The business was then carried on by 
plaintiff, and plaintiff continued to manufacture the “White Knight” mattress and 
use the “White Knight” label. 

8. Plaintiff, since 1919, continued the manufacture and sale of the “White 
Knight” mattresses to which a label bearing the name “White Knight” was ap- 
plied, which manufacture and sale has been continuous to date. 

9. In 1927 and 1928, plaintiff manufactured and sold in its Central Division, 
“White Knight” mattresses bearing the label “White Knight.” At least fifteen of 
these sales were made in the Western District of Pennsylvania. After 1928, plain- 
tiff continued to manufacture and sell “White Knight” mattresses. Its sales 
throughout the United States in the years 1931, 1932 and 1933 totaled 1,393. 

10. In the Central Division, from 1933 to the end of March 1942, the Kenosha 
plant of the plaintiff, which served its Central Division, manufactured 4,973 mat- 
tresses, to which various styles of “White Knight” labels were applied according to 
the following tabulation: 


Mattresses Mattresses 
GR ads oth cnsledta PN Ses ineaes 251 a ee ees 179 
| TERS mes eo Pie See as He 608 SPB idicsiiddees 211 
BY Wins tices sine Bikes cadens 1,608 OUP Ci. ods camapes 221 
BN Aci dcuinshthbantt«combbanes 834 SN aot hdew oud dea 187 
gk ee Pree ee ee 680 ee). lll eee 194 


11. Some of the “White Knight” mattresses made at Kenosha were shipped to 
dealers in the western part of Pennsylvania in the year 1935. Three of the invoices 
therefor, which are records of shipments, specified that the mattresses were to have 
a “White Knight” label. At least. one of these dealers, the Geis Store, advertised 
these mattresses in the local newspaper in October, 1935. 
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12. In 1935, plaintiff manufactured and sold throughout the United States, a 
bed spring which it called “White Knight,” and to all of these “White Knight” 
springs a metallic tag was applied bearing the trade-mark “White Knight.” 

13. The Central Division of the plaintiff, during the years 1935 to 1942, in- 
clusive, used 25,020 “White Knight” spring tags or plates, as follows: 


ROOD. sakep ccduaes sind tenet 8,915 POE Faw seencandsea' 700 
SOE: Sik dbdcesdnsnckasdempareenat 8,969 BE nihiecateaks vss 112 
SAT. UikinVinssadessnecdnodionnes 6,224 Pitet 3 sid. TORR eri Seventies 100 


14. From 1935 to 1938, a substantial number of these springs were shipped into 
the Western District of Pennsylvania. A number of the shipments were delivered 
in Pittsburgh. Twenty-nine of these “White Knight” shipments were included in 
the invoices and five of them were shipped as “White Knight” springs. The latest 
of these Pennsylvania invoices is dated November 14, 1938. 

15. Mattresses, box springs and bed springs are often made and sold by the 
same manufacturing concern, and it is not unusual for a company to put the same 
trade-mark on all three products. They are sold in the bedding departments of 
department stores and it is general practice to display a mattress for sale on top of a 
bed spring. These products are all for sleeping purposes ; they are related goods. 

16. On June 23, 1942, the plaintiff ordered, and on June 29, 1942, received 2,000 
“White Knight” labels from Leon Freeman Company ; and in July, 1942, additional 
labels of the same kind were received. Twenty of these labels were used in June, 
1942, 2,976 were used in July and 1,498 were used in August, 1942. In July, 1942, 
plaintiff exhibited at the National Furniture Exhibition at Chicago, mattresses bear- 
ing the label “White Knight.” Shortly after July of that year, plaintiff commenced 
an extensive and expensive advertising campaign. To all these mattresses made 
by plaintiff since June, 1942, there was applied the above label. 

17. On July 15, 1942, plaintiff applied for registration of its trade-mark “White 
Knight” for mattresses in the United States Patent Office, and Registration No. 
398,736 was issued to it on November 17, 1942. In the application for the trade- 
mark it was stated that the trade-mark “White Knight” had been continuously em- 
ployed by it for mattresses since 1914. There is no evidence that the defendants 
have applied for registration of their “White Knight” trade-mark, nor have the de- 
fendants filed any petition to cancel the plaintiff’s registration. 

18. There is no evidence that any of the activities of plaintiff in respect of the 
“White Knight” trade-mark came to the attention of the defendants prior to Septem- 
ber, 1942, nor is there any evidence that any of the defendant’s activities in respect 
of the “White Knight” trade-mark, were brought to the attention of the plaintiff 
before September, 1942. 

19. The trading territory of the defendants includes Pennsylvania, Ohio and 
West Virginia. They hold themselves open to fill orders received from any part of 
the United States. They have exhibited their mattresses and springs at the annual 
National Furniture Exhibition in Chicago for a number of years,—at least as far 
back as the year 1942. 

20. In March, 1938, defendants adopted their label bearing the name “White 
Knight,” and beginning March, 1938, began to sell to the Joseph Horne Company 
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in Pittsburgh, mattresses bearing said label. The sale of mattresses by defendants, 
bearing the trade-mark “White Knight” extended to other companies in Pittsburgh, 
and also in adjoining states. 

21. In July of 1942, the defendants had an exhibit at the National Furniture 
Exhibition at Chicago, and had on display there a mattress bearing a “White 
Knight” label. Defendants did not know of plaintiff’s use of the “White Knight” 
label until shortly before September 18, 1942, when defendants wrote to plaintiff, 
charging it with infringement of defendant’s rights in respect of the “White Knight” 
trade-mark, to which letter plaintiff replied October 26, 1942, alleging that the in- 
fringers were defendants and not the plaintiff. 

22. The defendants have extensively advertised their “American Beauty” mat- 
tress, which at one time was an innerspring mattress and is now an all-felt construc- 
tion ; but there is no evidence that defendants have advertised their “White Knight” 
mattress. The sales of defendant’s “White Knight” mattress have greatly increased 
since the extensive “White Knight” advertising campaign of the plaintiff in 1942. 

23. Defendants sold box springs bearing a “White Knight” label since 1938. 

24. Mattresses or bed springs, when treated with proper care, will give good 
service for twenty years. 

25. The name “White Knight” is not descriptive of mattresses, bed springs or 
box springs, nor is it geographical or the name of any person or concern. It is 
inherently arbitrary and distinctive. 

26. Prior to August, 1942, sales of mattresses were predominantly inner-spring 
mattresses. After that date, it was unlawful to manufacture inner-spring units for 
general civilian consumption; hence, all of defendants’ production since said date 
has been felt mattresses. 

27. Defendants sold felt mattresses manufactured by them bearing the mark 
“White Knight” to merchants in and about Pittsburgh and the adjoining territory, 
from March 1938 until October 1942, without encountering any opposition from the 
plaintiff. 

28. Defendants, alone, sold mattresses under the trade-mark “White Knight” 
in the State of Pennsylvania and adjoining territory from March of 1938 until Sep- 
tember, 1942. Defendants also supplied these mattresses in adjoining territory to 
Pennsylvania without opposition or protest from plaintiff until after plaintiff re- 
ceived defendants’ letter of September 18, 1942. 

29. Plaintiff has never abandoned the use of the trade-mark “White Knight” in 
connection with the sale of mattresses, bed springs or box springs in the State of 
Pennsylvania or any other state adjacent thereto, in which defendants have sold 
their merchandise. 


Conclusions of Law 


I. The notation “White Knight” is capable of adoption as a trade-mark for 
mattresses, box springs or bed springs. 

II. Plaintiff established its exclusive right to use the notation “White Knight,” 
throughout the United States including Pennsylvania, as a trade-mark for mat- 
tresses and related products such as box springs and bed springs prior to 1938, and 
such right has continued until the present time. 
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III. Plaintiff has never abandoned the use of the trade-mark “White Knight” 
in connection with the sale of mattresses, bed springs or box springs in the State of 
Pennsylvania or any other state adjacent thereto, in which defendants have sold 
their merchandise. 

IV. Defendants have infringed the rights of the plaintiff by selling mattresses 
and box springs without the authority of plaintiff, bearing the trade-mark “White 
Knight” since March, 1938. 

V. Since November 17, 1942, the defendants infringed upon the rights of the 
plaintiff under its U. S. Patent Office Registration No. 398,736, which is valid, by 
introducing into, or shipping in inter-state commerce, mattresses and box springs 
bearing the mark “White Knight,” without the authority of plaintiff. 

VI. Plaintiff is entitled to an injunction restraining the defendants from con- 
tinuing the aforesaid infringements, with costs. 

VII. Defendants are not entitled to relief on their counterclaim. 


Opinion 
McVicak, J.: 


This is an action for injunctive relief and an accounting for alleged infringe- 
ment by defendant of plaintiff’s trade-mark “White Knight” used in connection 
with the sale of mattresses, bed springs and box springs. Defendants denied that 
the alleged trade-mark of plaintiff was valid. They also averred that they had a 
valid trade-mark for the same kind of goods substantially the same as plaintiff’s, 
and sought relief for infringement thereof. The facts are fully set forth in the 
foregoing findings of fact. 

The first question that arises is: Does plaintiff now have, and has it had, a 
valid and exclusive trade-mark designated as ‘“‘White Knight” in connection with 
the sale of mattresses, box springs and bed springs, since a time prior to 1938 in 
the trading territory of the defendants? In Columbia Mill Company v. Alcorn, 
150 U. S. 460, 463, it is stated: 


.... The general principles of law applicable to trade-marks, and the conditions under 
which a party may establish an exclusive right to the use of a name or symbol, are well 
settled by the decisions of this court in the following cases: Canal Co. v. Clark, 13 Wall. 
311; McLean v. Fleming, 96 U. S. 245; Manufacturing Co. v. Trainer, 101 U.S. 51; 
Goodyear Co. v. Goodyear Rubber Co., 128 U. S. 598; Corbin v. Gould, 133 U. S. 308; 
Lawrence Mfg. Co. v. Tennessee Mfg. Co., 138 U S. 537; Brown Chemical Co. v. Meyer, 
139 U. S. 540. 

These cases establish the following general propositons: (1) That to acqquire the 
right to the exclusive use of a name, device or symbol, as a trade-mark, it must appear 
that it was adopted for the purpose of identifying the origin or ownership of the article 
to which it is attached, or that such trade-mark must point distinctively, either by itself 
or by association, to tthe origin, manufacture, or ownership of the article on which it is 
stamped. It must be designed, as its primary object and purpose, to indicate the owner 
or producer of the commodity, and to distinguish it from like articles manufactured by 
others, (2) That if the device, mark, or symbol was adopted or placed upon the article 
for the purpose of identifying its class, grade, style, or quality, or for any purpose other 
than a reference to or indication of its ownership, it cannot be sustained as a valid trade- 
mark. (3) That the exclusive right to the use of the mark or device claimed as a trade- 











SIMMONS CO. v. MAX CANTOR 355 


mark is founded on priority of appropriation; that is to say, the claimant of the trade- 
mark must have been the first to use or employ the same on like articles of production. 
(4) Such trade-mark cannot consist of words in common use as designating locality, 
section, or region of country. 


Mattresses, box springs and bed springs are goods of the same class; hence the 
use by plaintiff of the trade-mark “White Knight” on bed springs was a continu- 
ation and extension of its use of the mark in respect of mattresses. See Aunt 
Jemina v. Rigney & Co., 247 Fed. 407 (C. C. A. 2, 1917 [8 T.-M. Rep. 163}, 
certiorari denied, 245 U. S. 672) ; Vogue Co. v. Thompson-Hudson Co., et al., 300 
Fed. 509 (C. C. A. 6, 1924 [15 T.-M. Rep. 1], certiorari denied, 273 U. S. 7706) ; 
Wisconsin Electric Co. v. Dumore Co., 35 Fed. (2d) 555 (C. C. A. 6, 1929 [19 
T.-M. Rep. 496] ) ; Akron -Overland Tire Co. v. Willys-Overland Co., 273 Fed. 674, 
676 (C. C. A. 3, 1921 [11 T.-M. Rep. 281]) ; Wall v. Rolls-Royce of America, Inc., 
4 Fed. (2d) 333 (C. C. A. 3, 1925 [15 T.-M. Rep. 239]) ; Rosenberg v. Elliott, 7 
Fed. (2d) 962 (C. C. A. 3, 1925 [15 T. M. Rep. 479]) ; Kotabs v. Kotex Co., 50 
Fed. (2d) 810 (C. C. A. 3, 1931 [21 T.-M. Rep. 592], certiorari denied, 52 S. Ct. 41; 
284 U. S. 665) ; Duro Co. v. Duro Co., 27 Fed. (2d) 339 (C. C. A. 3, June, 1928 
[18 T.-M. Rep. 430] ) ; Check-Neal Coffee Co. v. Hal Dick Mfg. Co., 40 Fed. (2d) 
106 [20 T.-M. Rep. 474] ; California Packing Corp. v. Tillman & Bendel Co., Inc., 
40 Fed. (2d) 108 [20 T. M. Rep. 238] ; Sun-Maid Raisin Growers v. American 
Grocer Co., 40 Fed. (2d) 116; Cluett, Peabody & Co., Inc. v. Hartogensis, 41 Fed. 
(2d) 94, 95 [20 T.-M. Rep. 452] ; Kotex v. McArthur, 45 Fed. (2d) 256 [21 T.-M. 
Rep. 47], (C. C. P. A., December, 1930) ; Mohawk Carpet Mills, Inc. v. Bissell 
Carpet Sweeper Co., 58 U. S. P. Q. 30 (June, 1943, Commissioner of Patents) ; 
Sears, Roebuck and Co. v. Allied Stores Corporation, January, 1943, Commissioner 
of Patents [33 T.-M. Rep. 161]. 

Plaintiff does a nation-wide business in the making and selling of beds, springs, 
box springs, mattresses, etc. It has carried on said business, and has used the 
trade-mark “White Knight” in the conduct thereof in Pennsylvania (including 
Western Pennsylvania), in adjoining states and throughout the United States dur- 
ing 1938, for many years prior thereto and has continued the same from 1938 up to 
the present time. I, therefore, conclude that, since a time prior to 1938 and con- 
tinuing up to the present time, plaintiff has a valid trade-mark in the notation “White 
Knight,” in connection with the sale of mattresses, box springs and bed springs in 
Pennsylvania, in adjoining states, and also generally throughout the United States. 

Under the facts, as found in this case, the two cases relied upon by defendants, 
Allen and Wheeler Co. v. Hanover Star Milling Co., 240 U. S. 403, 36 S. Ct. 57 
(6. T.-M. Rep. 149], and United Drug Co. v. Theodore Rectanus Company, 248 
U. S. 90, 39 S. Ct. 48 [9 T.-M. Rep. 1] are not pertinent. 

The next question is whether plaintiff’s trade-mark “White Knight” is rendered 
invalid by the statement in the application that “the trade-mark has been continu- 
ously used and applied to said goods in applicant’s business since 1914”; or is plain- 
tiff, in equity and conscience, precluded from using the same. No authority has 
been cited by defendants in support of said contention. There is no evidence that 
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defendants were injured by the alleged misstatement. The common law rights of 
the plaintiff to said mark are not affected; consequently, it follows that if there 
was a misstatement, neither in law nor equity does it preclude injunctive relief 
to the plaintiff. 

At the oral argument, the question of plaintiff’s abandonment of its trade-mark 
in Pennsylvania and adjoining states was mentioned. Defendants, in their written 
argument, do not make such contention. Their contention is that plaintiff does not 
have a valid trade-mark in Pennsylvania and adjoining states, nor has it had the 
same since at and prior to March, 1938. There is no evidence in this case of any 
intention by plaintiff to abandon its trade-mark. The burden of proof rests upon 
defendants to aver abandonment and to make proof that the trade-mark was not used 
with the intention to abandon the same. This has not been done. 

Let an order for judgment be prepared and submitted in accordance with the 
foregoing findings of fact, conclusions of law and this opinion. 





THE COCA-COLA COMPANY v. DIXI-COLA LABORATORIES, INC., 
ET AL. 


United States District Court, District of Maryland 
October 4, 1944 


TraADE-MARK INFRINGEMENT—SUITS—ACCOUNTING OF PROFITS. 

In an action to enjoin use by defendants of the names “Marbert Cola,” “Lola Cola” and 
“Apola Cola” on soft beverages, where exceptions were taken to the Master’s report on ac- 
counting, plaintiff held entitled to recover profits from sales made during the profitable years 
wilthout deducting therefrom losses incurred in the other years. 

TRADE-MARK INFRINGEMENT—SUITS—ACCOUNTING—ALLOWANCES. 

Under the Maryland statute, the general rule is that the costs of litigation, other than 
actual court costs, are not recoverable in an action for damages. Sect. 57, Art. 27 of the 
Maryland Code, cited by the Master as allowing counsel fees, held not to apply to the instant 
case, and such fees, in the discretion of the court, were not allowed. 

TRADE-MARK INFRINGEMENT—SUITS—ACCOUNTING—PUNITIVE DAMAGES. 

In the case at issue, inasmuch as plaintiff did not prove actual loss, no punitive damages 

could properly be allowed, either under the federal trade-mark laws, or otherwise. 


For decision below see 33 T.-M. Rep. 532: 

In equity. Action by The Coca-Cola Company against Dixi-Cola Laboratories, 
Inc., et al., for trade-mark infringement and unfair competiton. On exceptions to 
master’s report on accounting. Exceptions sustained in part and overruled in part. 


Brown & Brune, Hilary W. Gans, and Charles Ruzicka, all of Baltimore, Md. ; 
Spalding, Sibley, Troutman & Brock, Atlanta, Ga., and Nims & Veri, New 
York, N. Y., for plaintiff. 


J. S. Mead, Birmingham, Ala., and W. Hamilton Whiteford, Baltimore, Md., for 
defendants. 
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COCA-COLA CO. v. DIXI-COLA LAB. 


CoLEMAN, D. J.: 


This case is before the Court on exceptions which have been filed by both the 
plaintiff and the various defendants to the Special Master’s report. 

The questions involved in the reference to the Special Master requiring determi- 
nation by him, and upon which he has now ruled in a very comprehensive report, 
marked by its clarity and care in preparation, consisting of sixty-seven pages, may be 
consolidated and briefly summarized as follows: 


I. What profits, if any, is plaintiff entitled to recover from defendants by reason 
of sale of defendants’ various products either directly to the retailer, including 
fountain dispensers, taverns and bars, or through distributors or bottlers, in substitu- 
tion of plaintiff’s product at defendants’ own instance or without defendants having 
first obtained reasonable assurance that their products would not be so used? 

II. What counsel fee, if any, should plaintiff be allowed as an item of com- 
pensatory damages? 

III. What exemplary or punitive damages, if any, should plaintiff be awarded ? 


Taking up these questions in the order in which they are above stated, we con- 
clude that the Special Master’s finding that the plaintiff is entitled to profits earned 
by the defendants during the years specified in his report on sales of “Marbert 
Cola,” “Lola Kola,” ““Apola Cola,” and from use of the same “Kola,” but not other 
profits, is correct. This Court asa result of the trial of the case on the merits (31 
F. Supp. 835), found that, in numerous respects which need not be recited here, the 
defendants had resorted to unfair competition with respect to plaintiff’s product 
and the Court of Appeals affirmed this finding. See 117 F. (2d) 352. Accord- 
ingly it became the duty of the Special Master to determine the precise character 
and extent of such competition. We concur in the Special Master’s findings in 
these respects; and also in his findings with respect to what items of costs are 
properly deductible in determining defendants’ profits derived from their wrong- 
doing. 

As to the total amount, however, of profits to which plaintiff is entitled, we be- 
lieve, as plaintiff contends, that the Special Master is in error due to the method of 
computation which he has followed. That is to say, plaintiff contends that it is 
entitled to recover profits with respect to each product for the profitable years with- 
out deducting from such profits the losses incurred in unprofitable years; in other 
words, that since the defendants kept their books on a calendar year basis, as respects 
each product, each year should be treated separately and only the losses during a 
particular year should be offset against profits of that year. 

The Special Master, however, while admitting the soundness of this contention 
as a general rule, held that, while the particular business done with respect to each 
of the different products should be treated as separate and distinct from that of the 
others, the sales of each product in the various years could not properly be con- 
sidered as independent transactions and, therefore, he treated the matter of all 
profits and losses with respect to each product throughout the various years as an 


entirely. He said, for example, with respect to “Marbert Cola” (Report pages 
17-18) : 
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The only year in which the sales to fountain trade were unprofitable was 1937, in 
which year defendants began to market their product. The sales in this year were neces- 
sary preliminary steps without which the profitable sales in subsequent years could not 
have been effected. The defendants in 1873 were endeavoring to build up their business 
and put their product on the market. The subsequent profitable sales were the result of 
these initial efforts, and consequently the defendants should be required to account for 
only the net profits resulting from both the final and the preliminary sales. Restatement 
of the Law of Torts, Sec. 747, Comment (d). 


Plaintiff’s position appears to be supported by the weight of authority, and we 
do not feel that the reason given by the Special Master is sufficient to justfy de- 
parture from the usual method of computing the profits in cases of this kind. See 
Starr Piano Co. v. Auto Pneumatic Action Co., C. C. A. 7, 12 F. (2d) 586; National 
Carbon Co. v. Richards & Co., C. C. A. 2, 585 F. (2d) 490. See also Duplate Corp. 
v. Triplex Co., 298 U. S. 44, 453. The Section in the Restatement of the Law of 
Torts upon which the Special Master relies and related Sections, should not be 
construed, we believe, as contrary to the well established rule. 

It follows from the aforegoing that instead of an allowance to the plaintiff which 
the Special Master recommends of all profits from sales in the amount of $2,802.03, 
the plaintiff should be allowed the profits separately for each year where found to 
have existed which appear from the Special Master’s report, pages 17 and 21, to 
have been as follows: 





Fountain Trade Distributors 
EE iid 5 oN Ss CR es ce 
I eee eee eee See 
SE db deichtsavenaxédaees 131.70 $ 421 
$3,074.71 $ 4.21 
“Lola Kola” “Apola Cola” 

GS ickcc rice tacheeees & - eus $159.73 
RR adag uke atiacheccia, eee 301.99 
NP 45 ANG Slade eee $ 4.74 148.83 
ee cavctsiww. orl 1. cease 13.94 
$ 4.74 $624.49 


Thus, the total amount of profits from the above named sources allowable to 
plaintiff is $3,708.15 instead of $2,302.03, as fixed by the Special Master. 

In addition to the profits just referred to, the Special Master made an allow- 
ance to the plaintiff for profits in the amount of $250 from the use of the name 
“Kola,” and as the result of sales to seven bottling companies in the amount of 
$617.92. However, as appears from the Special Master’s Report, the correctness 
of the amount of the first of these items as is contested, and as respects the second 
item, the profits which it represents were computed only on profit and loss figures 
for 1943, complete data with respect to other years being unavailable. Accordingly, 
there would appear to be no reason to change these items. 
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II. With respect to the second question, namely, whether plaintiff is entitled to 
allowance of a counsel fee, we agree with the Special Master that there is no pro- 
vision in the federal statutes that either expressly or by implication warrants such 
allowance ; also, that while this Court, in some equity proceedings of this kind, has 
the power to allow a counsel fee, such should be exercised only in exceptional cases 
and for dominating reasons of justice, which we believe, are non-existent here. 
We further agree with the Special Master’s conclusion that in Maryland, the general 
rule is that costs and expenses of litigation, other than actual court costs, are not 
recoverable in an action for damages. 

However, plaintiff and also the Special Master take the position that, since the 
federal trade-mark statutes, upon which plaintiff relies in part, are silent on the 
subject of counsel fees, and since plaintiff’s suit is also grounded in part on the 
law of unfair competition as it exists in Maryland, plaintiff may invoke any ap- 
plicable Maryland statutory provision allowing counsel fees. Hence, plaintiff has 
invoked Section 57 of Article 27 of the Code of Maryland, Edition of 1939 which 
is as follows: 


Every such person, association or union adopting a label, trade-mark or form of 
advertisement as aforesaid may proceed by suit to enjoin the manufacture, use, display 
or sale of any such counterfeit or imitation, and all courts having jurisdiction thereof 
shall grant injunctions to restrain such manufacture, use, display or sale, and shall award 
the complainant in such suit such damage resulting from such wrongful manufacture, use, 
display, or sale as may by said court be deemed just and reasonable, according to the 
evidence in the case, and shall require the defendants to pay such persons, associations 
or unions the profits derived from such wrongful manufacture, use, display or sale, and 
in addition to court costs such reasonable attorney’s fees as the court may allow; and said 
court shall also order that all such counterfeits or imitations in the possession or under 
the control of any defendant in such case be delivered to an officer of the court, or to the 
complainant, to be destroyed. 


While recognizing that any allowance of counsel fees by virtue of the Mary- 
land statute just quoted is entirely discretionary with the Court, the Special Master 
held—and to this defendants have excepted—that this law might properly be invoked 
in the present case, and accordingly, has recommended an allowance to the plaintiff 
of a fee of $2,000, with respect to that part of the litigation relating to the use by the 
defendants of the infringing marks “Apola Cola” and “Lola Kola.” 

Assuming that, because of the scope of the present suit, failure of the federal 
statutes to provide for allowance of counsel fees would not preclude their allowance 
under an applicable Maryland statute, we, nevertheless, disagree with the Special 
Master for the following reasons: First, it is extremely doubtful whether the 
statute, of which the above quoted section is a part, covers a case of this kind. It 
was enacted in 1892 (Laws of Maryland, 1892, Chapter 357, Section 4). It is 
entitled “An Act to protect associations and unions of working men and persons in 
their labels, trade-marks and forms of advertising and to punish offenders for a 
violation of the same.” The statute has never been construed by any reported de- 
cision in Maryland or elsewhere, in so far as its scope or application to a situation 
such as that here presented is concerned, where the label or trade-mark is that of 
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the owner or inventor of the product, as opposed to the label or trade-mark of those 
who are employed in the making of the product. 

Without quoting the other sections of the Act, suffice it to summarize them by 
saying that Section I makes it a misdemeanor, punishable by specified fine or im- 
prisonment or both, for any “person or corporation to counterfeit or imitate” a 
label or trade-mark, or form of advertisement of working men, either as individuals 
or as members of trade unions. Section 2, likewise, makes it a misdemeanor, 
punishable by specified fine of imprisonment or both, for “any person, corporation 
or association” to “use any counterfeit or imitation of any label, trade-mark or form 
of advertisement” of “any such person, union or association,” knowing the same to 
be counterfeit or imitation. Section 3 provides for the recordation of such labels, 
trade-marks or forms of advertisement, the requirements for which have been com- 
plied with the present case. Then follows Section 4 (Section 57 of Article 27 of 
the Maryland Code), with which we are here concerned, and there are two other 
sections, 5 and 6, which make it a misdemeanor, punishable by fine or imprisonment 
or both, for any “person” to make any unauthorized display of a label, trade-mark 
or form of advertisement, or to use, without authorization, the name or seal, in the 
sale of goods or otherwise, of “such person, union or association.” 

Second, the. reason for this legislation appears to have been the great increase 
in intense competition which labor unions had been experiencing for some time 
prior to the year when the Maryland law was enacted, namely, 1892. The constant 
pressure through immigration of a great multitude of unskilled or poorly skilled 
laborers, representing low standards of life, and at the same time introducing race 
antagonisms, induced the trade unions in this country to seize upon all possible 
weapons of defense. The label became one of these weapons. For example, the 
cigar makers in San Francisco, as early as the 1870's, had to meet the competition 
of Chinese labor. Then, labels became of great influence with garment workers, 
hatters, printers and innumerable other types of workers, with the result that numer- 
ous states, including Maryland, had, by the early ’90’s, adopted legislation virtually 
identical with the Maryland statute except that in many instances the provision for 
allowance of attorneys’ fees, is not included. See Bulletin of Department of Labor 
No. 15—March, 1898. We have been referred to no decision giving to these other 
state statutes the broad interpretation which the Special Master has given to the 
Maryland statute. ; 

Third, this Court would have no hesitancy in saying, in view of the reasons 
underlying the passage of this statute as just explained, that it has no application 
to a trade-mark case such as the present one, were it not for the fact that in both the 
title and text of the Act, the word “person” or “persons” is referred to as well as 
trade associations and unions. Thus, in the section with which we are here con- 
cerned, Section 4, it will be noted that the right there given to bring a civil action 
to enjoin the infringement of trade-marks and to obtain damages for such infringe- 
ment, is accorded not merely to every association or union which has adopted a label, 
trade-mark or form of advertisement, but also to “every such person” who has done 
so. A closer analysis of the various sections discloses that corporations are in- 
cluded among those against whom protection from violation of the label, etc., is 
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given, while those to or for whom the protection is given, both criminal and civil, 
are only every “person, association or union.” So, this distinction in phraseology 
still leaves the statute rather ambiguous as to the scope of its provisions with which 
we are here concerned, if we are to give full force and effect to a literal interpreta- 
tion of the words employed. In other words, the statute clearly affords some 
ground for saying that it is broad enough to include the present case. On the 
other hand, we feel it is the more reasonable to conclude to the contrary. Therefore, 
and especially since, in any event, the a'!lowance of an attorney’s fee under this 
statute is, by the express language, entirely discretionary with the Court, we prefer 
to give the defendants the benefit of the doubt. Accordingly, we feel constrained to 
disagree with the Special Master and to rule that plaintiff is not entitled to allow- 
ance by the Court of a counsel fee. 

Coming finally to the question whether exemplary or punitive damages should 
be allowed plaintiff, we fully concur in the Special Master’s conclusion that such 
damages cannot properly be allowed in the present case, either by virtue of the 
federal trade-mark laws or otherwise, because as the Special Master found, apart 
from the question as to the power of this Court ever to allow damages of this char- 
acter—which we need not decide—the plaintiff has not proven actual loss, upon 
which alone such damages can be predicated. We believe there was ample credible 
evidence to support the Special Master’s finding that the plaintiff has not shown 
that, even if it had made the corresponding sales which the defendants made, it 
would have been reduced ; that it, the plaintiff, reduced its prices for its products 
because of the defendants’ conduct, or that it thereby suffered injury to its reputa- 
tion in the marketing of its product. As the Special Master rightly decided, he was 
not permitted to speculate upon these things. 

All of the numerous exceptions filed on behalf of both plaintiff and the defend- 
ants, for which any of the parties seriously contends or which are believed to present 
any substantial point, relate to one or more of the questions which we have just 
considered. It would, therefore, seem unnecesary to take up any of the other ex- 
ceptions. 

Accordingly, all of the findings and recommendations of the Special Master are 
affirmed except in two respects, i.e., (1) the amount of profits due plaintiff ; and (2) 
allowance of a counsel fee. As respects (1), the amount should be $4,576.07 instead 
of $3,169.95. We approve the Special Master’s method of distributing liability for 
profits among the several defendants, and his manner of allowing interest. 

The matter of court costs is not considered by the Special Master in his report 
because not referred to him. We feel, however, it is appropriate to include in this 
opinion a ruling with respect to the payment of costs to the effect that they must 
all be assessed against defendants jointly and severally, without any distinction as 
to their individual liabilities for same. 

Also, it seems appropriate at this time for the Court to rule upon the matter 
of compensation to be allowed the Special Master. He has filed a petition request- 
ing that he be compensated in the sum of $2,500.00 for his services. The amount 
of the work performed has been extensive and in many respects intricate. None of 
the defendants has objected to the sum requested. We believe that the Special 
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Master has fully earned it. Accordingly, it will be allowed part of the court costs. 
An order will be signed in conformity with this opinion. 


G. H. MUMM CHAMPAGNE (soci&tE vINICOLE DE CHAMPAGNE, SUCCESSOR) 
anp ASSOCIATES INCORPORATED anp SOCIETE VINICOLE 
DE CHAMPAGNE v. EASTERN WINE CORPORATION 


United States District Court, Southern District of New York 
October 24, 1944 


TRADE-M ARKS—INFINGEMENT—COLOR—RED STRIPE ON CONTAINER—“CoRDON ROUGE,’ ON 
CHAMPAGNE. 

After defendant had been enjoined from using, in competition with plaintiffs’ goods 
bearing a white label with diagonal red stripe and the words “Cordon Rouge,” a similar 
red stripe and the words “Chateau Martin,” defendant adopted a new label with a diagonal 
stripe colored magenta. Said new label held to be deceptively similar to the plaintiff’s label, and 
its use was enjoined. Plaintiff’s motion for a supplemental injunction with respect to the 
use by defendant of a label without a colored stripe was denied. 


In equity. Action for trade-mark infringement and unfair competition. On 
motion for supplemental injunctions. Granted in part and denied in part. For 
decision below see 33 T.-M. Rep. 456. 


Beekman Aitken, of New York City, for plaintiffs. 


Darby & Darby (Walter A. Darby and Samuel E. Darby Jr., of counsel), all of 
New York City, for defendant. 


Coxe, D.J.: 


The trade-marks involved in this suit are Nios. 177,419 and 312,653, both of 
which show a white label, across which a red stripe runs diagonally from the upper 
left hand corner to the lower right hand corner, bearing the words in print, “Cordon 
Rouge.” 

The district court held that these two trade-marks were infringed by the de- 
fendant by the use of a label bearing a red stripe of the same width as the plaintiff's, 
running from the upper left hand corner to the lower right hand, and carrying the 
legend, “Chateau Martin,” in print, with the word “Brand” added in much smaller 
type. It was also held that the defendant was guilty of unfair competition by using 
the label in the sale of its champagne. An interlocutory judgment was accordingly 
entered on December 13, 1943, directing the issuance of an injunction restraining 
the defendant from infringing the two trade-marks by the “use of defendant’s said 
labels or any other labels so deceptively similar to the marks of said registrations 
as to be calculated to deceive, and from thereby unfairly competing with plain- 
tiff * * *.” The injunction was thereafter issued and served on the defendant. On 
appeal to the Circuit Court of Appeals the judgment was affirmed (G. H. Mumm 
Champagne v. Eastern Wine Corp., 142 F. (2d) 499) [33 T.-M. Rep. 456], and 
certiorari has recently been denied by the Supreme Court. 





LOCAL LOAN CO. v. LOCAL FIN. CORP. 363 


After the decision of the District Court, the defendant discontinued the use of 
the label with the red stripe, and has since used a label with a diagonal stripe identi- 
cal to the one held to infringe, except that it is not colored. In August, 1944, the 
attorneys for the defendant wrote the plaintiffs that the defendant contemplated 
using a new label identical with the one it was then using, except that the stripe 
was colored magenta, and asked the plaintiffs if they regarded this proposed new 
label as an infringement of the trade-marks and as unfair competition. In answer to 
this letter, the attorney for the plaintiffs wrote that the plaintiffs considered both 
labels as infringing the trade-marks. 

The question is whether the defendants’ new labels are within the scope of the 
injunction. The two trade-mark registrations show the diagonal stripe running 
from the upper left hand corner to the lower right hand corner and bearing the 
words “Cordon Rouge.” Both registrations state “the drawing is lined for red” 
indicating that the red color was an essential part of each mark. The record and 
briefs before the Circuit Court of Appeals stressed the color of the stripe, and 
considerable emphasis was placed on the fact that the red stripe had been identified 
with the plaintiff’s product for many years. I think it is clear, therefore, that the 
label now used by the defendant without a colored stripe is not covered by the in- 
junction. The proposed new label with the magenta stripe is, however, so close to 
the trade-marks as to be merely an evasion. I think that this label is within the 
scope of the injunction as being “deceptively similar” to the trade-marks. 

The motion of the plaintiffs for a supplemental injunction with respect to the 


defendant’s proposed magenta stripe label is granted, and the motion for a supple- 
mental injunction with respect to the label without colored stripe denied. The 
motion of the plaintiffs to enjoin the prosecution of the Delaware suit is also 
granted. (See Cresta Blanca Wine Co. v. Eastern Wine Corporaton, 143 F. (2d) 
1012). The other relief asked for by the plaintiffs is denied. 


LOCAL LOAN COMPANY v. LOCAL FINANCE CORPORATION 
United States District Court, Eastern District of Wisconsin 
August 29, 1944 


UNFAIR CoMPETITION—DESCRIPTIVE TERM—“LOCAL” For LOAN ‘ASSOCIATION—SECONDARY MEAN- 
ING. 

Where plaintiff’s predecessor in 1908 started a loan business under the name “Local Loan 
Company,” which business plaintiff gradually expanded to include cities in Wisconsin, in- 
cluding Sheboygan, and widely advertised by newspapers and radio, the adoption by defendant 
in 1940 of the name “Local Finance Corporation” for a similar business in competing territory 
held unfair competition, inasmuch as plaintiff had given the descriptive word “Local” a 
secondary meaning as indicating its business exclusively. 

UnFarr COMPETITION—GRANTING OF CORPORATE CHARTER—EFFECT. 

The fact that the State of Wisconsin granted a corporate charter to defendant did not 
guarantee that defendant had the full right to use the name “Local” as against any previously 
existing right in another. 
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UnrFair COMPETITION—SUITS—DEFENSES—LACHES. 


In the case at issue, where plaintiff protested the use by defendant of the name “Local” in 
its corporate title on October 4, 1940, and began suit for injunction in September, 1942, there 
was no laches. 


In equity. Action for unfair competition in the use of a trade-name. Injunc- 
tion granted. 


Elmer W. Roller, Milwaukee, Wis., and Newton, Wilhelm & Kenny, Joseph E. 
Newton, and James V. Kenny, all of Chicago, Ill., for plaintiff. 

Giles F. Clark, Milwaukee, Wis., and Werner, Clemens & Miller, and Edward H. 
Clebens, both of Sheboygan, Wis., for defendant. 


Durry, D. J.: 


The complaint alleges unfair competition. In 1908 Fred B. Snite started a small 
loan business in Chicago using the name Local Loan Company. The venture pros- 
pered and Snite and his wife subsequently expanded their operations in Chicago 
and elsewhere. By 1928 they were operating five offices in Chicago under the name 
of Local Loan Company ; they also operated several offices in other states through 
wholly owned corporations. They then incorporated under the name of Local Loan 
Company, and the corporation took over the business and assets of the above men- 
tioned Chicago offices. During this period and since then plaintiff has engaged in 
vigorous advertising campaigns, special emphasis being placed upon the first word 
of its name, ‘‘Local.” Slogans were adopted to impress this part of its name upon the 
public, examples of which are “Local Gives You What You Want,” “Originated by 
Local, Recommended by Thousands,” “Local, Single Signature Method’ ‘“Local’s 
Confidential Low Cost Service.” 

Sport broadcasts, particularly of baseball games, were sponsored by the plain- 
tiff in the years 1936 to 1939. The services of two well known sports announcers, 
Pat Flanagan and Bob Elson, were utilized over radio station WBBM and WGY 
located in Chicago. These programs could be heard in Wisconsin, in Sheboygan, 
Manitowoc, Fond du Lac, West Bend, and elsewhere. Plaintiff’s nickname, 
“Local,” was frequently reiterated in these broadcasts. 

On October 2, 1939, plaintiff qualified to do business as a foreign corporation 
in Wisconsin; and on April 11, 1940, it obtained a license from the State Banking 
Commission under the provisions of the Wisconsin Small Loans Act, Laws 1933, 
c. 347, to operate a small loan office in Milwaukee. Thereafter it obtained addi- 
tional licenses to operate in Kenosha and Superior. Up to the present time it has 
continued to operate its Milwaukee and Kenosha offices under the name of Local 
Loan Company. Plaintiff spent $28,500 in advertising solely within Wisconsin 
since it commenced operations in this state; this does not include radio, newspaper 
and other advertising outside the state, a portion of which reaches the attention of 
Wisconsin residents. The increase in volume of plaintiff’s business is indicated by 
the amount of money loaned ; it was $276,000 in 1940 and mounted to $1,225,000 in 
1943. 

When this action was commenced in 1942, plaintiff was operating 35 offices in 
Illinois, Minnesota, Wisconsin, Kentucky, New York, Washington, Oregon, and 
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California. For the past four years its annual net profits have averagd $850,000, 
and its total assets on December 31, 1943, were more than $12,000,000. Since its 
incorporation plaintiff has expended in excess of $2,000,000 in advertising, with 
emphasis upon the word “Local.” 

About five months after plaintiff was licensed by the State Banking Commission 
to operate a small loan company in Wisconsin, the defendant was incorporated under 
the laws of Wisconsin ; and two and one-half months thereafter, to wit, on Noveember 
20, 1940, defendant was granted a license to conduct a small loan business at She- 
boygan. After operating in that city defendant established offices in Fond du Lac, 
Manitowoc, and West Bend, the latter city being approximately thirty-seven miles 
from Milwaukee. Defendant has between $300,000 and $400,000 outstanding in 
small loans. 

A hearing was held by the Banking Commission of Wisconsin upon defendant’s 
application for a license to operate in Sheboygan. Plaintiff appeared by Attorney 
Lee and objected to the use by defendant of the word “Local” in its name. The 
spokesman for the defendant who became its president, represented: “This stock 
will be taken by every few customers and will not be offered outside to very few 
even in the county.” The attorney for the Banking Commission stated, “As I under- 
stand it, this business is local, want to confine it to local capital and manager,” which 
was confirmed by defendant’s representative who responded, “Entirely local from 
Sheboygan.” The attorney for the Banking Commission then stated: “Mr. Lee, 
I don’t think you are before the proper tribunal. After all, there is nothing 
in our law which says anything about the name, and I think we would be exceed- 
ing or abusing our discretion and exceeding our authority if we did anything. I 
suppose you might have cause for an injunction through court action to restrain.” 
Thereupon a license was issued for the defendant to operate in Sheboygan. On 
October 4, 1940, plaintiff wrote to defendant protesting the use of the word “Local” 
in defendant’s name. Another letter of protest was written April 5, 1941, after de- 
fendant had expanded to Manitowoc and West Bend, wherein legal action by plain- 
tiff was threatened. On January 31, 1942, the defendant advertised 7,200 shares 
of its stock for sale to the public and on February 21, 1942, plaintiff again wrote 
a letter of protest to the defendant. In September, 1942, this action was com- 
menced. 

The small loan business, as its name implies, is one of loaning small sums of 
money to necessitous borrowers. Due to their circumstances and lack of busi- 
ness experience, most of such borrowers are peculiarly susceptible to imposition ; 
so the small loan business is affected with a public interest and in most states is 
subject to strict regulation. 

The testimony shows that the plaintiff enjoys an excellent reputation in the 
small loan field. It is one of the largest companies in this line of endeavor, and 
has had a very rapid growth. The defendant likewise expanded rapidly. Wit- 
nesses have testified as to satisfactory dealings with it. The records of this court 
disclose a criminal prosecution against defendant for an alleged violation of the 
Bankruptcy Act, 11 U. S. C. A. § 1 et seq., in 1942. The trial held before this 
court at Milwaukee resulted in an acquittal. Mention is here made of that action 
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because, if the verdict had been one of guilty, undoubtedly great harm would have 
been done to the plaintiff which, as hereinabove indicated, operates an office in 
Milwaukee. , 

Companies operating in the small loan field often are referred to by the first 
word of their name, such as “Household,” “Citizens,” “Local,” ‘Personal,’ etc. 
The words “Loan” and “Finance” are used interchangeably, the public not dis- 
tinguishing between them, as are the words “Company” and “Corporation.” Plain- 
tiff has come to be known in the small loan field as “Local” to public officials, social 
agencies, competitors, borrowers and to the public generally. The word “Local” 
has for many years signified the plaintiff company and its services in those states 
in which it operates. 

The defendant has also emphasized the word “Local” in its advertising. In 
1941 it advertised in a Hartford newspaper, “Borrow Money the Local Way.” A 
similar ad was used in Manitowoc in 1942. Defendant has engaged in radio adver- 
tising, often emphasizing the name “Local,” particularly over radio station 
WHBL, Sheboygan, which has a large listening audience in eastern and central 
Wisconsin. It has also sponsored a radio program over this station featuring the 
Sheboygan Redskins, nationally known basketball team. 

Like defendant who has established offices in West Bend, Sheboygan, Mani- 
towoc, and Fond du Lac, plaintiff has clients in these communities. It has over 150 
accounts in 45 Wisconsin cities outside of Milwaukee, some as far distant as 
Antigo. Defendant does not intend to confine its business to the cities in which 
it has offices, and admits it would accept applications for loans from borrowers in 
Wisconsin living elsewhere in the state. Both plaintiff and defendant have made 
plans to expand in Wisconsin after the conclusion of the war. Considerable con- 
fusion in the public mind already exists, and if the contemplated expansion pro- 
grams are carried out, then confusion will be more confounded. 

The issue is: Did the defendant, operating in the small loan business field, have 
the right to adopt and use the word “Local” as a part of its name after the plaintiff, 
engaged in business of an identical character, had already used the same word for 
many years previous as a part of its name, and had advertised its services extensively 
with particular emphasis on that part of its name, and had naturally and normally 
expanded its operations into Wisconsin before the defendant was incorporated ? 

In order for plaintiff to maintain its cause of action, the words “Local Loan Com- 
pany” must be a term subject to exclusive use and be a proper subject of property 
right which has a value recognized by law and which the law will protect. That 
a corporate name or trade name may become a property right is well established. 
Beneficial Industrial Loan Corp. v. Kline, 132 F. 2d 520, 523; Standard Oil Co. 
of New Mexico v. Standard Oil Co. of California, 56 F. 2d 973 [22 T.-M. Rep. 
363]; Standard Oil Co. of New York v. Standard Oil Co. of Maine, 38 F. 2d 
677 [21 T.-M. Rep. 107). 

In Beneficial Industrial Loan Corp. v. Kline, supra, the court quotes with 
approval the following from Western Auto Supply Co. v. Knox, 93 F. 2d 850, 852: 


“Confined to their primary meaning . . . . words which are merely descriptive of the 
merchandise are not capable of exclusive appropriation. But, where words of that 
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character have been used so long and so exclusively by a trader or distributor with 
reference to his merchandise that they are generally understood to mean and denote such 
a merchandise, they acquire a secondary meaning quite apart from their primary sig- 
nificance and he may restrain their perfidious use by another if it causes deceit and injures 
his business.” 


The word “local” is a geographical or descriptive term. It probably could not 
be made the subject of a technical trade-mark, but in the small loan business, when 
used alone or in conjunction with the words “Loan Company,” it has acquired a sec- 
ondary meaning. The plaintiff was first in the field in Wisconsin. Before the 
defendant had expended any money for operation or advertising, it was aware that 
the plaintiff was operating in this state in the small loan field and that it objected 
to the use by the defendant of the word “Local” in its name. _The late comer in an 
established field is under special duty to avoid confusion. John B. Stetson Co. v. 
Stephen L. Stetson Co., 85 F. (2d) 586 [26 T.-M. Rep. 527] ; Weiner et al v. Na- 
tional Tinsel Manufacturing Co., 35 F. Supp. 771; Northam Warren Corp. v. Uni- 
versal Cosmetic Co., 18 F. 2d 774 [17 T.-M. Rep. 203]. Even a family name can- 
not be used so as to mislead and confuse the public. Horlick’s Malted Milk Corp. v. 
Horlick, 40 F. Supp. 501 [22 T.-M. Rep. 319]; L. E. Waterman Co. v. Modern Pen 
Co., 235 U. S. 88 [5 T.-M. Rep. 1]. 

The fact that the State of Wisconsin granted a corporate charter to the 
defendant did not in any way guarantee that defendant had the full right and privi- 
lege to use the word “Local” in its name regardless of any previously existing right 
in another. General Film Co. of Missouri v. General Film Co. of Maine, 237 F. 64; 


Household Finance Corp. of Delaware v. Household Finance Corp. of West Vir- 
ginia, 11 F. Supp. 3, Liberty Life Assurance Co. v. Heralds of Liberty, 15 Del. 
Ch. 369; Grand Lodge, I. B.& P.O. E.v. Grand Lodge, 1. B. & P. QO. E., 50 F. 2d 
860. 

In Household Finance Corp. of Delaware v. Household Finance Corp. of West 
Virginia, supra, 11 F. Supp. at page 6, the court quotes the following from Nims 
on Unfair Competition and Trade-Marks, 3d Ed., p. 256: 


“The sum of the whole matter is this: If a plaintiff can demonstrate that the defend- 
ant’s use of its corporate name is likely to cause confusion or to misrepresent, the 
defendant must change its name . . . . and inasmuch as an affirmative duty to differentiate 
itself from the plaintiff rests upon defendant, the failure so to do is evidence of fraud.” 


The defendant argues that the very use of the word “Local” by the plaintiff in its 
now coast-to-coast business is a fraud or imposition upon the public. But this is 
a “pot calling the kettle black” defense. Defendant itself represented in 1940 that 
it was only to be a local finance company, but has subsequently extended its opera- 
tion to cities forty or fifty miles distant, and the president of the defendant company 
promises further expansion after the war. While at first blush “local” might give 
the impression the company is locally owned, yet the public does not expect to find 
gold in “Gold Dust” or ivory in “Ivory Soap,” and it is doubtful whether customers 
are obtained by plaintiff because they believe the money they receive by signing 
notes is furnished by local capital. 

As the word “Local” has acquired a secondary significance in Wisconsin in the 
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small loan field, and as its use by defendant has caused confusion and is likely to 
cause greater confusion in the minds of the public, and as the plaintiff was the first 
in the field, it is entitled to the relief requested. It is well established that relief 
will be afforded where there is a possible danger to reputation and credit arising 
from a confusion of identity where the parties are engaged in a business of a kin- 
dred character. Adam Hat Stores, Inc. v. Scherper, 45 F. Supp. 804 [32 T.-M. 
Rep. 430] ; Brass Rail, Inc. v. Ye Brass Rail of Massachusetts, Inc., 43 F. Supp. 
671. 

The defendant has raised the defense of res judicata, claiming that the plaintiff 
should have appealed from the determination of the State Banking Commission that 
it had no power or authority to pass on the question of the defendant’s right to 
use the word “Local” as part of its corporate name. It is considered that this 
defense as well as the defense of laches is without merit. 

Judgment may go for the plaintiff. 


PURITY CHEESE COMPANY v. FRANK RYSER COMPANY et At., 
DOING BUSINESS AS RED ROOSTER FOODS 


United States District Court, Eastern District of Wisconsin 


September 14, 1944 


TRADE-MARKS—TITLE—EFFECT OF LICENSE. 

It is well established that a trade-mark or trade-name cannot be licensed or assigned 
except as an incident to the sale of the business and good will in connection with which it has 
been used. 

TRADE-MARK INFRINGEMENT—“May-Bup” ON CHEESE—FRAUD ON PUBLIC. 

When plaintiff permitted its distributor, United Cheese Company, to use its trade-mark 
“May-Bud” on cheese manufactured by others, the identity of whom it had no knowledge, it 
was party to a fraud on the public, and is in no position to invoke a court of equity to pro- 
tect such trade-mark. 

UnFair CoMPETITION—SUITS—DEFENSE OF “UNCLEAN HANnps.” 

The defense of “Unclean Hands” extends not only to the unfair methods of competition, 

but also to alleged infringement of trade-mark. 


In equity. Action for trade-mark infringement and unfair competition. On 
defendant’s motion for summary judgment. Motion granted. 


Casanave Young, Milwaukee, Wis., for plaintiff. 
Lines, Spooner & Quarles, Milwaukee, Wis. (Carlson, Pitzner, Hubbard & W olf, 
Chicago, IIl., of counsel) for defendants. 


Durry, D. J.: 


This in an action for trade-mark infringement and unfair competition, praying 
for equitable relief. Defendants move for summary judgment on the ground that 
plaintiff’s pleadings, consisting of complaint and bill of particulars, prove it comes 
into court with unclean hands. 

The bill of particulars indicates that the United Cheese Con.pany of Chicago 
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is acting as distributor for plaintiff's goods, and that on or about September 1, 
1942, plaintiff licensed said distributor to use its trade-mark “May-Bud” on labels 
of its own design bearing the name “United Cheese Company—Distributors.”” Plain- 
tiff further asserts that the label Exhibit A (attached to the complaint), containing 
the trade-mark “May-Bud,” had been applied to Gouda cheese manufactured by it, 
and that the label Exhibit B (attached to the complaint), containing said trade- 
mark, had been applied by the United Cheese Company to another kind of cheese 
(loaf Edam cheese) manufactured by others than the plaintiff, but specifically by 
whom plaintiff has no knowledge. 

It is well established that a trade-mark or trade-name cannot be licensed or 
assigned except as an incident to the sale of the business and good will in connec- 
tion with which it has been used. United Drug Co. v. Theodore Rectanus Co., 
248 U. S. 90, 98. 

A trade-mark is an indication of origin. The primary and proper function of a 
trade-mark is to identify the origin or ownership of the article to which it is affixed. 
Hanover Star Milling Co. v. Metcalf, 240 U. S. 403, 412 [6 T.-M. Rep. 149]. When 
the plaintiff permitted the United Cheese Company to use its trade-mark “May- 
Bud” on cheese manufactured by others, the identity of whom it had no knowledge, 
it was party to a fraud committed against the public, and as a result it now is in 
no position to invoke the aid of a court of equity to protect that trade-mark. 
Everett O. Fisk and Co., Inc. v. Fisk Teachers’ Agency, Inc., 3 F. 2d 7 [15 T.-M. 
Rep., 147]; MacMahan Pharmacal Co. v. Denver Chemical Manufacturing Co., 
113 F. 468, 474. 

The complaint alleges in Paragraph 3: ‘This is a suit in equity for infringement 
of registered trade-mark No. 389,171, and for unfair competition in trade.” It also 
alleges diversity of citizenship and the jurisdictional amount. Since plaintiff has no 
standing in court on his claim of trade-mark infringement, the question remains 
whether he is entitled to equitable relief on his claimed cause of action for unfair 
competition. 

No separate cause of action for unfair competition is set forth in the complaint. 
The allegation as to expense for trade promotion specifically refers to the trade- 
mark ““May-Bud.” There is, however, an allegation that defendants had acted as 
sales agents for plaintiff from September, 1939, to June, 1942, and as such sold 
plaintiff's cheese under the trade-mark “May-Bud”; that after they no longer rep- . 
resented plaintiff as sales agents they adopted the trade-name “May Cheese” for the 
sole purpose of fraudulently and deceptively causing such goods made and sold by 
defendants to be confused with that made and sold by plaintiff ; that the defendants 
passed off their goods as goods made by or having the same origin as the goods 
sold by the plaintiff under its trade-mark “May-Bud”; and that the public has 
been deceived. 

Although the complaint deals almost entirely with claimed trade-mark infringe- 
ment, a liberal construction of the pleading and giving every presumption to the 
pleader permits the conclusion that a cause of action for unfair competition is 
stated. 


But does plaintiff's misuse of its trade-mark preclude it from obtaining equitable 
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relief on its cause of action for unfair competition? In the case of Hazlett v. 
Pollack Stogie Co., et al., 195 F. 28, one Pollack had originated “Pollack Stogies” ; 
after his death the administrator of his estate carried on the business, misleading 
the public to believe Pollack still lived. The court held that he was not entitled to 
restrain unfair competition and infringement of trade-marks having come into 
court with unclean hands. 

It is the rule that where a business is carried on and trade-marks or devices 
have been used in a deceptive manner, such business will not be protected upon 
the ground of unfair competition no matter how plain a defendant’s fraud may be 
and although a proper case for relief is made out in all other respects. 63 C. J. 419. 

In a case in this circuit (Perfection Manufacturing Co. v. B. Coleman Silver’s 

Co., 270 F. 576, 577), in an opinion by Judge Evans, the court stated: “ 
The defense of unclean hands, therefore, extends not only to the unfair methods 
of competition, but also to the alleged infringement of the trade-mark... .” It 
follows that the converse is also true, and that plaintiff cannot maintain its action 
for unfair competition. 

The motion of the defendants for summary judgment will be granted. 


THE CARBORUNDUM COMPANY v. ALOX CORPORATION 
United States Court of Customs and Patent Appeals 
June 26, 1944 


TRADE-MARKS—OXIDEZED PETROLEUM HyprocaRBON MASSES AND OXIDE GRAIN MATERIAL USED 
AS AN ABRASIVE—Goops OF DIFFERENT DESCRIPTIVE PROPERTIES. 
Oxidized Petrolum Hydrocarbon masses in paste to liquid form held to be of different 
descriptive properties from an oxidized grain material used as an abrasive. 
TRADE-MarKs—“ALox” AND “ALOxITE’—CONFLICTING MARKS WHEN USED ON SIMILAR Goops 
The word “Aloxite” held to be confusingly similar to “Alox,” if the marks are used on 
similar goods. 


On appeal from a decision of the Commissioner of Patents dismissing a trade- 


mark opposition. Affirmed. For the Commissioner’s decision see 33 T.-M. Rep. 
169, 170 and 266. 


George E. Stebbins, of Pittsburg, Pa. (Donald A. Gardiner, of counsel, of Wash- 
ington, D. C.), for appellant. 

Pierce & Scheffler (Ralph E. Parker of counsel), all of Washington, D. C., for 
appellee. 


Before GarreETT, Presiding Judge, and BLAND, HATFIELD, and Jackson, Asso- 
ciate Judges. 


Garrett, P. J.: 


This is an appeal from the decision of the Commissioner of Patents (speaking 
through an assistant commissioner), 56 U.S. P. Q. 111, affirming the decision of the 
Examiner of Trade-Mark Ir‘erferences dismissing appellant’s notice of opposition 
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(No. 21,056) to appellee’s application (serial No. 439,425) for registration of the 
notation “Alox” for “‘oxidized petroleum hydrocarbon masses in paste to liquid 
form,” and holding appellee entitled to the registration sought. 

Appellant’s opposition is based upon its ownership, use, and registrations of a 
mark consisting of the coined word “Aloxite’ on various products hereinafter 
described so far as pertinent to this case. There are five registrations of the mark, 
all of them antedating the date of appellee’s application. 

The case is one of four oppositions (involving the same parties and the same 
contesting marks) which, by stipulation, were “consolidated for the purpose of tak- 
ing testimony and hearing.” The stipulation provided that “a singie record be 
accepted and used as a basis for decisions in all of said oppositions.” Separate de- 
cisions were rendered below. The other three oppositions were Nos. 20,928, 
20,993, and 21,061. The Examiner of Trade-Mark Interferences sustained opposi- 
tions Nos. 20,928 and 20,993. Alox Corporation took no appeal from those de- 
cisions. He dismissed opposition No. 21,061 and adjudged Alox Corporation 
entitled to the registration there sought. The Carborundum Company appealed to 
the Commissioner, who affirmed the dismissal of the notice of opposition, but held 
ex parte that Alox Corporation was not entitled to register, apparently because it 
had not shown use of “Alox” on the particular goods named in the application. 
No appeal was taken from that decision. Since those three cases are not before 
us, it is unnecessary to consider the reasons upon which the respective decisions of 
them below were based, but because of the fact that there was a consolidated record 
embracing evidence introduced on behalf of both parties, it has been necessary for 
us to go through a voluminous record in order to ascertain just what portions of it 
have any bearing in this case. 

We shall not forbear saying that it seems to us that counsel for the respective 
parties should have been able to agree upon a record containing only the matter 
pertinent to this case. A considerable saving in printing costs would thereby have 
been effected, together with a saving of such valuable time which the court has 
had to expend in studying the evidence to ascertain just what part of it is applicable 
to this case. Neither the brief for appellant nor that for appellee has been very 
helpful to us in ascertaining the pertinent facts. The court has been compelled to do 
much work which counsel should have done. 

As readily may be surmised, the goods of the Alox Corporation involved in the 
instant case are different from those involved in the other three cases, and this 
accounts, in part at least, for the difference in the conclusions reached in the several 
cases. 

So far as the marks themselves are concerned, it cannot be seriously questioned 
that they bear a resemblance so close that if applied to goods of the same descriptive 
properties they would be likely to cause confusion. Hence, the only question 
necessary to be determined relates to the nature of the goods. Specifically, the ques- 
tion is whether the goods of appellant and the goods of appellee possess the same 
descriptive properties. 


In appellant’s notice of opposition it is alleged, following the list of registrations, 
that : 
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3. Among the various products made and sold by the Opposer and its predecessor 
prior to the earliest date of use alleged by the Applicant have been abrasive products such 
as grinding wheels, sharpening stones, abrasive paper and cloth; refractory materials for 
use in making refractory cements, block, shapes, etc.; and aluminum oxide grain sold 
for a large number of specific uses. (Italics supplied.) 


We do not find “aluminum oxide grain” mentioned eo nomine in any of appel- 
lant’s pleaded registrations but it is evidence that the mark “Aloxite” was being 
used on aluminum oxide prior to the filing of appellee’s application and there is 
evidence, as stated in effect in appellant’s brief, that the aluminum abrasive was 
purchased by some paint manufacturers for use in certain types of paint. 

The Commissioner stated in his decision: 


The opposition is based on prior registrations and uses by opposer of the mark 
“Axolite” for various abrasive materials, refractory materials and constructions, various 
grinding machines and filter plates. One particular item is abrasive grains which may 
be mixed with grease or oil to produce grinding compounds for lapping and finishing 
operations, or may be introduced into paints to make paints more wear resisting ‘and 
less slippery. Other items are abrasive sticks in which vaseline is incorporated and 
abrasive grinding wheels in which grease is incorporated. Opposer, however, does not 
sell paints and it does not appear that opposer sells lapping or finishing compounds as 
such under the name “Axolite.” (Italics ours.) 


With respect to the “oxidized petroleum hydrocarbon masses in paste to liquid 
form” the specific goods named in the particular application of appellee here in- 
volved, the Commissioner stated: 


These products which are manufactured and sold by applicant are base materials for 
addition in minute quantities to lubricants, greases, oils, gasoline, paints, and similar 
materials, to enhance lubrication, or to increase corrosion prevention or both. Applicant 
sells the base materials only. These are sold to compounders who introduce them into 
the oil, gasoline, etc., to make the final products. Jt appears that applicant has not sold 
such base material to paint concerns and does not sell any of the compounded final 
products. (Italics ours.) 


Appellant has challenged the accuracy of the italicized statement in the above 
findings and contends, in effect, that some of the products manufactured by appellee 
are shown to have been used by purchasers of them for incorporation into certain 
paints. This appears to be true to the extent that a “copper salt,” produced by 
appellee, was advertised as being “invaluable in underwater paints to prevent 
marine growth on objects.” Also, it was stated in the advertising circular that such 
salt “may also be used to impregnate nets and cordage,” and, further, that a very 
cheap product as poisonous as creosote was manufactured for pilings, telephone poles, 
and the like. Reference was also made in the testimony of Dr. Arthur W. Burwell, 
vice-president and technical director of appellee, to'a lead salt for use on some 
leaded paints. However, we do not find anywhere in the record any evidence that 
“oxidized petroleum hydrocarbon masses in paste to liquid form” (which constitute 
the particular product involved in this application and the one to which the Com- 
missioner obviously referred in the challenged finding) were sold to paint concerns, 
or that they were ever used, or represented to be of any value for use, in paints. 

So, no error is apparent in the finding of the Commissioner so challenged. 
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It may be stated that the products of appellee having a use in paints apparently 
were involved in oppositions Nos. 20,928 and 20,993 which, as above stated, were 
decided in appellant’s favor by the Examiner of Trade-Mark Interferences from 
which decision no appeals were taken. 


We think it possible that some confusion may have grown out of certain dictum 
appearing in that paragraph of the Commissioner’s decision which reads: 


Opposer [appellant] asserts that applicant’s base material and opposer’s abrasive 
grains are goods of the same descriptive properties because they both may be introduced 
into the same paints. However, the materials are constituted entirely differently physic- 
ally, chemically and functionally, serving entirely different purposes, and in my opinion 
the mere fact that both materials may be introduced into the same paint, but for entirely 
different purposes, and may be purchased by the same paint manufacturers for the com- 
pounding of paints, is not sufficient in view of the differences in the materials to establish 
the materials as goods of the same descriptive properties. Similarly, in my opinnon, the 
mere fact that opposer’s abrasive sticks and wheels contain some lubricant, that lubricants 
are used therewith for cooling and lubricating purposes and applicant’s product may be 
introduced into lubricants to enhance their lubricating and anti-corrosion properties does 
not render the abrasive sticks or wheels and applicant’s oxidized hydrocarbon base 
material goods of the same descriptive properties. The differences in the physical, 
chemical and functional constitution of the products are too great. (italics ours.) 


Inasmuch as there is no showing that appellee’s “oxidized petroleum hydro- 
carbon masses in paste to liquid form” are ever introduced into or used in paints of 
any character, the clause italicized above obviously is dictum, so far as this case is 


concerned. 

The Commnssioner was clearly right, however, in his finding that the materials of 
appellee here involved “are constituted entirely differently physically, chemically 
and functionally, serving entirely different purposes,” from the articles named in 
appellant’s notice of opposition in this case, including of course, the articles named in 
appellant’s several pleaded registrations. 

As we understand from the record, the particular product of appellee here in- 
volved is manufactured to be added to gasoline used as a fuel in internal combustion 
engines (such, for example, as those in automobiles), the purpose of its use being 
to effect lubrication and prevent corrosion of parts of the engines. It is not sold 
by appellee to ultimate consumers but to processors of gasoline who use it as they 
desire in the production of a fuel which they (under their own trade-marks, not 
related in any way to appellee’s mark) sell to consumers. 

Obviously, appellant’s oxide grain material, made for use as an abrasive, 
would never be used voluntarily by any person “clothed, and in his right mind,” 
in an internal combustion engine. 

We agree with the holdings of the respective tribunals of the Patent Office that 
the goods of appellee here involved and the goods of appellant are not of the same 
descriptive properties. 

The decision of the Commissioner is affirmed. 





THIRTY-FOUR TRADE-MARK REPORTER 


On Petition for Rehearing 


GarreETT, P. J.: 


Following the delivery of the above decision on June 26, 1944, appellant, in 
due time, filed a petition for rehearing which has received our careful consideration, 
in connection with a reexamination of the somewhat voluminous record, much of 
which relates to three oppositions decided below and not appealed to us. As 
originally stated by us, the testimony in the several cases is so interwined that the 
court experienced much difficulty in determining just what parts of it were 
pertinent only to the instant case. 

In its petition for rehearing appellant has apparently endeavored to segregate 
the testimony here pertinent, and that has proved helpful in our restudy of the issues. 

The petition alleges as point I that we incorrectly found that the particular 
product here involved is manufactured to be added to gasoline used as fuel in 
internal combustion engines. As point II it is alleged that we were mistaken in 
finding that the goods of the Alox Corporation involved in the instant case are 
different from those involved in the other three cases, and as point III it is alleged 
that the court was mistaken in holding that there is no showing that appellee’s 
oxidized petroleum hydrocarbon masses in paste to liquid form are ever introduced 
into or used in paints of any character. 

It seems most logical to comment first upon point IT. 

The four applications of appellee which became involved in oppositions were 
all filed in the Patent Office on the same day, to wit, January 6, 1941. It would 
seem to be a natural inference, even if nothing further appeared, that the goods in 
each case differed from those in the other cases; otherwise, separate registrations 
of the same mark—‘Alox’”—would appear to have been unnecessary. But more 
appears. The several applications were made a part of the record upon request 
of counsel for appellant. An examination of these as they were amended dis- 
closed definite differences in both the designation of the respective products and 
in the uges of same. It is deemed unnecessary to enter into details as to such 
differences, but it may be said that in applications serial Nos. 439,423 and 
439,424 specific reference is made to a paint use, or a use in the nature of paint, 
of certain of the goods named; that in application, serial No. 439,222, the product 
is described as “lubricating oils and greases, and penetrating lubricating oils” ; 
and that in the case before us the designation reads “for oxidized petroleum hydro- 
carbon masses in paste to liquid form for general use in the industrial arts,” no ref- 
erence being made to any paint use. 

We think it obvious that the Examiner of Trade-Mark Interferences based his 
decisions in those cases (in which he sustained the oppositions and from which no 
appeals were taken), primarily upon the fact that the applications involved therein 
specifically referred to the goods as in the nature of paints and stated that they 
were used as paints, and so, in his view, conflicted with the goods of appellant. 
In opposition No. 21,061, involving application serial No. 439,222, he dismissed the 
notice of opposition holding that the goods were not of the same descriptive prop- 
erties as the goods of appellant and this holding was expressly approved by the 
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commissioner, the decision of the latter refusing registration being ex parte, and on 
different ground. We are not convinced from the evidence cited by appellant in his 
petition that we were mistaken as alleged in point II. 

We turn to point I. If our expression “As we understand from the record, the 
particular product of appellee here involved is manufactured to be added to gasoline 
used as a fuel in internal combustion engines (such, for example, as those in auto- 
mobiles) ,” be construed as limiting it to use in combustion engines, apparently the 
statement would be too narrow. It may be conceded that it is not so limited in 
use, but in whatever mechanism it may be used such use is for purposes of lubrica- 
tion and the prevention of corrosion ; not for purposes of abrasion and not for paint- 
ing. It may be said, to be exact, that the evidence indicates that the “oxidized 
petroleum hydrocarbon masses in paste to liquid form” are not introduced in that 
form into gasoline but are first mixed with light lubricating oils by the fuel proces- 
sors to whom appellee sells the product, and the mixture is introduced. This fact, 
however, is not of any consequence here, nor does the fact that the product may 
have some uses in mechanisms other than internal combustion engines affect our 
conclusions. 

With respect to the third point alleging that we were mistaken in holding that 
there is no showing that appellee’s product here involved is ever introduced into or 
used in paints of any character the petition cites certain testimony by Mr. A. W. 
Burwell, vice president and technical director of appellee. This testimony has 
been reexamined in the light of appellant’s contentions. The statement of this wit- 
ness upon which appellant relies was made in answer to a question propounded in 
cross-examination which apparently referred to his course of business in relation 
to the product described in application No. 439,423 and not the product described in 
application No. 439,425. The answer, therefore, is not pertinent to the instant case 
unless appellant’s theory that the product here involved is not different from that 
involved in application No. 439,423 be accepted which, in our opinion, may not 
properly be done. No other evidence has been cited, nor have we found any, which 
leads us to change our finding in this regard. 

The petition for rehearing has been granted solely for the purpose of more 
fully expressing in writing our views upon the points raised therein. We feel as- 
sured that the conclusion originally reached was correct and the same is adhered to, 
the decision of the commissioner being again affirmed. 
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CROWN FABRICS CORPORATION v. AMERICAN VISCOSE 
CORPORATION 


United States Court of Customs and Patent Appeals 
October 2, 1944 
Opposition Nos. 20,469, 20,470, 20,527, and 20,768 


TRADE-MARKS—OPposITION—CONFLICTING MarKs—“CrowNn” AND DESIGN AND “CROWNFAST,” 
“CROWNPERM” AND “CROWNSHRUNK.” 


The words “Crownfast,” “Crownperm” and “Crownshrunk” held to be confusingly 
similar to the word “Crown” and the representation of a crown. 
TRADE-MARKS—OPpposITION—EFFeEct OF LICENSE AGREEMENT. 
Although appellant, by a license agreement with appellee, was given the right to use the 
latter’s trade-marks on its cotton, spun rayon and spun acetate fabrics, it was not granted the 


exclusive right to their use by such license, and was therefore not entitled to register 
them. 


On appeal from a decision of the Commissioner of Patents, sustaining appellee’s 


notice of opposition to the registration of certain trade-marks. Affirmed. For the 
Commissioner’s decision see 33 T.-M. Rep. 157. 


Eric Y. Munson of New York City (Roberts B. Larson of Washington, D. C., of 
counsel) for appellant. 

Howson and Howson (Charles H. Howson, Margaret Wagner Smith, William A. 
Smith, Jr., and Hubert A. Howson, of counsel), all of Washington, D. C., for 
appellee. 


Before BLanp, Acting Presiding Judge, and HatrieLp, LENroot, and JAcKson, 
Associate Judges.* 


HATFIELD, J.: 


These are appeals in trade-mark opposition proceedings from the decision of the 
Commissioner of Patents, who affirmed the decisions of the Examiner of Interfer- 
ences sustaining appellee’s notices of opposition and holding that appellant was not 
entitled to the registration of its four trade-marks “Crownfast,”’ “Crownperm,” 
“Crownshrunk,” the word “shrunk” being disclaimed apart from the mark as 
shown, and a pictorial representation of a crown, each of which, according to the 
four applications for registration, was for use on identical goods, that is, “Cotton, 
Spun Rayon and Spun Acetate Fabrics, and Mixtures Thereof, in the Piece.” 

In its applications for registration filed July 24, 1940, appellant alleged that it 
had used its marks “Crownfast,” “Crownperm,” and “Crownshrunk”’ on its goods 
since July 9, 1940. 

In its application for registration filed February 7, 1940, appellant alleged that 
it had used its trade-mark comprising a pictorial representation of a crown on its 
goods since 1930. 


* GarrETT, Presiding Judge, did not participate in the consideration or decisions of this case. 
Lenroot, Judge, sat during the arguments of this case, but resigned before the opinion was pre- 
pared. 
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Prior to, or at the time of, the hearing before the Commissioner of Patents, 
the opposition proceedings were consolidated and, accordingly, were disposed of by 
the commissioner in one decision. 

Appellant filed four notices of appeal to this court and four petitions for appeal in 
this court. However, the appeals to the commissioner having been consolidated and 
the four appeals to this court having been presented by counsel for both parties as a 
consolidated appeal, we shall dispose of the issues presented in one decision. 

Appellee is the owner of registration No. 265,436, issued December 24, 1929, 
for a trade-mark consisting of the word “Crown” and a pictorial representation of 
a crown for use on rayon yarn. 

It appears from the record that appellee and its predecessor have used the word 
“Crown” or a pictorial representation of a crown as trade-marks on rayon yarn 
since 1925, and that appellee has permitted various corporations, by licensing agree- 
ments, to use its trade-marks on fabrics made from its rayon yarn. 

According to its license agreement with the appellant company dated January 
2, 1940 (appellee’s Exhibit No. 8), appellee required appellant, as a purchaser of its 
yarn, to have the fabrics made from such yarn approved by the Better Fabrics 
Testing Bureau, Inc., and, as stated in the exhibit, permitted the appellant company 
to use appellee’s “Crown” trade-mark, “in either representation or word,” and the 
words “Crown Tested Quality or Tested Quality” on labels, stickers, tags, or other 
forms of identification on its fabrics, provided the fabrics were tested as aforesaid. 
Appellee also required in that agreement that it should have sole control “over the 


purchasing, wording, form and issuing of all labels, stickers, tags, or other kinds of 


” 


identification, etc.,” which contain either the term “Crown” or a pictorial repre- 
sentation of a crown and the words “Crown Tested Quality or Tested Quality.” 

The appellant company agreed in that license agreement to identify its goods 
by appellee’s “Crown” trade-mark and the phrase “Crown Tested Quality.” 

Substantially the same agreement was entered into by the involved parties on 
January 3, 1939 (appellee’s Exhibit No. 7), and on December 8, 1932 (appellee’s 
Exhibit No. 6). 

Each of the license agreements referred to provided that it might be cancelled by 
either party upon not less than one day’s written notice. 

It clearly appears from the record that appellee is the owner of the word 
“Crown” and a pictorial representation of a crown for trade-mark use on rayon 
yarn ; that its marks have been used by appellant and other licensees on fabrics made 
from appellee’s rayon yarn; and that appellee has extensively advertised its goods 
and its marks. 

It further appears from the record that many of appellant’s customers referred 
to its fabrics as “Crown fabrics.” 


+ These appeals were originally decided by this court on the nineteenth day of June, 1944. 
Thereafter, counsel for appellee filed a petition for rehearing, requesting that the court revise 
certain language in its decision which, it was contended, was not necessary to a decision in 
the case. The rehearing was granted October 2, 1944, solely for the purpose of permitting the 
court to revise the language in its decision to which counsel for appellee had directed the court’s 
attention. 
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That appellant’s fabrics should become known as “Crown fabrics,” is not 
strange in view of the license agreements entered into by appellant and appellee. 

Several of appellee’s witnesses stated that, in their opinion, there would be no 
confusion between appellant’s trade-marks and those of appellee if used concurrently 
on the goods of the respective parties. Such opinions, although entitled to be 
given consideration for what they are worth, are not binding on the tribunals of 
the Patent Office or on this court. 

It is contended by counsel for appellant that the adoption and use of appellant’s 
trade-marks are not covered by the license agreements entered into by the parties, 
but grow out of appellant’s corporate name. Counsel also contends that appellee is 
estopped from asserting confusing similarity of the marks of the parties, because, 
it is alleged, appellee condoned appellant’s use of the trade-marks here involved. In 
support of his contentions, counsel cites the cases of Heger Products Co. v. Polk 
Miller Products Corp., 18 C. C. P. A. (Patents) 1106, 47 F. (2d) 966 [ 21 T.-M. 
Rep. 180] and Malone v. The Procter & Gamble Co., 20 C. C. P. A. (Patents) 
1150, 65 F. (2d) 154 [25 T.-M. Rep. 438]. 

In each of those cases it was held, in substance, that where an applicant for the 
registration of his mark had, by his conduct, led others, who used similar marks on 
goods of the same descriptive properties as those of the applicant, to believe that 
there was no objection to such use and, in fact, consented to such use, he would 
be estopped from claiming exclusive ownership of the mark and from registering 
the same. 

Those cases have no bearing on the issues here presented. 

We find nothing in the record to indicate that appellee ever condoned appellant’s 
use of its involved marks, except as such marks might have been used under the 
license agreements entered into by the parties. 

As stated in the decision of the commissioner, appellant has appropriated op- 
poser’s marks in their entirety. It has appropriated the word “Crown,” as well as 
a pictorial representation of a crown, and has used them on goods of the same 
descriptive properties as those on which appellee uses its marks. 

That the marks of the parties are confusingly similar can not be seriously ques- 
tioned. 

Whatever right appellant might have to use its marks under its license agreements 
with appellee, it obviously is not entitled to the exclusive use of such marks, and, 
therefore, is not entitled to register them. 

For the reasons stated, the decision of the commissioner is affirmed. 


————————————— 
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DECISIONS OF THE COMMISSIONER OF PATENTS 
Application 


Verification by applicant required 


Frazer, F. A. C.: On a petition of Montres Henex S. A., of Tavannes, Switzer- 
land, that a filing date be granted its informal application for registration of a trade- 
mark where the papers were executed by the corporation’s selfstyled attorney-in- 
fact, held that the Commissioner of Patents is without authority to waive the manda- 
tory statutory requirement of Section 2 of the Act of February 20, 1905, under 
which act the application purports to have been filed, for a written declaration 


verified by the applicant, or by a member of the firm or an officer of the corporation 
or associate applying.” 


Conflicting Marks 


“Thy-Rin” and “Thyractin” 


Van ArspALE, A. C.: Affirmed the action of the Examiner of Interferences 
sustaining the notice of opposition filed by Winthrop Chemical Company, Inc., of 
New York, N. Y., to the granting of registration to Thymo Borine Laboratory, of 
Milwaukee, Wisconsin, of the mark “Thy-Rin” for antiseptic mouth wash. Opposer 


relied on its prior registration of the mark “Thyractin” for a thyroid extract prepa- 
ration in tablet form for the treatment of goiter, obesity, and kindred ailments and 
on ownership and prior use of this mark on such goods. 

It was held that the goods here involved are clearly goods of the same descriptive 
properties. 

It was further held that the specific differences between the goods and their trade 
aspects must be considered when comparing the marks applied thereto in regard 
to the question of confusion in trade, and while the differences between the marks 
“Thy-Rin” and “Thyractin” in appearance and in sound are obvious, as are their 
similarities in these respects, nevertheless, on the whole the marks are so similar 
in sound and in appearance that their concurrent use on the goods to which they 
are applied would be likely to cause confusion and mistake in the mind of the public, 
and to deceive purchasers.” 


“Agarex” and “Cartrex” 


Frazer, F. A. C.: Affirmed the action of the Examiner of Interferences sus- 
taining the opposition of United Drug Company, of Boston, Massachusetts, to the 
application of Carter Products, Inc., of New York, New York, for the registration 
of the word “Cartrex” as a trade-mark for a laxative. 


1. Ex parte Montres Henex S. A., 166 M. D. 629, October 28, 1944. 


2. Winthrop Chemical Company, Inc. v. Thymo Borine Laboratory, Opp’n No. 22,564, 166 
M. D. 610, October 12, 1944. 
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The Examiner of Interferences sustained the opposition on the ground that 
applicant’s mark is confusingly similar to opposer’s trade-mark “Agarex,” regis- 
tered June 19, 1928, for an emulsion of mineral oil for lubricating the bowels. 

It was held that, assuming the dictionaries to be correct, opposer’s product falls 
within the broad description of merchandise in the application ; and for the purpose 
of this proceeding the goods of the parties must be treated as substantially identical. 

It was held that regardless of a possible significance of the two marks, and the 
way they are likely to be pronounced, there is at least sufficient similarity between 
them to create a doubt as to the probability that confusion would result from their 
concurrent use on identical merchandise, and such doubt must be resolved in 
opposer’s favor. 

It was held that the opposition must be sustained in view of the registration 
relied upon by opposer of the word “Rex” for a dyspepsia cure, issued in 1900 and 
renewed in 1930, since applicant’s mark includes the entire mark of opposer ; and 
there can be no question but that a laxative and a dyspepsia remedy have the same 
descriptive properties.° 


Descriptive Terms 


Act of 1920—“No-Ride” for ladies’ slips 


Frazer, F. A. C.: Affirmed the action of the Examiner of Interferences dis- 
missing the petition of The Davidson Brothers Corp., of New York, New York, to 
cancel trade-mark registration No. 394,526, issued April 7, 1942, under the pro- 
visions of the Act of March 19, 1920, to Laros Textiles Company, of Bethlehem. 
Pennsylvania. The registered marks is the notation ““No-Ride,” and the goods to 
which it is appropriated are ladies’ slips. It has been in use since September 30, 
1940. The slips to which this mark is applied are of a patented construction designed 
to prevent the riding up of the garment when the wearer is seated. Since March, 
1938, petitioner has manufactured slips having this same desirable characteristic, 
which have been sold under the trade-marks “Mary Barron” and “Biastrait.” In 
advertising these slips it has used such phrases as “won’t ride up,” “never rides up,” 
and “does not ride up.” 

It was held that although respondent’s mark is descriptive, under the Act of 
1920 descriptive marks are registrable, provided only that they are capable of trade- 
mark significance ; and respondent’s mark meets this test. 

It was held that the notation “No-Ride” is not one that would necessarily or 
normally be used in describing slips ; and petitioner is still free to use the descriptive 
expressions that it has heretofore found adequate in the conduct of its business, so 


that petitioner has failed to prove itself injured by the registration sought to be 
canceled.‘ 


3. United Drug Company v. Carter Products, Inc., Opp’n No. 22,529, 166 M. D. 627, Octo- 
ber 28, 1944. 

4. The Davidson Brothers Corp. v. Laros Textiles Company, Canc. No. 4023, 166 M. D. 623, 
October 26, 1944. 
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“Silverfleece” for Silverware Cleaner 


Frazer, F. A. C.: Affirmed the action of the Examiner of Trade-Mark Inter- 
ferences denying the motion of Hill Manufacturing Company, of Atlanta, Georgia, 
to dissolve the interference on the ground that the mark sought to be registered by 
the party Earl Products Company, of Chappaqua, New York, namely, “Silverfleece,” 
is merely descriptive of the goods to which it is appropriated, namely, silverware 
cleaner. 

It was held that while highly suggestive, this mark is sufficiently incongruous 
and fanciful to constitute a valid trade-mark, and that its alleged descriptiveness 
affords no ground for dissolving the interference.* 


Drawing 
Conformity with specimens 


Frazer, F. A. C.: Denied a petition by Toledo Scale Company, of Toledo, Ohio, 
that the examiner’s requirement that the drawing be amended to conform with the 
specimens be withdrawn. 

It was held that the mark shown on the specimens is an integral whole, no part 
of which may be altered or omitted without mutilation; and that applicant’s mark 
may be registered only in the precise form in which it is used, including style of 
type and embellishments.° 


Geographical Term 
“Westgate” for canned fish 


Frazer, F. A. C.: Affirmed the action of the Examiner of Trade-Marks refusing 
to register the word “Westgate,” under the provisions of the Act of February 20, 
1905, as a trade-mark for canned fish. Registration was refused on three grounds: 
first, that the mark is a geographical name or term; second, that it is the name of 
an individual, not distinctively displayed; and third, that it is confusingly similar 
to the mark of an old registration for wheat flour. 

The Examiner’s refusal to register in view of the reference was disapproved, 
since not only has the owner of the registration expressly consented to the registra- 
tion of applicant’s mark, but it is doubtful that wheat flour and canned fish may 
properly be said to have the same descriptive properties. At least their specific 
differences are so great that very slight differences between the marks under which 
they are sold would serve to obviate any reasonable likelihood of confusion. The 
marks in question differ only slightly, but sufficiently. 

It was held that the Examiner’s refusal to register on the grounds that appli- 
cant’s mark is geographical, and that it is the name of an individual not distinctively 
displayed, was proper.’ 


5. Hill Manufacturing Company v. Earl Products Company, Int. No. 3528, 166 M. D. 615, 
October 21, 1944. 

6. Ex parte Toledo Scale Company, Ser. No. 458,165, 166, M. D. 617, October 23, 1944. 

7. Ex parte Westgate Sea Products Co., Ser. No. 459,971, 166 M. D. 621, October 26, 1944. 
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Goods of Different Descriptive Properties 
Tanks of fabric and rubber, and tubes, hose and pipes made of polyvinyl alcohol 


Frazer, F. A. C.: Reversed the action of the Examiner of Interferences who 
had sustained the opposition, and thereby dismissed the opposition, of Resistoflex 
Corporation, of Belleville, New Jersey, to the application of The B. F. Goodrich 
Company, of Akron, Ohio, for registration of the notation “Restex” as a trade-mark 
for tanks made of fabric and rubber and/or synthetic rubberlike materials for 
storage of gasoline, oil, water, and other liquids. Opposer relied upon its prior use 
and ownership of the trade-mark “Resistoflex,” which is separately registered for 
flexible tubes, hose, pipes, sheets, and films made in whole or in part of polyvinyl 
alcohol for use in the conveying, storing, and handling of oils, gasoline, and organic 
solvents, and for gloves and aprons made in whole or in part of polyvinyl alcohol, 
for shop, industrial, laboratory, and household use, in the handling of and for pro- 
tection of the person against oils, hydrocarbon fuels and organic solvents. 

It was held that opposer’s gloves and aprons do not possess the same descriptive 
properties as applicant’s tanks. 

It was further held that the Examiner was right in holding that opposer’s tubes, 
hose and pipes, and applicant’s tanks, do have the same descriptive properties, since 
such articles might well be associated in use. 

It was held, however, that, as applied to such goods, the marks of the parties 
are not confusingly similar, considering the differences in the goods and the fact 
that the nature of the merchandise here involved would indicate that there is likely 
to be some degree of care in its purchase, since the marks do not sound alike nor 
suggest the same idea; and while it is true that all the letters of applicant’s mark 
are found in opposer’s mark in the same order, nevertheless the marks as a whole 
differ greatly in appearance.® 


Brushless shaving cream and leather dressings 


Frazer, F. A. C.: Affirmed, in each case, the action of the Examiner of Inter- 
ferences dismissing the petition to cancel where the cases were submitted on the 
same record and argued together. 

Nostane Products Corporation, of Brooklyn, New York, petitioned to cancel 
trade-mark registration No. 398,853, issued November 24, 1942, to Hecker Products 
Corporation (by change of name, The Best Foods, Inc.), of New York, New York. 
In that proceeding Nostane relied upon its own registration No. 321, 859, issued 
February 19, 1935. Following the institution of that proceeding The Best Foods, 
Inc., petitioned to cancel the said Nostane registration, relying upon registration 
No. 398,853. Nostane’s mark is essentially the word “Dabon,” and is appropriated 
to brushless shaving cleam. The mark of Best Foods is the word “Daubon,” appro- 
priated to shoe and leather dressings. It was held that manifestly these marks are 
substantially identical, but it is equally clear that the goods upon which they are 
used have different descriptive properties, notwithstanding that both are classified 


8. Resistoflex Corporation v. The B. F. Goodrich Company, Opp’n No. 22,464, 166 M. D. 620, 
October 24, 1944. 
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in class 4 and that they are sold side by side in the same stores ; for while these are 
factors to be considered, neither is of controlling importance. 

In response to the argument of Nostane that the mark of Best Foods is used only 
as a grade mark, and the argument of Best Foods that Nostane’s mark is descriptive, 
and that Nostane is illegally doing business under an assumed name, it was held that 
as neither party is injured by the other’s registration, these are contentions that need 
not be considered.° 


Goods of Same Descriptive Properties 


Steel, brass, iron and composition metal castings, and car castings, side frames and bolsters 


Frazer, F. A. C.: Denied a joint petition by the parties for dissolution of the 
interference involving a registration issued to Dodge Manufacturing Corporation, 
of Mishawaka, Indiana, and Oneida, New York, of a trade-mark for steel, iron, 
brass, alloy and composition metal castings, but not including textile machinery or 
special parts specifically intended for use therewith and an application filed by 
Birdsboro Steel Foundry and Machine Company of Birdsboro, Pennsylvania, for 
registration of a trade-mark for car castings, side frames, bolsters, corner brackets 
and center filler castings. Both marks consist in a capital letter “D”’ enclosed within 
a diamond-shaped border. 

It was held that, although there are arguable differences between the marks in 
appearance, to all intents and purposes the marks are identical so that the petition 
must be denied unless the goods of the parties can be said to be of different descriptive 
properties. 

Applicant sought to amend its description of merchandise to limit it to car cast- 
ings including named items and registrant offered to disclaim the use of its mark 
for the goods so described, but it was held that even had the amendment and the 
disclaimer been entered, the situation would not be materially changed since while 
the proposed disclaimer would exclude car castings from the broad description of 
goods now set forth in the registration, it would exclude nothing else in the way of 
steel, iron, brass, alloy and composition metal castings, many if not all of which are 
definitely and undeniably of the same descriptive properties as car castings. 

Although it was pointed out in the petition that the goods are non-competitive 
and are sold through different channels of trade, for use in different industries and 
also that the parties had used their respective marks in their respective fields for 
more than a quarter of a century and each by its long use in its particular field has 
acquired a distinctive meaning in such field, so that it appears that there is little like- 
lihood that confusion will result from the concurrent use of the marks, nevertheless, it 
was held that that test is inapplicable since it is certain that if the statute does any- 
thing, it bars the registration of identical marks for goods definitely of the same 
class.”° 


9. Nostane Products Corporation v. Hecker Products Corporation (By Change of Name, 
The Best Foods, Inc.), Canc. Nos. 4170 and 4207, 166 M. D. 618, October 24, 1944. 

10. Birdsboro Steel Foundry and Machine Company v. Dodge Manufacturing Corporation, 
Int. No. 3506, 166 M. D. 599, September 8, 1944, 
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Interference 
Appeal from the Examiner 


Frazer, F. A. C.: Denied a petition by Hubbs from the action of the Examiner 
of Trade-Marks denying his motion that the interference be dissolved as to him; or, 
in the alternative, that it be reformed so as to include all registrants of similar marks, 
especially those marks having the word “Dixie” as a part thereof. The interference 
proceeding involved the application of Grocers’ Biscuit Company, Incorporated, of 
Louisville, Kentucky, for registration of the notation “Dixie Belle” as a trade-mark 
for certain bakery products; the registration of John H. Wilkins Company, of 
Washington, D. C., of the trade-mark “Dixie Bell” for coffee; the registration of 
Elmer A. Hubbs, of Dallas, Texas, of the trade-mark “Dixie Cream” for doughnuts 
and doughnut flour; the registration of McGovern & McGovern, of Seattle, Wash- 
ington, of the trade-mark “Dixie Belle” for canned fish; the registration of Robert 
E. Chandler, of Arcadia, Florida, of a trade-mark for bread, which is dominated by 
the notation “Dixie Gem’; and the registration of Texas Bread Company, of 
Houston, Texas, of the trade-mark “Dixie Maid” for bread. 

It was held that no appeal lies from the refusal of the Examiner of Trade-Marks 
to dissolve an interference, and his ruling may be reversed upon petition only if he 
is plainly chargeable with an abuse of discretion not found to exist on the facts of 
this case. 

It was held that a party to a trade-mark interference may not move to add thereto 
registrations which he does not own, and for this reason the Examiner of Inter- 


ferences should have dismissed the motion to reform. But even were petitioner 
entitled to be heard, there would be no occasion to reverse the Examiner’s ruling, 
since the declaration of an interference is a matter peculiarly within the discretion 
of that official, and his action in declining to add further registrations to a pending 
proceeding will not be disturbed in the absence of a showing that he has abused such 
discretion, and petitioner has made no such showing.” 


Petitions From Examiner’s Decision 


Unavoidable delay in filing motion 


Frazer, F. A. C.: Dismissed a petition requesting that the delay in filing a 
motion for an extension of time for respondent’s limit of appeal from the decision 
of the Examiner of Interferences sustaining the petition of The Stanley Chemical 
Company, of East Berlin, Connecticut, to cancel a trade-mark registration issued 
to Stanley Lejkowski, of New Britain, Connecticut, be held to have been unavoidable. 

It was held that, assuming such delay to have been unavoidable, that circumstance 
did not alter the status of the case, nor the finality of the Examiner’s decision, and 
that respondent’s remedy was to bring a petition for an extension of time within 
which to appeal promptly after the dismissal of his motion.” 


11. Grocers’ Biscuit Company, Inc. v. John H. Wilkins Company v. Elmer A. Hubbs v. 
McGovern & McGovern v. Robert E. Chandler v. Texas Bread Company, Int. No. 3513, 166 
M. D. 625, October 27, 1944. 

12. The Stanley Chemical Company v. Stanley Lejkowski, Canc. No. 4312, 166 M. D. 616, 
October 23, 1944. 
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DIGEST OF CASES, 1944—PART II 


I. TRADE-MARKS GENERALLY. 
1. 





NATURE OF TRADE-MARK RIGHTs. 


§ 1. Character of Right. 










a. Definition. 


Generally speaking, the purpose of a trade-mark is to denote the origin of the goods. 6 


Where a trade-mark proper is a fabricated symbol, and the second comer can have no 
independent interest in its use to match the first comer’s interest to protect his business, a court 
will content itself with a less degree of similarity. On the other hand, when the make-up is 
drawn from the public demesne, the second comer has at least a theoretical interest in its 
use, of which a court may hesitate to deprive him if the interest be really serious. 196 


§ 2. Extent of Right. 














a. As to Territory. 


Where, after plaintiff was granted permission by its original owner to use the name “Wil- 
shire” as a trade-mark for men’s and women’s shirts which it sold in Los Angeles, California, 
and vicinity, said mark having been registered under the Act of 1920, defendant began in good 
faith to use the same mark on shirts in New York City and in states along the Eastern sea- 
board, held that, inasmuch as each party had built up a secondary meaning for the said name, 
neither should have the right to its exclusive use, but should be permitted to use it in the 
territory already preempted by it. 38 


























Plaintiff, which had, since 1908, sold beer in certain states under the registered trade-mark 
“Stag” held not entitled to restrain defendant, which in 1938 in good faith adopted the name 
“Stag” and the picture of an elk’s head as a trade-mark for beer, inasmuch as defendant’s sales 
thereof were limited to the Duluth, Minn., area, and did not extend to territory preempted 
by plaintiff. 229 


2. WHat May BE A TRADE-MARK. 


§ 1. Descriptive and Generic Terms. | 


Due to changed conditions and court decisions involving the word “Cola” handed down 
during the sixteen years elapsed since the entry of a consent decree enjoining defendant from 
using the word “Cola” as part of its trade-mark, the court modified continuing injunction by 
permitting appellee to use the said word as a part of a trade-mark, not, as a whole, deceptively 
similar to appellant’s “Coca-Cola” mark, particularly as many others besides appellant are 
now using “Cola” as a descriptive feature of their trade-marks. 2 


ee ts 


Words of common speech which are descriptive only are not subject to exclusive appro- 
priation. Several descriptive words in combination may be used to indicate the product of a 
manufacturer or merchant and may be entitled to protection, but no one can obtain a monopoly 
to the use of each word so used. 10 


The use of descriptive words or phrases to become exclusive must be of such character 
and length of time as to connote in the minds of the public the product or ware of a particular 
person, factory or business and thus acquire a secondary signification, which, when thus estab- : 
lished, is the subject matter of exclusive right. 10 


The question of whether a name has acquired a secondary meaning is one of fact to be 
determined by the trial court, and its determination is binding on the appellate court. 274 
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The name “Raisin-Bran” held descriptive of a breakfast food composed of bran and raisins 
and therefore not capable of appropriation as a trade-mark. 274 


The use of a similar name by another (in this case the name “Raisin-Bran’’) to truthfully 
describe his product does not constitute a legal or moral wrong, even if its effect be to cause 
the public to mistake the origin or ownership of the product. 274 


§ 2. Color. 


After defendant had been enjoined from using, in competition with plaintiff's goods bearing 
a white label with diagonal red stripe and the words “Cordon Rouge,” a similar red stripe 
and the words “Chateau Martin,” defendant adopted a new label with a diagonal stripe colored 
magenta. Said new label held to be deceptively similar to plaintiff’s label, and its use was en- 
joined. Plaintiff's motion for a supplemental injunction with respect to the use by defendant 
of a label without a colored stripe was denied. 362 


§ 3. Proper Names. 


A trade-mark, which might otherwise be good, will be vitiated and any right to it destroyed 
by the use of a false geographical name in connection with it; and this is so, even though 
no actual or substantial wrong may have resulted from the misrepresentation. 10 


Everyone has the right to use his own name in his business and for advertising purposes, 
provided only that he does so honestly and with no intent to deceive the buying public as to 
the identity of himself and any established business or its product. 10 


The use by defendant of the name “Horlick” in the phrase “Charles Horlick’ as a trade- 
mark for dog food held not to infringe plaintiff's use of the name “Horlick’s” to distinguish its 
malted milk, since defendant has a right to use his family name honestly in his business. 222 


§ 4. Marks Publici Juris. 


The use by appellant on its coffee and tea of a mark consisting of the words and symbol of 
the “White House,” for which it had obtained three registrations, held not to infringe appellee’s 
right to use the same words and symbol as a trade-mark for vegetable and fruit juices, inasmuch 
as the mark in question had been registered 73 times by others, and, because of its patriotic 
and honorific significance, constitutes a “weak” mark. 128 


3. TITLE To A TRADE-MARK. 


§ 1. Assignment and Devolution. 


Where plaintiff by agreement gave defendants the right to manufacture and sell his dental 
products under the “registered patent and trade-marks” of plaintiff, but prohibited defendants 
from engaging in competition with plaintiff, defendants’ contention that the said agreements did 
not reserve ownership of the trade-marks held unsound. 78 


Plaintiff, a well-known dentist and lecturer on dentistry, and inventor of dental appliances, 
for which latter he adopted the names “Conducto,” “Den Pro” and “Conducto Unitube,” entered 
into agreements with defendants, whereby the latter had exclusive manufacturing and sales rights 
for the said trade-marked goods for stated periods, the last agreement having been terminated 
by plaintiff on February 10, 1935, said manufacture and sales being at all times under the super- 
vision and direction of plaintiff. Held that defendants’ right to use the trade-marks involved 
ended with the termination of the agreements, and their subsequent use by defendants was in- 
fringement and unfair competition. 78 


Where prior to its dissolution a company contracts to transfer its assets to another, and by a 
written instrument dated after its date of dissolution assigns all interest in its registered trade- 
marks, held the assignment is valid, notwithstanding section 105 of the New York Stock Corpora- 
tion Law. 190 
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It is well established that a trade-mark or trade-name cannot be licensed or assigned except 
as an incident to the sale of the business and good will in connection with which it has been 
used. 368 


§ 2. Abandonment. 


Notwithstanding that plaintiff had no settled place of business, but sold his products while 
lecturing throughout the country, defendants conducting principal sales under plaintiff’s direction, 
held there was no abandonment by plaintiff through non-use. 78 


Plaintiff, after adopting the name “Old Raven” as a trade-mark for whisky and selling the 
said brand throughout the United States, held to have abandoned the mark at the advent of pro- 
hibition, as it made no attempt to resume its use. 236 


A slight use of a mark over a long period prohibits the inference of abandonment. 268 


There being no evidence in the case at issue that plaintiff had any intention to abandon its 


mark “White Knight,” and defendants having, moreover, failed to prove such claim, the defense 
was without merit. 350 


4. INFRINGEMENT. 


§ 1. Elements. 


Where a comparison of the respective labels revealed a studied attempt by defendant to re- 
produce plaintiff’s label without copying its language, plaintiff was entitled to relief. 98 


The basic test of trade-mark infringement is whether the goods of the alleged infringer would 


be supposed by the kind of people who purchase them to emanate from the same source as the 
goods of complainant. 128 


An important consideration in cases of alleged infringement is whether the mark is a “strong” 
(arbitrary) mark or a “weak” (common) mark, as purchasers are more likely to associate goods 


sold under a strong mark with the same manufacturer than they are more closely related goods 
sold under a weak mark. 128 


After plaintiff and its business predecessors had, since the year 1915, manufactured and sold 
throughout the United States beds, springs, mattresses and box springs bearing the trade-mark 
“White Knight,” which mark it registered in the Patent Office on November 17, 1942, the adop- 
tion by defendants in March, 1938 of a label bearing the mark “White Knight” for use on com- 
peting goods held infringement, as plaintiff’s mark is valid as used on such goods in Pennsylvania, 
adjoining states and generally throughout the United States. 350 


§ 2. Conflicting Marks. 


The following marks are held to conflict: 
(See also post, p. 17) 
“Cleo-Cola” and “Cola-Cola” 
“Life-Cap” and “Vitacap” 


The following mark is held not to conflict : 
(See also post, p. 18) 


“Coca-Cola” and “Royal Crown Cola” 


A shield of symmetrical design, having two rounded notches on each side and a lion’s head 
above it, and a diagonal band bearing the word “Lemp,” held not to be confusingly similar to a 
beveled asymmetrical shield, with a rounded notch in the upper right hand portion, with diagonal 
band and dissimilar outline, balance, tops, sides, bottoms and ornamentations. 126 
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§ 3. Goods of Same Descriptive Properties. 
(See also post, p. 18) 


The following goods are held to have the same descriptive properties : 
Bottled wine and fruit and vegetable juices 
Fruit and vegetable juices and orange and grape fruit juice 
Retreading equipment and retreaded tires 


The following are held to be goods of different descriptive properties : 
(See also post, p. 19) 
Malted milk for human consumption and malt flour and dried skim milk sold as dog 
food 
Tea and coffee, and fruit and vegetable juices 


5. Suits For INFRINGEMENT. 


§ 1. Jurisdiction. 


On the question of infringement of registered marks the applicable law is federal statutory 
law, and where this is silent or ambiguous, federal case law applies. 128 


§ 2. Pleading and Practice. 


The parties were given sixty days in which to compose their differences as to territory before 
the case was referred to a master. 38 


Where there is no substantial difference between the issues involved in the respective cases 
and it was stipulated that the records for the appeals might be combined and printed as one joint 
record, but separate decisions were rendered below and separate appeals taken, and it is necessary 
to render separate decisions, they may be included in a single opinion. 173 


Where the purpose of defendant’s offering foreign registrations obtained by it was not to 
establish the privilege of using the name “Zande” in the United States but to prove that the 
defendants might lawfully use it within the foreign country which granted the registration, held 
that such evidence is relevant to the question of whether the defendant should be enjoined from 
selling in such countries or from shipping merchandise (from the United States) for sale there, 
and is also relevant to the question of whether the defendant’s accounting must include profits 
and damages from such sources. 190 


Where the war prevents the trade-mark owner from suing and contract with the sole dis- 
tributor promises that the owner will protect the trade-mark and pay the expenses of the action, 
the court may substitute what it thinks the parties would have said, to provide for an unforeseen 
contingency and will recognize the authority of the sole distributor to sue in the owner’s (French 
Company’s) name. 197 


Where the complaint did not allege infringement in commerce among the several states, an 
amendment to the complaint could not be allowed nunc pro tunc since evidence failed to show 
such infringement. 284 


On defendant’s motion to modify a decree affirmed on appeal, the court did not rule whether 
there was infringement by use of labels discontinued prior to the trial. 318 


§ 3. Evidence. 


Held that there is confusing similarity between the words “Zande” and “Tangee.” Proof 
of actual confusion or deception of purchasers is unnecessary where the similarity of names is 
such as to make confusion likely. 190 


Held that the express acknowledgment of plaintiff’s registrations, in the defendant’s reply 
in the opposition proceedings and the adverse decision of the patent office, are sufficient proof 
that defendant was duly notified of infringement not later than June 9, 1937; and that although 
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the registered marks (of the plaintiff’s predecessors) were not assigned to the plaintiff until 
October 20, 1937, the contract of October 4, 1937 in effect conveyed to the plaintiff all its assets, 
including causes of action for trade-mark infringement, and hence the accounting should start 
from June 9, 1937. 190 


In an action for infringement of a mark registered under the Act of 1920, plaintiff can not 
succeed where evidence fails to show infringement in interstate commerce; and a retail store 
does not engage in such commerce merely because its advertising is read in other states. 284 


§ 4. Defenses. 


a. Fraud and Misrepresentation. 


When plaintiff permitted its distributor, United Cheese Company, to use its trade-mark “May- 
Bud” on cheese manufactured by others, the identity of whom it had no knowledge, it was party 
to a fraud on the public, and is in no position to invoke a court of equity to protect such trade- 
mark. 368 

b. Laches. 


Where plaintiff, with full knowledge dating from the year 1936, that defendant was selling 
its “Old Raven” Whisky in the State of Pennsylvania, took no action in the matter till February, 
1940, held guilty of laches. 236 


Where the plaintiff’s predecessor wrote a letter to the defendant objecting to the use of 
the name “Zande,” (adopted early in 1935) and filed notice of opposition to the application 
for registration of the word as a trade-mark in 1937 but neither the plaintiff nor its prede- 
cessor brought action for injunction or for damages until 1941, held no laches occurred: the 
plaintiff cannot be charged with delay during the pendency of its predecessor’s opposition pro- 
ceeding in the patent office and the plaintiff or its predecessor was active in its opposition to the 
defendant’s use of the name “Zande” both in the United States and in foreign countries. 190 


§ 5. Relief. 


a. Injunction. 


While it is true that in order to recover damages or profits, whether for infringement of a 
trade-mark or for unfair competition, it is necessary to show that buyers, who wished to buy 
the plaintiff’s goods have been actually misled into buying the defendant’s; when the question 
is of an injunction, there is as little warrant for demanding evidence of actual confusion in cases 
of unfair competition as in those of trade-mark infringement. As soon as it appears that the 
defendant has imitated a make-up, the court will ask no further proof that his purpose to trade 
upon the plaintiff’s reputation is likely to be successful. 196 


Where it appeared that defendant by the continued use of certain labels on its “Cleo-Cola” 
product was promoting the passing off of its beverage as and for plaintiff’s product, the decree 
enjoined all use by defendant of the name “Cleo-Cola” in connection with the manufacture, offer- 
ing for sale of any soft drink or a syrup for the preparation thereof or any other merchandise 
of the same or substantially the same descriptive properties as that now designated as “Cleo- 
Cola.” 318 

b. Damages. 


In the case at issue, plaintiff, being denied injunctive relief, held not entitled to damages, 
but was ordered to pay the costs of the action. 237 


Inasmuch as plaintiff did not prove actual loss, no punitive damages could properly be al- 
lowed, either under the federal trade-mark laws, or otherwise. 356 
c. Accounting of Profits. 


In an action to enjoin use by defendants of the names “Marbert Cola,” “Lola Cola” and 
“Apola Cola” on soft beverages, where exceptions were taken to the Master’s report on ac- 
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counting, plaintiff held entitled to recover profits from sales made during the profitable years 
without deducting therefrom losses incurred in the other years. 356 













Under the Maryland statute, the general rule is that the costs of litigation, other than 
actual court costs, are not recoverable in an action for damages. Sect. 57, Art. 27 of the 
Maryland Code, cited by the Master as allowifig counsel fees, held not to apply to the instant 
case, and such fees, in the discretion of the court, were not allowed. 356 







§ 7. Declaratory Judgment Act. 







Where plaintiff had obtained judgment in a case of trade-mark infringement, in a subse- 
quent motion by defendant for a declaratory decree, the court was bound by its decree in the 
same case which had been affirmed on appeal. 317 









Il. REGISTRATION OF TRADE-MARKS. 
1. Errect oF REGISTRATION. 


§ 1. Under Act of 1920. 


Registration under the Act of 1920 is without effect as a source of title, or even as prima 
facie evidence of title. 10 












Where plaintiff was proven not to have had the exclusive use of the name “Wilshire” as a 
trade-mark for the year immediately preceding its application for registration under the Act 
of 1920, it could not exclude defendant from using the said mark in territory preempted by it. 38 













The mark “Active-Service” held registrable under the Act of March 19, 1920, for shoes, 
since while the notation “Active-Service” applied to shoes is descriptive, nevertheless the use 
of the notation is not commonplace and the mark would be viewed as possessing originality to 
such an extent that it is capable of acquiring secondary significance indicating origin and owner- 
ship, and therefore may properly be registered under the Act of March 19, 1920. 117 











That the name “Raisin-Bran” was registered as a trade-mark under the Act of 1920 did 
not affect the question of its validity as a trade-mark. 274 








2. THe APPLICATION. 


§ 1. Disclaimer. 







So far as a trade-mark feature has trade-mark significance, the fact that it is disclaimed is of 
no importance, as the disclaimer does not prevent the likelihood of confusion. 252 


§ 2. Date of Use. 


Although plaintiff in its application for registration gave the date of first use of its mark 
as 1914 instead of 1915, its common law rights thereto were not affected, nor were defendants 
injured by the misstatement. Injunctive relief held not precluded thereby. 350 



















§ 3. Abandonment of Conflictive Registration. 


Held that the record, clearly establishes that prior to the filing by Adam Hat Stores, Inc., 
of its application here involved said registration No. 174,498 became abandoned, so that said 
registration is not a bar to granting applicant the registration for which it has applied. 340 










§ 4. Amendment of Application. 


In the absence of a particular description of goods, the case was remanded to the Examiner 
after amendment specifying the particular description of goods, as required by Sect. 1 of the 
Act. 64 
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8. REGISTRABLE MARKS. 


§ 1. Descriptive and Generic Terms. 


The following marks are held descriptive of the goods and hence unreygistrable : 
“Air Cargo” for publication devoted to aviation 
“Antiseption” for soaps and cleansing preparations 
“Brooderette” for chicken brooders 
“Dome Pin” for curtain stretchers 
“Hi-Pep” for coffee-like beverage 
“Mass-Flo” for traveling conveyors 
Be th ee eee eT UR eee eee Te eee 209 
“Naval Uniform Service” for men’s outer garments 
“Peanut” for insecticides for plants 
Picture of processed lens for lenses 
“Sanitaire” for vacuum cleaners 
“Shoe Strings” for sweaters 
“Suede-Tone” for woolen piece goods 
“Super Shorts” for drawers and running pants 
“Warm-Ever” for water heaters 


The following marks are held not to be descriptive: 
“Age-proof” for drawing paper 
“Fiberset” for piece goods 
“Modern Woman” for magazine title 
“Nancy Ann” for dressed dolls 
“Safe Way” for toilet seat covers 


§ 2. Proper Names. 


The following word is held to be commonly used as a surname; and hence unregistrable: 
“Waldgreen” for wearing apparel................ Pi ich Wen Rilo Rew rea tar ers 60 


A mark consisting of a checkerboard arrangement of the name “Armstrong’s” successively 
written in crossing lines, with the letter A in a circle at each intersection, in the absence of an 
appropriate disclaimer of the word “Armstrong’s,” held not to be distinctively presented. 156 


The notation “Gloria Jean Juniors” held unregistrable as a trade-mark for women’s, misses’ 
and children’s wearing apparel, as the words “Gloria Jean” are the name of an individual, not 
distinctively displayed, and the disclaimer of the word “Juniors” is immaterial. 294 


A mark consisting of the name “Sawyer” shown in block letters held unregistrable as being 
merely the name of the individual not presented in a distinctive manner. 338 
§ 3. Corporate Names. 
“Esquire” held unregistrable, as being the complete corporate name of opposer, Esquire, 
Inc. 28 
§ 4. Functional Feature of Goods. 


A trade-mark consisting of a “series of thick parallel curved lines of gradually increasing 
length, bisected by a heavy radial line,” held unregistrable for fish lures, as it is an essential 
part of the goods and serves a useful purpose. 6 


§ 5. Geographical Terms. 


The following word is held to be primarily geographical and hence unregistrable : “American” 
for bearings. 30 
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§ 10. Conflicting Marks. 
(See also ante p. 12) 


The following marks are held to conflict: 
“Ace” and “A.C.E.” 


“Alutropinand” and “Alulation” 
“Aqua-Sec” and “Fabrisec” 
“Arctic-jama” and ‘“Polar-Jamas” 
“Bear Club” and “Golden Bear” 
“Bewon” and “By,” 

“Brewery Age” and “Liquor Age” 
“California argentina” and “California” 
“Calognac” and “Cognac” 
“Carnee” and “Camay” 

“Celdura” and “Cordura” 
“Clarifoil” and “Clar-apel” 
“Clear Twist” and “Clear Weave” 


“Crown” and crown symbol, and “Crownfast,” “Crownperin” and “Crownshrunk’.... 
“Daricraft” and “Darigold’”’ 

“Davitin” and “Dayamin” 

“Dayaamin” and “Dent-A-Min” 

“Denthol” and “Dentol” 

“Digiseals” and “Kapseals Digifortis” 
“Diviron” and “Glyco-Viron” and “All-Vi-Ron” 
“Fabrisec” and “Fabritex” 

“Fitwell” and “Fitwell Dresses” 

“Fleetwings” and arrow and “Pierce” plus arrow 
“Fuzzy Cubby” and “Fuzzy Wuzzy” 
“Grassmaster”’ and “Turfmaster” 
“House-Hold-Pak” and “Par-T-Pak” 
“Huntsman” and “Sportsman” 

“Jay-Tee” and “Jaysee” 

“Juice-Master” and “Mixmaster” 

“Karomist,” “Scotch Mist,” “Highland Mist” and “Mist” 
“Kid Togs” and “Young-Togs” 

“Lay-Tite” and “Latite” 

“Lifeguard” and “Lifebuoy” 

“Liquid Thread” and same words plus design 
“Lorodo” and “Yodora” 

“Lucky Heart” and “Lucky Sweethearts” 
“Mammy’s” and “Ma’s” 

“Master-tone” and “Tone Master” with device 
“Micara” and “Mucargol” 

“M. Louis” and female figure, and “Antoine” plus female figure 
“Motor Vitamin” and “The Oil Vitamin” 
“Natural Preserver” and “Arch Preserver” 
“Onco” and “O N C” 

“Pancal” and “Depancol” 

“Peach Blow” and “Peach Tone” 

“Phenoplex” and “Pentaplex” 

“Photo-Genic” and “Photo-Finish” 
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“Protexray” and “Protecto-Ray” 

“Rol-Lock” and “Garlock” 

“Ro-Tray” and “Rotary” 

“Royal Crest” and “Royal Brand Cutlery Company” 
“Rynoleum” and “Pinoleum” 

“Sani-Glas” and “Sanitop” 

“Season Skipper’ and “Desmond’s Seasonaire” 
“Silv-All” and “Silvo” 

“Snugaroos” and “Slickeroo” 

“Solvo” and “Solvite”’ 


“Sun King’ and “Sun-Maid” 
“Thromboquin” and “Thrombol’’ 
“Toilet-San” and “Sani-Flush” 


“Two Timer” and “Young Timers” 

“V” and “V” with word “Volunteer” 

“Vetab,” “Vitab” and “Vitabees”’ 
“Vibro-Centric” and “Speedi-Centric’”’ 

“Vitaday” and “One a Day” 

“Vitapep” and “Vimpep” and “Vitavest” 

“Vrai’ and “Dr. Ray” 

“White Heath” and “White Heather” 

“Zero Locker” and “Dry Zero” and “Zero Body” 


A mark consisting of a complete triangle, with a small omission in the middle of the top 
line held confusingly similar to certain marks having as their essential features a triangular de- 


vice with truncated corners, the triangle being shown with the base up and the apex down. 289 


The following marks are held not to conflict. 
(See also ante p. 12) 


“Argus” and design and design alone 

“Behicle” and “Bexel” 

“Cytamin” and “Dent-A-Min” 

“Graph-O-Lith” and “Kodalith” 

“Looplock” and “Seam Loc” 

“Meds” and “Med-I-Pax” 

“Royal Alleghany” and “Royal Brand Cutlery Company” 

“Temp-O-Rise” and “Rate of Rise” ....... PiaviabicupergbeklesSetateeesanesees 
“Tristand” and “Vistand” 

“Vitamiles” and “Vitabuild” 


§ 11. Goods of Same Descriptive Properties. 
(See also ante p. 13) 


The following goods are held to have the same descriptive properties : 

Adhesive tape and cold cream remover in the form of paper napkins 

Benzol, toluol and solvent naphtha and gasoline 

Concentrated medicinal materials used as food supplements and medicinal preparations 
for internal use, for treatment of diseases due to deficiency in diet 

Dentures and tooth powder and tooth paste 

Devices for oral hygiene and perfumed soap, shaving soap, mouth washes, tooth 
DRONES ORG. < can UL Awa awale eidio awn wschaawc aes neeet ace eUben ds siienens 331 

Filters from metal powders and glassware (including filters) 

ey CE I I a oon se 8686 HRs ca wei ETHIE coe 216 
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Liquid and powdered extracts of rice bran, rice polishings, wheat germ and milk germ con- 
taining vitamin B Complex, dry powders comprising an absorbate of the liquid extracts of 
Fuller’s earth or similar clays, and bread, brown rice, soy bean flour and rice polishings, and a 
medicine for invigorating, stimulating, maintaining and restoring the vitality of the genital sys- 
tem and for the treatment of sexual weakness, nervousness, loss of virility and to build blood, 
strengthen the bones and restore lost energy. 257 


Plain, colored or printed fabrics, impregnated with a rubber-like compound, and 
men’s suits, coats, vests, pants and overcoats 

Radio receiving sets, stoves, refrigerators and furniture 

Tampons and medicated vaginal tampon suppositories 


The following goods are held to have different descriptive properties : 


Agricultural fungicides and fungicidal powders for the feet ...................... 215 

Automobile anti-freeze compound and pure glycerin and rubbing alcohol 

Certain grocery products and a chemical composition used as a spray 

Coin-controlled amusement apparatus and radio telegrams 

Household cleanser and a pharmaceutical preparation 

Lipsticks and candy 

Lipsticks and cleansing cream, and liniment, tonic and insecticide 

Oxidized petroleum hydrocarbon masses in paste to liquid form and an oxidized grain 
material used as an abrasive 

Rayon piece goods and hosiery 

Various radio products, talking picture equipment, phonographs, records and other 
electrical goods, and knitted rayon materials 

Vitamin B preparation and a preparation for replacing body fluids 


10. No TrapvE-Mark USE. 


A design adopted by a trade association as its official badge held unregistrable as a 
trade-mark for “advertising leaflets issued from time to time” 

“Chartalog,” for advertising print, held not to be a trade-mark 

“Oil and Motor Cleaner” for oil filters held merely name of the goods 


“Vapor-Phase” held to have no trade-mark significance as applied to a cooking unit 
for internal combustion engines 


11. INTERFERENCE. 


§ 1. Evidence. 


Where appellee’s first use of the mark “Imperial” was in advertising, priority was awarded 
appellant, who had already registered the mark. 156 


Agreement of the parties to dissolve was not of controlling importance, since the office is 
bound by the statute. 218 


Appellant, who sought benefit of an assignment of the mark taken subsequent to filing appli- 
cation, held to have taken nothing by the assignment, as mark had not been used for ten years. 346 


13. OPpposiITION. 


§ 1. The Opponent. 


Although appellant, by a license agreement with appellee, was given the right to use the 
latter’s trade-marks on its cotton, spun rayon and spun acetate fabrics, it was not granted 


the exclusive right to their use by such license, and was therefore not entitled to register 
them. 3 
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In the case at issue, opposer held not entitled to claim ownership for all forms or styles of 
representations of crowns as a trade-mark and thus to exclude others from their use or regis- 
tration. 56 








Where opposition is instituted under Section 6 of the Trade-Mark Act of 1905 on the ground 
that opposer would suffer damage by reason of the confusion which it is alleged would result 
from the registration and use of “Calognac” because of its resemblance to the name “Cognac,” 
held the opposer is entitled to file notice of opposition. 201 













§ 2. Pleading and Practice. 


The registered trade-mark “True Confessions” must be considered as valid, irrespective of 
whether the word “Confessions” is descriptive of magazines of the class in question, and the 
court has no authority to pass upon the question of its validity in an opposition proceeding. 42 








In the case at issue, appellee may not rely upon the use of the notation “Seasonaire” standing 
alone to establish prior use of the mark “Desmond’s Seasonaire.”’ 46 







Prior trade-mark registrations may not be considered for the purpose of giving a limited 
application to an opposer’s mark. 51 


















An opposition involving right to register the word “Mammy’s” as a trade-mark for malt- 
less beverages and syrups therefor, held to have become ex parte on failure of opposer to appeal 
from the Commissioner’s decision. 109 


The fact that opposer to the registration of the word “Mammy’s” by applicant failed to 
mention in its notice of opposition its then pending application for the registration of the word 
“Ma’s” for similar goods held to disentitle it to rely on such application on appeal, and the com- 
missioner’s decision dismissing the opposition was affirmed. 109 


Appellant’s contention that the registration granted appellee was invalid, because of abandon- 
ment, was not considered, as the validity of a registered mark may not be challenged in an 
opposition proceeding. 110 


eee ee re ee 


Where applicant in the case at issue appealed to the court for certiorari to corrcet diminu- 
tion of the record and to have its registration of the mark “Ma’s” included therein, held that, 
inasmuch as the case had become ex parte, appellee was no longer party to the appeal and not 
entitled to make such motion. 110 


Where specimens filed with the application showed that the term “Sampler” has been used 
merely as a part of the phrase “Christy Lipstick Sampler Set” held the word “Sampler” was 
not intended to indicate the origin of the goods. 176 


Pa) 


Held that, independent of the appellant’s right to oppose, it is within the authority of the 
Commissioner to consider ex parte appellee’s right to register, and since the opposition was ! 
dismissed the Commissioner’s conclusion may be regarded as an ex parte decision. By appeal- : 
ing, appellant preserves its status as opposer. 201 : 


Where several opposers are involved, and it is stipulated that all the evidence adduced by 
one of the parties may be used, so far as is pertinent, in all the cases, and since the grounds : 
of opposition relied upon by all the opposers are, in substance, the same, it is conducive to clear- 
ness to confine the principal discussion to a single case. 201 . 


Where there has been no ex parte rejection of the appellant’s application for rejection of its 
mark, the registrability of the mark in view of other prior registrations is not an issue in an 
appeal from a decision sustaining an opposition. The sole issue before the court is whether 
the concurrent use of the two marks involved in the opposition proceedings is likely to cause 
confusion or mistake in the mind of the public or to deceive purchasers. 209 
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Where applicant had of its own choice included in one application all the goods named 
therein, it was held that opposer had the right to assume that the opposition would be sustained 
or dismissed against the application as a whole and it would be an undue hardship and burden 
on an opposer to be obliged to make out a case with respect to each and every designation of 
goods named in the application opposed, in order successfully to prevent the issuance of a 
registration on that application as to one or more of the goods named therein and to avoid 
successive opposition proceedings against the one application. 220 


In an opposition involving the marks “Adam” and “John Adams” on men’s clothing, it 
was the duty of the Patent Office tribunals to determine the registrability of the respective 
marks, failing which the case was remanded. 265 


It is well settled that, “if an applicant appropriates the essential feature of another’s regis- 
tered trade-mark, regardless of whether it is a triangle or any other figure or symbol in common 
use, it must not be the essential feature of his mark, and he must use it in such a way as to 
avoid the likelihood of confusion.” 290 


It is well settled that the validity of a registered trade-mark cannot be challenged in an 
opposition proceeding. 332 


§ 3. Evidence. 


In the case at issue, held that the optional use of the name “Dr. West” in connection with 
appellant’s mark did not affect the question of confusing similarity, as such use would be 
subject to change. 255 


An assignment of a trade-mark registration conveying title to a business formerly carried on 
by the assignor, but lacking evidence of use at the time of the purported assignment held 
invalid. 264 


Where, in an opposition proceeding involving the right to register a mark for photographic 
and optical devices, the issue was one of probable confusion between the respective marks, held 
that “a showing of actual confusion, if made, is an important consideration, but in order to 
raise the issue it is not necessary that such actual confusion be shown, since it will be presumed 
if the similarity of marks and identity or similarity of the goods raises a reasonable inference 
as to likelihood of confusion.” 289 


a. Res Adjudicata. 


Decisions in three earlier oppositions between the same parties, but involving the right to 
register certain composite trade-marks having as their salient features the the crown symbol held 
not to be res adjudicata in an opposition involving representations of a jeweled crown distinctly 
different in appearance from the said symbol. 55 


§ 4. Review of Decision. 


A petition to dismiss the opposition after amending application to delete certain goods there- 
from was denied. 123 


Reply brief, not having been filed in time to be available at the hearing of the appeal, the 
granting of motion to strike appellee’s reply brief held proper. 124 


Where the ex parte refusal to register had become final the appeal taken by opposer was 
dismissed. 214 
17. CANCELLATION. 


§ 1. Who May Apply. 


Where appellee, Gloria Jean Schoonover, known professionally as “Gloria Jean,” conveyed 
to her employer, Universal Pictures Company, the right to use her name, and to authorize 
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others to use it in advertising and otherwise, during the term of the contract, on the expiration 
of which the said company could use her name only in connection with the services performed 
by appellee, the latter held to have the legal right to make contracts with others on the termina- 
tion of said contract, and she would therefore be damaged by applicant’s registration of the 
name “Gloria Jean” as a trade-mark. 293 


§ 3. Pleading and Practice. 


Held that, as a matter of administrative convenience, it is preferable to maintain the estab- 
lished line of distinction between opposition proceedings and cancellation proceedings, notwith- 
standing that Patent Office practice in this regard is inconsistent with rule 13 of the new rules 
of civil procedure, since the Patent Office has expressly refused to adopt these rules in trade- 
mark opposition and cancellation proceedings. 64 


After noting that, had counsel requested the Examiner of Interferences to set a time for 
further cross-examination, the request would have been granted and the petitions to strike would 
have been unnecessary, granted the petitions, in the absence of opposition, to the extent that 
the Examiner of Interferences is directed to set times for the further cross-examination of the 
witnesses whose testimony in the opposition proceeding has been filed, and for the taking of 
such additional testimony by either party as he may deem necessary or appropriate. 151 


While it is true that marks must be considered as a whole, nevertheless, in order to arrive 
at an intelligible understanding of them, in certain cases, it is necessary to look to the meaning 
or significance of parts of them in order to determine the dominant part. 335 


20. REGISTRATION BY BILL IN EgQulIty. 


In an ex parte suit under R. S. 4915 to obtain registration of a trade-mark after dismissal 
of opposition and refusal to register, the testimony in opposition is before the court, as well as 
record on appeal in a suit for infringement by plaintiff against opposer. 6 


3. UNFAIR COMPETITION. 
1. NATURE AND BAsIsS OF WRONG. 
§ 1. Definition. 


To prove unfair competition there need not be actual confusion, but only evidence that sim- 
ilarity of names and methods of operation thereunder prove the likelihood of deception. 17 


What constitutes unfair competition in a given case is governed by its own particular facts 
and circumstances, each case being a law unto itself, subject only to the general principle that 


all dealings must be done on the basis of common honesty and fairness, without taint of fraud 
or deception. 17 


The purpose of the doctrine of unfair competition was to prevent dealings based on deceit 


and dishonesty. This necessarily precludes the trading by one dealer upon the good name 
and reputation built up by another. 17 


The essence of unfair competition is the fraudently seeking to sell one’s goods for those of 
another, and the true test is whether defendant’s acts are reasonably calculated to deceive the 
average buyer under the ordinary conditions prevailing in the particular trade. Moreover, actual 
fraud or evil intent is not necessarily essential to injunctive relief where the probable tendency 
of the defendant’s conduct is to deceive the public. 136 


Cases arising out of unfair competition are analogous to those that arise out of trade-marks 
and are subject to the same rules. 314 


Where a competitor in packing, labeling, dressing, use of colors and arrangement of type 
so closely simulates the goods of another, although using a different name, as to enable persons 
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handling such goods to palm them off on customers as the goods of such rival, it is unfair 
competition and will be restrained. 321 


It is not necessary that defendant’s carton be an exact replica of those used by plaintiff 
before its use may be enjoined. There need be only such resemblance between them as might 
deceive the ordinary purchaser. 322 










§ 2. Is Competition Necessary? 


Where plaintiff failed to show that, in order to hold its present business, it must preserve 
its identity in the dog food market, it could not restrain defendant from using their common 
family name in his business of selling dog food. 222 










§ 3. Intent. 


While ordinarily there must be proof of fraudulent intent to prove unfair competition, the 
similarity may be so great that the intent may be inferred from mere inspection. 41 










2. UNFAIRNESS IN COMPETITION. 





§ 1. Imitating Appearance of Goods. 


On rehearing in a suit for unfair competition involving the copying of plaintiff’s coin rack 
by defendants, in which plaintiff was awarded injunction and an accounting, where defendants 
Feinberg-Henry and Columbia introduced no additional evidence in defense of their unfair 
acts, the former decision was adhered to. 89 














In an action to restrain defendant from the use of certain features of goods and label similar 
to those used by plaintiff, held that, though the aroma, taste and color of the competing beverages 
are similar, as complainant enjoys no monopoly by way of patent, all are free to make it a 
cola beverage including the coloring matter, barring the use of extraneous deceptive elements. 
Defendant by so doing has caused no unnecessary confusion in the trade or among the consuming 
public. 136 












The general right of defendants to use any shape or color of carton, style or color of print 
that they choose does not give them the right to adopt such a combination thereof as will mislead 
the public to plaintiff’s detriment and their own advantage. 321 











a. Imitating Color. 


Where defendant-appellant originally showed the name “Cleo Cola” on a label bearing 
the colors brown, light green, pink or flesh color and white, but gradually changed its appear- 
ance by stimulating plaintiff’s color scheme, and showed the name in red lettering on a 
white background, similar to plaintiff’s label, appellant held guilty of unfair competition. 34 













The fact that applicant has adopted for its capsules the same color as that employed by 
opposer is not a matter which can be redressed by this tribunal. If true, a remedy may be found 
elsewhere. It is, however, a circumstance which lends support to the conclusion that applicant 
sought to profit from the goodwill built up by another. 179 













Where after plaintiff began to supply stores in Salt Lake City with bottled milk in “Pure- 
Pak” cartons, bearing a definite color scheme, type and style of lettering, defendant, supplying 
bottle milk to the same stores, changed its container to the “Pure Pak” type and adopted 
a color scheme and dress similar to those used by plaintiff, confusion between the respective 
products held probable and defendant was enjoined from the use of said labels. 321 










§ 2. Imitating Functional Features. 


The sale by defendants of a tire-removing tool designed and patented by plaintiff, which 
had created a valuable market therefor, held unfair competition, especially as defendants copied 
not only the device but the instruction tag attached thereto. 41 





24 THIRTY-FOUR TRADE-MARK REPORTER 


While defendants had the right to copy plaintiff’s plastic coin rack, the patents thereon 


being invalid, they were charged with the duty of clearly identifying their product from that 
of plaintiffs. 89 


§ 3. Imitating Containers of Goods. 


Where complainant marketed its beverage in a six ounce bottle of distinctive design and 
characteristic label and defendant used a twelve ounce bottle of different shape and markings, 
there was no unfair competition. 137 


Whether defendants used adequate means to distinguish their products from plaintiff’s and 
whether similarities between the respective containers are likely to cause confusion held questions 
of fact for the trial court. 274 


§ 4. Imitating Labels. 


Where plaintiff used the device of three cows on its label, and defendant the cut of a dog, 
together with other distinguishing features, there was no unfair competition. 222 


§ 6. Names. 


a. Personal Names. 


Where appellee, which put out beer bearing the name “Lemp” and a shield device, for 
its shield marks to appellant, which agreed not to use “Lemp,” appellee was not enjoined 
from using dissimilar shield mark with the name “Lemp,” although it alleged that said name 
had become associated with the shield by the public. 176 


Where the court found no infringement of registration of the words “Benioff’s Furs” made 
under the Act of 1920, it dismissed the unfair competition count charging unfair use of name 


“Benioff” by defendants for lack of jurisdiction, since latter does not stem from same circum- 
stances. 284 


b. Corporate Names. 


The use by defendant, a jobber and dealer in various ferrous and non-ferrous metal goods 
and machinery, of the name “Reliance Trading Corporation” did not constitute unfair com- 
petition with the plaintiff, Reliance Steel Corporation, a processor and distributor of various 
rolled steel products, inasmuch as the respective goods were different and purchased by a 


discriminating class of buyers. Moreover, only two instances of confusion in the names were 
put in evidence. 314 


Where plaintiff’s predecessor in 1908 started a loan business under the name “Local Loan 
Company,” which business plaintiff gradually expanded to include cities in Wisconsin, includ- 
ing Sheboygan, and widely advertised by newspapers and radio, the adoption by defendant in 
1940 of the name “Local Finance Corporation” for a similar business in competing territory held 
unfair competition, inasmuch as plaintiff had given the descriptive word “Local” a secondary 
meaning as indicating its business exclusively. 363 


c. Trade Names. 


Plaintiffs who operated a business in second-hand automobiles under the name “Smiling 
Irishman,” shown in their advertising in connection with a shamrock, a pipe and the color 
green, sought to restrain defendants from the use in a similar business of the words “Laugh- 
ing Irishman,” or similar words, or the shamrock device. Held that the words “Smiling” 
or “Laughing” have nothing definitive of plaintiff’s business and the prayer for a preliminary 
injunction was denied. Defendants, however, were enjoined from using pending trial colorable 
imitations of plaintiffs’ signs, cards, letter-heads and stationery, and statements calculated to 
mislead unwary prospective customers. 11 


The adoption by appellants in 1942 of the corporate name, Baltimore Bedding Corporation, 
for their business of manufacturing bedding located in Baltimore, nearly forty years after 
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appellees had established a similar business in that city under the name Baltimore Spring 
Bed Company, held unfair competition, especially as the latter name had acquired a secondary 
meaning in the trade as indicating appellees, and appellants’ conduct in advertising that it has 
39 years’ experience in business was inaccurate and misleading. 17 


Plaintiff, manufacturer of the shoe known as “Walk-Over,”’ began in 1921 to supply de- 
fendant with said shoes, to be sold by him in Elizabeth, N. J., in a store designated as the 
“Walk-Over Shoe Store.” After plaintiff in 1939 refused to supply defendant with “Walk- 
Over” shoes, defendant continued to sell shoes of other makes using the same business name. 
Defendant held guilty of unfair competition, and was enjoined from the further use of the 
said title. 92 


Where petitioner had for many years operated a restaurant and night club in Manhattan 
under the name “Gay Nineties,” and had identified said name with its establishment by adver- 
tising same in newspapers, telephone directories, on menus and otherwise, the adoption 
and use by respondent ten years later of the words “Gay Nineties’ as the name of a similar 
restaurant and night club located in Brooklyn, held unfair competition, and an injunction was 
granted. 95 


Where after plaintiff had adopted the name Overseas News Agency in its business of gath- 
ering and disseminating news, defendants, organized three years later, did not by adopting 
the name Overseas Press, compete unfairly with plaintiffs, inasmuch as such adoption was not 
made plainly with intent to deceive the public and, moreover, prospective customers would be 
influenced by the merits of the articles offered by the parties rather than by the name of 
the agency. 329 

d. Literary and Dramatic Titles. 


Defendant, American Tobacco Company, in its radio program, “Your Hit Parade,” featured 
ten songs, allegedly the most popular of the week, as ascertained from a weekly survey, such 
songs being graded on the radio program according to their popularity. Plaintiff, a publisher 
of sheet music, including songs, complained that said defendant omitted from its list of popular 
songs two published by plaintiff, namely “It Had to be You” and “Time Waits for No One,” 
alleged by plaintiff to be among the first five of the most popular songs in the country, resulting 


in loss of prestige and sales by plaintiff. Complaint dismissed in accordance with the doctrine of 
Erie R. R. v. Tompkins. 310 


e. Use of Trade-Mark in Name. 


The use by defendant Columbia on post cards sent the trade of plaintiff's trade-mark “Jiffy,” 
held further proof of defendant's intention to compete unfairly. 89 


By using the plaintiff's trade-mark “Sun-Kist” in defendants’ trade-name, the defendants 
have competed unfairly with plaintiffs and have been guilty of unfair trade practice. 170 


In countries where the defendant has established its rights by the local law to use the name 
“Zande,” held use of the word “Zande,” either as a trade-mark or as part of the corporate name 
cannot constitute unfair competition with the plaintiff. As to whether equity should interfere 
with the defendants’ activities in the United States which are exclusively concerned with such 
foreign markets, held under section 19 of Trade-Mark Act there are no principles of equity 
on which a court can enjoin the initiation of acts in the United States which constitute no wrong 
to the plaintiff in the country where they are to be consummated. However, in countries where 
the defendants have not established their right under the local law to the trade-mark “Zande,” 
held that activities in the United States which will be consummated in those countries constitute 
an infringement of the Trade-Mark Act. Previous cases distinguished. 190 


§ 7. Descriptive Terms. 


Where a descriptive term of geographical expression becomes associated with a business or 


brand of goods so that it acquires a secondary meaning, it may become the subject of appropria- 
tion. 95 
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As there can be no monopoly in the use of common adjectives, defendant’s use of certain 
laudatory terms, such as “delicious” and “refreshing” in its radio broadcasts was not unfair 
competition. 137 


§ 8. Substitution. 


Where defendants endeavored to substitute their product for plaintiff’s by simulating its 
appearance and the intent clearly appeared, a restraining order was issued. 5 


§ 9. Advertising. 


More than one tort may be involved in the illegal practices constituting unfair competition. 
Therefore, the use by defendant Feinberg-Henry in selling its product of plaintiff’s copyrighted 


advertising held to be merely one illegal act in the illegal scheme to appropriate the latter’s 
good will and profits. 89 


§ 10. Federal Statutes. 
a. Miller-Tydings Act. 


A distributor of a trade-marked article may not lawfully limit by agreement, express or 
implied, the price at which or the persons to whom its purchasers may resell, except as a seller 
moves along the route which is marked by the Miller-Tydings Act. 158 


b. Sherman Act. 


Retail license provisions binding dealers to sell at locally prevailing prices and only to 
the public constitute illegal restraints. Price fixing, reasonable or unreasonable, is “unlawful 
per se.” 158 


A finding that the Sherman Act has been violated justifies an order directing cancellation 
of the wholesale arrangement and cessation by Soft-Lite of systematic price suggestions. 
Whether the conspiracy and combination (to restrain trade) was achieved by agreement or by 


acquiescence of the wholesalers coupled with assistance in effectuating its purpose is imma- 
terial. 158 


Where, prior to the niaking of price maintenance contracts, a distribution system exists which 
is illegal because of unallowable price-fixing contracts and where that illegality necessarily per- 
sists in part because a portion of the resales are not covered by the “Fair Trade” contracts, sub- 
sequent price maintenance contracts, otherwise valid, should be cancelled along with the invalid 
arrangements. Equity has the power to eradicate the evils of a condemned scheme by prohibi- 
tion of the use of admittedly valid parts of an invalid whole. 158 


§ 11. State Statutes. 


a. New York. 


In an action for unfair competition, Section 964 of the New York Penal Law as to the use 
of trade-names does not require that respondent’s criminal intent be established, and intentional 
violation of statute need not be proved beyond reasonable doubt in a civil suit. 95 


b. Wisconsin. 


The fact that the State of Wisconsin granted a corporate charter to defendant did not 
guarantee that defendant had the full right to use the name “Local” as against any previously 
existing right in another. 363 


§ 12. Other Instances. 


As the agreements between the parties gave defendants the right to use plaintiff’s trade- 
marks on goods manufactured by the former under said agreements, and provided that plain- 
tiff would not compete with defendants during the life of the agreements, the continued use of 
the marks by defendants after the agreements were terminated held unfair competition. 78 
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3. Suits ror UNFAIR COMPETITION. 


§ 1. Jurisdiction. 


While federal courts have sole jurisdiction in cases of patent infringement, state courts 
have jurisdiction where defendants competed unfairly in selling a device confusingly similar 
to plaintiff’s patented article. 41 


All that is required to make effective the injunctive powers of a court is to inform it that 
complainant’s trade is in danger of harm from the use of its name by the defendant in such a 


way as is calculated to deceive the public into the belief that defendant’s affairs are those 
of complainant. 92 


A court can not assume jurisdiction if it is wanting, even though case has been tried and 
retrial will be necessary in state court. 284 


§ 2. Parties and Liability. 


In the case at issue, where the record was indefinite as to the activities of the president of 
the corporate defendant in its affairs, and the corporation was a bona fide, going concern, held 
that plaintiff had failed to prove liability as against said president in his individual capacity. 78 


Where the “owner” of the trade-mark makes another its sole distributor, the latter has an 


interest to protect, quite separate from that of the owner and sufficient to support an action for 
unfair competition. 196 


§ 3. Pleading and Practice. 


Plaintiff’s notice to resettle interlocutory judgment to more specifically require defendant 
to account for all profits denied, as, the case having been reopened, it was unnecessary to re- 
consider the terms of a judgment that was being vacated. 81 


As the Court is equally divided upon the issue raised in the Government’s appeal in No. 62 
by its request for a reversal of the provision of the judgment which dismisses Bausch & Lomb 
and its officers from the proceeding, that provision stands affirmed. 158 


Defenses that are not germane to the issue before the court must be stricken. 278 


In an action to restrain defendant from describing its breakfast cereal as “Cheerioats” and 
possessing the nutritive qualities of oats, when it did not possess such qualities, and thus at- 
tempting to trade upon the established businesses of producers of oats and oatmeal, plaintiffs held 
not estopped by reason of their soliciting defendant to purchase plaintiff’s rolled oats, knowing 
that the former would use them in making “Cheerioats.” 278 


§ 4. Evidence. 


The evidence adduced by appellee’s investigators to the effect that they were served with 
“Cleo Cola” when calling for “Coca-Cola,” also that housewives, shown bottles of “Cleo 
Cola,” testified they thought it was made by defendant held relevant, and the duty of the trial 
court to appraise. 34 


§ 5. Defenses. 


Applicant stresses the fact that its goods are sold only upon physicians’ prescriptions or to 
doctors and hospitals, whereas those of opposer may be obtained over the drug counter. Held, 
that this is not a controlling factor because the trade practices may change. 179 


Modifying the doctrine of the “Syrup of Figs” case, wherein defendant successfully pleaded 
defense of “unclean hands,” courts now are more concerned with question of whether the public 
has become accustomed to associating a well-known product with definite taste, smell, appearance 
or effect, regardless of whether it contains the ingredients it is advertised to contain. Courts 
will also refuse to apply the doctrine of “unclean hands” where plaintiff’s product has acquired 
a secondary meaning. 278 





28 THIRTY-FOUR TRADE-MARK REPORTER 





The defense of “Unclean Hands” extends not only to the unfair methods of competition, but 
also to alleged infringement of trade-marks. 368 


a. Laches. 


Complainant’s acquiescence in the use of defendant of the title “Walk-Over Shoe Store” 
as a store sign from 1939 to date of hearing held not to constitute such laches as to bar it from 
injunctive relief. 92 


In the case at issue, where plaintiff protected the use by defendant of the name “Local” in 
its corporate title on October 4, 1940, and began suit for injunction in September, 1942, there 
was no laches. 368 


§ 6. Relief. 


a. Injunction. 


Where it appeared that no responsible officers of defendant had authorized the substitution 
of “Royal Crown Cola” when “Coca-Cola” was called for, and had no knowledge of such 
acts prior to trial, no injunction was issued, nor an accounting ordered with respect to the 
three hundred bottles of defendant’s product that had been thus passed off. 137 


That the theories supporting plaintiff’s case are unusual and have elements of novelty 
does not mean that the wrong, however indirect in its impact upon the business of an honest 
trader, cannot be rectified. 310 


b. Use of Distinguishing Notice. 


On appeal by plaintiff, manufacturer of malted milk under the name “Horlick’s,” the decree 
of the lower court was modified so as to require defendant to mark his dog food with his full 
name “Charles Horlick” and to substitute for the phrase “Manufactured by Horlick for Hor- 
licksville,” the words “Manufactured by Charles Horlick, Horlicksville, Racine, Wisconsin” 
in letters half the size of those used in Charles Horlick.” 222 
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f 6-452 | 15.966 | .-p-382- | -p.149- | ¢ 21-285 | © 11 979 | f 18-486 | Mip-red 
f 6495 | q 16-240 | f 9199 | f GSI8 | 23279 | 6 iors | ce 14400 | 
f 1-63 | 4 99-399 | f 9-873 | f 6-392 | + 23-888 | © jo 995 | ¢ 26-143 - -583 
f 7-387 | ¢ 91-76 | f 15-208 | f 6403 | c 95-199 | © oy iiy 8-379 
f 8-196 | g 99.50 | f 18-471 | f 6-429 | c 25-306 -p.597- | f 9-204 
f 8-322 | . 96-943 | ¢ 20-186 f 6-517 ¢ 25-433 p 26- 54 |¢ Il- 87 
f 9-485 c 94298 | f 17-420 | c 25-465 -p.266- | ¢ 96-71 |f 11-238" 
ec 10-820 f 17-466 f T- 85 f 11-3338 
f 23-171 | ,~P-207- f 7-488 | _. 162. f 1-87 p 138- 90 
© 94949 4 To | VOL6 | of S16 |e p98 | f Irigg | VOL? |¢ Jem 
f 9-203 ¢ sset|* %197 | ¢ weiss | 5.7. |a 94-181 
-p.455*- | ¢ 9-903 | -p.10- | gaog | f 9155 | ¢, 15-476 | cf 8-409 
ce 4343 | © 10-106 | f 6-35 | ¢ ging | o 26- 8 | a 26-196 |e 10-449 138 
oe (Cees SS le & 6Lo ae ef 15-295 | ma 7-187 
ce 5-473 | ¢ 39-159 | f 6-375 c 26-248 : i 
f 9 9 -p.310- | c 23-147 |c 24-268 
c 26- 71 ¢ oo-s573 | f 8-176 cf 9- 41 d 26-591 |, 6-535 -p. 430- 
f 21-75 | f 10-209 | 2 9 a4 ce 9-117 | -p.32- | f 9-876 
vos |° 257 ane f 9-95 | -P-163- | ce 11-160 | f 5-198 | -p.432- 
k 1.101 |% 9% 99 |°¢ 26-594 | cc 19-831 | f 8-312 | f 17-375 
-p. 1- -p.251- | © 95-463 | f 9-185 s 13-109 | f 9-122 |c 25-490 
cf 2-198 | ad 1-278 f 10-449 | -p.169- |f 24 57 |v 9-599 
ef 5-185 | f 8-277 f 11-95 | f 6-369 | ¢ 26-143 | f 9-524 | -p. 460- 
f 5-186 | ce 9-365 ~p.61- | ¢ 11-286 | f 6-459 p 19-291 |f 9-150 
f 8-187 | f 10-379 | 4 6564 | © 19185 | f 6-468 | -p.349- |f 19-267 |p I1- 1 
f 6-51 |e 19-190 |f 11-128 | ¢ y9499 | # 6-517 | ce 5-109 | ¢ 22-106 | c¢ 21-160 
f 6-196 | d 18-185 | 24238 | ¢ 13-94 | d 6-543 |r 9-242 |f 24 48 |c 25-193 
d 6-188 | d 14-294 d 18-114 | f 7-917 | d 9-816 
f 6-882 | d 14234 | -p.67- | d 18-199 | f 17-289 |e 189483 | -p.S4- | -p.46o- 
f 6-834 | d 20-601 |r 6-61! f 13-241! f 17-323 | p 16-81 !f 8-305 |s 1-496 
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VOL.7 


8- 11 
9-188 
9-332 
9-357 
9-359 
11-384 
18-281 
23- 86 
25- 74 
26-512 


Qaenln Ahh ee re 


VOL. 8 


-p. 1l- 
9- 89 
9-332 

11- 87 
14-183 
24-144 
24-153 
26-614 


-p. 113- 
c 23-506 
c 24-164 
c 24-332 
ef 25-363 


-p. 114- 
c 23-476 
ec 23-491 
cc 24-479 
ce 26-318 


-p. 163- 
9-309 
10- 44 
10-205 
10-267 
ll- 38 
ll- 95 
11-238? 
12- 53 
13- 4 
18-196 
f 13-311 
13-348 
18-352 
14-258 
14-281 
14-367 
14-424 
15- 5 
15- 15 
17-240 
18- 8 
18-121 
18-323 
18-466 
18-562 
19- 10 
19-446 
24- 22 
24-343 
25- 12 


ewan HO an 


no Min eens enc E | 


C2: Pty Co: Se ee Oe fo 


THIRTY-FOUR TRADE-MARK REPORTER 


VOL. 8 


c 25-242 
e 25-388 


-p. 177- 
8-372 
9-242 

10-172 
10-319 
12-102 
12-397 
22-467 
24-140 
24-275 
25-652 


aaa a Oe 


-p. 283- 
f 10-217 
p 11-397 
p 19-179 
c 19-186 
ce 15-489 
c 23-148 
c 25-137 


-p. 366°- 
r 10- 90 
d 13-448 
ce 15-155 


-p. 369- 
9-242 
10-205 
1l- 87 
11-220 
17- 54 
18-404 

cf 19-102 
c 23-223 


-p. 405- 
f 10-148 
f 11-324 
c 25-196 


VOL.9 


-p.1- 
9-315 
10-193 
10-194 
10-196 
10-384a 
10-451 
12- 71 
12-190 
12-443 
13-129 
18-191 
13-242 
13-808 
18-3138 
18-350 
18-392 
138-426 
13-481 


AMP ABRAARAARAWA 4d MmHMO 


VOL.9 


13-465 
14-193 
14-202 
14-244 
14-255 
14-258 
14-271 
14-367 
14-379 
14-425 
15-150 
15-352 
15-292 
15-527 
16- 53 
16-379 
16-286 
17-276 
17- 32 
17- 66 
17-112 
17- 71 
18-455 
18- 8 
18-137 
18-433 
18-486 
18-551 
19- 2 
19-188 
19-456 
19-465 
20- 22 
20- 74 
20-165 
20-283 
20-434 
20-477 
20-565 
21-120 
21-234 
21-498 
21-612 
22-1383 
22-394 
22-406 
23- 59 
23-131 
23-279 
23-333 
23-388 
24- 42 
24-165 
24-422 
24-183 
26- 8 
26- 18 
26- 67 
26-126 
26-450 
26-591 


BaD Bed AHF AAIDAADNAAAAAAR LA ASAAAAA A VHA WAT WWWAA MAN AMA MA MEH WA Mme 


-p. 15- 
ce 9-951 
e 10-172 
f 11-383 


VOL.9 


11-128 
11-134 
11-286 
12- 8 
12-202 
12-243 
13- 61 
14-447 
18-441 
18-540 
19-225 
19-343 
19-491 
22-291 
23-436 
24-428 
25- 4 
25-610 
ce 26-107 
c 26-539 


ArmA ANKNO Baars, amar 


-p. 89- 
ce 9-332 
c 17-463 
c 24-332 
c 25-314 
c 25-350 
c 26-308 


-p. 123- 
c 15-203 
p 21- 84 
c 21-328 
c 23-384 
c 24-228 


-p. 131- 
ce 22-326 
c 25-142 


-p. 136- 
d 9-507 
10-205 
10-318 
10-359 
11-178 
11-192 
11-212 
11-284 
12-231 
12-263 
13-389 
14-166 
14-171 
15-353 
16-318 
17- 14 
17-463 
18- 30 
18- 92 
19-522 
20-174 
24-106 
25-512 
25-638 


2 A'S Mm Hh ehh mm hom UE mh Oh O ma 


VOL.9 


-p. 182- 
f 13-303 
14-197 
15-441 
18-279 
22-415 
23-155 
25-520 


-p. 198- 
e 10-190 
p 16-572 
q 26-583 


-p. 205- 
c 16-442 
f 21-293 
c 24-461 


-p. 222- 
12- 20 
12- 69 
13-220 
14-523 
19-211 
25-407 


-p. 229- 
f 9-369 
ec 10- 21 
e 10- 25 
ec 10-148 
e 10-155 
f 10-159 
e 10-301 
p 12- 39 
d 16-518 
c 16-329 
c 25-484 
c 25-658 


-p. 321- 
f 10-170 
a 10-312 
c 24 51 
f 24-377 


-p. 324- 
f 26-227 


-p. 341- 
c 15-338 
c 25-350 


=p. 399. 
d 9-413 
f l1l- 41 
12- 8 
12- 79 
12-458 
13-3038 
14- 8 
16-329 
19-395 
19-503 
24-446 


Ome mene 


VOL.9 
c 26-614 


-p. 498- 
f 17-236 
p 23-251 
c 26-324 


VOL. 10 


-p. 33- 
ce 16-218 
e 21-516 
c 26-144 


-p. 40- 
c 25-331 
c 25-525 


-p. 42- 
cc 10- 47 
a 11-107 
d 26- 43 
ce 26-570 


-p. 102- 
f 19-159 
f Q21- 75 
d 25-579 
c 25-101 


-p. 191- 
e 13-314 
c 15-293 
f 16-101 
f 17-167 
c 17-278 
ce 23-279 
c 23-394 
e 25-375 


-p. 198- 
f 18-425 
f 14-144 
f 14-202 
f 15-302 
ce 15-483 
c 16-197 
e 18-101 
p 19-496 
c 22-110 
p 23-251 
p 25-574 
ce 26-356 


-p. 227- 
12-299 
16-176 
21-114 
24-362 
26-630 


-p. 231- 
f 13-284 
ef 18-331 
f 14-434 


VOL. 10 


17- 52 
19- 16 
19-109 

20-35 
23-229 
24-219 


-p. 235- 
ce 16-404 
q 26-582 


-p. 243- 
f 12-367 
13-114 
18-139 
15-353 
17-399 
17- 34 
19-523 
21-396 


-p. 244- 
f 21-121 


-p. 246- 
10-345 
13- 64 
13-220 
13-223 
14- 84 
15-134 
15-317 
15-482 
15-505 
16- 17 
16- 81 
16-132 
16-196 
16-373 
17- 17 
17-130 
17-250 
18-169 
24-106 
24-331 
26-670 
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+p. 255- 
10-415 
10-437 
12- 29 
12- 31 
12- 93 
12-129 
12-176 
12-236 
12-260 
12-280 
14- 31 
14-133 
14-217 
15- 45 
15- 87 
15-165 
15-440 
16-262 


mre rmoona OO Sh 


VOL. 10 


16-352 
16-368 
17-175 
18- 92 
18-374 
18-461 
19- 48 
19-191 
19-400 
20-189 
20-259 
21-125 
21-330 
21-379 
cf 23-147 
d 23-348 
f 23-370 
c 28-384 
cf 25-414 
25-576 
25-666 
26- 71 
26-220 
26-227 
26-487 


mR AAA heen an eG 


-p. 312- 
ce 14- 52 
c 14-386 
f 16-486 
c 25-387 


-p. 317- 
d 14- 32 
f 16-519 
d 24-335 


-p. 320- 
14-183 
15-384 
16-565 
17-369 
20-517 
24-158 
24-415 


-p. 321- 
c 26-487 


-p. 381- 
f 11-395 
s 13-127 
f 26-13 
q 26-639 


-p. 441- 
f 11-118 
f 11-128 
f 11-252 
ec 19-191 
c 12-200 
cf 13-243 
f 138-384 
c 14-224 





VOL. 10 


14-231 
14-260 
16- 72 
16-509 
17- 62 
17-225 
f 17-363 
f 17-428 
18-515 
20-561 
24-219 
24-245 
25-389 
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eAnnneanf 


VOL. 11 


-p. l- 
f 21-157 
c 22-172 


-p. 13- 
c 24-403 


-p. 28- 
c 24350 


-p. 63- 
p 24-161 
c 26- 


-p. 87- 
f 11-384 
13-350 
17-379 
19- 5 
19-493 
19-500 
21- 4 
21-292 
22. 98 
23-223 
cf 24-269 
d 24-282 
ce 26-512 


eannaana™ea 


-p. 107- 
11-809 
18-114 
13-126 
15- 5 
15-302 


VOL. 11 


ec 16-361 
17-128 
24-110 
24-234 
24-379 


-p. 128- 
12-202 
18-337 
19-127 
19-149 
29-424 
23-387 
24 15 


-p. 134- 
c 19-465 
ce 21-516 
c 24-227 
f 25- 4 
cf 25-216 
c 26-143 


-p. 163- 
f 11-284 
c 13-302 
f 24-357 


-p. 178- 
12-205 
20-517 
20-523 
24-181 
24-572 
26-524 


-p. 192- 
ec 11-228 
ce 13-114 
ce 15-353 
c 16-280 
ec 17-365 
e 19-870 
d 24-282 


-p. 231- 
m 19-939 
c 24-533 


p. 238- 
ec 15-483 
c 24 5 
c 24-266 


-p. 251- 
c 26-148 


-p. 255- 
c 24-590 


-p. 257- 
c 25-466 


-p. 275- 
c 18-477 


TABLE OF CITATIONS—PART II 


VOL. 11 


p 23-267 
ef 24-341 


-p. 277- 

15-516 
16-316 
17-183 
18-427 
19-391 
19-400 
19-488 
20-517 
21- 79 
21-549 
21-582 
21-588 
22-238 
24-154 
24-339 
25-485 
25-547 
25-633 
26-649 


AAT AOA AAARAMAAmoOelANne 


-p. 281- 
12-129 
14-367 
15- 5 
15-208 
15-243 
18-450 

f 16-559 

17-420 

17-459 

18-562 

20-14 

20-245 

20-429 

21-109 

21-438 

21-467 

23- 60 

24-343 

25- 12 

25-363 


es Be, ee eee ie) 


Beware meg 


-p. 333- 
16-176 
16-295 
22-289 
24-119 
26-532 
26-631 


c 26-286 


-p. 360- 
19-513 
22-283 
23-297 
24-106 
24-245 
25-313 


VOL. 12 


-p. 20- 
f 13-124 
f 13-220 
s 16-207 
f 16-226 
f 16-408 
c 26- 55 


-p. 39- 
c 19-488 
c 19-489 
c 21-578 
c 24317 
c 25-484 
c 26-649 


-p. 100- 
17-267 
22-147 
22-432 
24-144 
24-549 
24-555 
26-614 


-p. 154- 
14-519 
15-269 
16- 71 
16- 81 
17-392 
19-328 
22-516 
23-224 
24-224 


eaengne ows aANn 


' ep. 179- 
14-191 
15-353 
16-207 
16-389 
17-463 
19-159 
25-137 
25-638 


QRmAtpaoanr 


-p. 202- 
v 26-422 


-p. 205- 
13-288 
13-355 
13-373 
14-380 
15-469 
17-334 
23- 18 


-p. 209- 
d 22-288 
ce 24 5 
c 24-578 
f 24-263 


-p. 211- 
c 26-221 


VOL. 12 


-p. 257- 
ce 138-385 
f 14-135 
c 18-236 
f 25-199 


-p. 426- 
p 26- 43 


-p. 448- 
c 18-428 
c 19-395 
c 25-482 


-p. 460- 
cf 14-253 
c 14-260 
c 24-167 


VOL. 13 


-p.1- 

13-352 
14-342 
14-424 
15- 99 
15-484 
17-153 
17-329 
19-250 
21- 30 
21-440 
22- 18 
24-383 
26-216 
26-591 


Q0e0'SC BAB 6,0 2 hee 


-p. 18- 
c 25-526 


-p. 44- 
c 16-248 
cf 17-413 
d 20- 95 
ce 21- 95 
cf 22-147 
ce 25-196 
c 26- 73 
c 26-220 


-p. 58- 
f 15-246 
c 19- 16 
c 25-136 


-p. 60- 
c 26- 95 


-p. 62- 
p 138-183 
f 14 15 
f 14-281 
f 14-424 
f 15-257 


VOL. 13 


16- 40 
16- 44 
17-128 
17-351 
19- 22 
19-469 
20-205 
20-246 
25-423 


ae oe AO GO ee 


-p. 69- 
13-173 
17-171 
17-428 
17-507 
18-137 
19- 4 
20-169 
21-167 
22-470 
23-162 
24-560 
25-389 
26-244 


aRnananawteaneaarcea 


-p. 96- 
14- 64 
14-390 
15-581 
15- 82 
17- 18 
17- 64 
17-129 
17-141 
17-194 
17-407 
18-371 
18-576 
26-594 


le We AS Men, Be eee i i ee ee) 


-p. 109- 
f 14-153 
ce 14-400 
c 26-602 


-p. 121- 
13-486 
14-126 
14-292 
14-397 
15-101 
16-192 
1l- 98 
20-266 
21- 61 
21-175 
22-258 
26- 55 
26- 59 


Fc eo Cede Dee - e Bo a 


-p. 125- 
c 26- 64 


-p. 145- 
e 15- 75 
ce 21-520 


VOL. 13 
c 25-381 


-p. 185- 
c 21-516 
c 26-143 


-p. 193- 

14-342 
15-100 
17-329 
17-530 
19-250 
19-400 
20-561 
23- 60 
23-390 
24-111 
24-246 
26- 5 
26-594 


AAPA AT ee a 


-p. 198- 
ce 21-497 
Cc 22-424 
v 23-338 
ce 24-393 


-p. 228- 
ce 25-376 


-p. 233- 
14-193 
16-128 
17- 90 
17-226 
17-370 
17-503 
18-480 
19- 50 
21-120 
21-419 
22-160 
23-113 
23-251 
23-260 
24- 41 
21-245 
24-351 
24-575 


eveegadA2F 8A ABA AA 


-p. 269- 
ec 13-480 
r 14-159 
c 25-292 
c 25-136 


-p. 285- 
c 16-4383 
e 17-338 
v 25-331 
cf 25-363 
d 25-407 


-p. 288- 
f 14- 82 
f 14401 
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VOL. 13 


14-405 
16- 51 
21-126 
21-369 
21-436 
21-533 
21-571 
22- 80 
22-369 
23-128 
23-224 
23-351 
23-513 
24- 69 
24-385 
25-249 
25-306 
26- 1 
26- 64 
26-602 


4Aameanrmowsdamnm*anoaans 


-p. 308- 
c 18-282 
ce 19-449 
f 19-503 
ec 20-523 
c 22-252 


-p. 304- 
c 25-136 


-p. 314- 
f 14-155 
c 25- 66 


-p. 324- 
c 25-136 


-p. 345- 
15-318 
15-385 
16-237 
17-190 
19-424 
20-340 
20-569 
25-539 
26-264 


2evwcte nm ee 


-p. 349- 
15- 1 
15-519 
16-263 
19- 11 
20-566 
22-246 
24-350 
26-558 


JO ee OD OF 


-p. 373- 
d 16-1738 
c 18-540 
f 19- 12 
c 25-462 
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VOL. 13 


-p. 389- 
18-282 
18-517 
18-556 
21-177 
21-368 


cf 22-246 
Cc 24-224 
c 24-239 
c 25-297 
c 25-292 


-p. 393- 
d 25-234 
p 26-176 


-p. 418- 
c 21-291 
ce 25-141 


-p. 425- 
15-309 
16-3738 
18-118 
26-466 


VOL. 14 


-p. 12- 
c 25-635 


-p. 35- 
c 20-340 
q 26-500 


-p. 79- 
ec 19- 50 
d 20-479 
d 25-161 
d 25-514 


-p. 119- 
ec 20-531 
c 21-363 
c 26-653 


-p. 128- 
14-521 
15-261 
17-392 
20- 82 
20-220 
20-464 
25-663 


-p. 159- 
15- 91 
15-434 
15-442 
16-3873 
16-566 
17-166 
17-317 
17-463 


anmanaan amen 


THIRTY-FOUR TRADE-MARK REPORTER 


VOL. 14 


18- 51 
18-251 
18-517 
20-245 
20-516 
21-601 
23- 18 
24-239 
26- 7 
26-211 
29- 21 


maAaaaAamannaanm 


-p. 185- 
14-181 
14-511 
15-441 
17- 60 
18-280 
20-577 
23-224 
24-219 
26-187 
26-531 


Qm*nn Aan Aandans 


-p. 225- 
d 21-374 
p 23-251 
c 26-409 


-p. 228- 
18-483 
20-266 
21-419 
22- 3 
23-251 
24-245 
26-356 


eegaasn 


-p. 247- 
14-457 
16- 81 
16- 79 
17- 85 
17-3870 
18- 2 
18- 92 
18-118 
18-266 
18-428 
20- 69 
20-118 
20-293 
20-516 
Q21- 75 
Q21- 87 
21-327 
23-384 
24-154 
24-269 
24-262 
25-568 
25-583 
26-243 


AA RA RIO hhh ROA AA ARNG ey 


-p. 281- 
f 16- 40 


VOL. 14 


17-110 
17-129 
17-149 
17-158 
18-131 
18-576 
19-356 
26-220 
26-550 


>? me “hPa re 


-p. 289- 
f 19-917 
c 26- 95 


-p. 331- 
d 26-126 
c 26-211 


-p. 351- 
16- 12 
17-159 
17-191 
17-207 
25-462 
25-664 


=p. 399- 
19-188 
23-248 
24-246 
24-320 
26-602 


VOL. 15 


-p. 1- 
ce 15-156 
ce 16- 19 
s 16-263 
c 16-503 
ec 18- 1 
c 18-324 
d 18-344 
f 18-562 
c 19-446 
f 19-496 
ce 20- 17 
c 20-245 
c 20-577 
c 21-467 
c 21-598 
c 22-322 
f 24-348 
q 26-468 


-p. 5l- 
c 26- 95 


op. 80- 
d 15-327 
ec 17- 14 
ec 17- 18 
f 17-407 
c 25-388 


VOL. 15 


-p. 160- 
ce 25- 39 


op. 185- 
16-409 
16-465 
17- 66 
17-151 
17-196 
17-249 
17-327 
17-525 
18- 80 
18-180 
19- $ 
19-196 
19-178 
21- 30 
21-132 
22- 18 
23- 72 
24-423 
25-234 
25-307 
25-378 


AeRBRR RF Aye eAAD 2A ee 


-p. 208- 
18- 66 
19- 50 
19-365 
19-144 
19-148 
20-321 
22-521 
25-143 
26-473 


aAen*™Agnenn 


-p. 227- 
c 25-388 


-p. 239- 
d 15-480 
cf 15-498 
p 17-420 
cf 17-459 
f 17-182 
f 18-430 
f 18- 8 
c 18-122 
c 18-324 
cf 19- 10 
19-500 
20-429 
21-598 
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